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[Opinlomi  of  tbe  Solicitor  of  the  Department  of  the  Interior  are  indicated  by  a  degree 
mark  (*)  ;  of  tlie  Attorney  General  by  a  double  dagger  (t)  ;  decisiona  of  the  Supreme 
Court  of  the  District  of  Columbia  by  the  letter  (•)  ;  of  the  Court  of  Appeals  of  the  Dis- 
trict of  Cohmbla  by  one  star  (*)  ;  of  the  United  States  Circuit  Court  of  Appeals  by  the 
letter  <<) ;  and  of  the  Supreme  Court  of  the  United  States  by  two  stars  (^).] 

A. 

Page. 

Abandoned  experiments,  device  made,  tested,  long  delay  in  filing  applica- 
tion, although  applications  filed  for  other  devices,  Grns,  Jr.,  v.  Eynon..        49 
Long  delay  in  applying  for  patent  and  atendomment  of  experimental 

device,  loses  right  to  assert  priority,  *  Dimcan  v.  Shelley 155 

Sufficiency  of  test  challenged,  no  attempt  made  to  prove  operativeneas, 

♦  HartBough  v,  Gile 187 

Abandonment  of  ai^lications  by  winning  pilrty,  losing  party  not  entitled 
to  patent  if  invention  put  to  public  use  before  abandonment,  Nash  v. 

Reeder  v,  Ryan 72 

Not  warranted  where  Examiner  objects  to  sufficiency  of  response  after 

acting  on  merits  of  claims.    Ex  parte  Humphrys ^ 70 

Abandonment  of  invention,  burden  of  proof  on  party  alleging,  not  sus- 
tained where  only  evidence  period  of  delay,  explained  by  financial  em- 
barrassment   ♦  Hoenig  V,  Parker 284 

Question  of  fact,  not  to  be  presumed  by  mere  delay,  *  Wells  and 

Hunter  v.  Honlgmann 242 

Affidavits  under  Rule  75,  access  to  refused,  ♦  Erben  v.  Yardley 220 

Amendment  of  claims  to  meet  objection  of  double  patenting  binding  on 

patentee,  '  Hlggin  Mfg.  Co.  v,  Watson  et  al 403 

Amendments,  drawings,  entry  not  to  be  refused  because  not  making  all 
changes  regarded  as  necessary,  unless  undoing  work  done.    Ex  parte 

Humphrys 70 

Anticipation,  device  described  in  foreign  publication,  not  patentable  even 

If  unknown  to  patoitee,  ♦♦  Bone  v.  Commissioners  of  Marlon  County 457 

Not  established,  affidavits  showing  distinction  between  applicant's 

claims  and  prior  patent.    Ex  parte  Comey 65 

Without  claim  to  priority  relied  on  as  defense,  inventor  may  show 

prior  invention  by  competent  proof,  *  Barber  v.  Otis  Motor  Sales  Co__      106 

Appeal,  in  determining  validity  entire  prior  art  considered  regardless  of 

claim  lower  court  erred,  *  Backstay  Machine  &  Leather  Co.  v,  Hamilton.      397 

Licensee  Joined  with  owner  in  suit,  patent  declared  invalid,  licensee 

refusing  to  appeal   owner  may  prosecute  appeal   independently, 

'Bellows  and  Slack  v.  New  York  Central  Railroad  Company ;  Same 

V,  Pressed  Steel  Car  Company 362 

To  Circuit  Court  of  Appeals  from  order  granting  injunction  upon  in- 
•    snperable  objection  appearing,  bill  dismissed  and  litigation  termi- 
nated, ••Meccano  Limited  v.  John  Wanamaker,  New  York 478 
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Page. 
Applications,  abandonment  of  original,  substitute  application  filed  there- 
after not  a  continuation  of  first  application.    Ex  parte  Hall 56 

Continuing,  defined.    Ex  parte  Id 56 

To  change  Joint  to  sole  when  one  applicant  has  admitted  that  he  was 
not  an  inventor,  but  was  included  by  mistake,  with  no  fraudulent 
intent,  no'  reason  seen  for  refusing  amendment  eliminating  super- 
fluous applicant    In  re  Roberts 158 

Attorney,  inventor  bound  by  acts  of  agent.    In  re  Schneider 121 

C. 

Certiorari,  decree  made  final  in  Circuit  Court  of  Appeals,  may  be  taken 
up  by  Supreme  Court  and  treated  as  if  on  appeal,  •♦  Meccano  Limited 

V.  John  Wanamaker,  New  York 478 

Reviewing  interlocutory  order.  Supreme  Court  will  not  consider  con- 
flict of  decisions  or  merits,  review  being  only  on  action  of  lower 

court  upon  the  order.    Id 1 478 

Claims,  application  for  reissue  to  broaden,  filed  after  unreasonable  delay, 

claims  properly  refused.    Ex  parte  Schneider 9 

Construed  in  light  of  specification  when  first  made,  although  originat- 
ing in  application  of  party  dropped  out  of  the  case  in  a  three-party 

interference  proceeding,  ♦  CJox^'t?.  Headley  and  Thompson 188 

Duplication,  feature  specified  in  one  daim  omitted  in  the  other, 

feature  must  be  Implied.    Ex  parte  Comey 65 

For  indicator  provided  with   graduation   not   aggregatlonal   when 

specifying  such  graduation.    Ex  parte  Duncan 36 

Multiplicity  of,  defining  simple  invention,  duty  of  applicant  to  point 

out  distinctions.    Bx  parte  Id 36 

On  appeal  to  Commissioner  of  Patents  found  indefinite,  remanded  to 

Primary  Examiner.    Ex  parte  Schneider 25 

Rejection  of,  for  duplication  and  indefinlteness.    Ex  parte  Duncan.       36 

•  In  re  Duncan 197 

Commissioner  of  Patents,  action  not  restricted  to  questions  put  in  assign- 
ment of  errors,  may  base  opinion  upon  information  otherwise  obtained. 

Ex  parte  Duncan 36 

Decision,  sustained  by  Court  of  Appeals  of  the  District  of  Columbia, 
on  motion  within  his  discretion,  where  no  abuse  is  shown.    *  In  re 

Dement 170 

No  Jurisdiction  to  consider  claims  presented  after  appeal  is  perfected. 

•  In  re  Smith 140 

Concurrent  decisions  of  the  Patent  Office  not  to  be  disturbed  except  where 

error  clearly  appears,  ♦  Blaine  t?.  White 222 

Construction  may  be  made  and  sold  after  expiration  of  patent  which  it 

infringed,  ^  Van  Kannel  Revolving  Door  Co.  v.  Winton  Hotel  Co 99 

Construction  of  claims,  duplication  of  device  of  prior  art  not  patentable. 

♦  In  re  Lower 149 

Issue  relating  to  subordinate  part  of  machine,  operativeness  of  ma- 
chine as  a  whole  not  basis  for  award.  *  Cox  v,  Headley  and  Thomp- 
son       183 

Limitations  pertaining  to  inventive  step  rather  than  to  its  environ- 
ments, *D*Arcy  Spring  Co.  et  al.  v,  Marshall  Ventilated  Mattress 
Co 24fi 
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Limiting  words  sufficiently  broad  to  include  equivalents.    *  Ohio  Rake 

Co.  V.  Bucher  &  Gibbs  Plow  Co 451 

Prior  art  shows  process  unpatentable.    Ex  parte  Foss 61 

Refused  because  objectionable  in  form.    Id 61 

Right  to  make  claims.    ♦  Seymour  v.  Mol3meux 137 

Specification  may  be  considered  in  construing  claims  describing  cer- 
tain elements  in  general  terms,  *I.  T.  S.  Rubber  Co.  v.  Panther 

Rubber  Mfg.  Co -      283 

Specifying  construction  as  of  a  "  continuous  strip  "  not  restricted  to 
literal  terms  employed,  'Whitlock  Coil  Pipe  Co.  v.  Mayo  Radi- 
ator Co 447 

Construction  of  statutes,  act  of  March  3,  1883.    t  Opinion  of  the  Attorney 

General 92 

Section-4886,  Revised  Statutes,  »  Barber  v.  Otis  Motor  Sales  Co 106 

Section  4888.  Revised  Statutes,  ^  Rohm  et  al.  v.  Martin  Dennis  Co»-_  349 
Section  4897,  Revised  Statutes,  ♦  Wells  and  Hunter  v.  Honigmann^—  242 
Section  4915,  Revised  Statutes,  «MattulIath  Aeroplane  Comjmny  v, 

Newton,  Commissioner  of  Patents 97 

Section  4920,  Revised  Statutes,  Nash  v.  Reeder  v.  Ryan 72 

Construction  of  specifications  and  patents.  Bridge,  No.  1,006,995;  Cham- 
bers, No.  782,880;  Hitner,  Nos.  821,361  and  822,452;  Lubbers,  Nos. 
702,013-702,015,  822,678,  886,618,  and  914,586,  all  for  window-glass 
manufacture,  valid  and  infringed,  *  Consolidated  Window  Glass  Co. 

V.  Window  Glass  Mach.  Co.  et  al 313 

Certain  phrase  construed  in  accordance  with  intention  of  patentee, 

'Concrete  Appliances  Co.  et  al.  v.  Meinken  et  al 378 

Claim  to  combination  including  means,  etc.,  limited  to  means  de- 
scribed, 'Mastoras  v.  Hlldreth 414 

Patent  invalid  in  part  and  valid  and  infringed  in  part,  *  Higgin  Mfg. 

Co.  V,  Watson  et  al 403 

Constructive  reduction  to  practice,  process  clearly  disclosed  in  application 

for  apparatus,  Bethke  v,  Scannell 11 

Copending  applications,  two  patents  gi:anted  same  inventor,  later  applica- 
tion covering  improvement  on  earlier  application  not  prior  art,  though 

earlier  issued,  •  Higgin  Mfg.  Co.  ta.  Watson  et  al 403 

Corporation,  suits  for  infringement,  ratification  of  acts  and  statements  of 
represeptative  of  unincorporated  predecessor,  *Wolf,  Sayer  &  Heller, 

Inc.,  V.  United  States  Slicing  Mach.  Co 301 

Conrt  of  Appeals  of  the  District  of  Columbia,  question  of  originality,  con- 
current decisions  of  tribunals  of  the  Patent  Office  will  be  followed  unless 
manifest  error  Is  shown,  ♦  Hopkins  v.  Rlegger 126 

D. 

Date  of  filing,  sole  application  of  one  of  two  parties  who  filed  joint  applica- 
tion by  mistake  entitled  to  date  of  original,  sole  application  being  a  con- 
tlnnatioD.    ♦  In  re  Roberts ^-      158 

Decision  of  appellate  court,  decree  of  lower  court  reversed,  injunction, 
accounting  granted,  time  for  filing  disclaimer  given  conditioned  on  aban- 
donment of  invalid  claims,  ^  Higgin  Mfg.  Co.  v.  Watson  et  al 403 

Dedication  to  the  public,  not  the  result  of  act  of  March  3,  1883,  invention 
can  be  used  only  in  work  for  the  Federal  Government,  t  Opinion  of  the 
Attorney  General 92 
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Pave. 
Delay  of  more  than  two  years  in  filing  reissue  application  to  broaden  claim 

unreasonable.    ♦  In  re  Schneider 121 

Designs,  infringement  test,  whether  from  the  Identity  of  appearance  the 
impression  produced  is  apt  to  deceive  purchaser,  *  Geo.  Borgfeldt  &  Co, 

et  al.  V.  Weiss 389 

Patent  entitles  holder  to  equivalents  respecting  unessential  details, 

*Id 380 

Diligence,  test  in  considering  experiments  made  not  whether  they  benefit 

public,  but  whether  made  in  good  faith,  ♦  Gammeter  v.  Backdahl 209 

Divisional  application,  invention  disclosed  but  not  claimed  in  original 
application,  afterwards  claimed  in  another  application,,  original  amplica- 
tion constructive  reduction  to  practice,  filing  date  and  priority  of  rights 

given  to  later  application,  ♦*  Chapman  and  Chapman  v.  Wintroath 4C5 

Double  patenting,  claims  covering  invention  same  as  those  covering  patent 
granted  on  divisional  application  not  patentable.    Ex  parte  Wlggii^ton.        07 
Division  required  between  claims  not  patentably  different,  no  basis 
for  waiving  patentable  Identity,  even  though  Examiner  failed  to 

state  opinion.    Id 67 

Patent  granted  for  product  not  bar  to  same  inventor  of  patent  for 

process  new  in  the  art.    ♦  In  re  Zenk 215 

Question  whether  claims  in  application  patentable  over  patent  granted 
same  inventor  not  one  of  priority.    Ex  parte  Wigginten 67 

E. 

Earlier  issued  patent  prior  art,  though  later  patentee  carried  invention 
back  of  issue  date  but  subsequent  to  filing  date,  ^  Higgin  Mfg.  Co.  i;. 
Watson  et  al 403 

Equivalents,  substitution  of,  *  Id 403 

Estoppel,  pending  application  disclosing  an  invention  not  claimed,  patent 
granted  on  application  filed  by  another,  divisional  application  for  such 
invention  may  be  filed  within  two  years  after  such  patent  and  claims 

copied  for  interference,  ♦♦  Chapman  and  Chapman  v.  Wintroath 465 

Right  to  make  claims,  ♦  Wells  and  Hunter  v,  Honigmann 242 

Evidence  confiicting,  circumstances  and  actions  to  be  considered,  ♦  Braun 

V.  Wiegand 141 

Taken  in  prior  interference  not  admissible  in  pending  interference 
for  the  purpose  of  impeachment  unless  proper  foundation   laid, 

Moyer  v.  Anglada 1™        86 

Expert  testimony,  determination  of  necessity  rests  with  court,  decision 
not  reviewable  except  in  clear  cases,  *Kohn  v.  Eimer  et  al 431 

F. 

Final  fee,  payment  delayed  more  than  six  months  by  reason  of  failure  to 
receive  notice,  application  forfeited,  notice  having  been  mailed.  Ex 
parte  Lacey 83 

Financial  inability,  not  proven  when  applicant,  with  no  dependents,  em- 
ployed most  of  the  time,  could  buy  a  motorcycle  and  pay  for  it  in 
monthly  installments,  *  Duncan  v.  Shelly 165 

Foreign  patents,  British  and  French,  to  defeat  United  States  patent  must 
be  enrolled  before  the  Invention  or  two  years  before  application, 
^BarbeF  t?.  Otis  Motor  Sales  Co 106 
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ImprovemeDt  adapted,  change  made  only  substitution  of  material,  not 

invaition,  *  Minneapolis  Knitting  Works  v,  Marshall  Field  &  Co 860 

Infringement,  by  corporation,  president  and  general  manager  not  indi- 
vidually liable  for  damages  in  official  capacity,  *D'Arcy  Spring  Co.. 

et  al.  t?.  Marshall  Ventilated  Mattress  Co 246 

Knowledge  and  consent  mere  parole  license,  revocable  by  bringing  of 
suits  for  infringement,  ^'Wolf,   Sayer  &  Heller,   Inc.,  v.   United 

States  Slicing  Much.  Co 301 

Not  avoided  by  better  device  unless  because  of  additional  function, 
mode  of  operation,  or  change  in  character,  *  Smith  Cannery  Ma- 
chines Co.  1?.  Seattle-Astoria  Iron  Works  et  al 296 

What  constitutes,  *Dunn  Wire-Cut  Lug  Brick  Co.  v.  Toronto  Fire 

Clay  Co.  et  al 269 

Injunction,  error  to  refuse  where  validity  of  patent  sustained  by  prior 
adjudication  and  infringement  clear,  <^  Imperial  Machine  &  Foundry 

Corporation  v.  G.  S.  Blakeslee  &  Co 368 

Interference,  abandonment  of  application  by  winning  party,  evidence 
must  show  actual  completion  of  invention  to  bar  patent  to  losing  party, 

Nash  v,  Heeder  v.  Ryan 72 

Application  insufficiently  describing  machine,  refers  to  earlier  appli- 
cation, disclosures  taken  together  enable  construction  of  machine, 
objection  to  later  application  not  sustained,  Kitselman  v,  Reid, 

Reid,  and  Kelley 26 

Application  and  patent,  question  of  originality,  application  filed  long 
after  patent  was  granted  and  device  in  commercial  use,  applicant 
must  establish  beyond  doubt  that  he  was  first  to  conceive,  *  Braun 

V,  Wiegand 141 

Claim  not  patentably  different  from  issue  In  prior  interference, 
principle  of  res  adjudicata  not  applicable,  Reid,  Reid,  and  Kelley 

V.  Kitselman , 28 

Claim  not  to  be  limited  to  suit  special  conditions,  ♦  Seymour  v,  Moly- 

neux 133 

Counts  must  be  construed  by  disclosure  of  party  first  to  make  claim, 

•Id ^-      133 

Court  of  Appeals  of  the  District  of  Columbia,  without  Jurisdiction 
to  review  Commissioner's  ruling  as  to  public  use,   *  Cowles  v. 

Rody 117 

Error  not  having  been  discovered,  concurrent  decisions  of  the  Patent 

Office,  ♦  Brown  v.  Tomlinson 178 

Evidence  at  former  trial  of  party  to  proceedings  not  called  to  testify 

admissible  as  an  admission  on  his  part,  Moyer  v.  Anglada 86 

Evidence   insufficient   to   establish   Junior   party    as   first   Inventor, 

♦  Bader  v.  Burroughs 114 

Inadvertently  granted  patent  during  pendency  of  Joint  application 

filed  by  patentee  and  another,  burden  of  proof  heavily  on  patentee, 

♦  Lambert  v,  Hope  and  Lambert 237 

Inventor  refusing  to  sign  preliminary  statement,  assignee  conducting 

interference  not  calling  him  as  witness,  presumption  that  inventor 
would  not  support  claims,  *  Marie  E.  Scheuerle,  administratrix  v, 
Conner 123 
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XXVm  DECISIONS  OF  THE  COMMISSIONER  OF  PATENTS,  1920. 

Interference — Continued.  Pass. 

Judgment  in  favor  of  senior  party,  reversed  on  appeal,  affidavit  show- 
ing inoperativeness,  and  remanded  for  trial  on  merits,  *Lee  and 
Hogan,  Jr.,  v.  Vreeland 145 

Name  in  three  patents  same  as  applicant's,  attorneys  same,  appU- 
"cant  testifies  one  patent  specifically  refers  to  another  taken  out  by 
him,  considered  as  all  filed  by  same  person,  although  patents  not 
introduced  in  evidence,  Grus,  Jr.,  v,  Eynon 4& 

One  contestant  disclosing  to  the  other  nothing  more  than  result  to  be 
accomplished,  burden  of  proof  on  Junior  party,  ♦  Pembroke  r. 
Sulzer 218 

Party  no  right  to  make  claim  in  prior  interference,  reopening  refused 
four  years  later  to  include  earlier  application  furnishing  basis  for 
claim,  barred  by  doctrine  of  res  Judicata.    ♦  In  re  Dement 170 

Priority  awarded  on  certain  construction  of  indefinite  claim,  winning 
party  required  to  make  definite,  Reid,  and  KeHey  v,  Kltselman.        28 

Priority  awarded  to  first  to  conceive  and  reduce  to  practice,  losing 
party  can  not  contend  third  party  was  prior  Inventor,  ♦Erben  v. 
Yardley 220 

Priority  of  invention,  three  parties'  evidence  shows  acquiescence  on 
part  of  two  to  claim  of  third ;  also  fails  to  overcome  burden  of  proof 
on  Junior  applicants;  ♦  Engle  v.  Manchester  and.Spooner ;  Engle  v. 
Manchester 130 

Question  of  originality  on  appeal.  Commissioner's  refusal  of  motion  to 
reopen  case  to  take  further  proof  error,  ♦  Bruckman  t?.  Miller 224 

Reopening  not  warranted,  though  decision  of  the  Commissioner,  whose 
ruling  was  followed,  was  reversed  by  Supreme  Court.  Ex  parte 
Wright 14 

Reopening  to  permit  filing  of  preliminary  statement,  Collins  v.  Owens-        76 

Right  to  make  claims — 

Shenk  and  Holman  v.  Clark 16 

♦  Day  V.  Bower 174 

♦  Doyle  and  Hedley  v.  Tomllnson 179 

Invention : 

Analogous  use  only  not  invention.    Ex  parte  Moolten :»        63 

Application  of  old  idea  to  new  machine.    Ex  parte  Smith 2 

Association  of  parts  from  two  prior  patents  accomplishing  same  re- 
sults in  same  way  not  invention,  merely  mechanical  skill.  Ex  parte 
Moore  and  Pack 21 

Attributes  of,  stated,  *A.  Kimball  Co.  v.  Noesting  Pin  Ticket  Co 394 

Combination  of  old  elements  without  new  results  not  Invention.  ♦  In 
re  Moore  and  Pack 182 

Evidence  of,  must  be  more  than  converting  failure  into  success.  Ex 
parte  Schneider 25 

Measure  of,  must  be  pointed  out  definitely  In  claims,  *  Knight  Soda 
Fountain  Co.  v.  Walrus  Mfg.  Co 254 

Mechanical  skill  becomes  invention  whore  mechanic  uses  insight  or 
foresight  to  do  new  things  in  a  new  way,  ''A.  Kimball  Co.  v.  Noest- 
ing Pin  Ticket  Co 394 

Merely  extending  operating  parts  of  switch  outside  of  Inclosing  casing 

not  invention.    Ex  parte  Simon 59 

Method  and  product  separable  inventions,  supporting  separate  pat- 
ents, *  Dunn  Wire-Cut  Lug  Brick  Co.  v,  Toronto  Fire  Clay  Co.  et  al-      259 
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SUBJECT  MATTER  INDEX.  XXIX 

Invention — Continued.  Page. 

Modification  of  certain  parts,  making  them  reversible,  not  invention. 
Ex  parte  Smith 5 

Modification  of  construction  without  advance  In  the  art  not  invention. 
Ex  parte  Kuhn  and  Shailor 58 

Not  involved  in  alleged  new  relation  of  printing  press  and  paper  web. 
Ex  parte  Barber 23 

Not  involved  in  the  specific  application  of  ventilating  fans,  improve- 
ment only  analogous  use,  •'De  Vry  Corporation  v.  Acme  Motion 
Picture  Projector  Co 440 

Presumption  of  novelty  from  public  use  of  product  of  patented  ma- 
chine to  be  given  product,  not  to  machine,  *Dunn  Wire-Gut  Lug 
Brick  Co.  v.  Toronto  Fire  Clay  Co.  et  al 259 

Something  more  than  bringing  together  old  devices,  each  working  its 
own  effect,  producing  nothing  new.    *  In  re  Smith * 125 

Substitution  for  means  employed  by  earlier  patentee  of  means  em- 
ployed in  analogous  art  not  invention,  *J.  H.  Day  Co.  v.  Mountain 
City  Mill  Co.  et  al 421 

Substitution  of  equivalents  not  invention.    Ex  parte  Teale 45 

Test  in  assembly  of  old  elements,  whether  new  result  produced  is  in 
patentable  sense,  *  Concrete  Appliances  Co.  et  al.  v.  Meinken  et  al—      378 

Test  whether  the  achievement  has  given  the  world  something  of  value 
it  did  not  have,  *  H.  D.  Smith  &  Co.  t?.  Peck,  Stow  &  Wilcox  Co 373 


Joint  applicants ;  two  applicants  file,  and  while  application  Is  pending  one 
applicant  admits  having  taken  no  part  in  inventive  act,  but  was  Joined 
in  application  by  mistake,  sole  application  filed  by  the  other  is  entitled 
to  date  of  filing  of  original.    In  re  Roberts 158 

L. 

Laches,  patents  infringed,  owner  notifies  infringer  suit  will  be  brought, 
none  was  brought  for  seven  years,  though  infringement  continued, 
acquiescence  being  practically  parole  license  recovery  can  be  had  only 
for  damage  accruing  after  declaration  of  suit,  *Wolf,  Sayer  &  Heller, 
Inc.,  V.  United  States  Slicing  Mach.  Co 301 

Licensee  from  unauthorized  party  not  estopped  to  dispute  validity  of 
patent,  *Kohn  v,  Elmer  et  al 431 

Limitation  of  claims,  defining  form,  material,  and  location,  importing  sub- 
stantial function,  forms  excluded  not  to  be  considered  as  equivalents, 

*D'Arcy  Spring  Co.  et  al.  v.  Marshall  Ventilated  Mattress  Co 246 

May  be  by  reference  to  the  specification,  *Bisight  Co.  et  al.  v.  One- 
piece  Bifocal  Lens  Co 257 

M. 

Mechanical  equivalents,  protection  against  use  of  in  combinations  under 
same  rule  as  other  patents,  *  Smith  Cannery  Machines  Co.  v.  Seattle- 
Astoria  Iron  Works  et  al 296 

Monopoly  can  not  be  prolonged  by  pioneer  patentee  subsequently  patent- 
ing one  feature  of  device,  because  of  broad  construction  granted 
originally,  *  Van  Kannel  Revolving  Door  Co.  v.  Winton  Hotel  Co 99 
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XXX  DECISIONS  OF  THE  COMMISSIONER  OF  PATENTS,  1920. 

N. 

Pave. 

New  matter,  devices  brought  into  use  after  filing  not  to  be  covered  into 
application  by  amendment  when  not  shown  in  original  disclosure.  Ex 
parte  Smith 2 

New  use,  not  anticipated,  adaptability  described  in  claims  and  specifica- 
tions, description  sufficient,  *  D'Arcy  Spring  Co.  et  al.  v,  Marshall  Venti- 
lated Mattress  Co 248 

Novelty  not  to  be  asserted  for  device  already  described  in  foreign  publica- 
tions even  if  unlcnown  in  this  country,  ♦♦  Bone  v.  Commissioners  of 
Marion  County 457 

O. 

Operative  device  not  invalidated  by  non-user,  nor  can  patent  be  appropri- 
ated as  Ivisis  for  improvement,  though  improvement  is  patented,  with- 
out infringement,  *  Reed  i?.  Hughes  Tool  Co 288 

P, 

Particular  patents,  Beidler,  No.  1,057,397,  "  photographing  and  developing 
apparatus,"  void  for  lack  of  sufficient  disclosure,  ♦  Beidler  v.  The  United 
States 483 

Bellows,  No.  693,218,  "Steel  car,"  certain  claims  void,  *  Bellows  and 
Slack  V.  New  York  Central  Railroad  Company;  Same  v.  Pressed 
Steel  Car  Company 302 

Same,  Nos.  762,796  and  762,858,  "metal  car-sills,"  certain  claims 
void  for  lack  of  invention.    *  Id 856 

Brinkman,  No.  843,864,  "radiator  for  motor-cars,"  valid  and  In- 
fringed, *Whitlock  Coil  Pipe  Co.  v.  Mayo  Radiator  Co 447 

Bone,  No.  705,732,  "  retaining- wall,"  not  Infringed,  ♦♦Bone  v. 
Commissioners  of  Marion  County 457 

Burchenal,  No.  1,135,351,  "lardlike  food  product,"  void  in  view  of 
state  of  the  art.  ♦♦  Berlin  Mills  Company  v,  Procter  &  Gamble  Com- 
pany       496 

Callahan,  No.  948,719,  "  apparatus  for  distributing  wet  concrete," 
valid  and  not  anticipated,  *  Concrete  Appliance  Co.  et  al.  r. 
Melnken  et  al 378 

Collis,  No.  1,204,945,  "  process  of  drying  and  shaping  hosiery  articles," 
void  as  covering  nothing  more  than  mere  function  of  machine, 
<*  Paramount  Hosiery  Form  Drying  Co.  v,  Moorhead  Knitting  Co_.      268 

Connor,  No.  836,486,  "  bifocal  lens,"  claim  1,  limited  by  reference  to 
specification,  not  Invalid  because  too  broad,  infringed,  and  not 
anticipated,  ^Bisight  Co.  et  al.  v,  Onepiece  Bifocal  Lens  Co 257 

Dunn,  No.  918,980,  "  paving-brick,"  valid  and  infringed,  *  Dunn  Wire- 
Cut  Lug  Brick  Co.  v.  Toronto  Fire  Clay  Co.  et  al 259 

Faries,  No.  779,271,  "Jar  and  dipper,"  claim  3  not  infringed,  claims 
4  and  5  invalid  for  Indeftniteness,  ''Knight  Soda  Fountain  Co.  v. 
Walrus  Mfg.  Co 254 

Griffin,  No.  1,195,209,  "  rotary  well-boring  drill,"  not  anticipated, 
valid,  and  infringed,  <»Reed  v.  Hughes  Tool  Co 288 

Henderson,  No.  959,008,  "  scaffold-supporting  means,"  void  for  want 
of  invention,  *♦  New  York  ScafPolding  Company  v.  Liebel-Blnney 
Construction  Company 487 

*♦  New  York  Scaffolding  Company  v.  Chain  Belt  Company  and  Whit- 
ney       492 
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Particular  patents — Continued.  Vtkgt, 

Higglnson  and  Arundel,  No.  1,067,814,  arid  Jay,  Nos.  1,132,273  and 
1,134,457,  "vacuum  suction  device  for  automobiles,"  anticipated, 
*  Jay  et  al.  v,  Weinberg  et  al •    402 

Hughes,  No.  1,124,241,  "  rotary  weU-boring  drill,"  not  anticipated, 
valid,  and  infringed,  ''Reed  v,  Hughes  Tool  Co 288 

Jennison,  No.  1,061,296,  "  wooden  pavement,"  void  for  want  of  inven- 
tion, <*  Jennison-Wright  Co.  v.  Hempy 444 

Knudsen,  No.  1,221,190,  "  brace  to  streng4iien  radius-rods,"  void  for 
want  of  invention,  *  Walker  Mfg.  Cx).  et  al.  v.  Illinois  Brass  Mfg.  Co-      442 

Kohn,  No.  983,291,  "  electric  furnace,"  void  for  anticipation  and  want 
of  invention,  ^  Kohn  v.  Eimer  et  al ^ , 481 

Marshall,  No.  686,160,  "mattress,"  valid,  showing  invention,  limited 
as  to  form,  not  infringed,  *D'Arcy  Spring  Co.  et  al.  v,  Marshall 
Ventilated  Mattress  Go 246 

Nathan,  No.  873,775,  "  innersole  for  shoes,"  void  for  want  of  inven- 
tion, *  Nathan  Anklet  Support  Co.,  Inc.,  et  al.  t\  Cammeyer,  Inc 427 

Niesz,  No.  13,163  (reissue),  new^  and  patentable  combination,  <>Ohio 
Rake  Co.  v,  Bucher  &  Gibbs  Plow  Co 451 

Ovenshire,  No.  800,237,  "  infant's  band  "  or  shirt,  void,  ^  Minneapolis 
Knitting  Works  v.  Marshall  Field  &  Co 360 

Pfeffer,  design  No.  51,559,  "  doll,"  valid  and  infringed,  ^  Geo.  Borgfeldt 
&  Co.  et  al.  V,  Weiss 389 

Robinson,  No.  809,582,  "vegetable-peeling  machine,"  infringed,  *  Im- 
perial Machine  &  Foundry  Corporation  v.  G,  S.  Blakeslee  ft  Co 368 

Rodman,  No.  1,076,453,  "  method  of  making  case-hardening  material," 
claim  10  incomplete  and  vague,  omitting  reference  to  essential  ele- 
ment, therefore  void,  *  Rodman  Chemical  Co.  v.  Deeds  Commercial 
Laboratories 292 

Same,  No.  1,076,453,  "  method  of  making  case-hardening  material," 
not  invalidated  by  prior  use  nor  anticipated,  shows  invention  and 
is  infringed,  *Id 292 

Rohm,  No.  886,411,  "  process  for  bating  hides,"  void  for  failure  to  dis- 
close invention,  *  Rohm  et  al.  v.  Martin  Dennis  Co 349 

Schemmel,  No.  1,226,600,  "  flnishing-welt,"  void  for  lack  of  invention 
and  anticipation,  'Backstay  Machine  &  Leather  Co.  v,  Hamilton 807 

Same,  design  No.  51,804,  "  molding  or  welt,"  void  for  lack  of  inven- 
tion, « Id ^ ^ 397 

Smith,  No.  948,746,  "  apparatus  for  distributing  wet  concrete,"  as  lim- 
ited by  prior  Callahan  patent.  No.  948,719,  void  for  want  of  inven- 
tion, *  Concrete  Applicances  Co.  et  al.  v.  Meinken  et  al 378 

Same,  No.  979,103,  "  fish-dressing  machine,"  certain  claims  valid  and 
Infringed,  *  Smith  Cannery  Machines  Co.  v.  Seattle-Astoria  Iron 
Works  et  al 296 

Thompson,  No.  1,252,862,  "  pin-ticket  device,"  valid,  ^  A.  Kimball  Co. 
t?.  Noesting  Pin  Ticket  Co 394 

Thomson,  No.  841^56,  "  music-sheet  guide,"  fair  construction  and  rea- 
sonable range  of  equivalents  given  patentable  improvement  on  prior 
devices,  *iEolian  Co.  v,  Schubert  Piano  Co 804 

Tufford,  No.  1,177,833,  "mold  for  making  rubber  heels,"  valid  and 

infringed,  '  I.  T.  S.  Rubber  Co.  v.  Panther  Rubber  Mfg.  Co 283 

16752—21 ^lil 


Digitized  by 


Google 


XXXII  DECISIONS  OF  THE  COMMISSIONER  OF  PATENTS,  1920, 

Particular  patents — Continued.  Page. 

Tufford,  Reissue  No.  14,049,  "  rubber  shoe-heels/'  claims  5  to  10  valid, 

Infringed,  "  Fetzer  &  Spies  Leather  Co.  v.  I.  T.  S.  Rubber  Co 274 

Van  Berkel,  Nos.  806,603  and  895.213,  "  meat-slicing  machine,"  valid 
and  certain  claims  in  each  infringed,  'Wolf,  Sayer  &  Heller,  Inc., 

V.  United  States  Slicing  Mach.  Co 301 

Vandenburgh,  No.  841,741,  "  reinforcing-bar,"  limited,  not  infringed, 

<*  Vandenburgh  v.  Electric  Welding  Co 353 

Same,  Reissue  No.  14,182,  "  reinforcing-bars,"  claims  1  and  2  void, 

not  warranted  by  original  patent,  *  Id 353 

Van  Kannel,  Reissue  No.  14,255,  "  revolving  door,"  certain  claims  in- 
valid as  anticipated  by  earlier  patent  to  same  inventor.  '  Van  Kan- 
nel Revolving  Door  Co.  v,  Winton  Hotel  Co 99 

Ward,  Design  No.  37,213,  "  screw-drivei*,"  void,  not  ornamental,  *  H. 

D.  Smith  &  Co.  v.  Peck,  Stow  &  Wilcox  Co 373 

Same,  No.  737,179,  "screw-driver,"  not  anticipated,  *Id 373 

Same,  No.  865,461,  **  improvement  in  cracker-cutting  machines,"  void 
for  want  of  invention,  *J.  H.  Day  Co.  v.  Mountain  City  Mill  Co. 

et  al 421 

W^atson,  No.  836.475,  "  rewirable  screens,"  valid  in  part  and  in- 
fringed in  part  by  the  Higgin  patent.  No.  1,171,952,  <*  Hlggin  Mfg. 

•  Co.  V.  Watson  et  al 403 

Same,  No.  956,239,  "rewirable  screen  construction,"  valid,  certain 

claims  not  infringed  by  Hlggin  patent.  No.  1,171,952.    *  Id 403 

Patentability.    Ex  parte  Moore  and  Pack 69 

♦  In  re  Moore  and  Pack 182 

Ex  parte  Teale 45 

Cliange  readily  made  not  invention,  •♦  New  York  Scaffolding  Company 

V.  Cliain  Belt  Company  and  Whitney 492 

Claims  construed  unpatentable  In  view  of  prior  art.    ♦  In  re  Stadeker-      190 
Combination  of  two  machines  effecting  new  and  useful  result  inven- 
tion.    ♦  In  re  Sorum 193 

Construction  previously  used  in  repair  jobs  not  invention,  *  Bellows 
and  Slack  v.  New  York  Central  Railroad  Company ;  Same  v.  Pressed 

Steel  Car  Company 362 

Manually-controlled  apparatus  doing  unitary  work  not  an  aggrega- 
tion because  involving  successive  steps,  *  Concrete  Appliances  Co. 

et  al.  v.  Meinken  et  al 378 

Mechanical  expedient  not  invention.    Ex  parte  Stadeker 84 

Must  be  more  than  an  aggregation  of  features.    ♦  In  re  Smlthey 198 

Practical  result  as  evidence  of.    Ex  parte  Smith 2 

Substitution  of  metal  for  wood  not  invention,  'Bellows  and  Slack  v. 

The  New  York  Central  Railroad  Company 856 

Substitution  of  old  material  for  material  formerly  used,  without 
changing  result,  not  invention,  *G.  Reis  &  Bro.,  Inc.,  v,  Reforra 

Initial  Company,  Inc.,  and  Gottschalk  and  Brasch 851 

Patents  covering  new  products  give  monopoly  regardless  of  variations  fn 
methods  of  making,  *Dunn  Wire-Cut  Lug  Brick  Co.  v.  Toronto  Fire 

Clay  Co.  et  al 260 

Mode  of  operation  not  snbject  to  patent,  *  Mastoras  v,  Hlldreth 414 

Patent  for  inoperative  mach'ne  not  infringed  by  one  that  is.    *  Id —      414 
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Preliminary  statement,  amendment  carrying  date  back  of  proven  date  of 
opponent  not  permitted  except  to  correct  unavoidable  error,  Caps  v, 

Kennicott 6 

Amendment  not  permitted  when  injury  to  opponent  would  be  caused, 

Id 6 

Basis  for  taking  proofs  to  be  relied  upon,  not  mere  pleading.    Id 6 

Priority  of  invention,  award,  ♦  Bader  v.  Burroughs 114 

Award — 

♦Brown  v.  Mcintosh 199 

♦  Brown  v.  Tomlinson 178 

♦  Bruckman  v.  Miller 224 

♦  De  Forest  v.  Richards 175 

♦  Du  Rell  V.  Haley--^ 208 

♦Gammeter  v,  Backdahl 209 

♦  Grover  and  Barber  v.  Antoine  and  Travis 180 

♦Grus,  jr.,  v.  Eynon 213 

♦Hoenig  v.  Kendig 241 

♦Reid,  Reid,  and  Kelley  v,  Kitselman 192 

♦  Scannell  v.  Bethke 150 

♦  Scheiierle,  Marie  E.,  administratrix,  v,  Conner 123 

♦  Shenk  and  Holman  v.  Clark 178 

Action  of  tribunals  of  Patent  Office  not  disturbed  by  court  if  sus- 
tained by  evidence,  •  Kennicott  r.  Caps 120 

Apparatus  made  on  earlier  application  inoperative,  but  capable  of 
being  made  openitive  by  skilled  mechanic,  ♦  Lee  and  Hogan,  jr.,  v. 
Vreeland   145 

Awarded  on  certain  claims  with  recommendation  by  Examiners-in- 
Chief  such  claims  be  barred  because  of  prior  patents,  affirmed, 
Reid,  Reid,  and  Kelley  v.  Kitselman 28 

Conception  of  invention,  reduction  to  practice,  and  diligence  prior  to 
entrance  in  field  of  opponent  shown  by  evidence,  Bethke  v.  Scan- 
nell         11 

Decision  of  the  Commissioner  of  Patents  affirmed : 

♦Kitselman  v.  Reid,  Reid,  and  Kelley 191 

♦  Maremont  v.  Olson 200 

Process  patent  covering  function  of  apparatus  under  separate  patent  Held 

invalid  and  void,  process  being  sole  purpose  ^of  apparatus,**  Paramount 

Hosiery  Form  Drying  Co.  v.  Moorhead  Knitting  Co 268 

Pablic-Dse  proceedings,  oral  inter  partes  hearing,  Abercrombie  t?.  Ringel 

V,  Angler  v.  Taylor  and  Hepp 82 

Reopening  to  take  further  testimony,  Abercrombie  v.  Ringel  v.  Angler 
p.  Taylor  and  Hepj^ 80 

R. 

Reduction  to  practice,  delay  in  filing  application,  Maremont  v.  Olson 44 

Delay  In  testing  product  not  excused  on  the  ground  that  inventor  Is 

Government  official,  ♦  Reichel  v.  Dorset 128 

Device  although  Increasing  cost  of  manufacture  and  product  not 

readily  salable  not  ground  for  holding  it  inoperative,  Kitselman  r. 

Reid,  Reid,  and  Kelley 26 
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XXXIV  DECISIONS  OF  THE  COMMISSIONER  OF  PATENTS,  1920. 

Reduction  to  practice — Continued.  Pago. 

Evidence  that  many  machines  were  made  and  sold  proves  reduction 
in  absence  of  controverting  testimony,  Antoine  and  Travis  v,  Grover 

and  Barber 18 

Invention  covering  iniportant  step  in  the  art,  legal  requirements  to 

be  met  only  by  successful  test,  ♦  Reichel  v.  Dorset 128 

Process  carried  out  with  experimental  model  not  reduction  to  prac- 
tice, doubt  existing  as  to  commercial  practical  working,  Haley  v. 

Du  Rell! '. 53 

Quwre:  Is  it  necessary  in  a  certain  process  case  to  test  the  product, 

♦  Dickinson  v.  Swinehart 151 

Reasonable  diligence  under  the  circumstances  only,  required,  neither 
concentration  of  all  energies,  nor  uninterrupted  effort  necessary, 

♦Id 151 

Simple  device,  test  unnecessary.    ♦  Hoenig  v,  Parker 234 

Reissue,  delay  in  filing,  nine  months  not  unreasonable,  no  Intervening 
rights  having  arisen.  *  Fetzer  &  Spies  Leather  Co.  v.  I.  T;  S.  Rubber  Co-      274 
Disclosure  same  as  original,  new  claims  making  clearer,  but  not 

departing  from  it,  slight  variations  immaterial.    *  Id 274 

Inadequate  protection  not  sufficient  excuse  for  application  to  broaden 

claims  filed  after  unreasonable  time.    ♦  In  re  Schneider 121 

Long  delay  in  filing  application  evidence  of  abandonment,  fair  to  pre- 
sume intervening  rights.    ♦  Id 121 

Rejection  of  claims,  acquiescence  in,  immaterial  when  claim  issued  docs 

not  include  defendant's  device,  *  Jennison-Wrlght  Co.  v,  Hempy 444 

Renewal  of  application  entitled  to  benefit  of  date  of  original,  notwith- 
standing patent  granted  another  during  forfeiture,  *  Wells  and  Hunter 

v,   Honigmann 242 

Rules  of  the  Court  of  Appeals  District  of  Columbia,  brief  not  filed  In  time 

(Rule  8,  sec.  4)  motion  to  dismiss  appeal,  •  Wegner  v.  Bobbltt 164 

s. 

Scope  of  patent,  determination  by  the  court  may  include  consideration  of 
mode  of  operation  and  beneficial  results  not  stated  by  patentee,  *  I.  T.  S. 

Rubber  Co.  v.  Panther  Rubber  Mfg.  Co 283 

Specifications,  not  necessary  to  specifically  point  out  all  inaccuracies  of 

English  construction.    Ex  parte  Humphrys 70 

Substitute  claims,  petition  for  rehearing,  refused  by  Commissioner,  not 
to  be  considered  by  the  court  in  appeal  already  perfected.    ♦  In  re 

Smith 140 

Suits  for  infringement,  answer  alleging  prior  patents,  publications  in- 
cluding specific  patent,  sufficiently  pleaded  as  anticipation,  *Higgin 

Mfg.  Co.  r.  Watson  et  al 403 

Corporation,  president  and  general  manager  in  active  control  may  be 
made  defendant  and  personally  responsible,  <*D*Arcy   Spring  Co. 

et  al.  V.  Marshall  Ventilated  Mattress  Co 246 

Damages  not  recoverable  for  time  when  owner  of  patents  acquiesced 
in  infringement,  but  may  be  from  time  of  bringing  suits  for  in- 
fringement, ^  Wolf,  Sayer  &  Heller,  Inc.,  v.  United  States  Slicing 

Mach.    Co 301 

Evidence  may  be  introduced  by  defendants  after  an  interlocutory 
decree  on  payment  of  expenses  of  another  trial,  *Dunn  Wire-Cut 
Luir  Brick  Co.  r.  Toronto  Fire  CJiy  Co.  et  al 259 
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SUBJECT  MATTEE  INDEX.  XXXV 

Suits  for  Infringement — Continued.  PagB. 

Findings  of  anticipation  and  priority  of  invention  not  inconsistent, 
«  J.  H.  Day  C5o.  v.  Mountain  City  Mill  Co.  et  al 421 

Notice  of  defense  of  prior  invention  not  Insufficient,  although  in- 
ventor's address  omitted.    *Id 421 

On  appeal  from  interlocutory  order,  motion  for  final  decision  before 
determination  of  appeal  denied,  held  such  denial  proper,  **  Mec- 
cano Limited  v,  John  Wanamaker,  New  York 478 

Party  conducting  defense  for  defendant  not  required  to  become  party 
of  record,  but  is  bound  by  and  mtltled  to  benefit  of  judgment, 
»  Van  Kannel  Revolving  Door  Co.  v,  Wlnton  Hotel  Co 99 

Though  the  defendant's  goods  had  been  on  market  appellant  not 
barred  by  laches  from  bringing  suit,  *JEollan  Co.  v,  Schubert 
Piano  Co 304 

T. 

Term  "  mechanical  equivalents  "  to  be  given  broad  and  generous  interpre- 
tation where  a  marked  advance  has  been  made  in  the  art,  "Smith 

Cannery  Machines  Co.  v.  Seattle-Astoria  Iron  Works  et  al 296 

Terminology,  "air-draft."    Ex  parte  Teale 45 

Trade-marks,  alcoholic  cereal  beverage  and  near-beer  beverage  goods  of 
the  same  descriptive  properties,  **  Christo  Manufacturing  Company  v. 

The  Christian  Moerlein  Brewing  Company 189 

Cereal  breakfast  foods  and  candy  not  same  class  of  merchandise, 

*  Paul  r.  Belch  Company  v.  Kellogg  Toasted  Com  Flakes  Company^      119 
Certain  phrase  construed  and  held  registrable  if  accompanied  by 

proper  disclaimer,  *  Beckwith  v.  Commissioner  of  Patents 471 

Certain  words  and  phrases  defined,  ^  Hercules  Powder  Company  v, 

Newton,  Commissioner  of  Patents 840 

Class  of  goods,  beer  and  nonalcoholic  cereal  beverages  of  same  de- 
scriptive properties,  Popel-Qiller  Co.   (Inc.)  v,  BerghofT  Brewing 

Assn 84 

Composite  m^irks,  registration  not  prohibited,  though  descriptive 
words  may  form  a  part,  requirement  to  remove  such  words  Im- 
proper, *  Beckwith  v.  Commissioner  of  Patents 471 

Construction  of  trade-mark  statistics,  act  of  March  19, 1920,  "  Opinion 

of  the  Solicitor  of  the  Department  of  the  Interior 89 

'  Hercules  Powder  Company  v.  Newton,  Commissioner  of  Patents.      340 
Section  5,  trade-mark  act,  1905.     ♦In  re  United  States  Rubljer 

Company 199 

Descriptive  mark  not  registrable,  disclaimer  of  integral  part  of  mark 

not  permissible.     ♦In  re  Scholl  Manufacturing  Company   (Inc)—      206 
Disclaimers,  practice  of  allowing,  though  no  provision  in  the  statute, 
approved  by  court,  in  view  of  statement  by  Commissioner,  ♦  Beck- 
with r.  Commissioner  of  Patents 471 

Evidence  of  interstate  use  insufficient,  denial  of  request  to  take  fur- 
ther testimony  to  prove  such  use  error,  ♦  H.  Kuhn  &  Sons  (Inc.) 

V.   Letts 232 

Exclusive  use  of  terms  merely  descriptive  or  geographical,  ten  years 
not  expiring  until  after  passage  of  act  of  1905,  no  property  rights 
acquired,  *  Hercules  Powder  Company  v.  Newton,  Commissioner  of 

Patents 340 

Fees  paid  on  applications  filed  under  act  of  February  20,  1905,  trans- 
ferable to  applications  filed  under  act  of  March  19,  1920,  •  Opinion 
of  the  Solicitor  of  the  Department  of  the  Interior 89 
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XXXVI  DECISIONS  OF  THE  COMMISSIONER  OF  PATENTS,  1920. 

Trade-marks — Continued.  Pagiu 

Identity  of  mark  tested  not  by  meaning  of  the  words  but  by  the  sound 
and  appearance,  *  William  Waltke  &  Company  v.  Geo.  H.  Schafer 
&   Company 167 

Interstate  use,  evidence  of  prerequisite  to  registration,  ♦  H.  Kuhn  & 
Sons  (Inc.)  v.  Letts 232 

Not  made  registrable  by  being  written  in  a  foreign  language.  *  In  re 
Maclin-Zimmer-McGill  Tobacco  Company,  Incorporated 13S 

Nothing  which  others  may  use  for  the  same  purpose  with  equal  truth 
and  right  can  be  a  valid  trade-mark,  *  Hercules  Powder  Company  v. 
Newton,  Commissioner  of  Patents 340 

Opposition  proceedings,  showing  only  confusion  or  mistake  by  public 
necessary,  establishment  of  damages  not  required,  *  William 
Waltke  &  Company  v,  Geo.  H.  Schafer  &  Company 167 

Origin  of  mark  no  bearing  on  question  of  identity  with  another 
mark,  ♦  The  Procter  and  Gamble  Company  r.  Eney  Shortening  Com- 
pany       28& 

Priority  of  adoption  and  use,  evidence  sufficient  to  prove,  ♦The  R. 
M.  Holllngshead  Co.  v.  Area  Manufacturing  Co 154 

Property  rights  established  by  use,  not  by  mere  adoption,  mark  must 
be  applied  to  some  vendible  commodity  and  put  upon  the  market, 

♦  Phillips  V,  Hudnut  and  Mack 164 

Pr<^)erty  rights  recognized  or  created  by  10  years*  exclusive  use 

doubtful  or  nonexistent  prior  to  act  of  1905,  *  Hercules  Powder 

Company  v.  Newton,  Commissioner  of  Patents 340 

Public  insignia,  "U.  S."  refused  registration,  meaning  too  clearly 

established.    ♦  In  re  United  States  Rubber  Company 19^ 

Registrable  mark  not  defined  by  act  of  1905,  though  certain  ruleis  are 

laid  down  by  which  descriptive  and  geographical  terms  are  barred, 

*  Hercules  Powder  Company  v.  Newton,  Commissioner  of  Patents.      340 
Registration  denied,  Commissioner's  refusal  of  application  to  strike 

out  descriptive  word  erroneous.  *  In  re  Stephens-Adamson  Manu- 
facturing  Company 147 

Registration,  question  of  descriptiveness  purely  legal,  ♦  Beckwlth  v. 
Commissioner  of  Patents 471 

Refused,  continued  use  not  prevented,  but  benefits  of  statute  with- 
held.   ♦Id 471 

Right  to  register  doubtful  by  reason  of  previously  acquired  rights, 
decision  should  be  against  the  later  comer,  who  had  an  unlimited 
field  from  which  to  select,  and  has  therefore  no  excuse  for  en- 
croaching upon  prior  rights,  ♦  William  Waltke  &  Company  v.  Geo. 
H.  Schafer  &  Company— 167 

Soap  and  shaving  cream  goods  of  same  descriptive  properties.    ♦  Id—      167 

Suit  under  section  4915,  brought  in  district  in  which  neither  party  is 
resident,   Jurisdiction  exists   where   defendant   consents  to   suit, 

*  Hercules  Powder  Company  v.  Newton,  Commissioner  of  Patents—      340 
Term,  while  containing  element  of  descriptiveness,  is  merely  sug- 
gestive and  registrable.    ♦  In  re  Stephens-Adamson  Manufacturing 
Company  147 

The  words  "Big  Chief,"  with  representation  of  a  man  on  horse- 
back, refused  registration  on  the  word  "  Arab,"  with  similar  mark, 

♦  American  Feed  Milling  Co.  v.  M.  G.  Peters  Mill  Co lia 
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Trade-marks — Continued.  ^•««- 

The  words  "El  Gallo!'  (The  Rooster),  for  tobacco,  refused  registra- 
tion on  the  words  "  Our  Rooster  "  and  the  picture  of  a  rooster  for 
the  same  class  of  goods.    *  In  re  Macklin-Zimmer-McGlll  Tobacco 

Company,   Incorporated 133 

"  Esco  "  refused  registration  on  the  word  "  Crlsco,"  for  the  same 
goods,  ♦  The  Procter  and  Gamble  Company  v.  Eney  Shortening 

Company 289 

"Everlasting/*  for  vehicle  wheels,  refused  registration  as  de- 
scriptive term.    Ex  parte  Smith  Wheel,  Inc 1 

"  From  the  Land  of  Sunshine,"  for  dried  fruits,  not  deceptively 
similar  to  words  "  Blossom  and  Sunshine,"  ♦  L.  Otzen  &  Co.  v. 

The  J.  K.  Armsby  Co 118 

"Infallible,"  for  smokeless  powder,  refused  registration  as  de- 
scriptive term,  *  Hercules  Powder  Company  t?.,  Newton,  Com- 
missioner of  Patents 340 

"  Krumbles "  and  "  Golden  Crumbles,"  for  candy,  sufficiently 
similar  to  confuse  the  public,   *  PaUl   F.  Belch  Company  r. 

Kellogg  Toasted  Com  Flakes  Company 119 

"  Lava,"  for  soap,  not  descriptive  of  properties,  ♦  William  Waltke 

&  Company  r.  Geo.  H.  Schafer  &  Cimipany 167 

"  Play-O-Lite,"  for  electric  lamps,  opposed  on  the  mark  "  Prest- 
0-Lite,"  for  gas  tanks  and  storage  batteries,  ♦The  Prest-O- 

Llte  Company,  Inc.,  v,  Play-O-Lite  Company,  Inc 231 

"  Ray-0-Lite,"  for  storage  batteries,  refused  registration  on  the 
word  "  Prest-0-Llte,"  for  same  goods,  but  registrable  for  elec- 
tric lamps,  ♦  French  Battery  &  Carbon  Company  t?.  The  Prest- 

0-Lite  Company,  Inc 214 

"  SafeTseal,"  for  envelopes,  refused  registration  as  descriptive 

mark.    ♦  In  re  Alvah  Bushnell  Company 112 

"  U-Lavo,"  for  shaving  cream,  conflicts  with  the  word  "  Lava," 
for  toilet  soap,  *  William  Waltke  &  Company  v.  Geo.  H.  Schafer 

&  Company 167 

"  Unit  Carrier "  refused  registration  as  descriptive  term,  action 
reversed  by  court.    ♦  In  re  Stephens-Adamson  Manufacturing 

Company  147 

"  White  Lily,"  for  coffee,  canceled  because  of  similarity  of  the 
words  "  Lily  White,"  ♦  R.  H.  Macy  &  Company  v.  New  York 

Grocery  Company 201 

Three  parties  to  interference  proceedings,  priority  awarded  to  one, 
another  appealing  not  entitled  to  question  award  as  between  the 

other  two,  ♦  Phillips  v.  Hudnut  and  Mack 164 

What  constitutes  is  defined  by  common  law  and  not  by  trade-mark 
statutes,  ♦  Id 164 

V. 

Validity  of  patent,  prior  application  for  another  patent  affecting,  *  Con- 
crete Appliances  Co.  et  al.  v.  Melnken  et  al 378 

Sufficiency  of  disclosure  necessary,  so  public  will  receive  benefit 
of  Invention  after  expiration  of  patent,  ♦♦  Beldler  v.  The  United 
States 483 
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DECISIONS 


Of  TBB 

COMMISSIONER  OF  PATENTS 

FOB 

THE  YEAR  1920 

Ex  PASTE  Smith  Whbbl,  Inc. 

Bedded  Deoember  19,  t949. 

270  O.  G.,  479. 

Trade-Mabks — "  Everlasting,"  roB  Vehicle- Whsbls — ^Descbiptivb. 

The  .word  "Everlasting"  Held  descriptive,  and  tlierefore  not  registraMe 
as  a  trade-mark  for  vehicle-wheels.  This  word  expresses  aptly  the  idea  that 
applicant's  wheels  will  last  a  very  long  time,  and  therefore  cannot  be 
monopolized. 

On  Affeau 

TBADE-UABE  FOB  OAgX^UBlJa,  WHEELS. 

Mr.  Howard  P.  Denisan  for  the  applicant. 
Newton,  Oom/nmsioner: 

This  is  aa  appeal  from  a  decision  of  the  Examiner  of  Trade-Marks 
refusing  to  register  ^'Everlasting"  in  what  may  be  termed  the 
ordinary  stencil  lettering,  arranged  in  the  are  ol  a  circle,  as  a  trade- 
mark for  vehicle- wheels,  on  the  ground  that  the  word  is  descriptive, 
citing  Patterson-AUen  Engineering  Company  (118  MS.  Dec.,  889,) 
where,  in  passing  on  the  same  word  as  a  trade-mark  for  valves,  it  was 
held  that  "  Everlasting  **  should  be  refused  registration  in  view  of 
the  Stoffidard  Pamt  Co.  v.  Trinidad  Asphalt  Mfg.  Co.,  (C.  D.,  1911, 
680;  165  O.  G.,  971;  220  U-  S.,  446;)  in  re  Freimd  Bros.  c£-  Co,, 
(C.  D.,  1911,  405;  169  O.  G.,  206;  37  App.  D.  C,  109;)  in  re  Seandesa 
Rubber  Co,,  (C.  D.,  1910,  342;  153  O.  G.,  547;  34  App.  D.  C,  357;) 
Florence  Mfg.  Co.  v.  J.  C.  Dowd  <6  Co.,  (178  Fed.  Kep.,  78;)  in  re 
Central  Consumers  Co.,  (C.  D.,  1909,  329;  140  O.  G.,  1211;  32  App. 

15752—21 1  1 
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2  DECISIONS  OF  THE  COMMISSIONER  OF  PATENTS,  1920. 

..D.  C,  528,)  all  of  >thic^f  ^old  woEcbs  simUar  in  character  to  "  Ever- 
: .lasting '\ ^iMSCciptive. •' *litdeed,'tliis  same  word  "Everlasting"  had 
also  been  previously  held  descriptive  in  Edw.  ReUly^  (114  MS.  Dec, 
830.) 

Applicant  contends  that,  inasmuch  as  "  Everlasting  "  is  apparently 
such  an  exaggeration  as  to  be  absurd,  the  mark  should  be  registered, 
since  no  one  would  be  misled  and  the  word  was  not  necessary  to  de- 
scribe any  quality  or  property  that  others  might  wish  to  describe, 
and  cities  HoUproof  Hoisery  Co.  v.  Wallach  Bros.^  (172  Fed. 
Kep.,  86&,)  holding  "Holeproof,"  for  hosiery,  a  valid  mark; 
Aluminum  Cooking  Utensil  Co,  v.  National  Aluminum  WorkSj 
(226  Fed.  Eep.,  815,)  upholding  "Wearever,"  for  aluminum  ware; 
New  York  Mackintosh  Co.  v.  Flam  et  al.^  (198  Fed.  Kep.,  571,) 
upholding  "  Bestyette,"  for  waterproof  capes,  etc. 

It  is  undoubtedly  true  that  applicant's  wheels  are  not  technically 
or  strictly  speaking  everlasting,  and  no  one  would  be  led  to  believe 
that  they  were;  but  "Everlasting"  has  another  meaning — viz.,  con- 
tinuing indefinitely  (see  Webster^s  CoUegiate  Dictionary^  1902 
edition) — and  is  the  only  single  word  I  know  of  that  expresses  the 
idea  that  applicant's  wheels  last  a  very  long  time,  and  it  is  useful  to 
advertisers  in  describing  this  quality  of  continuing  indefinitely  and 
cannot  be  monopolized. 

The  decision  of  the  Examiner  of  Trade-Marks  rrvusi  accordingly  he 
affirmed. 

Ex  PABTE  Smith. 

Decided  June  21,  1918. 
271  O.  G..  155. 

1.  PATKNTABILrrr — ^EVTOENCE  OF — PRACTICAL  RESTTLTS. 

A  patent  should  not  be  granted  on  a  flying-machine  on  the  ground  that  it 
was  the  first  device  built  on  correct  principles  where  admittedly  it  was  never 
successfully  operated  and  the  only  basis  for  the  claim  rests  upon  assump- 
tion and  an  affidavit  of  one  who  attempted  a  flight  that  it  was  put  out  of 
commission  only  through  lack  of  skill  on  his  part  and  not  through  any 
inherent  defect 

2.  Same — Flyino-Machinb— Application  of  Old  Idea  to  New  Type  of  Machine. 

Where  the  prior  art  taught  the  necessity  of  maintaining  lateral  and  longi- 
tudinal stability  in  a  flying-machine  adapted  to  fly  from  the  land  and  showed 
means  for  doing  it  and  the  prior  art  also  showed  flying-machines  intended 
to  be  launched  from  the  water,  It  did  not  involve  invention  to  substitute  the 
means  found  in  the  former  in  a  machine  of  the  latter  type. 

8.  Application — ^Amendments — ^New  Matter. 

Amendments  attempting  to  cover  up  practical  devices  brought  into  use 
after  the  filing  of  the  application  Held  to  be  without  foundation  in  the 
original  disclosure. 

Appeal  from  Ezaminers-in-Chief . 
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EX  PARTE  SMITH.  S 

FLYING-HACHINE. 

Mr,  C.  O.  HmsB  for  the  applicant. 
Whitehead,  First  Assistant  Comindssioner: 

This  is  an  appeal  from  the  decision  of  the  Examiners-in-Chief 
affirming  the  action  of  the  Primary  Examiner  rejecting  the  claims  of 
this  application,  forty-one  in  number,  of  which  1,  6,  and  34  are 
illustrative : 

1.  The  combination  with  a  motor-driven  flying  machine  capable  of  free  and 
sustained  aerial  flight,  and  provided  with  means  for  maintaining  longitudinal 
and  lateral  equilibrium  in  the  air,  of  means  for  supporting  said  machine  upoD 
a  body  of  water,  said  means  being  operative  to  adapt  the  madiine  to  be  launched 
from  the  water  for  aerial  travel- 

6.  The  combination,  with  a  flying  machine,  of  a  hydroplane  connected  there- 
with. 

34.  An  aero-hydroplane  including  an  aerial  supporting  surface,  and  floating' 
means  for  supporting  the  machine  on  the  water  having  a  slightly  InclinecE 
bottom  surface  extending  well  forward  of  the  center  of  gravity  of  the  machine, 
whereby  the  machine  is  adapted  to  rock  upon  said  surface  in  the  planing  action 
of  the  machine  upon  the  water  and  to  ascend  and  descend  from  and  toward 
the  surface  of  the  water  at  an  angle  to  the  normal  line  of  flight  of  the  machine, 
and  propelling  mechanism  for  driving  the  machine  at  such  speed  as  to  adapt  It 
to  rise  from  the  water  and  to  be  propelled  In  free  aerial  flight. 

The  references  are:  Wright,  No.  821,393,  May  22,  1906;  Wondra^ 
No,  876,126,  January  7, 1908;  Suter,  No.  941,896^1  November  30, 1909; 
Gammeter,  No.  968,931,  August  30,  1910;  Forlanini,  No.  1,024,067, 
April  23,  1912;  Pressey,  No.  1,077,750,  November  4,  1918;  Dyer,  No. 
1,108,891,  September  1, 1914;  Forlanini,  No.  1,112,405,  September  29, 
1914;  Curtiss,  No.  1,142,754,  June  8,  1915;  German  patent  to  Kress, 
No.  8,706 ;  English  patent  to  Roeper,  No.  9,390  of  1895 ;  Italian  patent 
to  Forlanini,  No.  71,869  of  1904;  French  patent  No.  111,574,  to  Pe- 
naud  and  Gauchot,' delivered  April  8,  1876,  (unpublished,)  a  copy 
of  which  is  to  be  found  in  Division  23,  Patent  Office ;  The  Aero- 
nautical Journal^  No.  79,  Vol.  XX,  July-September,  1916,  published 
in  England. 

The  Examiner  divided  the  claims  into  three  groups — ^namely,, 
group  1,  containing  claims  1  to  5,  28,  39,  40,  and  41 ;  group  2,  con- 
taining claims  6  to  27,  29  to  33,  and  group  3,  containing  claims  34 
to  38. 

The  broadest  claims  are  those  of  the  second  group,  t^hich  cover 
merely  the  combination  of  a  flying-machine  with  a  hydroplane.  The 
claims  in  the  first  group  include  means  for  maintaining  longitudinal 
and  lateral  stability  while  in  the  air.  The  claims  of  the  third  group- 
were  admittedly  drawn  to  cover  the  device  shown  in  the  patent  ta 
Curtiss  and  contain  limitations  with  reference  to  the  shape  of  the 
floats  and  their  location  relative  to  the  center  of  gravit;^  of  the 
machine. 
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It  is  contended  that  the  prior  art  does  not  show  the  complete  com- 
bination set  out  in  any  of  the  claims,  since  the  hydroaeroplanes 
described  in  certain  of  the  patents  are  inoperative;  that  this  appli- 
cation discloses  a  pioneer  invention,  the  machine  disclosed  being 
the  first  hydroaeroplane  designed  on  correct  principles;  that  the 
application  should  therefore  be  liberally  construed  and  the  applicant 
allowed  to  amend  his  specification  so  as  to  describe  the  structure  set 
out  in  the  last  group  of  claims. 

It  has  by  no  means  been  established  that  this  is  an  epoch-making 
machine.  Admittedly  it  has  never  been  successfully  operated.  There 
is  an  affidavit  of  record  of  the  man  who  attempted  to  fly  with  it  to 
the  efifect  that  the  accident  that  took  place  at  that  time  was  due  to 
lack  of  skill  on  his  part  and  not  to  any  inherent  defect  in  the  machine. 

These  statements  of  course  do  not  establish  the  fact  that  the  ma- 
chine was  built  on  correct  principles,  and  there  is  nothing  to  show 
that  the  work  done  on  this  machine  has  in  any  way  advanced  the  art 
or  that  this  applicant  taught  the  world  to  fly  from  the  water,  as  the 
Wrights  taught  it  to  fly  from  the  land. 

When  this  application  was  filed,  the  Wrights  had  shown  the  ne- 
cessity of  maintaining  lateral  and  longitudinal  stability  and  how  to 
maintain  it.  It  is  not  seen,  therefore,  that  it  required  invention  to 
use  such  means  in  connection  with  the  hydroplane  of  Dyer  or  For- 
lanini.  No  reorganization  was  required  beyond  the  mere  substitution 
of  the  arrangement  of  supporting- wings,  guiding  means,  and  equi- 
librium devices  of  the  Wrights  for  the  flying  means  disclosed  in  those 
patents. 

The  broader  claims  disclose  no  details  of  structure  not  shown  in  the 
references  and  have  set  forth  nothing  novel  in  the  mutual  arrange- 
ment of  the  substructure  and  the  superstmctare. 

Claims  34  to  88  include  float-surfaces  arranged  in  specified  rela- 
tion to  the  center  of  gravity  of  the  machine.  There  is  nothing  in  the 
specification  with  relation  to  this  arranganeint  and  it  is  certainly  not 
disclosed  in  the  drawing.  How  far  applicant  has  gone  in  attempting 
to  cover  up  the  device  of  the  Curtiss  patent  is  shown  by  the  fact  that 
claims  86  and  37  include  the  ^  step  or  projection  "  fully  shown  and 
described  in  the  Curtiss  patent,  but  in  no  way  suggested  in  this  ap- 
plication. 

Applicant  has  submitted  certain  claims  as  substitutes  for  some  (it 
is  not  stated  for  which)  of  the  claims  of  group  2.  These  claims  all 
contain  and  lay  emphasis  on  the  feature  of  inclined  planing-surf aces 
for  the  floats,  the  function  of  which  is  to  raise  the  structure  to  the 
surface  of  the  water  as  the  speed  is  increased,  and  it  is  alleged  that 
the  floats  will  tilt  under  this  action  and  be  freer  to  leave  the  water 
when  sufficient  speed  is  attained.  These  features  are  also  set  out  more 
or  less  broadly  in  claims  33, 39, 40,  and  41. 
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The  fbats  are  not  so  described  in  the  specification,  and  the  only 
basis  to  be  found,  if  at  all,  for  these  claims  is  in  the  drawing.  The 
specification  merely  describes  the  floats  as  air-tight  bodies  secured  to 
the  under  side  of  the  frame-bars,  the  lifting  action  being  ascribed 
only  to  the  hydroplane  47. 

As  fully  pointed  out  in  the  decision  of  the  Examiners-in-Chief , 
while  the  floats  have  inclined  ends  they  are  not  clearly  shown  as  hav- 
ing flat  bottoms,  or,  if  there  is  any  flat  portion,  how  far  it  extends. 
The  propos(sd  claims  describe  the  floats  as  "  scow-shaped  pontoons." 

The  Forlanini  patent  shows  a  boat-shaped  float  with  inclined  ends 
that  doubtless  have  a  tendency  to  rise  in  the  water.  Furthermore, 
catamarans  with  scowlike  bows  were  known  prior  to  applicant's  in- 
vention, (see  the  patent  to  Hewitt,  No.  1,088,226,  February  24,  1914, 
application  filed  October  21, 1905,)  and  the  purpose  of  such  construc- 
tion was  the  same  as  that  claimed  for  the  construction  alleged  to  be 
shown  in  this  application — namely,  to  raise  the  floating  structure  and 
to  reduce  friction  and  resistance. 

The  drawing  does  not  so  clearly  show  the  construction  now  claimed 
as  to  justify  the  proposed  amendment  to  the  specification  or  the  allow- 
ance of  the  claims. 

The  decision  of  the  Examineri-in^Ckief  is  afp/rmed. 


Ex  PARTE  Smith. 

Decided  October  4,  1918, 

271  O.  a,  156. 

PATBNTABiLmr — Ik\'ention — Making  Pabts  STMifETRicAL  fob  Rbyebsal. 

The  modifloatlon  of  a  fluid-motor  plstoa  sbown  in  one  patent,  whldi 
consisted  In  making  certain  parts  sym metrical,  so  that  It  could  be  reversed. 
Held  to  be  without  invention  in  view  of  another  patent  which  showed 
this  feature. 

Appeal  from  Ezaminers-in-Chief. 

motob. 

Mr.  B,  G.  Foster  for  the  applicant. 
Newton,  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiners-in-Chief 
affirming  the  action  of  the  Primary  Examiner  in  the  final  rejection 
of  claims  1  to  5,  of  which  claims  1  and  4  are  examples : 

1.  In  a  motor  of  the  dbaraeter  set  forth,  the  combination  with  a  cylinder 
member  bavliig  a  head  chamber  and  opposite  neck  chambers  extending  there- 
from, #f  a  ptetoD  la  tha  cyttedcr  member,  ootnpriaing  a  head  operating  in  the 
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Iiead  chamber  and  oppositely  extending  necks  operating  in  the  said  neck  cham- 
bers, said  piston  being  reversible  to  permit  either  neck  to  operate  in  either  neck 
chamber,  means  for  supplying  motive  fluid  alternately  to  opposite  sides  of  the 
piston  head,  and  means  for  permitting  a  portion  of  such  motive  fluid  supplied 
to  one  side  of  the  head  to  pass  into  one  of  the  neck  chambers  behind  the  neck 
therein. 

4.  In  a  motor  of  the  character  set  forth,  the  combination  with  a  cylinder 
member  having  a  head  chamber  and  opposite  neck  chambers  extending  there 
from,  of  a  piston  in  the  cylinder  member,  comprising  a  head  operating  in  the 
head  chamber,  necks  operating  in  the  opposite  neck  chambers,  said  piston  being 
reversible  to  permit  either  neck  to  operate  in  either  neck  chamber,  and  means 
for  supplying  motive  fluid  alternately  to  opposite  sides  of  the  piston  head,  said 
means  being  controlled  by  the  piston  necks. 

The  references  are:  Joy,  No.  80,560,  August  4,  1868;  Walkor,  No. 
1,114,075,  October  20  1914. 

The  appealed  claims  cover  a  fluid-motor  specially  adapted  for 
operating  a  pneumatic  hammer.  Of  course  it  is  desirable  in  such 
motors  to  have  as  few  members  to  wear  out  and  get  out  of  order  as 
possible.  Hence  applicant's  motor  is  of  the  valveless  type  and  ad- 
<litionally  is  adapted  to  drive  the  hammer  by  a  quick  forward  blow 
and  a  slow  backward  stroke,  and  the  piston  in  the  cylinder  member 
l)eing  subjected  to  hard  wear  is  made  reversible,  so  that  when  one 
end  is  worn  out  it  can  be  turned  end  for  end. 

As  pointed  out  by  the  Examiners-in-Chief ,  the  Joy  patent,  par- 
ticularly Figure  8,  shows  applicant's  arrangement  of  passages  and 
the  control  thereof  by  the  piston-neck.  It  is  true  the  piston  is  shown 
as  an  integral  part  of  the  rock-drill ;  but  to  make  the  opposite  necks 
i^mmetrical  with  respect  to  the  piston,  so  that  it  can  be  reversed, 
would  not  involve  invention  in  view  of  Wakf er,  which  shows  exactly 
this  structure.  Nor  is  the  provision  of  means  for  permitting  a  por- 
tion of  the  motor  fluid  supplied  to  one  side  of  the  head  to  pass  into 
one  of  the  neck-chambers  behind  the  neck  thereof  patentable  in  view 
of  Wakfer's  channels  16  and  17,  which,  while  not  described  as  per- 
forming this  function,  would  undoubtedly  perform  it. 

For  reasons  more  fully  set  forth  in  the  decision  of  the  Exarnvners- 
in-Chief  it  is  held  that  their  decision  refusing  the  claims  was  correct^ 
and  it  is  affirmed. 


Caps  v.  Kennicx)tt. 
Decided  May  U,  1918. 

271  O,  G..  859. 

.  Intebffbence — ^Pbeliminabt  Statement — Amendment. 

A  party  to  an  interference  wiU  not  be  allowed,  in  order  to  correct  an  alleged 
error  in  his  preliminary  statement,  to  amend  such  statonent  to  carry  his 
date  of  conception  and  disclosare  back  of  the  dates  proved  by  his  rival,  after 
such  proofs  are  in,  unless  the  utmost  care  would  apparently  have  ftolled  to 
avoid  the  alleged  error. 
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2.  Sams— Samb — Sahb~~Exgi78E  Instjiticient. 

Where  a  preliminary  statement  is  made  upon  one  understanding  of  the 
issue,  an  amendment  thereof  which  would  result  in  distinct  injury  to  a  rival 
will  not  be  permitted  because  of  another  understanding  of  the  issue  sug- 
gested by  other  parties, 
a  Samb — Sami!>— Natubb  or  Pbeijmikart  Stateicbnt. 

A  preliminary  statement  is  not  a  mere  pleading.    It  is  the  basis  for  taking 
proofis  upon  which  opposing  parties  have  a  right  to  rely. 

Appeal  from  Ezaminers-in-Chief . 

WATEB-SOFTENISrO    APPAfiATUS. 

Mr.  Rudolph  W.  Lot&  and  Messrs.  Bacon  <&  MUa/ns  for  Caps. 

Messrs.  Dyrenfortk^  Lee^  ChrUt&n  <6  Wiles  for  Kennicott. 
Clay,  Assistant  Commissioner: 

Kennicott  appeals  from  the  affirmance  by  the  Examiners-in-Chief 
of  an  award  of  priority  of  invention  to  the  junior  party.  Caps,  on  an 
issue  defined  as  follows : 

Id  a  water-softening  apparatus,  a  reagent  drum,  means  for  passing  water  to 
be  softened  through  the  reagent  in  said  drum,  a  water  meter  for  measuring  the 
water  flowing  through  the  said  drum,  a  valve  for  shutting  off  the  flow  of  water 
through  the  drum,  and  means  operable  by  said  meter  for  actuating  the  said 
valve. 

The  Examiner  of  Interferences  refused  Kennicott's  motion  to 
amend  his  preliminary  statement,  and,  taking  the  case  on  the  basis  of 
Kennicott's  original  statement,  held  that  Caps  was  the  first  to  con- 
ceive and  was  diligent  from  a  time  before  Kennicott  entered  the  field. 
The  £xaminers-in-Chief,  after  a  critical  examination  of  the  testi- 
mony, affirmed  and  also  approved  the  refusal  to  allow  amendment  to 
the  preliminary  statement. 

The  invention  in  controversy  is  an  automatic  shifting  device  for  a 
certain  valve  in  a  water-purifying  apparatus.  The  water  flowing 
through  a  treatment  vessel  is  measured  as  it  flows  out,  and,  upon  the 
passage  of  a  given  adjusted  amount  of  water  through  the  meter,  the 
meter  operates  to  shift  the  inlet- valve  and  stop  flow  through  the  ves- 
sel. Incidentally  and  in  the  particular  operation  of  the  apparatus 
of  both  parties  there  is  an  alternate  use  of  two  treatment  vessels,  the 
inflow  being  shifted  to  first  one  and  then  the  other.  The  Ken- 
nicott disclosure  is  the  simpler  and  involves  little  besides  the  inven- 
tion for  automatically  shifting  the  feed- valve  from  one  vessel  to  an- 
other when  the  meter  at  the  outlet  registers  the  proper  amoimt.  It 
operates  by  an  electric  device  to  move  the  valve.  The  apparatus  of 
Caps,  it  should  be  noted,  is  more  complicated  and  involves  mudi  be- 
sides the  specific  invention  in  issue,  although  the  extra  matter  is  in- 
timately associated  with  the  invention  in  issue.  His  is  an  apparatus 
which  would  require  much  time  and  thought  to  design  and  would  not 
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be  a  completed  apparatus  for  practical  use  without  the  various  parts. 
Kennicott  was  the  first  to  file.  Neither  party  actually  reduced  to 
practice.  Whether  there  be  any  indefiniteness  in  Caps's  proofs  other- 
wise, it  is  at  least  clear  to  me  that  he  conceived  and  disclosed  the 
invention  here  in  issue  prior  to  December,  1915,  when  Kennicott 
originally  alleged  conception  and  shows  disclosure.  It  is  also  clear, 
I  think,  that  Caps  was  diligent  at  the  time  his  rival  entered  the  field 
and  must  prevail  imless  Kennicott  can  show  an  earlier  conception. 

Kennicott  sought  to  amend  his  preliminary  statement  and  prove 
conception  in  1914,  prior  to  the  conception  alleged  by  Caps.  His 
main  argument  is  in  favor  of  this  attempted  amendment.  His  propo- 
sition that  if  the  proofs  clearly  showed  the  senior  party  to  be  the  first 
inventor  he  should  be  allowed  to  amend  his  statement  unless  under 
some  extraordinary  condition  might  be  admitted ;  but  not  only  do  the 
proofs  fail  to  so  Gbow,  but  the  effect  of  amendment  would  be  to  en- 
tirely diange  the  whole  case  and  distinctly  injure  his  rival.  The  pre- 
liminary statement  cannot  be  considered  a  mere  pleading.  As  orig- 
inally filed  it  gave  Caps  the  right  to  make  certain  presumptions  in 
taking  his  proo£s.  He  assumed  and  had  right  to  assume  that  it  was 
necessary  only  to  show  disclosure  before  December,  1915,  and  dili- 
gence thereafter.  He  need  not  have  mentioned  anything  he  did  prior 
to  that  time.  When  Caps  took  his  proofs,  in  view  of  Kennicott's 
statement  it  is  quite  possible  that  he  omitted  or  neglected  items  of 
proof  which  he  had  not  been  apprised  were  necessary  by  the  statement 
of  his  rival.  There  must  always  be  a  mutual  understanding  as  to  the 
issue  before  taking  proofs,  and  this  is  particularly  true  here,  because 
the  matter  of  conception  and  proof  of  conception  is  generally  known 
only  to  the  inventor  and  is  a  very  difficult  matter  to  prove.  Kenni- 
cott could  not  be  allowed  to  state  his  case  differently  after  his  rival's 
proofs  had  beai  taken  unless  the  utmost  care  would  apparently  have 
failed  to  avoid  the  alleged  error.  {Henderson  v.  Noa&eSy  C.  D.,  1892, 
114;59  0.Q.,1481.) 

Kennicott  seems  to  have  made  his  original  preliminary  statement 
upon  one  understanding  of  the  issue  and  to  seek  now  to  amend  it  on 
another  understanding  of  the  issue  suggested  by  other  parties.  This 
is  evidence  of  negligence  rather  than  otherwise. 

I  am  not  satisfied  either  that  Kennicott's  proofs  would  sustain  him 
if  he  did  amend  his  statement  as  proposed  nor  that  he  has  any  suffi- 
cient excuse  for  having  omitted  to  make  tiie  statement  right  in  the 
first  place.  I  agree  with  the  view  of  the  proofs  taken  by  the  Ex- 
aminers-in-Chief .  Whatever  was  incomplete  in  Caps's  drawing  of 
the  blue-print  in  April,  1916,  it  was  not  the  essential  invention  of  the 
valVe  shifted  by  the  outiow-meter.  The  disclosure  of  that  invention 
was  made  in  the  previous  year  lo  Cross  (Q.  22)  and  to  Fee,  (Q.  14,) 
who  <K)uld  xaiderstuid  it  from  his  rough  sketches,  even  if  some  of  the 
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details  of  the  apparatus  were  omitted.  The  invention  is  broad — not 
confined  to  details.  He  explained  an  obviously -operable  means  which 
could  have  been  built  by  a  skilled  mechanic  from  the  information  he 
then  gave.  He  should  not  be  defeated  because  he  took  time  to  work 
out  farther  useful  details.  He  was  diligent  enough  under  the  circum- 
stances. The  tangible  result  in  the  contract  with  the  McCoy  Laundry 
in  March,  1916,  was  about  contemporaneous  with  Kennicott's  applica- 
tion, which  was  the  only  practical  and  effective  step  taken  by  Kenni- 
cott  before  Caps  filed. 
The  decision  of  tJie  Exarnvners^in-CMef  is  affbrmed. 


Eat    PARTE   ScHKEmSR. 

Decided  June  IS,  1918. 

271  o.  G.,  seo. 

RSI88DS— BBOADBNED  CLAIMS — DELAY  IN   FUJNe. 

Broadened  claims  In  a  reissue  application  Held  properly  refused  where 
the  application  was  filed  two  years  and  eight  months  after  the  issuance  of 
ttie  patent  and  the  only  explanation  given  by  the  patentee  was  that  he  had 
no  ocoaelion  to  review  the  patent  from  its  date  of  issue  untU  shortly  before 
the  application  for  reissue  was  filed  and  that  the  InsufllciencieB  of  the 
original  specification  and  claims  came  to  his  attention  through  others 
and  that  he  did  not  delay  after  he  had  knowledge  of  those  insufficiencies. 

Appeal  from  Examiners-in-Chief . 

GEAfilNG. 

Messrs,  Fay^  Oherlin  <&  Fay  for  the  applicant. 
Newton,  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiners-in-Chief 
affirming  the  action  of  the  Primary  Examiner  refusing  this  reissue 
for  broadened  claims. 

The  essential  facts  in  this  case  are  that  applicant  delayed  two 
years  and  eight  months  after  the  issue  of  his  patent  to  ask  for  claims 
admittedly  broader  than  are  the  claims  of  the  original  patent. 

Since  the  decision  of  the  Supreme  Court  in  Topliff  v.  TopUff  et  cH. 
(C.  D.,  1892, 402 ;  59  O.  G.,  1257 ;  146  U.  S.,  156)  it  has  become  settled 
law  that  a  reissue  applied  for  more  than  two  years  after  the  issue 
of  the  original  patent  merely  to  broaden  the  claims  should  not  ordi- 
narily be  allowed. 

Justice  Brown  in  that  decision,  after  a  most  careful  review  of  the 
authorities  on  this  point,  and  particularly  the  case  of  Mahn  v.  Har- 
mod,  (C.  D.,  1886, 144, 161 ;  30  O.  G-,  667;  112  U.  S.,  854,)  in  which 
the  Supreme  Court  had  held  Toid  a  reissue  for  broader  ckims 
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panted  nearly  four  years  after  the  issue  of  the  original  patent  and 
which  discusses  the  reason  why  a  period  of  more  than  two  years 
is  ordinarily  fatal,  held  as  follows : 

That  due  diligence  must  be  exercised  in  discovering  the  mistake  in  the  origi- 
nal patent,  and  that,  if  it  be  sought  for  the  purpose  of  enlarging  the  claim, 
the  lapse  of  two  years  will  ordinarily,  though  not  always,  be  treated  as  evi- 
dence of  an  abandonment  of  the  new  matter  to  the  public  to  the  same  extent 
that  a  failure  by  the  inventor  to  apply  for  a  patent  within  two  years  from  the 
public  use  or  sale  of  his  invention  is  regarded  by  the  statute  as  conclusive 
evidence  of  an  abondonment  of  the  patent  to  the  public. 

This  decision  has  been  followed  in  practically  all  of  the  recently- 
decided  cases.  See,  for  example,  Felbel  v.  AguUar^  (C.  D.,  1906, 
113;  121  O.  G.,  1012,)  which  held  the  delay  of  three  and  one-half 
years  fatal;  Rawaon  et  oL.  v.  (7.  TT.  H'wrd  Co.^  (140  Fed.  Rep.,  716,) 
holding  a  delay  for  two  years  and  three  months  fatal;  ex  parte 
Tilden,  (C.  D.,  1912, 265 ;  182  O.  G.,  971 ;)  in  re  Starkey,  (C.  D.,  1903, 
607;  104  O.  G.,  2150;  21  App.  D.  C,  519;)  in  re  Ams,  (C.  D.,  1906, 
424;  125  O.  G.,  347,  and  C.  D.,  1907,  532;  127  O.  G.,  3644;  29  App. 
D.  C,  91;)  MiUoy  Electric  Co.  v.  Thomson-Houston  Electric  Co., 
(148  Fed.  Rep.,  843,)  and  American^  etc.,  Co.  v.  Porter,  (232  Fed. 
Rep.,  456,  463.) 

It  is  true  that  in  in  re  Heroult  (C.  D.,  1907,  521 ;  127  O.  G.,  3217  : 
29  App.  D.  C,  42)  there  was  a  delay  of  slightly  more  than  two 
years;  but  the  record  of  that  case  shows  that  this  matter  of  delay 
was  never  raised  and  presumably  never  considered.  The  point  in 
the  case  was  that  Heroult,  having  originally  been  granted  a  patent 
for  an  apparatus,  should  be  allowed  to  reissue  and  cover  a  process. 

Applicant  in  his  brief  seems  to  have  assumed  that  the  Office  has 
taken  the  position  that  it  would  never  allow  a  reissue  where  there 
had  been  a  delay  of  two  years;  but  this  is  not  true.  The  Supreme 
Court  in  Topliff  v.  Topliff,  supra,  only  held  that  the  lapse  of  two 
years — 

wUl  ordinarily,  though  not  always,  be  treated  as  evidence  of  an  abandonment 
of  the  new  matter  to  the  public. 

This  necessitates  a  close  scrutiny  of  applicant's  reason  for  his 
delay  to  see  if  applicant's  excuse  for  delay  is  "  ordinary." 
Applicant's  reasons  for  delay  are  as  follows : 

Affiant  further  deposes  and  says  that  the  original  specification  and  claims 
of  his  patent  do  not  cover  an  important  feature  of  his  invention  and  his  patent 
is  therefore  narrower  than  it  should  be  to  properly  cover  the  Invention. 

Affiant  further  deposes  and  says  that  he  had  no  occasion  to  review  his  patent 
from  the  date  of  its  issue  until  the  present  time,  and  that  the  Insufficiencies  in 
his  original  specification  and  claims  only  came  to  his  attention  through  oithers ; 
namely,  Mr.  Burton  W.  Sweet,  who  is  employed  by  him,  and  his  attorneys, 
Messrs.  Fay,  Oberlln  and  Fay,  within  the  past  few  weeks,  and  that  he  did 
not  delay  after  he  had  knowledge  of  the  Insufficiency  of  his  original  patent. 
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These  reasons  are  not  unusual.  They  are  the  ordinary  reasons  for 
asking  a  reissue.  These  are  the  reasons  given  by  four-fifths  of  the 
applicants  for  reissue — namely,  that  after  receiving  their  patent  they 
relied  on  their  attorney's  skill  and  there  was  nothing  to  call  their 
attention  to  the  limited  nature  of  the  claims  until  some  circumstance, 
like  the  sale  of  the  patent  or  a  charge  of  infringement  or  something 
of  that  nature,  awakened  the  patentee  to  the  fact  that  his  patent  was 
unnecessarily  limited. 

To  grant  this  reissue  to  broaden  the  claims  after  the  two  years' 
delay  under  such  circumstances  as  outlined  by  applicant  in  his  reissue 
oath  would  be  to  ignore  the  Supreme  Court  decisions  in  Topliff  v. 
TopUf  and  Mahn  v.  Harwood^  supra. 

Applicant  at  the  hearing  seemed  to  rely  on  the  decision  of  the 
Supreme  Court  in  Ahercrombie  et  al.  v.  Baldwin  et  al,^  (decided  De- 
cember 10,  1917;  C.  D.,  1918,  829;  246  O.  G.,  567;  245  U.  S.,  198;) 
but  that  decision  rather  affirms  than  modifies  TopUf  v.  Toplijf^  since 
the  pertinent  part  of  the  decision  turns  on  whether  the  original  and 
reissue  were  substantially  the  same  invention.  The  arguments  in 
that  case  were  that  the  reissue  should  be  held  invalid  under  Toplifi  v. 
Topliff  because  it  broadened  the  invention;  but  the  Court  in  effect 
said  the  invention  was  not  broadened,  their  holding  being : 

In  the  reissue  after  the  words  "  comparatively  large  size  "  it  added  "  extend 
the  tube  which  forms  the  duct  downward  so  that  its  end  will  be  always  em- 
bedded in  the  carbid." 

In  other  words,  the  tube  is  explicitly  described  as  extending  to  and  its 
end  embedded  in  the  carbid,  and  this,  it  is  contended  was  an  enlargement  of 
the  original  patent. 

The  oontention  is  untenable  if  there  was  in  the  original  patent  an  implication 
of  such  length  and  termination  of  the  tube,  and  we  think  there  was. 

This  decision  therefore  does  not  modify  Topliff  v.  Topliff.  Indeed, 
the  trend  of  recent  decisions  is  that  "  intervening  rights  will  be  pre- 
sumed after  a  delay  of  two  years."  {Arnericam,^  eto.^  Co.  v.  Porter^ 
supra.) 

I  find  no  error  in  the  decision  of  the  lower  tribunal^  and  it  is 
affirmed. 


BlTTHKE  V.  SOAKKBLL. 

Decided  October  17,  1918. 
278  O.  G..  185. 

1-  PahNTO — INTEBFEBENCS — APPLICATION   FOB  APPABATUS   OONSTBUCTIVB   REDUC- 
TION TO  Pbactice  of  Pbocess. 
An  application  for  an  apparatus  clearly  disclosing  a  process  is  a  con- 
atmctive  reduction  to  practice  of  the  procew. 
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2.  Same}— Same — Evidence  of  Pbiowty. 

Evidence  considered  and  Held  that  B.  was  the  first  to  conceive  the  in- 
vention in  issue  and  the  first  to  reduce  it  to  practice;  also,  that  he  was 
diligent  just  prior  to  S.'s  entry  Into  the  field  and  up  to  the  time  when  he 
constructively  reduced  It  to  practice. 

AiFEAL  from  Examiners-in- Chief. 

PHOTOOSAPHIC-PLATE   HOLDER. 

Messrs.  MorseU^  Ke&iiey  <&  French  for  Bethke. 

Mr.  Charles  S.  Wilson  for  Scannell. 
Newton,  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiners-in-Chief 
affirming  the  action  of  the  Examiner  of  Interferences  awarding 
priority  to  Bethke,  the  junior  party,  on  the  following  issue : 

The  herein  described  method  of  placing  an  inscription  upon  a  sensitive 
medium,  which  consists  in  forming  the  desired  inscription  in  light  obstructing 
characters  upon  the  surface  of  a  medium  provided  with  an  actinic  ray  emitting 
coating,  and  placing  said  inscription  bearing  medium  adjacent  said  sensitive 
medlumr  in  position  to  print  the  Inscription  upon  said  sensitive  medium  by 
the  action  of  the  emitted  rays. 

The  invention  covered  by  this  issue,  roughly  speaking,  is  the  pro- 
duction of  one's  autograph  on  a  negative  in  light  lines  on  a  dark 
surface  instead  of  dark  lines  on  a  light  surface,  as  heretofore,  so  that 
when  the  negative  is  used  for  printing  the  final  picture  will  be  au- 
tographed in  dark  lines  on  a  light  surface,  instead  of  being  in  light 
lines  on  a  dark  surface.  In  order  to  do  this,  these  applicants  have 
painted  one  side  of  a  glass  with  luminous  paint  and  left  the  other 
side  rough  and  suitable  to  be  marked  with  a  pencil.  It  appears  that 
luminous  paint  has  the  property  of  acting  on  a  sensitive  sheet  by 
reason  of  the  luminous  rays  that  emanate  from  it,  and  the  luminous 
paint  if  exposed  to  the  sunlight  will  become  recharged,  as  it  were, 
with  power  to  give  off  these  luminous  rays,  and  when  periodically 
exposed  to  the  sunlight  will  last  indefinitely.  It  is  not  expensive,  so 
the  process  in  controversy  seems  to  be  a  practical  one. 

Bethke  filed  his  application  included  in  this  interference  December 
11,  1916,  but  it  has  been  held  that  he  disclosed  the  invention  in  an 
application  filed  May  10,  1915,  wherein  he  claimed  the  apparatus 
for  carrying  out  the  involved  process  instead  of  the  process  covered 
by  the  issue. 

Scannell  filed  March  22, 1915.  Bethke  is  therefore  the  junior  party 
and  must  establish  his  dates  by  a  preponderance  of  evidence. 

Scannell  took  testimony,  but  acknowledges  (p.  8,  Scannell's  brief) 
that  he  should  be  restricted  to  his  filing  date  for  conception,  dis- 
closure, and  reduction  to  practice. 
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There  is  no  question  but  that  Bethke  has  proven  conception  and 
disclosure  as  far  back  as  April,  1914.  This  case  turns,  first,  on 
whether  Bethke  has  proven  reduction  to  practice  prior  to  March  22, 
1915,  Scannell's  filing  date,  or,  if  not,  whether  he  was  diligent  from 
just  prior  to  March  22,  1915,  Scannell's  filing  date,  to  the  filing  of 
his  (Bethke's)  apparatus  case  May  10,  1915. 

Much  has  been  said  about  the  efficacy  of  the  filing  of  the  apparatus 
case  May  10,  1915,  as  a  constructive  reduction  to  practice  for  the 
process  of  the  issue.  There  is  no  doubt  but  that  tike  invention  was 
disclosed  in  the  May  10,  1915,  case  and  that  it  might  have  been 
claimed  therein.  This  being  so,  there  is  no  doubt  but  that  the  May 
10,  1916,  case  is  a  constructive  reduction  to  practice.  There  is  no 
reason  whatever  why  it  should  not  be.  Indeed,  the  claim  of  the 
issue  is  somewhat  anomalous  in  that  while  it  is  in  the  form  of  a 
process  claim  it  is  about  as  much  an  article  or  apparatus  claim  as 
it  is  a  method  claim,  since  ^^  an  actinic  ray  emitting  coating ''  is  more 
of  a  tkinff  than  it  is  a  process. 

The  Examiner  of  Interferences  has  held  that  Bethke  did  not  prove 
reduction  to  practice  prior  to  his  filing  date.  The  Ezaminers-in- 
Chief  have  held  that  he  did  prove  reduction  to  practice  as  of  January 
1,  1915,  and  for  reasons  given  by  them  I  concur  in  their  decision 
holding  that  Bethke  has  proven  reduction  to  practice  in  January, 
1915.  Indeed,  the  proof  is  satisfactory  to  me  that  Bethke  reduced 
to  practice  in  July  or  August,  1914. 

Bethke's  testimony  concerning  Exhibits  7  and  11  is  quite  com- 
plete, (Bethke's  record,  Qs.  90,  p.  34,  et.  seq.,)  but  of  course  he  must 
be  corroborated.  Pressentin  testifies  (Bethke's  record,  Qs.  35  to  52, 
pp.  154  and  155)  that  with  Exhibit  7  Bethke  took  his  picture,  (Ex- 
hibit 10,)  and  it  was  the  only  picture  that  he  ever  took  of  him. 
Pressentin  autographed  this  negative  July  1,  1914.  He  states  that 
the  negative  was  taken  with  Exhibit  7,  that  it  was  in  the  same  con- 
dition then  as  it  is  now,  and  that  the  writing  on  Exhibit  10  was  his 
own  handwriting.  Putting  these  facts  together  and  taking  into  con- 
sideration the  circumstances  surrounding  Pressentin  when  he  was 
giving  his  deposition,  it  is  equivalent  to  saying  that  the  invention 
of  the  issue  was  successfully  operated  in  July,  1914. 

Schroeder  says  (Bethke's  record,  pp.  112  and  113)  in  corrobora- 
tion that  Bethke  in  the  beginning  of  August,  1914,  wrote  on  the 
rough  side  of  the  glass  which  was  painted  with  luminous  paint  on 
the  other  side  and  inserted  it  in  the  brass  container  of  Exhibit  11. 
He  then  went  in  his  dark  room,  pressed  it  up  against  a  strip  of  film, 
pulled  out  the  cover  of  this  container  so  that  the  glass  was  in  con- 
tact with  the  film  that  exposed  it  by  means  of  this  luminous  paint, 
then  slid  back  this  cover  and  developed  the  film.  This  is  the  process 
of  the  issue.    Keeping  in  mind  the  exhibits  that  Schroeder  was  talk- 
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ing  about,  it  is  held  that  this  is  a  fair  statement  of  reduction  to 
practice,  especially  when  taken  in  connection  with  the  depositions  of 
Bethke,  Pressentin,  and  Strassman.  It  is  true  that  Strassman  says 
(Q.  8)  that  this  happened  the  last  two  weeks  in  August,  but  since 
this  testimony  was  taken  practically  three  years  afterward  the  dis- 
crepancy in  time  does  not  discredit  the  witness. 

These  witnesses,  it  is  true,  all  seemed  to  be  friends  of  Bethke's, 
but  Scannell  does  not  contend  that  they  were  untruthful.  They 
appear  unskilled  as  to  what  comes  within  the  technical  rules  of  re- 
duction to  practice,  and  the  depositions  must  be  read  in  connection 
with  the  exhibits  they  were  talking  about.  There  is  nothing  to  in- 
dicate that  the  results  they  were  describing  were  obtained  in  any 
other  way  than  by  the  process  of  the  issue.  Indeed,  the  indications 
are  all  to  the  contrary,  and  the  results  obtained  and  disclosed  in  the 
exhibits  were  certainly  reductions  to  practice. 

It  is  held  that  the  finding  of  the  Examiners-in-Chief  and  the  Ex- 
aminer of  Interferences,  for  reasons  fully  pointed  out  by  both  lower 
tribunals  and  which  will  not  be  further  discussed  here,  was  correct, 
that  from  just  prior  to  the  22d  of  March,  1915,  Scannell's  filing  date, 
to  May  10,  1915,  Bethke's  filing  date,  Bethke  was  not  lacking  in 
diligence  in  perfecting  his  invention. 

It  is  therefore  held  that  there  was  no  error  in  the  decision  of  the 
Examiners-in-Chief^  and  their  decision  awarding  priority  to  Bethke 
is  affirmed. 


Ex  Parte  Wright. 

Decided  April  26,  1920. 

274  O.  G..  405. 

INTERFKBBNCE — RbOPENINO — CHANGE  IN   PRACTICE. 

Where  In  an  Interference  Involving  an  appUcant  and  a  patentee  priority 
was  awarded  to  the  patentee  on  the  ground  that  under  the  ruling  in  Win- 
troath  V.  Chapman  (O.  D.,  1918, 164 ;  248  O.  G.,  1004 ;  47  App.  D.  O.,  428,)  the 
applicant  was  estopped  to  make  the  claims  and  no  appeal  was  taken  from 
that  decision,  Held  that  the  fact  that  the  decision  in  the  case  cited  wad  sub- 
sequently reversed  by  the  Supreme  Court  does  not  warrant  the  reopening 
of  the  interference. 

On  Petition. 

TBLEPHONB-SXGHANOE   ST8TSM. 

Mr.  Joseph  L.  Wright  pro  se. 
Newton,  Comimssumer: 

Applicant  petitions  from  the  action  of  the  Primary  Examiner  re- 
fusing to  enter  an  amendment  seeking  to  reinsert  claims  canceled 
after  an  adverse  decision  in  an  interference. 
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It  appears  thai;  applicant  copied  claims  from  a  Stanton  patent 
more  than  a  year  after  the  patent  issued.  The  Examiner  of  Inter- 
ferences awarded  priority  to  Stanton,  and  his  decision  was  affirmed 
by  the  Examiners-in-Chief .  Both  decisions  were  based  on  the  ground 
that  applicant  was  estopped  by  his  delay  of  more  than  a  year  in  copy- 
ing the  claims,  under  the  rule  laid  down  in  Bowntree  v.  Sloan  (C.  D.,. 
1916, 192;  227  O.  G.,  744;  46  App.  D.  C,  207)  and  Wintroath  v.  Chap- 
man and  Chapman  (C.  D.,  1918, 154;  248  O.  G.,  1004;  47  App.  D.  C.^ 
428). 

No  appeal  was  taken  from  the  decision  of  the  Examiners-in-Chief,. 
which  was  rendered  March  11,  1919,  and  thereupon  the  interference 
was  terminated,  and  Wright's  claims  involved  in  interference  were 
finally  rejected  April  23, 1919,  as  provided  in  Rule  132,  and  on  March 
11,  1920,  the  claims  corresponding  to  the  issue  of  the  interference 
were  canceled. 

In  the  amendment  and  in  the  petition  attention  is  called  to  the 
decision  of  the  Supreme  Court  of  the  United  States  in  Chapman  and 
Chapman  v.  Wintroath^  {post^  465 ;  272  O.  G.,  913,)  and  it  is  argued 
that  in  view  of  the  ruling  therein  the  amendment  should  be  entered 
and  the  interference  again  declared,  since  the  claims  were  copied 
from  the  patent  within  two  years  of  the  issuance  thereof. 

It  is  well  settled,  however,  that  the  reversal  of  a  decision  does  not 
warrant  the  reopening  of  cases  which  had  been  meantime  finally  dis- 
posed of  under  the  authority  of  the  original  decision,  {Miller  v. 
Tyler^  68  N.  Y.,  477;  Travis  County  v.  King  Iron  Bridge  <&  Mfg.y 
Co,,  92  Fed.  Rep.,  690;  Harlurg  v.  Arnold,  87  Mo.  App.,  326.) 

In  the  first  of  these  cases  the  court  said : 

By  the  consent,  or,  which  Is  the  equivalent  of  a  consent,  by  the  default  of  the 
appellants  and  their  voluntary  act  in  omitting:  to  oppose  the  motion,  the  judg- 
ment was  modified  so  as  to  entitle  the  plaintilTs  to  coin  at  their  option,  instead 
of  legal  tender  notes,  in  payment  of  the  mortgage  debt.  This  was  in  conformity 
to  the  legal  rights  of  the  parties,  as  then  well  understood,  and  as  they  had  been 
adjudicated  by  the  highest  court  of  the  nation.  The  reconsideration  of  the  ques- 
tion by  the  Supreme  Court  of  the  United  States,  with  a  result  adverse  to  its 
first  judgment,  did  not  affect  the  existing  Judgments  of  State  courts,  or  call  for 
a  modification  and  change  of  their  records  to  meet  the  changed  views  and  judg- 
ment of  that  court  A  contrary  doctrine  would  lead  to  the  absurd  necessity  of 
correcting  and  modifying  all  judgments,  whether  existing  and  in  force  or  satis- 
fied and  fully  executed,  upon  the  enunciation  by  a  court  of  superior  authority  of 
a  doctrine  in  conflict  with  and  legally  subversive  of  the  principles  upon  which 
they  were  rendered.  If  judgments  are  erroneous  they  can  only  be  reviewed  and 
reversed  or  modified  by  error  or  appeal  in  the  mode  prescribed  by  law. 

The  petiHan  is  denied. 
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Shsnk  and  Holhan  v.  Clark.  , 
Decided  November  4,  191S. 
274  O.  G.,  406. 

Patents — ^Intebfebbnce — Right  to  Make  Claim. 

The  diBclosure  of  Clark  considered  and  Held  that  he  has  a  right  to  make 
the  count  in  issue,  which  was  directed  to  a  refractive  screen  for  headlights 
having  a  reflector  comj^rislng  surfaces  of  variant  vertical  distributive  dis- 
persion and  surfaces  of  variant  lateral  distributive  dispersion. 

Appeal  from  Examiners-in-Chief. 

hbaduohts. 

Mr.  R(dph  H.  Holman  and  Messrs.  Spear^  Middleton^  Donaldson 
<&  Spear  for  Shenk  and  Holman. 

Messrs.  Hull,  Smithy  Brock  <&  West  for  Clark. 
Clay,  Assistant  Commissioner: 

The  junior  party,  Shenk  and  Holman,  jointly  appeal  from  an 
affirmance  of  an  award  of  priority  to  Clark  on  an  issue  worded  as 
follows : 

A  refractive  screen  for  use  with  a  headlight  having  a  reflector  comprising 
surfaces  of  variant  vertical  distributive  dispersion  and  surfaces  of  variant  lat- 
eral distributive  dispersion  at  and  beyond  the  intercept  of  the  roadway. 

The  case  comes  up  on  a  judgment  after  rule  to  show  cause  on  the 
junior  party,  Shenk  and  Holman  having  moved  to  dissolve  on  the 
ground  that  Clark  did  not  disclose  the  invention  in  issue. 

The  issue  is  a  claim  in  Patent  No.  1,224,421,  granted  May  1,  1917, 
to  Shenk  and  Holman  inadvertently  without  interference.  In  this 
patent  they  set  forth  their  purpose  to  redistribute  the  beam  of  light 
emerging  from  the  automobile-headlight  so  as  to  make  it  strike  the 
roadway  uniformly  and  prevent  glare.  They  use  one  set  of  prisms 
arranged  horizontally  and  one  set  arranged  vertically.  Both  sets  of 
prisms  are  intended  to  distribute  the  light  with  varied  angularities 
at  different  parts  of  the  beam.  In  their  appeal  they  insist  that  this 
claim  must  be  so  construed  as  to  be  valid  in  view  of  the  state  of  the 
art  and  that  when  so  construed  the  Clark  construction  does  not 
respond  to  it.    They  say  specifically  that — 

Clark's  depressor  prisms  are  merely  different,  while  Shenk  and  Holman's  are 
graded  and  variant. 

They  say  it  was  not  patentable  to  merely  provide  some  prisms  at 
different  angles  from  some  others  in  order  to  diffuse  the  light  and 
that  Clark  did  not  have  means  for  a  "  distributive  dispersion." 
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Clark's  application  shows  a  clear  understanding  of  the  problem 
and  the  difference  between  this  problem  and  the  ordinary  functions 
of  lenses.  He  aims  to  prervent  waste  of  light  above  the  focal  line  and 
throw  it  below  the  focal  line  by  producing  a  beam  which  is  at  a 
maximum  intensity  at  the  top  and  below  the  horizontal  is  spread 
upon  the  roadway.  He  uses  horizontal  prisms  for  downward  ref rac* 
tion  and  for  "  lateral  spreading  "  elements  he  uees  ribs  or  grooves — 

or  they  may  be  prismatic  elements  set  at  a  variety  of  angles  so  as  to  give  a 
spread  instead  of  a  mere  deflection  of  the  beam»  (p.  2.) 

Farther  on  he  says  that  the  light  is  to  have  a  graded  spread  accord- 
ing to  its  dispersion,  (p.  3.)  This  antithesis  is  also  expressed  in  the 
last  sentence  of  his  original  claim  2. 

The  appellants  insist  that  in  view  of  the  prior  art  their  construc- 
tion of  the  claim  must  prevail,  and  call  attention  to  an  apparent  state- 
ment in  the  Saulsbury  British  patent,  No.  28,187  of  1908,  which  they 
say  meets  the  claim  in  issue  if  construed  as  the  Examiners-in-Chief 
have  construed  it.  But  this  British  patent  says  at  page  2,  line  49, 
that  the  prisms  have  all  the  same  inclination.  The  claim  also  speci- 
fies this.  When,  therefore,  at  page  3,  line  22  of  the  patent,  he  says 
the  inclination  may  be  varied  '^  at  the  top  and  bottom  of  the  lamp 
and  or  at  the  sides  "  for  divergence,  he  clearly  means  only  a  different 
inclination  at  the  edges,  as  shown.  The  invention  could  not  reside 
in  the  gradual  variation  of  the  prisms,  for  this  is  shown  in  the 
Macbeth  patent.  No,  1,189,848,  of  December  8,  1914. .  It  must  reside 
in  the  combination  of  the  elements,  as  Clark  says  at  the  bottom  of 
page  3  of  his  specification.  (See  also  Churchill  patent.  No.  1,081,210, 
of  December  9, 1913.) 

It  is  true  that  since  the  issue  of  the  interference  is  assumed  to  be 
patentable,  it  should  be  so  read  as  to  describe  a  patentable  construc- 
tion, but  whatever  way  it  is  read  it  describes  the  invention  Clark 
disclosed  on  June  11,  1915,  six  months  before  it  was  disclosed  by 
Shenk  and  Holman.    Not  only  are  the  surfaces  of  Clark's  prism 
variant  in  the  sense  that  one  group  is  thicker  or  more  inclined  than 
another,  but  they  are  necessarily  variant  within  the  group  because 
of  their  position  with  respect  to  the  source  of  light  and  the  axes  of 
!       the  parabolic  reflector  behind  the  source.    The  claim  can  not  be  con- 
I       fined,  as  Shenk  and  Holman  contend,  but  even  if  it  were  confined  it 
would  not  fail  to  find  support  in  the  Clark  disclosure.    The  only 
j       inventive  idea  presented  is  found  as  well  in  Clark's  as  in  the  appel- 
lant's specification. 
The  decision  of  the  Ewa7fiiner8'inrChief  is  affirmed. 

16762—21 2 
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Antoinb  ai«)  Travis  v.  Grover  and  Barber. 

Decided  October  24,  1918, 

274  O.  G.,  889. 

1.  Patents — ^Intebferbnce — ^Reduction  to  PBAcrriCB--MACHiNBB  Sold,  but  No 

DiBECT  Evidence  of  Successful  Ofekation. 
Where  a  party  to  an  Interference  proves  the  constructloii  of  a  device  em- 
bodying ihe  issue  and  the  testimony  Is  to  the  effect  that  a  large  number  of 
machines  of  the  same  construction  were  made  and  sold  prior  to  the  reduc- 
tion to  practice  of  the  opposing  party,  names  and  addresses  of  persons  to 
whom  they  were  shipped  being  given.  Held  that  the  testimony  proves  a 
prior  reduction  to  practice  in  the  absence  of  controverting  evidence  showing 
that  the  machines  so  alleged  to  have  been  sold  were  not  reductions  to 
practice. 

2.  Same — Same — Abandoned  Experiment — Subsequent  Change  of  Constbuc- 

TiON  Alone  Does  Not  Establish. 
The  making  of  improved  machines  after  an  alleged  reduction  to  practice 
and  after  commercial  production  of  such  machines  Is  not  alone  sufficient  to 
discredit  the  claim  of  successful  operation  and  warrant  a  holding  that  the 
earlier  construction  was  merely  an  abandoned  experiment. 

Appeal  from  Examiners-in-Chief. 

cheok-detectob  fob  check-actuated  machines. 

Mr.  J.  H.  Jochum^  Jr.^  for  Antoine  and  Travis. 

Mr.  A.  AUaxmder  Thomas  for  Grover  and  Barber. 
Newton,  Commissioner: 

This  is  an  appeal  from  a  decision  of  the  Examiners-in-Chief  award- 
ing priority  to  Antoine  and  Travis,  the  junior  parties,  thus  reversing 
the  decision  of  the  Examiner  of  Interferences,  on  four  counts,  of 
which  count  4  is  probably  the  most  limited,  and  which  is  as  follows : 

4.  In  a  coin  controlled  machine,  a  casing  having  a  coin  slot  or  passage,  a  coin 
carrier  normally  free  to  rotate  in  a  direction  to  carry  the  deposited  coin  into 
operative  position  within  the  machine,  an  upwardly  extending  yieldable  mem- 
ber supported  at  its  lower  end  and  provided  at  its  upper  or  free  end  with  a 
head  projecting  normally  into  said  coin  slot  or  passage,  whereby  said  head  is 
adapted  to  enter  the  opening  of  a  washer  on  said  coin  carrier,  said  head  having 
a  beveled  surface  and  an  abrupt  surface  so  arranged  that  said  abrupt  surface 
unyieldingly  engages  the  inner  edge  of  the  washer  and  thereby  positively  locks 
said  washer  and  coin  carrier  against  further  movement,  said  beveled  surface 
permitting  reverse  rotation  of  the  coin  carrier  for  removal  of  the  inserted 
washer  through  said  coin  slot,  and  a  hand-operable  member  on  the  front  wall  of 
said  casing  for  operating  said  coin-carrier. 

The  invention  is  an  improvement  in  a  coin-controlled  machine-— 
that  is,  a  machine  into  which  if  a  coin,  usually  in  this  class  of  ma- 
chines a  nickel  or  penny,  is  dropped  into  a  slot  and  a  handle  turned 
it  will  release  a  package  of  chewing-gum  or  peanuts,  etc. 


Digitized  by 


Google 


ANTOIITB  AND  TRAVIS  V.   GBOVBB  AND  BARBEIU  19 

This  art  has  been  well  worked  over  by  inventors,  and  the  improve- 
ments now  are  in  details.  The  counts  are  limited,  and  must  be  so  con- 
strued to  avoid  the  prior  art. 

The  novel  feature  of  the  invention  is  in  the  mechanism  for  prevent- 
ing operation  of  the  machine  with  a  slug  or  washer  having  a  hole  in 
the  middle,  as  ^uch  washers  are  ordinarily  made.  These  parties, 
however,  are  not  the  first  to  produce  such  machines.  Indeed,  Antoine 
and  Travis  have  a  patent.  No.  1,048,874,  November  5, 1912,  and  the 
patent  to  Davis,  No.  768,961,  March  8, 1904,  shows  another  form  of  a 
very  similar  coin-controlled  device,  the  main  difference  being  that  in 
both  the  Davis  and  Antoine  and  Travis  patents  the  yieldable  mem- 
ber has  a  button  or  knob  (numbered  88  in  Davis's  patent  and  37  in 
the  Antoine  and  Travis  patent)  which  is  projected  into  the  hole  in 
the  slug  or  washer,  thus  allowing  a  projection  28  of  the  Davis  patent 
and  88  of  the  Antoine  and  Travis  patent  to  arrest  the  coin-disk. 

Antoine  and  Travis  found  this  knob  or  button  wore  a  groove  in  the 
disk,  the  button  being  made  of  hard  metal  and  the  disk  of  soft  metal, 
and  it  was  to  obviate  this  difficulty  that  the  present  inventions  were 
designed,  the  characteristic  feature  being  a  spring-actuated  lever  hav- 
ing a  dog  or  projection  at  the  free  end,  which  contacts  with  the  coin- 
disk,  and  if  a  washer  were  to  be  used  with  a  hole  in  its  middle  the 
projection  will  be  projected  into  the  hole  and  prevent  further  turning 
of  the  disk  in  a  direction  to  operate  the  mechanism,  the  projection 
having  a  beveled  surface  to  permit  a  reverse  rotation  of  the  disk  to 
allow  the  removal  of  the  washer. 

It  is  admitted  that  Grover  and  Barber  conceived  in  April,  1912,  and 
reduced  to  practice  in  January,  1913.  Nothing  further  need  be  con- 
sidered as  to  their  datea. 

Antoine  and  Travis  unquestionably  conceived  in  1911.  This  case 
turns  on  whether  Antoine  and  Travis  have  proven  reduction  to  prac- 
tice in  the  early  part  of  1912. 

The  Examiners-in-Chief  have  held  that  Antoine  and  Travis  have 
proven  reduction  to  practice  in  February,  1912,  and  awarded  priority 
to  them.  The  Examiner  of  Interferences  has  held  that  the  testimony 
was  not  sufficient  to  establish  a  reduction  to  practice  for  Antoine  and 
Travis  prior  to  December,  1913,  the  date  of  filing  of  their  application 
for  patent. 

The  decision  of  the  Examiners-in-Chief  and  that  of  the  Examiner 
of  Interferences  have  been  carefully  considered  in  connection  with  the 
evidence.  Little  can  be  said  additional  to  what  those  two  decisions 
have  set  forth. 

I  have  concluded  to  adopt  the  views  of  the  Examiners-in-Chief  for 
reasons  set  fortii  in  their  decision. 

Exhibits  A  and  E  are  the  storm-oenters  of  this  contest.  Antoine 
(Q.  71  et  seq.)  testifies  that  Exhibit  A  was  put  on  a  coin-controlled 
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vending-machine,  tried  out  in  the  month  of  September,  1911,  and  that 
the  test  proved  satisfactory.  Exhibit  A  discloses  every  feature  of  the 
invention  called  'for  by  the  counts.  It  is  true  that  time  coin*disk  of 
Exhibit  A  was  not  on  that  exhibit  in  1911 ;  but  these  coin-disks  were 
old  and  common  and  had  long  been  used  in  machines  made  by  Antoine 
and  Travis.  Hagan,  who  made  the  casing  of  Exhibit  A,  diffidently 
establishes  its  construction  in  October  or  November,  1911.  (Q.  11 
et  seq,  and  XQ.  42  et  seq,)  Indeed,  as  I  understand  this  case  there 
is  no  dispute  as  to  the  date  when  the  casing  of  Exhibit  A  was  made  or 
that  the  casing,  together  with  the  dog,  was  different  from  what  is  now 
shown  in  Exhibit  A.  Antoine  (Q.  40  et  seq.)  described  Exhibit  A 
as  it  was  at  the  time  testimony  was  taken;  but  he  states  (Q.  27)  that 
he  saw  it  in  the  fall  of  1911.  His  testimony  is  frank  and  without 
dissimulation.  Indeed,  a  careful  reading  of  it  convinces  me  that 
the  defects  are  in  too  much  conciseness  rather  than  in  overstatements 
in  his  favor.  He  has  been  criticised  for  stating  (Q.  65)  that  three  of 
the  casings  only  were  made  in  the  first  lot  and  later  that  six  casings 
were  made,  while  tiie  invoice  shows  there  were  probably  ten ;  but  it  is 
immaterial  whether  there  were  three  or  ten  so  far  as  the  merits  of  this 
case  go.  At  best  it  is  only  a  reflection  on  Antoine's  accuracy ;  but 
reading  the  testimony  as  a  whole  I  think  it  <mly  fair  to  him  to 
attribute  some  unexplained  matters  that  caused  him  to  make  the 
error. 

The  point  which  seems  to  me  to  be  conclusive  as  bearing  on  the 
Antoine  and  Travis  reduction  to  practice  is  that  a  large  number  of 
machines  were  made  like  Exhibit  A.  Antoine  (Q.  68)  says  2,000, 
and  Exhibit  E,  Oebert  says,  was  made  from  the  same  mold  as  Exhibit 
A.  Gebert's  testimony,  fortified  by  Antoine  and  Travis's  Exhibits 
G,  H,  I,  and  J,  clearly  shows  that  many  machines  like  Exhibit  E  were 
shipped  to  customers — 2,000,  Gebert  -says  in  answer  to  Q.  59.  Many 
in  the  early  part  of  1912  and  the  names  of  the  parties  to  whom  they 
were  shipped  are  given,  and  such  machines  are  still  being  sold.  The 
pertinent  parts  of  this  testimony  are  accurately  set  forth  in  the  de- 
cision of  the  Examiners-in-Chief  and  will  not  be  repeated  here. 

I  know  of  no  case  wherein  machines  had  been  sold  and  put  into 
use  as  extensively  as  the  testimony  shows  these  machines  have  been 
sold  and  used  in  which  a  holding  of  reduction  to  practice  has  failed. 
In  Staribon  v.  Howe  et  al,  (C.  D.,  1910,  849;  153  O.  G.,  823;  34  App. 
D.  C,  418)  there  was  no  better  reduction  to  practice  proven  than 
in  the  instant  case ;  yet  since  the  machines  relied  upon  were  sold  for 
actual  use  that  of  itself  establishes  reduction  to  practice,  especially 
where  the  other  party  might  have  easily  seen  the  machines  to  de- 
termine whether  or  not  they  were  successful  reductions  to  practice. 
To  the  same  effect  is  the  deciedon  in  Schneider  v.  Driggs  (C.  D.,  1911, 
276;  162  O.  G.,  1000;  86  App.  D.  C,  116,)  ajid  Herman  v.  FvUmtm 
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(C.  D.,  1903,  452;  107  O.  G.,  1094,  aflirmed  by  the  Court  of  Appeals 
of  the  District  of  Columbia:  C.  D.,  1904,  625;  109  O.  G.,  1888;  23 
App.  D.  C,  259.) 

Indeed,  where  a  party  has,  as  Antoine  and  Travis,  given  the  other 
side  the  names  and  addresses  of  purchasers  of  the  machines  it  is  the 
practice  to  hold  it  incumbent  on  the  other  side,  if  they  controvert 
reduction  to  practice,  to  see  those  machines  that  have  been  sold  and 
to  show  that  they  were  not  reductions  to  practice.  This  was  the 
effect  of  the  holding  of  the  court  of  appeals  in  Smith  v.  Kihlgren 
(C.  D.,  1915,  131;  215  O.  G.,  324;  43  App.  D.  C,  193.)  The  proofs 
of  reduction  to  practice  in  that  case  were  much  more  meager  than 
they  are  in  the  present  case. 

Grover  and  Barber  contend,  in  effect,  that  the  making  of  improved 
machines  subsequently  to  the  production  of  the  Exhibit  E  machine 
tends  to  discredit  the  claim  of  successful  reduction  to  practice  of  that 
machine,  or  at  least  indicates  that  Antoine  and  Travis  were  not 
satisfied  with  the  machine  of  the  Exhibit  E  type,  and  it  should  be 
regarded  as  an  abandoned  experiment;  but  they  are  not  sustained  in 
their  contention  by  the  trend  of  decisions.  In  Wyman  v.  Donnelly 
(C.  D.,  1903,  556;  104  O.  G.,  310;  21  App.  D.  C,  81,)  for  example, 
the  Court  of  Appeals  of  the  District  of  Columbia  held  that  where 
after  making  and  testing  one  form  of  ejecting  mechanism  for  match- 
machines  Donnelly  made  an  improved  form  and  showed  the  second 
form  in  his  application,  but  made  broad  claims  covering  both  forms, 
the  first  machine  was  a  reduction  to  practice.  Furthermore,  Antoine 
and  Travis  have  shown  that  they  are  constantly  putting  out  new  and 
improved  forms  of  machines ;  but  this  in  no  way  discredits  the  reduc- 
tion to  practice  of  their  Exhibit  E  machine  or  indicates  that  it  was 
an  abandoned  experiment. 

It  must  he  held  that  the  ExomiinerB^u^hief  v>ere  correct  in  their 
holding  that  Antoine  and  Travis  have  proven  a  reduction  to  practice 
in  February^  19Ji^  and  must  therefore  prevail  as  against  Grover  and 
Barber^  who  did  not  conceive  untU  AprU^  1919^  and  their  decision 
is  afflrmed. 


Ex  TMXm  MOQBE  AND  PaGK. 

Decided  November  18,  1918. 

274  O.  O.,  S4fk 

Pambww— PATwrTAMUTY— Iwvi:ntion--A8sociation  op  Old  Mkans. 

Where  one  prior-art  patent  disclosed  a  portable  cleaning-machine  of  the 
vaeuum  type  in  which  the  vacuum-creating  means  ts  monnted  on  the  device 
and  another  patent  disclosed  snch  a  machine  having  two  compartments  In 
the  caslttg,  one  connected  with  the  machlne^noBBle  and  the  other  containing' 
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a  rotary  brush,  but  in  which  the  vacuum-creating  means  was  separately 
mounted  and  connected  to  the  device  by  a  pipe,  Held  that  it  involved  no  in- 
vention to  make  a  separate  compartment  in  the  casing  of  the  former  and 
place  a  rotary  brush  therein  in  view  of  the  latter. 

Appeal  from  Examiners-in-Chief . 

COMBINED  SUCTION  AND  BBUSH  CLEANING-MACHINE. 

Mr.  Edward  E,  Longan  and  Mr,  John  S.  Barker  for  the  applicants. 
Whitehead,  First  Assistant  Commissioner: 

Applicants  appeal  from  the  decision  of  the  Examiners-in-Ghief 
affirming  the  decision  of  the  Primary  Examiner  finally  rejecting  the 
claims  of  this  application,  eleven  in  number,  of  which  claims  1  and  8 
are  illustrative : 

1.  In  a  portable  cleaning:  machine,  the  combination  of  a  suction  nozzle,  a 
suction  creating  device  connected  therewith,  a  sweeping  device,  a  supporting 
casing  for  said  parts,  a  drive  wheel  carried  by  said  casing,  an  energy-storing 
device  operatively  connected  with  the  suction  creating  device  and  with  the 
sweeping  device,  and  means  for  operating  said  energy-storing  device  from  the 
said  drive  wheel. 

8.  A  portable  carpet-cleaning  machine  comprising  a  casing  divided  into  two 
separate  compartments,  a  dust-collecting  nozzle  carried  at  the  front  end  of  the 
casing  and  positioned  to  lie  in  close  engagement  with  the  carpet  being  cleaned 
and  operating  to  collect  the  lighter  particles  of  dust  and  discharge  them  into 
one  of  the  compartments  of  the  casing,  a  suction-creating  device  carried  by  the 
casing  and  in  communication  with  the  nozzle  through  the  last  mentioned  com- 
partment, a  drive  wheel  located  at  the  rear  of  the  casing,  connections  between 
the  drive  wheel  and  the  suction  creating  devices  for  operating  the  latter  as  the 
casing  is  moved  over  the  surface  being  cleaned,  and  a  rotary  driven  brush  located 
in  the  other  compartment  of  the  casing  and  situated  between  the  nozzle  and  the 
said  drive  wheel 

Auberlin,  No.  444,683,  January  18,  1891;  Dunaway  et  al.^  No. 
779,778,  January  10, 1905 ;  Sturgeon,  No.  996,810,  July  4, 1911 ;  Row- 
botham,  No.  1,007,799,  November  7, 1911;  Rowbotham,  No.  1,007,800, 
November  7,  1911;  Seeger,  German,  No.  70,688  of  1893;  British 
patent  to  Nicholson,  No.  14,455  of  1906 ;  British  patent  to  Behringer 
et  al.,  No.  11,413  of  1908;  French  patent  to  Martini,  No.  380,386 
of  1907. 

The  application  discloses  a  portable  cleaning-machine  of  the 
vacuum  type  provided  with  two  compartments  in  the  casing,  one  of 
which  is  connected  to  the  nozzle  and  in  the  other  of  which  is  placed 
a  brush.  This  brush  is  driven  by  the  same  wheels  that  operate  the 
bellows,  and  there  is  no  connection  between  the  compartment  in  which 
it  is  located  and  the  compartment  which  is  connected  to  the  nozzle. 
The  shaft  connected  to  the  driving-wheels  is  provided  with  a  flywheel, 
and  there  is  provided  an  overrunning  clutch,  so  that  when  the  cleaner 
is  stopped  the  bellows  will  continue  to  be  operated  for  a  time. 
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Applicants  argue  that  they  have  done  something  more  than  merely 
add  together  a  yacuum-cleaner  and  a  carpet-sweeper,  since  by  arrang- 
ing the  parts  as  shown  upon  moving  the  device  backward  the  dust 
stirred  up  by  the  brush  can  be  drawn  up  through  the  nozzle  and 
since  by  placing  the  brush  between  the  nozzle  and  the  drive- wheel 
the  device  can  be  made  light  and  compact. 

The  British  patent  to  Behringer  et  (d,  shows  a  vacuum-cleaner 
in  which  a  brush  is  placed  in  a  similar  relation  to  the  suction-nozzle 
of  a  vacuum  cleaning-machine.  It  is  true  that  this  device  does  not 
carry  the  suction-creating  means,  as  in  applicants'  case,  but  is  con- 
nected to  a  pump,  which  in  the  patent  is  shown  as  being  operated  by 
a  rocking-chair.  The  hose  66  could,  however,  be  connected  to  an 
air-pump,  no  matter  where  located.  The  patent  to  Sturgeon  shows 
a  vacuum-cleaner  having  a  bellows  operated  from  the  traction- wheels. 
It  is  not  seen  that  there  would  be  any  invention  in  making  a  sepa- 
rate compartment  in  the  casing  of  such  a  machine  and  placing  a 
brush  therein  in  view  of  the  disclosure  of  the  British  patent,  where 
it  has  the  same  function  as  in  applicants'  device.  It  is  argued  that 
the  machine  of  the  British  patent  is  not  a  vacuum-cleaner  in  the  sense 
in  which  that  term  is  generally  used.  The  operation  of  the  device,  as 
described  in  the  specification,  is  that  of  the  ordinary  vacuum-cleaner, 
and  there  is  nothing  in  the  drawing  to  show  that  it  would  not  work 
as  described. 

Attention  is  called  to  a  number  of  patents  issued  since  this  appli- 
cation was  filed  showing  brushes  associated  with  vacuum-cleaners. 
The  claims  of  these  patents  are,  however,  all  devoted  to  details  of 
construction,  and  the  fact  that  these  patentees  thought  it  advanta- 
geous to  use  a  brush  with  the  cleaner  does  not  show  that  merely  to 
bring  them  together  in  one  machine  was  invention. 

Xor  would  there  be  any  invention  in  the  use  of  a  flywheel  or,  as 
expressed  in  the  claims,  an  energy-storing  device,  in  view  of  the  com- 
mon use  of  fly  wheels  for  a  similar  purpose.  An  example  of  such 
use  in  a  vacuum  cleaning-machine  is  shown  in  the  British  patent  to 
Nicholson,  and  an  overrunning  clutch  between  the  traction- wheels 
and  the  fan  is  shown  in  the  patent  to  Bowbotham,  No.  1,007,799. 

The  decision  of  the  Exanmners-m-CMef  is  affmned. 


Ex  PARTE  BaRBBR. 

Decided  Noveniber  29,  1918. 

^b  O.  G.,  201. 

Patents— Invention — Aujeokp  New  Kblation  of  PaiNTiNo-i'sEss  and  Fapisb- 
Wbb. 
No  invention  is  involved  In  leading  the  web  through  a  printing  press 
in  a  specified  way  where  no  chunpe  in   tlie  construction  Is  necessary  to 
accomplish  it 
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[NoTO.— This  application  has  resulted   In   Patent  No.  1,312,151.   dated 
August  5,  1919.] 

Appeal  from  Examiners-in- Chief. 

PBINTINO-FBE88. 

Messrs.  Brown  <&  Seward  for  the  applicant. 
Whitehead,  First  Assistant  Commissioner: 

Appeal  is  taken  from  the  decision  of  the  Examiners-in-Chief  af- 
firming the  decision  of  the  Primary  Examiner  finally  rejecting  claims 
1  to  8,  inclusive,  of  which  claims  1  and  5  are  Ulustrative : 

1.  A  printing  press  comprising  two  multicolor  printing  mechanisms  operable 
to  print  a  plurality  of  colors  on  each  side  of  one  web  or  one  color  on  each  side 
of  two  separate  webs  without  the  use  of  turners. 

5.  A  printing  press  comprising  two  multicolor  printing  mechanisms  operable 
to  print  a  plurality  of  colors  on  each  side  of  one  web  or  a  plurality  of  colors 
upon  one  side  and  one  color  on  the  other  side  of  one  web,  or  one  color  on  each 
side  of  two  separate  webs  without  the  use  of  turners. 

The  reference  cited  is  Spalckhaver,  No.  742,248,  Oct.  27,  1903, 
The  invention  is  directed  to  a  multicolor  rotary  web-printing 
press  in  which  either  a  single  product  or  two  separate  products  may 
be  obtained.  As  shown,  the  press  includes  two  printing  mechanisms, 
each  mechanism  consisting  of  two  printing-couples.  By  appropriate 
adjustments,  the  webs  may  be  printed  as  stated  in  the  appealed 
claims. 

The  rejection  is  based  on  the  ground  that  similar  printing  can  be 
done  on  the  press  of  the  patent  to  Spalckhaver.  In  his  brief,  appli- 
cant says  that  in  order  to  anticipate  the  appealed  claims,  leads  must 
be  provided  for  the  web  disclosed  in  the  Spalckhaver  patent  which 
that  patent  neither  show^  nor  describes,  and  that — 

this  is  an  instance  therefore  where  a  prior  art  patent,  namely,  the  Spalckhaver 
patent,  is  reconstructed  by  the  primary  examiner  and  also  by  the  Board  of 
examlners-ln-K!hief  In  t3ie  light  of  Appellant's  disclosure,  in  the  attempt  to  an- 
ticipate AppeiUanf  s  claims. 

It  is  perfectly  obvious  that  the  webs  can  be  led  through  the 
Spalckhaver  press  so  as  to  print  them  in  t^e  mann^  set  out  in  the 
appealed  claims,  as  fully  pointed  out  both  by  tiie  Primary  Examiner 
and  the  Examiners-in-Chief.  Ne  reconstruction  whatever  of  the 
press  is  necessary.  The  Spalckhaver  patent  points  out  certain  ways 
in  which  the  web  can  be  led  through  the  press,  but  it  is  not  seen  how 
it  can  be  argued  that  it  would  require  invention  to  lead  them  throu^ 
in  another  manner.  The  case  is  analogous  to  a  case  where  procesp 
claims  are  rejected  on  an  apparatus  which  is  clearly  capable  of  carry* 
ing  out  that  process.  It  is  well  settled  that  such  a  rejection  is  proper 
where  either  the  process  is  described  in  the  apparatus  patent  or 
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where  it  is  obvious  to  any  one  skilled  in  the  art  that  the  process  can 
be  carried  out  by  the  mechanism  of  that  patent. 

While  the  appealed  claims  were  properly  rejected  on  the  Spalck- 
haver  patent,  applicant  has  disclosed  a  simpler  mechanism  than 
that  of  Spalckhaver  in  that  he  accomplishes  the  desired  result  by  the 
use  of  only  two  printing  mechanisms,  each  of  which  consists  of  only 
two  printing-couples,  and  it  is  thought  that  applicant  is  entitled  to 
claims  on  such  a  mechanism.  If  within  forty  days  from  the  date 
hereof  claims  are  presented  limited  to  a  press  consisting  of  only  two 
multicolor-printing  mechanisms,  each  of  which  consists  of  only  two 
printing-couples,  the  Examiner  is  authorized  to  enter  the  amend- 
ment and  allow  claims  in  the  absence  of  better  references. 

The  decision  of  the  Examinera-in-Ckief  on  the  appecded  claima 
«  afftrmed. 


Ex  PARTE  Schneider. 
Decided  October  5,  J918. 

275  O.  G.,  419. 

1.  Patents — Practice — Claims  Presented   on   Appeal  Indefinite — Case   Re- 

manded TO  Primary  Examiner. 
Where  on  appeal  to  the  Commissioner  it  is  found  that  the  appealed  claims 
are  so  indefinite  that  it  is  impossible  to  determine  what  they  cover,  the 
application  will  be  remanded  to  the  Primary  Examiner  for  immediate  action 
indicating  the  objections  thereto. 

2.  Same — ^Evidence  of  Invention — Converting  Failure  into  Sucess. 

The  argument  that  applicant  has  converted  an  unsuccessful  machine  into 
a  successful  one  is  not  always  convincing,  since  success  may  have  resulted 
from  reasons  other  than  in  the  changes  over  the  prior  art  specified  in  the 
claims. 
[NoTS.— -This  aH>Ucation  resulted  in  patent  No.  1306,766,  dated  July  8, 1919.] 

On  Petition. 

AppEAii  from  Examiners-in-Chief. 

CATCHING   DSVICX  FOB   CLOTH-PILINO   MACHINES. 

Mr.  Arthur  C.  Eckert  for  the  applicant. 
Newton,  Commissioner: 

This  is  a  petition  in  effect  to  remand  this  case  to  the  Primary 
Examiner  for  further  consideration  and  an  appeal  from  the  decision 
of  the  Examiners*in-Chief  affirming  the  action  of  the  Primary  Ex- 
aminer in  his  final  rejection  of  claims  1,  4,  and  5,  of  which  claim 
1  is  an  example : 

1.  In  a  catching  device  for  cloth  piling  machines  comprising  a  pair  of 
brackets  adjustably  mounted  on  a  table,  supporting  arms  pivotally  mounted  on 
the  brackets,  means  for  operating  the  same  when  contaetod  with  by  the  eloth 
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piling  machine,  a  catch  for  cloth  mounted  on  the  table,  means  for  adJustlDS 
the  brackets  vertically,  and  means  for  adjusting  said  catch  horizontally  to 
4icconnnodute  various  widths  of  cloth,  substantially  as  specified. 

The  references  are: 

Bendien,  April  7,  1908,  No.  883,687;  Shapera,  July  12,  1910,  No. 
«64,124;  Dauvergne,  May  5,  1903,  No.  727,304. 

The  rejected  claims  if  properly  drawn  would  cover  a  cloth-piling 
machine,  the  novel  element  of  which  seems  to  be  the  adjusting  means 
to  accommodate  various  widths  of  cloth. 

It  has  been  difficult  to  intelligently  consider  the  appealed  claims 
because  they  do  not  correctly  set  forth  any  legitimate  combination, 
the  "  catch,"  for  example,  of  claim  1  and  "  supporting  arms "  seem 
to  be  the  same  elements.  Hence  it  is  impossible  to  determine  what 
the  claim  covers,  and  for  that  reason  this  case  is  remanded  to  the 
Primary  Examiner  that  he  may  immediately  and  without  further 
action  on  the  part  of  the  applicant  indicate  the  various  objections  to 
the  claims,  since  it  would  be  wrong  to  allow  this  case  to  be  appealed 
in  its  present  condition  to  the  Court  of  Appeals  of  the  District  of 
Columbia. 

While  the  case  is  before  me,  however,  it  may  save  time  for  me  to 
express  my  opinion  on  the  point  on  which  the  lower  tribunals  and 
applicant  have  mainly  based  their  contention — viz.,  would  it  involve 
invention  to  make  the  catching  devices  of  Bendien  adjustable  on  the 
table  to  accommodate  various  widths  of  cloths,  especially  in  view  of 
the  fact  that  Bendien's  "bracket  is  adjustable  along  the  tables  but 
not  for  the  purpose  of  accommodating  various  widths  of  cloth?" 
I  agree  with  the  lower  tribunals  that  it  would  not  as  broadly  as 
claimed,  and  in  coming  to  this  conclusion  I  have  not  taken  into 
consideration  applicant's  statements  to  the  effect  that  he  has  trans- 
formed an  unsuccessful  machine  into  a  successful  one.  Such  an 
argument  is  not  convincing  in  the  present  case.  Applicant's  success 
may  have  been  for  reasons  other  than  the  adjustable  features  in- 
cluded in  the  appealed  claims.  Ordinarily  such  features  of  adjusta- 
bility are  unpatentable. 

To  the  extent  indicated  the  petition  is  granted^  and  the  decision 
of  tlie  Examiners-in-Chief  is  aiftrmed. 


KrrsELMAN  V.  Reid,  Reid,  and  Kelley. 
Decided  January  ftt,  1919. 

275  O.  O..  628. 

Patents — Interference — Sufticikncy  of  Disclosure  in  Swecification. 
Where  the  specification  of  an  application  does  not  describe  all  the  parts 
of  a  complete  machine,  but  refers  to  an  earlier  application,  and  the  dis- 
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Closures  taken  together  are  sufficient  to  enable  ooe  skilled  in  the  art  to 
construct  a  complete  machine,  Held  that  the  objection  that  the  q>eclficatlon 
of  the  later  application  is  Insufficient  is  not  sustained. 

2.  Same — Same — Reduction   to   Pbacticb — Alleged   Lack   of   Advance   Over 
Priob  Abt. 
That  the  device  disclosed  by  one  of  the  parties  increases  the  cost  of 
manufacture  and  produces  a  product  not  readily  salable  is  not  sufficient  to 
Justify  a  holding  that  such  device  is  inoperative. 

Appeal  from  Examiners-in- Chief. 

WIBE-FABBIC  MACHINE. 

Mr.  CJias,  W.  La  Porte  for  Kitselman. 

Mr.  Julian  C.  Dowell  for  Reid,  Reid,  and  Kelley. 
Newton,  Commissioner: 

This  is  an  appeal  by  Kitsebnan  from  a  decision  of  the  Examiners- 
in-Chief  affirming  the  decision  of  the  Examiner  of  Interferences 
awarding  priority  of  invention  of  all  counts  to  Reid,  Reid,  and 
Kelley. 

The  subject-matter  here  in  controversy  is  closely  related  to  that 
of  the  companion  interference  post,  28,  which  involved  the  same 
parties  and  which  came  on  for  hearing  at  the  same  time.  The  wire 
fence  construction  as  set  forth  in  each  of  the  six  counts  of  this  inter- 
ference differs  from  that  of  the  companion  interference,  in  that  it 
includes  mechanism  for  severing  the  wire  fabric  into  two  parts 
whereby  two  complete  strips  of  fencing  may  be  simultaneously  pro- 
duced by  a  single  machine. 

Kitselman,  upon  whom  the  burden  of  proof  rests  as  junior  party, 
has  taken  no  testimony.  He  contends,  however,  that  he  is  entitled 
to  an  award  of  priority  because  the  counts  of  the  interference  relate 
to  structure  which  is  not  sufficiently  disclosed  in  the  application  of 
Reid,  Reid,  and  Kelley,  and,  further,  that  the  machine  disclosed  by 
Reid,  Reid,  and  Kelley  is  inoperative. 

The  drawings  of  the  Reid,  Reid,  and  Kelley  application  are  some- 
what diagrammatic,  and  the  specification  does  not  describe  all  the 
parts  of  a  complete  machine.  However,  the  specification  makes 
reference  to  an  earlier  application,  No.  262,966,  of  Reid,  Reid,  and 
Kelley  which  illustrates  the  same  type  of  machine,  but  arranged  to 
produce  only  a  single  roll  or  strip  of  fencing.  I  am  of  the  opinion 
that  from  the  disclosure  of  the  Reid,  Reid,  and  Kelley  application 
here  involved  and  of  said  earlier  application  No.  262,966,  a  mechanic 
skilled  in  this  art  would  be  able  to  construct  a  complete  machine  of 
the  character  called  for  by  the  counts  of  this  interference. 
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In  the  specification  of  the  Reid,  Reid,  and  Kelley  application  the 
timing  of  the  operation  of  the  central  cutter  and  the  twisters  is  de- 
scribed as  follows : 

n  Is  a  middle  cutter  which  may  or  may  not  l)e  used  to  sever  the  stay  wire  in 
two  either  before  or  after  the  operation  of  the  twisters.  If  used  before,  the  two- 
middle  or  innermost  twisters  <Nos.  1)  would  be  merely  end  twisters  each  rota- 
table  In  a  reverse  direction  to  the  succeeding  twisters  of  the  same  series.  If 
used  after,  or  if  not  used  at  all,  the  said  middle  twisters  would  be  loopers  and 
twisters  as  shown.    (P.  4,  lines  10-16,  Reid,  Reid,  and  Kelley  specification.) 

From  the  above  it  is  clear  that  Reid,  Reid,  and  Kelley  contem- 
plated alternative  forms  of  mechanism,  in  one  of  which  the  action  of 
the  "  middle  cutter  "  would  occur  prior  to  the  operation  of  the  twist- 
ers.   In  the  other  it  would  occur  subsequently  thereto. 

Counts  3  and  4  when  considered  in  connection  with  the  disclosure 
of  Reid,  Reid,  and  Kelley  would  be  limited  to  the  mechanism  where- 
in the  cutter  was  brought  into  operation  subsequently  to  the  twisters. 
Kitselman  points  out  that  the  machine  of  Reid,  Reid,  and  Kelley 
when  arranged  and  operated  in  the  manner  specified  in  counts  3  and 
4  would  produce  fencing  of  the  character  illustrated  in  Kitselman's 
brief  opposite  page  26  and  contends  that  the  machine  when  built  and 
used  in  this  manner  is  inoperative  because  of  the  projecting  portions 
of  the  stay-wires  which  not  only  results  in  increased  cost  of  manufac- 
ture, but  also  renders  the  product  unsalable.  However,  even  admit- 
ting that  the  cost  of  manufacture  is  greater  and  that  the  fencing  is 
not  readily  salable  this  in  itself  is  not  sufficient  to  justify  a  holding 
that  the  machine  of  Reid,  Reid,  and  Kelley  is  inoperative. 

It  is  urged  on  behalf  of  Kitselman  that  the  testimony  taken  by 
Reid,  Reid,  and  Kelley  shows  that  they  are  not  joint  inventors.  I 
agree  with  the  lower  tribunals  that  a  proper  basis  for  such  contention 
is  not  disclosed  in  the  evidence. 

*  The  dec/mon  of  the  ExaTrdnera-wrChief  awarding  priority  to  Reidj 
Reid  J  and  KeUey  as  to  the  subject-matter  of  all  the  counts  in  issue  i& 
afjtrmed. 


Red),  Reu),  akd  Ejbixet  v.  KrrsEiiMAir. 

Decided  January  27,  1919, 

275  O.  a,  024. 

Patents — Interfebencb — BrFEcr  of  Pbior  Adjudication. 

A  contention  that  a  count  of  an  interference  is  not  patentably  different 
from  the  issue  In  a  prior  Interference  between  the  same  parties  which  liad 
been  finally  determined  does  not  form  a  proper  basis  for  invoking  the 
principle  of  res  adiudioafta,  as  it  is.  In  effect,  merely  a  denial  of  the 
patentability  of  the  count 
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2.  S^VE— Same — Count  iNDEFiNrre — Conbtbued  and  PBiOBrry  Awabdbd — Sub- 

SEQUfiNT    AUENDMENT. 

A  count  of  the  interference  Held  indefinite  in  language,  but  construed  to 
have  a  certain  meaning.    Priority  thereon  awarded  to  K.,  but  the  Primary 
Examiner  directed  to  require,  after  the  final  adjudication,  that  such  claim 
be  made  more  definite. 
3.  Same — Same — Ck)VNT8  Babbed  to  One  of  the  Pabtiks,  But  Pbiobitt  Awabdbd 
TO  Them. 
Decision  of  the  Examiners-in-Chief  awarding  priority  to  R.,  R.,  and  K. 
as  to  certain  counts,  but  recommending  that  the  counts  were  barred  by  a 
prior  patent  to  them,  aflirmed,  following  the  practice  authorized  by  the 
Court  of  Appeals  of  the  District  of  Columbia  in  Norling  v.  Hayesy  (C.  D., 
1911,  847;  166  O.  G..  1282;  37  App.  D.  C,  169.) 

ApFEAii  from  Examiners-in-Chief . 

WIBE-FABBIC   MACHINE. 

Mr,  Julian  C,  DoweU  for  Reid,  Reid,  and  Kelley. 

Mr.  Chas.  TT.  La  Porte  for  Kitselman. 
Newton,  Comviissianer: 

This  case  comes  before  me  upon  appeal  from  the  decision  of  the 
Examiners-in-Chief.  The  interference  comprises  fifty-seven  counts. 
Priority  of  invention  of  the  subject-matter  of  counts  19,  37,  46,  47, 
53,  56j  and  57  has  been  awarded  to  Reid,  Reid,  and  Kelley  by  the 
Examiners-in-Chief,  and  Kitselman  has  been  adjudged  the  prior  in- 
ventor of  the  subject-matter  of  the  remaining  counts.  Both  parties 
have  appealed  from  such  parts  of  said  decision  as  are  unfavorable 
to  them. 

The  invention  in  issue  concerns  a  loom  for  producing  woven-wire 
fencing,  and  the  counts  appear  in  full  in  the  decision  of  the  Examiner 
of  Interfei*ences. 

In  the  production  of  fencing,  as  disclosed  by  both  parties,  the  wires 
forming  the  longitudinal  strands  of  the  fence  are  given  an  inter- 
mittent motion  in  their  travel  through  the  machine.  Suitable  feed- 
ing and  guiding  means  is  provided  for  projecting  the  stay-wires 
across  the  longitudinal  wires.  The  longitudinal  wires  pass  through 
apertures  axially  located  in  certain  rotary  looping  and  twisting 
mechanisms.  During  the  period  that  the  longitudinal  wires  are 
stationary  the  stay-wire  is  brought  in  contact  with  the  loopers  and 
twisters,  which  grip  the  stay- wire  and  twist  it  about  the  longitudinal 
wires. 

The  manner  in  which  the  loopers  and  twisters  operate  to  form  a 
loop  in  the  stay- wire  and  to  twist  it  about  the  longitudinal  wires  is 
well  illustrated  in  Figs  18-21  of  the  Kitselman  application.  The 
twisters  provided  for  attaching  the  stay  to  the  top  and  bottom  longi- 
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tudinal  wires  of  the  fence  do  not  form  a  loop,  but  merely  coil  the 
projecting  end  of  and  twist  it  about  the  longitudinal  wires. 

This  controversy  is  principally  concerned  with  the  order  of  opera- 
tion of  the  twisters.  In  both  the  machine  illustrated  in  the  applica- 
tion of  Kitselman  and  the  one  disclosed  in  the  application  of  Eeid^ 
Beid,  and  Kelley  the  two  center  twisters  begin  to  operate  first  and 
operate  simultaneously  or  in  coincidence.  The  twisters  operate  in 
succession  in  each  direction  from  the  center  of  the  machine,  corre- 
sponding pairs  in  each  direction  being  timed  to  operate  simultane- 
ously. 

Kitselman  has  taken  no  testimony  and  relies  upon  his  filing  date — 
September  17,  1906 — as  his  effective  date  of  conception  and  con- 
structive reduction  to  practice.  The  junior  party's  application  was 
not  filed  until  February  15, 1910. 

The  junior  party  contends  that  the  evidence  which  he  has  sub- 
mitted relative  to  conception  prior  to  Kitselman's  filing  date  and 
the  building  and  operation  of  a  machine  in  1908  is  sufficient  to  es- 
tablish priority.  This  evidence  has  been  fully  considered  by  both 
the  Examiner  of  Interferences  and  the  Examiners-in-Chief  in  their 
decisions,  both  tribunals  holding  that  Reid,  Reid,  and  Kelley  were 
lacking  in  diligence  in  reducing  the  invention  to  practice  and  that 
because  of  such  lack  of  diligence  the  actual  reduction  to  practice 
of  the  invention  by  Reid,  Reid,  and  Kelley,  as  evidenced  by  the  con- 
struction and  operation  of  1908  machine,  will  not  avail  to  overcome 
the  earlier  filing  date  of  Kitselman.    With  this  conclusion  I  agree. 

Reid,  Reid,  and  Kelley  were  involved  in  interference  proceedings 
Nos.  29,457,  34,829,  and  36,722,  all  with  Kitselman.  These  inter- 
ferences concerned  machines  for  producing  wire-fencing,  and  all  said 
interferences  were  finally  determined  in  favor  of  Reid,  Reid,  and 
Kelley.  These  interferences  involved  application  Serial  No.  262,966, 
of  Reid,  Reid,  and  Kelley  now  matured  into  Patent  No.  1,160,089, 
which  does  not  disclose  the  subject-matter  of  the  counts  of  the  pres- 
ent interference,  with  certain  exceptions,  which  will  be  later  taken 
up.  Reid,  Reid,  and  Kelley  contend  that  priority  of  the  subject- 
matter  of  this  interference  is  res  adjudicata  by  reason  of  the  judg- 
ments in  the  prior  interferences,  basing  their  argument  on  the  con- 
tention that  the  mechanisms  defined  by  the  counts  of  this  interfer- 
ence, while  differing  in  detail  from  that  disclosed  in  their  Patent 
No.  1,160,089,  do  not  in  fact  involve  anything  beyond  ordinary  me- 
chanical skill.  This  contention  therefore  is,  in  effect,  merely  a 
denial  of  the  patentability  of  the  claims,  and  accordingly  does  not 
form  a  proper  basis  for  invoking  the  principle  of  res  adjudicata. 

That  Reid,  Reid,  and  Kelley  were  not  joint  inventors  was  urged 
below,  (see  decision  of  Examiners-in-Chief,  par.  1,  p.  12;)  but  no 
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reference  is  made  to  this  point  on  appeal.  I  have  therefore  made  no 
reference  to  it  in  this  decision. 

Beid,  Beid,  and  Kelley  have  placed  in  evidence  their  Patent  No. 
721,606,  issued  February  24,  1903,  and  their  Patent  No.  1,160,089, 
granted  November  9,  1915,  upon  application  Serial  No.  262,966,  filed 
May  29,  1906.  The  Examiners-in-Chief  have  awarded  priority  of 
invention  to  Kitselman  because  of  the  junior  party's  failure  to  over- 
come Kitselman's  filing  date  except  in  the  case  of  the  subject-matter 
of  certain  counts  which  were  held  to  be  disclosed  in  the  above  patenta. 
Said  counts  will  now  be  taken  up  and  considered  in  detail. 

The  Examiner  of  Interferences  awarded  count  7  to  Beid,  Beid^ 
and  Kelley,  holding  thnt  the  subject-matter  was  disclosed  in  their 
Patent  No.  1,160,089.    Said  count  reads  as  follows : 

7.  A  wire  fabric  loom,  including  a  complement  of  wire  connecting  devices 
arranged  to  ccmnect  the  same  stay  to  a  series  of  wires,  and  operating  means 
serving  to  cause  certain  of  the  wir«  connecting  devices  to  operate  in  complete 
coincidence  with  each  other  but  in  non-coincidence  with  certain  other  of  said 
devices. 

In  order  to  satisfy  this  count  an  operation  of  at  least  two  twisters 
in  perfect  or  complete  coincidence  is  necessary.  In  the  specification 
of  Patent  No.  1,160,089  (p.  9,  lines  20-26)  the  operation  of  the  two 
twisters  most  remote  from  the  stay-wire-feed  rolls  is  described  as 
follows: 

And  the  first  and  second  twisters  may  act  practically  or  nearly  simultaneously 
it  being  only  necessary  for  the  stay  wire  to  be  engaged  and  held  on  the  outer- 
most or  first  strand  when  the  looping  pin  of  the  second  twister  draws  the  loop 
over  the  second  strand. 

The  term  ^'  complete  coincidence  "  is  construed  to  call  for  twisters 
whose  operation  is  isochronous,  and  such  a  mechanism  is  disclosed 
by  the  applications  involved  in  this  interference.  While  the  state- 
ment above  quoted  describes  the  action  of  ^'  the  first  and  second  twist- 
ers "  of  Patent  No.  1,160,089  as  "  practically  or  nearly  simultaneous," 
there  is  no  definite  statement  that  the  operation  of  both  these  twisters 
is  or  could  be  initiated  and  completed  at  exactly  the  same  time.  From 
the  disclosure  in  said  patent  it  would  appear  necessary  that  the  twist- 
ers most  remote  from  the  stay-feed  rolls  rotate  sufficiently  to  grip  the 
wire  before  the  looping-pin  of  the  adjacent  twister  begins  to  exert 
pressure  upon  the  stay-wire.  Otherwise  a  portion,  at  least,  of  the 
stay  would  be  withdrawn  from  the  first  twister.  I  am  therefore  in- 
clined to  agree  with  the  view  taken  by  the  Examiners-in-Chief  that 
the  subject-matter  of  count  7  is  not  disclosed  in  the  Patent  No. 
1,160,089  of  Beid,  Beid,  and  Kelley  and  that  priority  as  to  said  count 
should  be  awarded  to  Kitselman. 
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A  certain  lack  of  indefiniteni^s  as  to  the  language  of  count  13  has 
been  indicated  in  both  the  decision  of  the  Examiner  of  Interferences 
and  that  of  the  Exajoiners-in-Chief.    Said  count  is  as  follows: 

18.  A  wire  fabric  loom,  including  two  aeries  of  twisters  arranged  to  twist  the 
same  stay  around  a  series  of  wires,  corresponding  twisters  of  said  series  operat- 
ing in  pairs. 

The  statement  that  corresponding  twisters  operate  in  pairs,  when 
Tiewed  in  ihe  light  of  the  machines  in  controversy,  suggests  but  does 
Bot  specify  that  all  pairs  do  not  operate  simultaneously.  Otherwise 
a  structure  such  as  shown  in  Patent  No.  721,605,  issued  to  Reid,  Reid, 
and  Elelley,  would  apparently  satisfy  this  count.  The  award  of  this 
count  to  Kitselman  by  the  Ezaminers-in-Chief  is  affirmed.  Also  the 
recommendation  of  said  tribunal  as  to  this  count  is  approved,  and  the 
Primary  Examiner  is  directed,  after  the  final  adjudication  of  priority, 
to  require  said  claim  to  be  made  more  definite,  to  bring  out  the  idea 
that  the  pairs  of  twisters  operate  successively. 

The  award  of  priority  to  Kitselman  by  the  Examiner  of  Interfer- 
ences as  to  count  19  was  reversed  by  the  Examiners-in-Chief ,  the 
latter  tribunal  holding  that  Reid,  Reid,  and  Kelley  were  entitled  to 
priority  as  to  this  count,  but  recommending  that  the  issue  of  a  patent 
for  such  subject-matter  to  Reid^  Reid,  and  Kelley  was  barred  by  the 
disclosure  in  their  Patent  No.  721,605.  I  find  no  error  in  this  ruling, 
and  therefore  affirm  the  decision  of  the  Examiners-in-Chief  ad  to 
said  count  19,  following  the  practice  authorized  by  the  Court  of  Ap- 
peals of  the  District  of  Columbia  in  Norlmg  v.  H<xyes^  (C.  D.,  1911, 
347;  166  O.  G.,  1282;  37  App.  D.  C,  169.) 

The  subject-matter  of  count  37  was  also  found  by  the  Examiners- 
in-Chief  to  be  disclosed  in  the  machine  of  the  Patent  No.  721,605 
granted  to  Reid,  Reid,  and  Kelley.    Count  37  is  as  follows : 

87.  A  wire  fabric  loom,  Including  a  series  of  rotary  twisters  all  arranged  to 
twist  the  same  stay  apon  aU  of  tbe  longitudinal  wires  of  the  fabric,  and  means 
for  operating  certain  of  said  twisters  simultaneously  In  opposite  directions. 

The  twisters  as  described  in  said  patent  are  arranged  to  be  operated 
simultaneously  by  the  rack  J,  one  of  the  outermost  twisters  or  coilers 
rotating  in  a  direction  opposite  to  that  of  the  adjacent  twists.  (See 
p.  4,  lines  107-118,  of  the  specification  of  Patent  No.  721,605.)  I  am 
therefore  of  the  opinion  that  the  language  of  this  count  is  satisfied 
by  the  structure  illustrated  and  described  in  said  Patent  No.  721^605, 
and  therefore  affirm  the  Examiners-in-Chief  in  their  award  of  this 
claim  to  Beid,  Reid,  and  KeUey.  After  the  final  determination  of 
priority  the  Primary  Examiner  is  direpcted  to  reject  this  claim,  as 
barred  by  the  grant  of  said  Patent  No.  721,606. 

Count  53  is  also  found  to  be  satisfied  by  the  machine  of  Patent  No. 
721,605  when  said  machine  is  arranged  to  produce  a  plurality  of  lines 
of  fencing  at  one  time,  which  is  clearly  contemplated,  as  indicated  by 
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the  language  found  on  page  1,  lines  45-50,  and  pages  4  and  5,  lines 
11^134  and  lines  1-10,  respectively.  The  award  of  this  count  to 
Beid,  Keid,  and  Kelley  is  affirmed  and  the  recommendation  that  this 
claim  be  rejected  after  the  final  adjudication  of  priority  is  approved. 
The  Examiner  of  Interferences  and  the  Examiners-in-Chief  differ 
as  to  the  meaning  to  be  given  certain  language  in  count  22.  This 
count  is  as  follows : 

22.  A  wire  fabric  loom,  including  a  series  of  combined  loopers  and  twisters 
arranged  to  form  a  series  of  loops  in  a  stay  and  to  twist  said  loops  about  a 
series  of  line  wires,  and  means  for  bringing  a  plurality  of  said  devices  into 
action  simultaneously  and  for  subsequently  bringing  other  of  said  devices  into 
action. 

It  is  to  be  noted  that  this  count  by  express  terms  is  limited  to  com- 
bined twisters  and  loopers,  which  excludes  a  mere  twister  or  coiler 
such  as  is  found  at  the  end  of  the  series  most  remote  from  the  stay- 
feed  rolls  in  Eeid,  Eeid,  and  Kelley's  Patent  No.  1,160,089.  More- 
over, the  limitation — 

means  for  bringing  a  plurality  of  said  devices  into  action  simultaneously — 
is  not  satisfied  by  a  mere  disclosure  of  means  for  starting  the  opera- 
tion of  successive  twisters  before  the  operation  of  others  has  been 
completed.  This  count  is  not  found  to  read  upon  the  machine  of 
said  Patent  No.  1,160,089,  and  the  award  of  priority  as  to  count  22  to 
Kitselman  is  affirmed. 

I  agree  with  the  conclusions  reached  by  the  lower  tribunals  as  to 
counts  44  and  45  and  affirm  the  award  of  these  counts  to  Kitselman. 

The  Examiners-in-Chief  in  their  decision  have  discussed  quite 
fully  the  subject-matter  of  counts  46, 47,  56,  and  57,  pointing  out  the 
structures  disclosed  in  Patent  No.  1,160,089,  granted  to  Reid,  Reid, 
and  Kelley,  which  are  regarded  as  satisfying  these  counts.  No  error 
is  found  in  the  award  of  these  counts  to  Reid,  Reid,  and  Kelley, 
and  such  holding  is  affirmed.  The  recommendation  of  the  Examiners- 
in-Chief  that  these  claims  are  not  allowable  to  Reid,  Reid,  and 
Kelley  because  barred  by  the  grant  of  their  former  Patent  No. 
1,160,089  is  deemed  to  be  well  founded,  and  after  final  decision  on 
priority  allowance  of  these  claims  to  Reid,  Reid,  and  Kelley  should 
be  refused. 

Count  48  is  as  follows : 

48.  A  wire  fabric  loom  including  a  series  of  combined  stay  loopers  and 
twisters,  and  operating  means  arranged  to  bring  certain  of  said  combined 
loopers  and  twisters  Into  action  successively  beginning  with  a  looper  and 
ttrtster  located  at  aa  Intermediate  point  of  the  series,  to  cause  the  formation 
of  loops  in  the  stay  and  the  twisting  of  said  loops  about  line  wires. 

Count  48,  as  heretofore  pointed  out  in  regard  to  count  22,  is  limited 
to  combined  twisters  and  loopers,  and  thus  eliminates  twisters  which 
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do  not  embody  the  looping  mechanisms.  I  agree  with  the  Examiners- 
in-Chief  that  this  count  is  not  readable  upon  the  machine  of  Patent 
No.  1,160,089,  and  priority  as  to  this  count  is  awarded  to  Kitselman 
TJie  decision  of  the  Excmdnera-in-Chief  a/warding  priority  of  inr 
vention  to  Kitselman  of  the  subject-matter  of  cownts  1-18^  inclusive] 
£0-36^  inclusive;  SS-J^S^  inclusive;  48-6S,  inclusive;  and  counts  51^  and 
66  and  awarding  priority  of  invention  of  the  subject-matter  of  counts 
19^  S7^  46^  47^  63y  66^  and  67  to  Reid^  Reid^  and  Kelley  is  affirmed. 


Ex  PARTE  StADEKER. 

Decided  March  7,  19W. 

275  O.  G.,  1023. 

Patents — Invention — Handle  Made  of  Metal  Rod  Having  Series  of  Lateral 

BENDS; 

Claims  for  a  wlndshield-wIper  In  which  the  feature  relied  upon  for 
patentability  Is  a  handle  to  be  grasped  In  the  palm  of  the  hand,  consisting 
of  a  wire  or  rod  provided  with  a  series  of  lateral  bends  extending  from 
side  to  side  in  zigzag  manner  to  form  a  wide  flat  vertical  handle  arranged 
in  a  plane  parallel  to  the  windshield,  Held  devoid  of  invention  in  view  of 
a  patent  for  a  similar  device  which  disclosed  but  a  single  bend,  it  appearing 
that  the  idea  of  forming  a  rod  in  a  series  of  bends  was  a  well-known 
mechanical  expedient,  (citing  Totc/iie  Steering  Wheel  Co,  v.  Lee,  199  Fed. 
Rep.,  777.) 

(Affirmed  by  the  Court  of  Appeals  of  the  District  of  Cohimbia, 
post,  190  \  275  O.  a,  1023.) 

Appeal  from  Examiners-in-Chief. 

WINDSHIELD- WIPEK. 

Mr.  A.  MUler  Belfield  for  the  applicant. 
Newton,  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiners-in-Chief 
affirming  the  action  of  the  Primary  Examiner  in  his  final  rejection 
of  claims  1  to  5,  inclusive,  of  which  claims  1  and  5  are  examples: 

1.  A  wind  shield  cleaner  comprising  a  metallic  rod  bent  upon  itself  to  form 
cleaning  and  handle  portions,  the  handle  portion  being  provided  with  a  series 
of  lateral  bends  forming  a  substantially  flat  vertical  handle  lying  in  a  plane 
substantially  parallel  with  the  wind  shield. 

.5.  A  device  of  the  class  speoifled  consisting  of  a  metallic  rod  bent  upon  Itself 
to  form  a  cleaning  portion  and  a  handle  portion,  the  latter  portion  being 
provide<l  with  a  series  of  lateral  bends  extending  from  side  to  side  in  zigzag 
manner  to  form  a  wide,  flat,  vertical  handle  to  permit  the  device  to  be  firmly 
gras])ed  and  to  rest  flatwise  against  the  palm  of  the  operator's  hand. 
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The  references  are:  Parsons,  No.  528,004,  July  17,  1894;  Devore, 
No.  525,189,  August  28, 1894;  Wolfe,  No.  1,171,377,  February  8, 1916; 
Goodrich,  No.  1,211,698,  January  9,  1917;  German  patent  to  Preus, 
No.  269,319,  January  17,  1914. 

The  invention  covered  by  the  rejected'claims  is  a  windshield-wiper, 
and  the  claims  are  all  substantially  met  by  the  German  patent,  with 
the  exception  of  a  series  of  lateral  bends  in  the  handle.  The  Exam- 
iners-in- Chief  have  found  a  similar  construction — that  is,  lateral 
bends — in  the  screw-driver  handle  of  the  Devore  patent.  The  handle 
of  the  German  patent  includes  a  single  bend.  It  is  lateral  or  side- 
wise  of  the  rod.  Applicant  contends  that  the  disadvantage  of  the 
single  bend  in  the  handle  of  the  German  patent  is  that  it  can  not 
be  readily  grasped  in  the  palm  of  the  hand,  whereas  applicant's 
may  be. 

The  statement  in  claim  1 — 

lying  in  a  plane  substantially  parallel  with  the  wind  shield — 

has  been  objected  to  as  embodying  new  matter  not  originally  dis- 
closed ;  but  the  showing  in  the  drawing,  together  with  the  statement 
in  the  specification  (pp.  2  and  3)  — 

*  •  *  by  bending  the  same  into  a  series  of  lateral  bends,  a  substantial 
handle  Is  formed  which  may  be  grasped  and  firnrly  held  and  will  not  slip  or 
turn  in  the  hand, 

is  held  to  be  a  sufficient  foundation  for  this  limitation.  But  to  zig- 
zag the  rod  to  form  a  handle  that  will  not  turn  in  the  palm  of  the 
hand  is  such  an  old  mechanical  expedient  that  it  is  not  believed  suffi- 
cient to  sustain  a  claim,  even  though  it  be  limited  to  being  in  the 
plane  of  the  windshield. 

The  case  has  many  features  similar  to  those  discussed  by  the  cir- 
cuit court  of  appeals  in  Toxone  Steering  WJieel  Co,  v.  Lee^  (199  Fed. 
Rep.,  777,)  in  which  it  was  held  : 

It  is  common  knowledge  that  the  expedient  of  roughening  and  corrugating 
the  surfaces  of  handles  of  various  implements  Is  very  old,  and  instances  may 
be  found  in  the  handles  of  tennis  rackets,  fishing  rods  and  baseball  clubs,  and 
that  the  handles  of  swords  and  knives  from  time  immemorial  have  been 
indented  on  the  inner  side  so  as  to  render  more  firm  the  grasp  of  the  fingers, 

and  while  it  was  new  to  indent  the  inner  surface  of  a  steering-wheel 
with  scallops  or  indentations  to  prevent  the  hand  from  slipping  the 
court  sustained  a  demurrer  and  held  the  patent  void  on  its  face. 

Applicant  has  filed  some  exhibits  indicating  that  his  windshield- 
wiper  has  gone  into  extensive  use ;  but  this  may  be  on  account  of  his 
superior  business  management  or  in  the  cheapness  of  construction  of 
his  device.  At  any  rate  the  change  over  the  prior  art  will  not,  in  my 
opinion,  support  the  claims. 

The  decision  of  the  Examiners-in-Chief  is  affirmed. 
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Decided  November  30,  1918.    Petition  for  rehearing,  decided  January  8,  1919. 

^76  O.  G..  207. 

1.  Patents — Claims — Aggregation — Recobd-Tape. 

Claims  for  a  record-tape  for  guidance  In  running  a  train  provided  with  a 
stnndard-speed  line  and  a  maximum-allowable-speed  line  and  perforations 
Held  not  objectionable  as  aggregations,  as  they  enable  the  engineer  to  so 
regulate  his  speed  as  to  keep  an  indicator  between  the  two  lines  and  so 
Indicate  at  a  glance  that  his  instant  speed  Is  between  the  normal  and 
maximum. 

2.  Same — Same — Duplicate  or  Redundant — Indebiniteness. 

Where  an  applicant  defines  the  same  Invention  in  numerous  ways,  he  not 
only  fails  to  secure  his  invention,  but  he  fails  to  comply  with  the  provision 
of  the  law  that  "  he  shall  particularly  point  out  and  distinctly  claim  the 
part,  improvement  •  •  •  which  is  his  invention/*  and  the  claims  are 
therefore  indefinite.  If  an  applicant  writes  two  claims  which  define  the 
same  invention,  then  by  that  very  fact  he  fails  to  point  out  his  invention. 

3.  Same — Same — Same — Rejection  for  Duplication  and  Indefiniteness. 

Duplication  of  claims  Invariably  leads  to  indefiniteness,  and  an  entire 
set  of  claims  should  be  rejected  as  indistinct  whenever  by  reason  of  duplica- 
tion it  is  made  uncertain  what  the  invention  is.  The  different  claims  must 
be  on  their  face  obviously  different  in  substance. 

4.  Same — Same — Indefiniteness. 

Claims  which  are  confused  by  reciting  numerous  unnecessary  limitations 
and  using  Indefinite  terms,  making  things  appear  of  essence  which  are  not 
of  essence,  are  indefinite. 

On  petition  for  rehearing. 

5.  Patents — Claims — Dxtty  of  Applioawt  to  Point  Out  Distinction b. 

Where  an  applicant  presents  a  multiplicity  of  claims  to  define  a  simple 
invention  and  many  are  substantial  duplicates  of  others,  it  is  applicant's 
duty  rather  than  that  of  the  Examiner  to  point  out  how  each  claim 
patentably  differs  from  every  other  one. 

6.  Same — Appeal  to  Commissioner — Review  not  Restricted  to  Questions  Put 

IN  Assignment  of  Errors. 

On  appeal  to  the  Ck)mmissioner  he  Is  not  bound  to  decide  merely  the 
specific  questions  put  to  him  by  the  assignments  of  error,  because  it  is  his 
duty  to  refuse  a  patent  whenever  he  has  an  opinion  that  the  patent  ought 
not  to  be  granted,  and  it  is  immaterial  how  he  gets  the  Infonnatlon  upon 
which  he  bases  his  opinion. 

(Affirmed  by  the  Court  of  Appeals  of  the  District  of  Columbia, 
post,  197;  276  O.  G.,  211 ;  49  App.  D.  C,  372.) 

Appeal  from  Examiners-in-Chief. 
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SPEED  AND  DISTANCE  INDICATOB  RECORD. 

Mr,  Harry  L.  Duncan  pro  se. 
Clay,  Assistant  Comnnissioner: 

The  applicant  appeals  from  the  afBnnance  by  the  Examiners-in- 
Chief  of  a  rejection  of  claims  1  to  12,  inclusive,  and  16,  18,  and  21, 
drawn  to  a  form  of  record-tape  for  guidance  in  running  a  train,  for 
example.  The  rejection  was  on  the  ground  that  the  claims  define 
aggregations,  both  tribunals  below  apparently  assuming  that  the  in- 
vention is  new  and  patentable.    Examples  of  claims  are  as  follows  : 

1.  The  distance  feed  combined  tape  record,  adapted  to  co5i)erate  with  the 
distance  feed  device  of  a  speed  or  distance  indicator  or  recorder,  and  having 
thereon  time  scale,  speed  scale,  distance  scale  and  route  indications,  and  having 
a  standard  speed  schedule  and  a  cooperating  maximum  speed  schedule  adapted 
to  indicate  the  maximum  allowable  speed  for  the  various  parts  of  the  route  In 
connection  with  an  actual  speed  marking  indicating  the  corresponding  actual 
momentary  speed  of  the  vehicle,  and  having  oscillatory  distance  schedule 
adapted  to  cooperate  with  an  actual  distance  marking  and  indicate  the  relation 
of  the  actual  distance  traveled  by  the  vehicle  to  the  scheduled  distance  for  the 
same  time,  and  having  perforated  alining  devices  at  regularly  spaced  distance 
intervals  and  adapted  to  periodically  control  the  feeding  of  the  record  and  aline 
the  Slime  in  connection  with  alining  devices  actuated  by  correspondingly  spaced 
route  members  along  the  route  of  the  vehicle. 

20.  The  record,  adapted  to  cooperate  with  a  speed  or  distance  indicator  or 
recorder,  and  having  thereon  a  maximum  speed  schedule  adapted  to  Indicate  the 
maximum  allowable  speed  for  the  various  parts  of  the  route. 

21.  The  record,  adapted  to  cooperate  with  a  speed  or  distance  indicator  or 
i-eoorder,  and  having  thereon  a  standard  speed  schedule  and  a  cooperating 
maximum  speed  schedule  adapted  to  indicate  the  maximum  allowable  speed  for 
the  various  parts  of  the  route. 

In  the  applicant's  divisional  application,  Serial  No.  137,446,  which 
is  simultaneously  up  on  appeal,  the  applicant  has  set  forth  more  fully 
an  apparatus  for  the  guidance  of  a  locomotive  operator  in  running 
a  train.  Substantially  he  provides  a  continuous  recorder  of  the  speed 
and  distance,  and  the  records  being  made  upon  a  moving  paper  in 
the  form  of  a  tape  or  a  disk.  This  recording-paper  is  provided  with 
guiding  data,  so  that  the  engineer  may  know  his  position  and  con- 
dition with  respect  to  prearranged  schedule.  In  this  case  the  appli- 
cant is  claiming  the  paper  record  itself,  it  being  provided  with  a 
line  showing  the  normal  or  standard  speed  and  the  distance  from 
one  station  to  another,  and  also  another  line  showing  the  maximum 
allowable  speed.  Various  markings  to  show  tunnels,  curves,  and 
stations  along  the  track  are  provided,  and  the  paper  record  also  has 
a  series  of  perforations,  which  engage  mechanism  at  intervals  to  stop 
the  normal  feed  of  the  paper  record  until  the  motion  of  the  train 
causes  a  readjustment  of  the  ideal  and  actual  records  being  made 
This  is  accomplished  by  running  the  paper  record  normally  at  a 
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slightly  excessive  rate,  so  that  the  actual  record  being  made  tends  to 
run  ahead  of  the  ideal  or  standard,  and  then  the  speed  of  the  tape 
is  checked  at  intervals  to  readjust  so  that  the  actual  and  the  ideal 
are  brought  to  coincide.  What  he  is  claiming  is  the  paper  record 
itself,  with  the  various  markings  thereon. 

I  am  unable  to  agree  with. the  Examiners-in-Chief  or  the  Exam- 
iner on  the  question  of  aggregation.  It  seems  to  me  perfectly  plain 
that  the  tape  represented  in  Figure  1,  having  the  standard-speed 
line  52  and  the  maximum-speed  line  53  and  the  perforations  80,  is 
thus  defined  by  features  which  clearly  cooperate  with  the  actual- 
speed  indicator  40.  The  engineer  has  only  to  so  regulate  his  speed 
as  to  keep  the  indicator  40  between  the  lines  51  and  63  in  order  to 
know  that  he  is  running  his  train  between  the  standard  speed  and 
the  maximum  allowable  speed.  The  lines  52  and  53  as  clearly 
cooperate  in  function  as  the  two  blades  of  a  pair  of  shears,  and  as 
plainly  the  perforations  80  cooperate  with  these  record-lines,  because 
they  are  the  means  by  which  the  record-lines  are  kept  in  the  proper 
relation  to  the  actual  position  of  the  indicator  40.  Conceding  that 
the  line  52,  which  shows  the  standard  speed,  performs  exactly  the 
same  function  when  it  is  on  the  tape  by  itself  as  it  does  when  it  is 
on  a  tape  together  with  a  maximum-allowable-speed  line  53,  it  never- 
theless in  the  latter  case  cooperates  with  the  line  53,  because  it  is 
the  two  lines  together  that  show  the  engineer  at  a  glance  that  his 
instant  speed  is  between  the  normal  and  the  maximum.  Without 
the  maximum-line  53  the  engineer  certainly  could  know  whether  he 
was  running  above  or  below  the  normal ;  but  he  could  not  know  at 
a  glance  how  much  below  or  above  the  normal  nor  what  relation  his 
excess  of  speed  was  to  the  limit  of  excessive  speed. 

I  think  in  this  case,  as  I  have  also  remarked  in  my  decision  of  even 
date  in  the  other  case,  the  applicant  has  confused  the  issues  by  reason 
of  indefiniteness  of  claim,  caused  both  by  indistinct  language  and  by 
duplicating  claims.  When  a  simple  invention  is  claimed  over  and 
over  in  mere  variations  of  language,  the  necessary  result  is  to  con- 
fuse and  to  fail  to  point  out  the  invention  as  the  statute  requires. 
The  sole  and  clear  meaning  of  the  word  "definite"  is  the  state  of 
standing  out  clearly,  and  alone,  different,  and  separated  from  other 
things.  If  one  points  out  the  same  thing  twice,  he  does  not  point 
out  that  thing  distinctly.  The  very  fact  that  the  same  structure  is 
claimed  twice  renders  the  set  of  claims  indistinct,  because  there  is  no 
justification  in  a  patent  for  two  claims  to  the  same  thing,  and  when 
the  reader  finds  two  claims  he  necessarily  looks  for  them  to  be  drawn 
to  different  things.  The  applicant  has  a  simple  invention  which 
could  not  possibly  be  defined  in  more  than  ten  or  a  dozen  claims  with- 
out repetition.    He  has  a  tape  with  (1)  a  normal-speed  curve,  witli 
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(2)  a  maximum-allowable-speed  curve,  with  (3)  speed-correction 
perforations,  with  (4)  an  actual-speed  record,  with  (5)  a  normal- 
distance  record,  with  (6)  an  actual-distance  record.  These  six  fea- 
tures are  all  the  features  there  are  to  the  tape,  and  it  is  impossible  to 
work  out  of  this  structure  in  definitions  as  many  as  twenty  inventions, 
as  the  applicant  has  done. 

Again,  he  has  confused  his  claims,  as  in  claim  1  above,  by  reciting 
numerous  unnecessary  limitations  and  using  indefinite  terms,  mak- 
ing things  appear  of  essence  which  are  not  of  essence.  To  mention 
only  a  few  in  claim  1,  it  is  not  material  whether  the  record  is  a  tape 
or  disk.  If  the  record  is  a  distance-record,  it  must  of  necessity  have 
a  distance-scale.  If  there  is  a  cooperating  maximum-speed  schedule, 
this  must  inevitably  indicate  the  maximum  allowable  speed  for  va- 
rious points  of  the  route  in  connection  with  the  actual-speed  mark- 
ing. This  speed-marking  must  necessarily  indicate  the  actual  mo- 
mentary speed.  The  applicant  has  left  out  any  positive  statement 
that  there  is  an  actual-speed  record,  but  has  made  all  sorts  of  intima- 
tions about  its  presence.  And,  again,  if  there  is  a  cooperating  dis- 
tance-marking it  must  inevitably  indicate  the  relation  of  the  actual 
distance  to  the  scheduled  distance  for  the  same  time.  The  claim  con- 
tains a  description  of  an  invention,  but  it  obscures  rather  than  dis- 
tinguishes it.  This  claim  would  cover  exactly  the  same  structure  if  it 
were  worded  as  follows : 

A  continuous  record  adapted  to  cooperate  with  speed  and  distance  indicators, 
provided  with  time  and  speed  scales,  a  standard-speed-schedule  line,  a  maxi- 
mnm-aUowable-speed-schedule  line,  and  having  also  alining  perforations  at  in- 
tervals, adapted  to  coiJperate  with  a  feed  control  for  the  record  and  at  Inter- 
vals reset  the  record  to  correspond  with  the  actual  movements  of  a  vehicle  on 
which  the  record  is  used. 

The  Examiner  was  right  in  rejecting  the  applicant's  claims  1,  2  3,  7, 
11, 12,  etc.,  as  aggregations  if  he  must  assume  that  all  the  verbiage 
describes  structure;  but  the  fact  is  that  the  claim  is  merely  indis- 
tinct, including  immaterial  things,  repetitions  of  language,  and  in- 
definite expressions.  The  most  emphatic  and  important  requirement 
of  the  patent  law  is  that  the  patentee  shall  distinctly  point  out  his 
invention.  He  has  no  right  to  a  patent  which  contains  any  claim  or 
set  of  claims  which  for  any  reason  fail  to  do  this  thing.  Duplicating 
claims  invariably  brings  this  about,  and  an  entire  set  of  claims  should 
be  rejected  as  indistinct  whenever  by  reason  of  duplication  it  is 
made  uncertain  to  the  reader  what  the  invention  is.  The  different 
claims  must  be  on  their  face  obviously  different  in  substance. 

The  claims  in  this  case  are  all  rejected  because,  taken  as  a  whole, 
they  fail  to  point  out  the  invention ;  but  the  applicant  has  an  inven- 
tion and  is  entitled  to  a  reasonable  number  of  claiming-clauses  cover- 
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ing  it,  and  upon  revision  of  the  claims  as  herein  suggested  the  patent 
will  be  allowed. 

The  decnsion  of  the  Excmtinera-inr-Chief  is  reversed  in  the  holding 
that  the  clcams  cover  aggregations  hy  incVadmg  the  several  features 
of  the  paper  record.  The  case  is  returned  to  the  Primary  Examiner 
with  directions  to  admit  a  proper  amendment  within  thirty  days 
hereof  containing  a  small  set  of  clamts  each  of  which  is  clearly  dis- 
tinguished from,  every  other  in  a  patentable  sense.  The  present 
claims  14y  17,  20,  and  SI,  for  example,  are  aUowdble. 

On  Petition  for  rehearing. 
Clay,  Assistant  Commissioner: 

By  petition  for  rehearing  the  applicant  insists  that  my  decision  of 
November  30  herein  went  farther  than  the  assignments  of  error 
called  for,  and,  moreover,  that  in  deciding  certain  points  not  raised 
and  argued  by  the  applicant  on  appeal  I  have  fallen  into  error  on 
the  merits  of  the  case.  Notwithstanding  the  petitioner's  full  and 
careful  brief  I  see  no  occasion  for  a  rehearing;  but  it  is  apparently 
opportune  to  treat  the  merits  more  fully  and  to  call  more  particular 
attention  to  the  necessity  of  the  Commissioner's  discretion  to  review 
the  whole  case  before  him,  especially  for  the  purpose  of  insisting 
upon  applications  for  patent  fulfilling  the  requirement  that  they 
distinctly  point  out  the  invention. 

The  Examiners-in-Chief  discovered  no  aggregation  in  claims 
13, 14, 15, 17, 19,  20,  and  thereupon  said  that  ^^  in  their  opinion  these 
claims  should  be  allowed ; "  but  otherwise  they  agreed  with  the  pri- 
mary Examiner.  The  essence  of  my  decision  was  that  while  several 
other  claims  also  were  erroneously  hdd  to  be  for  aggregations  and,  so 
far  as  that  ground  alone  was  concerned,  should  be  allowed,  yet  as  to  all 
the  claims  they  should  be  rejected  for  another  reason.  That  other 
reason  was  explained  rather  fully,  and  it  was  concluded  that — 

the  several  claims  must  be  on  their  face  obviously  different  In  substance. 

I  did  not  then  consider  it  necessary  to  say  that  the  Examiners-in- 
Chief  had  overlooked  or  not  discussed  a  fault  in  the  claim  which  is 
probably  worse  than  aggregation. 

The  Examiners-in-Chief  allowed,  for  example,  claims  19  and  20, 
which  as  a  matter  of  fact  are  two  claims  to  identically  the  same  sub- 
stantial thing  and  by  their  very  presence  together  interfere  with  the 
pointing  out  of  the  invention.    These  claims  are  worded  as  follows : 

20.  The  record,  adapted  to  cooperate  with  a  speed  or  distance  Indicator  or 
recorder,  and  having  thereon  a  maximum  speed  schedule  adapted  to  indicate 
the  maximum  allowable  speed  for  the  various  parts  of  the  route. 

19.  The  (distance  feed)  record,  adapted  to  cooperate  with  (the  distance  feed 
device  of)  a  speed  or  distance  Indicator  or  recorder,  and  having  thereon  a  maxi. 
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mum  speed  schedule  adapted  to  indicate  the  maximum  allowable  speed  for  the 
yarioos  parts  of  the  route. 

The  only  difference  is  in  the  words  in  brackets. 

Claim  20  covers  simply  a  speed-record  having  a  maximum-speed 
line  thereon.  Claim  19  describes  this  record  as  a  "  distance  feed " 
record,  which  apparently  means  nothing,  but  is  in  any  case  a  mere 
name  and  not  an  element  of  the  claim,  and,  further,  instead  of  saying 
that  the  record  is  to  cooperate  with  a  recorder,  as  in  claim  20,  it 
specifies  that  it  is  to  cooperate  "  with  the  distance  feed  device  of  "  a 
recorder,  which  expression,  if  it  defines  anything  at  all,  defines  the 
only  thing  in  a  recorder  with  which  the  record  in  claim  20  could 
cooperate.  The  thing  claimed  is  the  same.  No  one  could  infringe 
one  of  these  claims  and  not  infringe  the  other.  Yet  they  pretend  to 
claim  different  things. 

I  did  not  consider  it  necessary  to  point  out  specifically  which  of 
the  claims  were  duplicates,  since  the  crux  of  the  decision  was  that 
the  pointing  out  of  essential  differences  was  the  applicant's  duty.  In 
effect,  the  applicant  insists  upon  the  right  to  have  a  patent  with  sev- 
eral claims  to  the  same  thing.  As  a  matter  of  fact  the  twenty-one 
claims  in  the  case  had  been  previously  carefully  analyzed  and  found 
to  contain  many  duplicates,  as  is  obvious  from  a  mere  reading  of  them. 
Claim  17  covers  nothing  whatever  except  the  tape  with  a  maximum- 
speed  marking,  in  substance  the  same  as  claims  19  and  20  above. 
Moreover  it  differs  from  claim  18  in  just  the  same  point  as  20  differs 
from  21.    The  same  features  cannot  be  patented  over  and  over  again. 

Claims  13  and  15  differ  only  in  the  single  word  "  perforated  "  oc- 
curring before  the  term  "  alining  devices  "  in  claim  15.  Since  there 
is  no  suggestion  of  any  possible  form  of  alining  devices  other  than 
a  perforation  in  the  tape,  it  is  not  invention  to  make  the  alining 
device  in  the  most  obvious  way.  Claim  11  differs  from  claim  12 
only  in  specifying  that  the  record  is  a  "  tape  "  record  and  that  the 
alining  devices  are  perforations  at  regular  intervals.  Putting  the 
record  on  the  tape  is  not  part  of  the  invention,  and  as  to  the  alining 
devices  they  must  be  assxuned  in  claim  12  to  be  regularly  spaced  to 
operate  at  all.  Even  the  long  detailed  claims  1  and  2,  which  are  the 
narrowest  claims,  differ  in  nothing  except  that  claim  2  omits  to  say 
that  the  distance-schedule  is  "  oscillatory  "  and  that  the  alining  de- 
vice is  a  perforation  at  regular  intervals.  This  is  not  material.  In 
the  first  place  there  is  nothing  to  suggest  that  the  actual  distance- 
marking  itself  is  to  oscillate,  without  which  there  would  be  no 
function  in  the  schedule-line  being  oscillatory.  If  the  limitation  is 
material  in  claim  1,  then  claim  2  is  incomplete  and  when  completed 
would  be  the  same  as  claim  1.  Similarly  the  alining  devices  of  claim 
2  must  be  assumed  to  be  perforations,  as  specified  in  claim  1,  or  their 
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pure  equivalents,  since  no  possibility  of  anything  else  is  suggested. 
Beyond  this  if  the  structure  defined  in  claim  2  were  patented  there 
would  be  no  room  for  an  additional  invention  based  on  the  slight  dif- 
ferences claim  2  recites  over  the  structure  recited  in  claim  1.  Mean- 
while the  two  claims  pretend  to  set  forth  substantially  diflferent  in- 
ventions. 

The  applicant  undertakes  by  analysis  to  say  that  claim  1  includes 
essential  features  not  included  in  the  claim  proposed  in  my  prior 
decision;  but  as  a  matter  of  fact  the  distance-scale  is  included  in 
the  time-scale  or  else  the  time-scale  is  included  in  the  distance-scale, 
while  it  is  immaterial  that  the  distance-schedule  is  oscillatory  or  even 
that  it  is  present  at  all,  because  the  tape  itself  is  a  distance-schedule. 
^'  Koute  indications  "  mean  nothing.  Several  of  the  claims  (as  claim 
15)  seem  to  include  in  this  term  the  speed-schedule,  etc.  The  appli- 
cant has  played  extensively  upon  the  terms  "speed,"  "time,"  and 
"  distance,"  as  if  he  ignored  the  fact  that  there  can  be  no  speed-scale 
or  speed-schedule  without  involving  both  a  time  and  distance  scale 
or  schedule.  Speed  is  merely  the  relation  between  time  and  dis- 
tance. .Claims  4  and  5  differ  only  in  specifying  that  the  distance- 
schedule  is  oscillatory,  which  is  the  same  respect  in  which  other 
claims  differ,  as  claims  1  and  2.  The  same  new  idea  can  not  form 
several  inventions. 

My  decision  was  intended  to  prevent  the  result  the  applicant  has 
actually  brought  about  in  this  case — namely,  that  of  setting  forth 
the  particular  invention  in  a  manner  so  indefinite  and  obscure  that 
claims  to  the  same  thing  may  be  supposed,  even  by, experts,  to  be 
claims  to  different  things.  I  think  this  is  strikingly  illustrated  by 
the  allowance  of  claims  17,  19,  and  20  by  the  Examiners-in-Chief . 

The  applicant  seems  to  insist  that  he  has  a  right  to  avoid  a  dis- 
tinct pointing  out  of  his  invention,  for  while  he  asks  a  rehearing  on 
the  ground  that  the  Commissioner  did  not  understand  his  invention 
he  makes  no  attempt  to  explain  the  invention  or  wherein  the  claims 
differ  in  inventive  substance.  Walker  in  his  work  on  patents  says 
at  page  226,  (5th  edition:) 

In  contemplation  of  law  each  claim  of  a  patent  is  considered  as  setting 
forth  a  complete  and  Independent  invention,  and  so  where  a  patent  contains 
two  claims  which  are  alike,  exceiit  that  the  narrower  one  of  them  calls  for  an 
unpatentable  addition  to  what  is  called  for  by  the  other,  the  narrower  claim  is 
void.  But  two  claims  which  may  appear  to  be  alike,  will,  if  practicable,  be 
construed  to  differ  rather  than  agree,  because  there  is  a  presumption  that  no 
applicant  will  do  so  useless  and  Inexpedient  an  act  as  to  repeat  a  claim. 

Letters  I'atent  which  contain  a  needless  multiplication  of  nebulous  claims, 
calculated  to  mislead  the  public,  are  void  for  that  reason,  If  for  no  other. 

Undoubtedly  a  patentee  may  claim  his  invention  in  several  scopes — 
that  is,  in  its  broad  aspect  and  also  in  its  narrow  aspect — and  he  may 
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also  separately  claim  several  related  inventions;  but  there  is  no 
authority  for  the  Commissioner  to  issue  a  patent  with  several  claims 
to  the  same  thing.  It  is  the  primary  duty  of  the  Commissioner  to 
see  that  the  patentee  delimitates  his  invention  and  each  of  his  in- 
ventions distinctly.  This  for  the  guidance  of  others  and  in  order 
to  definitely  fix  the  patentee's  rights. 
This  is  the  reason  for  the  well-settled  rule  that — 

it  belongs  exclusively  to  the  Conniilssioner  to  decide  the  question  for  himself, 
whether  a  patent  ought  to  issue, 

as  was  said  by  the  Supreme  Court  in  Butterworth  v.  Hoe^  (C.  D,, 
1884,  429;  29  O.  G.,  615 ;  112  IT.  vS.,  50,  at  p.  68.)  All  the  facts  of  the 
Patent  Office  are  in  legal  force  and  effect  the  acts  of  the  Commis- 
sioner, and  specifically  it  has  been  settled  that  the  Commissioner  may 
deny  a  patent  in  the  form  in  which  the  Examiners-in-Chief  have  al- 
lowed it.  {Moore  v.  United  States,  ex  rel.  Ckott,  C,  D.,  1913,  427; 
192  O.  G.,  520,  40  App.  D.  C,  591.) 

The  applicant  in  insisting,  as  he  does,  that  his  appeal  raised  the 
single  clear  and  sharp  issue  as  to  whether  certain  specified  claims 
were  drawn  to  aargregations,  and  that  this  was  the  only  point  in- 
volved, supports  a  vicious  doctrine  and  one  that  finds  no  support  in 
the  best  court  decisions.  The  exact  question  raised  in  the  Chott  case 
above  was  whether  the  applicant  could  have  a  mandamus  to  compel 
the  Commissioner  to  enforce  a  decision  in  his  favor  which  had  been 
rendered  by  the  Examiners-in-Chief.  The  court  below  had  erro- 
neously held  that  there  was  no  method  by  which  the  favorable  judg- 
ment  of  the  Examiners-in-Chief  could  be  reviewed  or  reversed  by 
the  Commissioner.  In  view  of  the  nature  of  the  patent  system  it  is 
remarkable  that  any  such  view  could  ever  have  been  held.  The  re- 
sponsibility of  issuing  patents  is  upon  the  Commissioner,  and  while 
of  course  the  Commissioner  may  not  dictate  an  opinion  to  the  Ex- 
aminers-in-Chief (nor  for  that  matter  to  the  newest  Fourth  Assist- 
ant Examiner)  this  is  a  very  different  thing  from  reviewing  the 
question  whether  a  given  proposed  patent  should  be  issued  or  not. 
The  power  to  grant  the  patent  is  as  closely  bound  up  with  the  power 
to  refuse  it  as  is  the  obverse  to  the  reverse  side  of  a  coin. 

By  section  481  of  the  statute  the  Commissioner  is  to  superintend 
or  perform — 
all  duties  respecting  the  granting  and  issuing  of  patents  directed  by  law, 

but  he  has  no  authority  to  issue  a  patent  not  directed  by  law.  The 
law  does  not  direct  the  issue  of  a  patent  with  claims  such  as  those 
the  applicant  insists  upon  having,  being  a  set  of  claims  having  the 
effect,  if  not  the  design,  to  confuse  rather  than  to  distinctly  point  out 
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the  invention.  Section  4893  of  the  statute  provides  that  the  Com- 
missioner shall  cause  an  examination  to  be  made — 

and  if  on  such  examination  it  shall  appear  that  the  claimant  is  justly  entitled 
to  a  patent  under  tlie  law,  and  that  the  same  is  sufficiently  useful  and  Im- 
portant, the  Commissioner  shall  issue  a  patent  therefor. 

It  would  be  absurd  if  the  Commissioner,  who  is  to  issue  the  patent 
under  these  conditions,  could  under  any  circumstances  be  debarred 
from  forming  and  expressing  an  opinion  as  to  whether  these  con- 
ditions exist.  It  is  the  manifest  duty  of  the  Commissioner,  under 
guidance  of  the  court,  to  instruct  the  Examiners-in-Chief  as  to  the 
proper  form  of  the  papers  constituting  Letters  Patent.  As  will  be 
clear  from  a  consideration  of  the  history  of  the  Board  of  Examiners- 
in-Chief  and  the  appellate  practice  (see  ex  parte  Stephen  HuU^ 
C,  D.,  1869,  68,)  there  is  not  a  close  parallel  between  the  relations 
of  the  Board  of  Exannners-in-Chief  and  the  Commissioner  and  the 
relations  between  an  inferior  and  superior  court.  The  Commisisoner 
could  not  be  bound  to  decide  merely  the  specific  questions  put  to  him 
by  the  assignment  of  error  upon  taking  an  appeal,  because  it  is 
his  duty  to  refuse  a  patent  whenever  he  has  an  opinion  that  the 
patent  ought  not  to  be  granted,  and  this  entirely  irrespective  of  how 
the  case  comes  to  his  attention  or  how  he  gets  the  information  upon 
which  he  forms  his  opinion.  His  review  is  more  like  that  of  a  court 
which  under  writ  of  certiorari  orders  up  a  record  on  its  own  motion 
and  review  whatever  part  of  it  it  sees  fit. 

The  applicanfs  claims  have  been  considered  twice^  and  so  far  as 
this  Office  is  concerned  they  are  finally  rejected  and  patent  refused 
in  the  present  form  of  the  claims.  In  view  of  the  obvious  good  faith 
of  the  petition  for  rehearing  the  time  for  the  applicant  to  submit  a 
small  set  of  claims  each  of  which  distinguishes  from  every  other  in 
patentable  substance  is  extended  an  additional  thirty  days.  Other- 
wise the  petition  is  denied. 


Maremont  V,  Olson. 

Decided  November  7,  191S. 
276  O.  G.,  405. 

PaTLNTS — I^RIOIUTY — DELAY    AfTER    ALLEGED   ReDT'CTION    TO   PRACTICE. 

Delay  to  file  an  application  or  practice  an  invention  for  more  than  two 
years  after  a  doubtful  reduction  to  practice,  while  not  a  deliberate  abandon- 
ment under  MuHon  v.  Hepburn.  C.  D.  1898,  510;  84  O.  G.,  147;  13  App.  D.  C, 
86 ;  Indicates  such  laches  as  to  avoid  any  advantage  flowing  from  an  earlier 
ct)nception. 

(AiBrmed  by  the  Court  of  Appeals  of  the  District  of  Columbia, 
post,  200;  276  O.  G.,  406;  49  App.  D.  C,  369. 

Appeal  from  Examiners-in-Chief. 
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MOTOR-VEHICLE. 

Messrs.  Brawn  di  Phelps  for  Maremont. 

Messrs.  Barthel  <&  Barthel  for  Olson. 
Clay,  Assistant  Commissioner: 

The  junior  party,  Maremont,  appeals  from  the  afiirmance  of  an 
award  of  priority  to  Olson  in  an  invention  defined  as  follows : 

1.  A  spring  structure  for  attachment  to  a  vehicle  having  axle  flanges,  compris- 
ing a  spring  supporting  yoke  having  a  face  portion  arranged  for  attachment  to 
an  axle  flange,  a  spring  parallel  to  tlie  yoke  face  portion,  and  means  securing 
the  spring  to  the  yoke. 

2.  A  spring  structure  for  attachment  to  a  vehicle  having  axle  flanges,  com- 
prising a  spring  supporting  yoke  having  a  face  portion  for  attachment  to  an  axle 
flange  and  nn  upstanding  portion  carrying  an  extension  outstanding  at  right 
angles  thereto,  a  spring  parallel  to  the  yoke  face  portion,  and  means  securing 
the  spring  to  the  outstanding  portion  of  the  spring  supporting  yoke. 

The  Examiners-in-Chief  ha^  e  well  and  correctly  discussed  the 
proofs,  and  I  find  no  error  in  any  of  their  rulings. 

I  doubt  whether  Maremont  fully  conceived  the  invention  in  1913 ; 
but,  whether  he  did  or  no,  I  am  satisfied  that  if  he  did  he  was  not 
diligent  thereafter  before  his  rival  Olson  entered  the  field  and  pro- 
ceeded diligently  to  give  the  public  the  benefit  of  his  invention.  Mare- 
mont could  have  known  of  Olson's  activities  in  1915,  and  ought  to 
have  known  of  them  if  he  was  interested.  He  presents  no  good  ex- 
cuse for  omitting  to  at  least  file  an  application  for  patent  sooner. 

While,  as  Maremont's  brief  contends,  this  case  is  not  exactly  paral- 
lel to  Mason  v.  Hepburm  (C.  D.,  1898,  510;  84  O.  G.,  147;  13  App. 
D.  C,  86)  in  the  matter  of  signs  of  deliberate  abandonment,  yet 
Maremont's  two  attempts  at  reduction  to  practice,  one  of  which  was  a 
mere  experiment  and  the  other  of  which  probably  proved  nothing, 
because  there  was  no  load  used  on  Wolfson's  car,  were  not  pursued 
or  followed  by  any  practice  for  more  than  two  years  and  indicate 
such  laches  as  to  avoid  any  advantage  Maremont  had,  even  if  his  was 
the  earlier  conception.  He  "  waited  for  an  opportune  time  to  place 
it  on  the  market "  at  his  peril,  and  he  lost. 

T?ie  decision  of  the  Examin^rs-in-C hief  is  afjirmed. 


Ex  PABTE  TeALE. 

Decided  May  i,  1919. 

276  O.  G..  596. 

1-  Patents — Patentability — Analogous  Use. 

The  use  of  a  device  for  separating  parts  of  f^round  ore  is  so  remote 
from  that  of  separating  the  heavier  and  lighter  ports  of  ground  tobaoco 
that  ttie  latter  might  not  be  suggested  by  the  former. 
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2.  Samb — Claims — ^Terminology — "  Pbofellino  Meaks." 

The  objection  that  an  air-draft  is  not  a  "propelling  mechanism"  Held 
to  be  not  well  taken,  as  an  air-draft  is  a  well-known  propelling  means 
and  is  recognized  as  an  equivalent  of  a  strictly  structural  propelling 
means. 

3.  Same — Patentability — Substitution  of  Equivalents. 

Where  a  prior-art  patent  disclosed  a  device  to  produce  a  shower  of 
tobacco  and  direct  it  onto  a  separating  means  and  another  patent  disclosed 
a  separator  to  act  on  granulated  tobacco  having  elements  of  different 
specific  gravities  in  which  the  tobacco  was  fed  from  a  hopper  onto  a 
rapidly-moving  belt,  which  propelled  the  tobacco  against  opposing  air- 
currents,  the  heavier  particles  being  thrown  through  the  current  and  the 
lighter  ones  being  deflected  by  the  current,  Held  that  it  involved  no  In- 
vention to  substitute  the  shower-producing  means  of  the  former  for  the 
hopper  of  the  latter  combination. 

[Note. — This  application  has  resulted  In  Patent  No.  1,326,547,  dated  December 
80,  1919.] 

Appeal  from  Examiners-in-Chief. 

TOB  ACCX)-CLEA  NER. 

Mr.  Sydney  I.  Preacott  for  the  applicant. 

Newton,  Commissioner: 

Appeal  is  taken  from  the  decision  of  the  Examiners-in-Chief  af- 
firming the  decision  of  the  Primary  Examiner  rejecting  claims  1  to  4, 
6,  7,  21,  22,  23,  and  26  to  30,  inclusive,  of  which  the  following 
serve  as  examples : 

1.  The  combination  with  means  for  producing  a  shower  of  tobacco,  of  clean- 
ing means  including  proper  Ing  mechanism  positioned  to  intercept  and  adapted 
to  act  upon  the  shower  of  tobacco  to  drive  its  heavier  and  lighter  parts  along 
different  trajectories  and  thereby  effect  their  separation. 

21.  The  combination  with  an  automatic  cigarette  machine  feed,  of  cleaning 
means  associated  therewith  and  including  propelling  mechanism  positioned  to 
intercept  and  adapted  to  act  upon  the  tobacco  within  said  feed  to  drive  its 
heavier  and  lighter  parts  along  different  trajectortes  and  thereby  effect  their 
separation. 

26.  The  combination  with  means  for  producing  a  shower  of  cut  tobacco 
leaf,  of  mechanism  positioned  to  Intercept  and  act  upon  said  shower  to  separate 
the  heavier  and  lighter  parts  of  said  leaf. 

The  references  cited  are:  Drummond,  384,565,  June  12,  1888; 
Drummond,  384,566,  June  12,  1888 ;  Stuckey  et  ah,  618,082,  April  10, 
1894;  Bonsack,  589,116,  August  31,  1897;  Raymond,  629,604,  July 
25, 1899. 

The  invention  is  an  improvement  in  devices  for  cleaning  tobacco 
for  use  in  cigarettes  and  comprises  a  chamber  containing  means  for 
feeding  and  picking  the  tobacco  to  pieces  and  distributing  it  in  a 
"  shower."  In  this  falling  shower  is  positioned  a  rotating  vaned 
drum  for  propelling  the  tobacco  lengthwise  of  the  chamber,  the 
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heavier  particles  including  bits  of  the  stems  and  small  lumps  of  leaf 
being  thrown  farthest  and  into  a  receptacle,  while  the  lighter  particles 
faD  short  and  onto  a  moving  belt  carrying  them  to  a  hopper,  which 
may  be  attached  to  a  cigarette-machine. 

Emphasis  is  laid  on  the  character  of  the  material  acted  on.  It  is 
described  as  being  tobacco-leaf,  with  a  part  of  the  stem  left  therein, 
the  whole  being  sliced  and  shredded  into  a  fineness  suitable  for  ciga- 
rettes. By  the  use  of  applicant's  particular  cleaning  or  propelling 
means  the  bits  of  stems  remaining  are  said  to  be  removed  and  a  pre- 
liminary shredding  operation  obviated.  The  appealed  claims,  how- 
ever, define  the  material  specifically  only  by  the  words  "  cut  tobacco 
leaf." 

Most  of  the  claims  recite  that  the  tobacco  falls  in  a  shower  and 
that  the  propelling  means  intercepts  and  acts  on  the  shower,  pre- 
sumably for  proper  distribution  and  separation  of  the  light  and 
heavier  particles. 

It  is  noted  that  sixteen  claims  have  been  allowed,  covering  the 
general  organization  of  applicant's  machine  and  details,  including 
the  specific  construction  of  the  propelling  mechanism. 

The  question  presented  for  review  is  on  the  patentability  of 
broader  definitions  of  the  structure  whereby  separation  of  the  heavier 
and  lighter  parts  of  the  tobacco  is  secured. 

It  is  concededly  old  to  take  cigarette-tobacco  more  or  less  in  a  mass 
and  pick  it  to  pieces  and  cause  it  to  fall  in  a  shower  upon  a  revolving 
separating  means.  Bonsack  (figure  7)  shows  a  machine  doing  this, 
as  applicant  admits.  He  contends,  and  correctly,  that  Bonsack's 
scattering-roll  F"  would  not  separate  bits  of  stems  from  small  frag- 
ments of  leaf;  but  this  is  clearly  due  to  the  character  of  said  roll. 
Bonsack's  roll  is  described  as  separating  heavy  foreign  matter,  such 
as  nails  and  stones,  from  the  disintegrated  tobacco;  but  it  is  also 
described  as  separating  and  distributing  the  tobacco  by  throwing 
it  away  from  its  surface. 

The  patent  to  Stuckey  and  Arthur  shows  a  distributing-wheel 
very  much  like  applicant's  propelling  device,  for  use  with  ground 
ore,  but  the  disclosed  use  in  so  remote  an  art  as  ore  concentration 
might  not  suggest  its  use  in  cleaning  tobacco.  The  applicant  is 
not  claiming  merely  a  distributing- wheel. 

The  Dnimmond  patents  show  drying  means  for  the  tobacco,  shred- 
ding and  breaking  means  for  the  stems  and  portions  of  leaf  attached 
thereto,  and  air-draft  separating  means  to  carry  oflf  the  leaf  frag- 
ments. The  material  acted  on  here  differs  from  applicant's  mate- 
rial in  the  different  proportions  of  broken  stems  and  leaf  fragments 
contained  in  each.  One  has  a  large  proportion  of  stem  fragments 
and  a  small  proportion  of  leaf  fragments,  being  derived  from  to- 
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bacco-leaf  waste,  while  the  other  is  mostly  leaf  particles,  with  prob- 
ably only  a  small  percentage  of  broken-up  stems.  The  air-draft  is 
in  the  path  of  the  falling  tobacco ;  but  the  latter  is  not,  in  my  opinion, 
in  the  form  of  a  "  shower." 

The  applicant  objects  to  an  air-draft  being  considered  "mecha- 
nism;" but  I  do  not  consider  the  objection  well  taken.  It  is  a  well- 
known  propelling  means  and  is  recognized  as  an  equivalent  of  a 
strictly  structural  propelling  means. 

It  is  true,  as  applicant  states,  that  the  air-draft  of  Drummond  does 
not  project  the  stem  and  leaf  fragments  along  different  trajectories; 
but  I  do  not  regard  this  as  important.  To  move  one  variety  away 
from  the  other  is  equivalent  to  moving  both  into  different  positions 
so  far  as  a  separating  action  is  concerned. 

The  patent  to  Raymond  is  for  a  separator  to  act  on  material  hav- 
ing elements  of  slightly-different  specific  gravities.  Granulated  to- 
bacco is  given  as  an  example,  which  has  fragments  of  fiber  to  be 
separated  from  fragments  of  leaf — a  material  very  similar  to  appli- 
cant's material. 

It  is  fed  down  a  hopper  upon  a  rapidly-moving  belt,  which  propels 
the  material  against  an  opposing  air-current,  the  heavier  particles 
being  thrown  through  the  current  and  the  lighter  ones  being  de- 
flected by  the  current,  so  that  the  desired  separation  follows. 

Here  there  seems  to  be  the  same  problem  applicant  faced  and  an 
equivalent  solution  by  the  selection  of  means.  The  material  is  said 
to  be  projected  with  great  velocity  and  obviously  would  be  shot  along 
different  trajectories  and  the  varieties  effectivelj^  separated,  with  the 
air-current  omitted.  The  material  is  not  fed  to  Raymond's  belt  in 
a  shower ;  but  the  action  of  the  belt  would  not  be  changed  if  it  were. 
Shower-producing  means  anticipatory  to  a  separating  operation  are 
admittedly  old,  and  while  the  same  may  be  especially  advantageous 
where  leaf  and  fiber  fragments  in  specific  proportions  are  acted  on 
and  when  applicant's  particular  propelling  means  are  employed  yet 
in  the  combinations  to  which  the  appealed  claims  are  directed  the 
presence  of  shower-producing  means  is  not  imperative. 

Upon  carefully  examining  all  the  claims  in  this  case  it  is  noted 
that  claims  2  and  3  cover  "rotary  propelling  mechanism,"  define 
the  function  thereof,  and  include  means  for  producing  a  shower  of 
tobacco.  It  is  thought  this  combination,  since  the  reference  Stuckey 
et  al.  is  eliminated,  is  properly  patentable.  The  remainder  of  the 
appealed  claims  are  well  met  in  Bonsack,  taken  with  Raymond. 

It  is  noted  that  claims  16,  17,  and  18  are  not  limited  to  rotary  pro- 
pelling mechanism.  They  appear  to  have  been  allowed  because  they 
include  means  for  collecting  one  part  of  the  material  and  delivering 
the  other  part  to  a  cigarette-machine ;  but  this  involves  nothing  novel 
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over  Bonsack,  and  I  recommend  that  these  claims  be  rejected  by  the 
Primary  Examiner  when  the  case  is  returned  to  him. 

The  deciaian  of  the  Examiners-in^Ckief  is  reversed  as  to  claims 
£  and  3  and  affirmed  as  to  the  rem/xining  claims. 


Grus,  Jr.,  v.  Eynon. 
Decided  March  17,  1919. 

276  O.  G.,  775. 

1.  Patents — Intebference — ^Abandoned  Experiment. 

A  party  must  be  Judged  by  his  conduct  rather  than  by  what  he  says 
afterward  were  his  intentions.  Where  G.  alleges  that  he  constructed  a 
device  In  March,  1913,  and  tested  it  shortly  thereafter  by  placing  it  in  a 
car  for  a  week,  after  which  It  was  removed  and  taken  to  a  party  for  the 
purpose  of  having  dies  made,  where  It  remained  until  1917,  and  that  this 
test  was  so  satisfactory  that  he  did  not  think  it  necessary  to  test  two  other 
devices  made  in  August,  1914,  and  August,  1915,  respectively,  but  he  further 
testifies  that  three  other  devices  were  made  in  1916,  and  that  several 
thousand  devices  constructed  in  accordance  with  these  models  were  made 
and  sold,  but  no  application  for  the  invention  was  filed  until  June,  1916, 
although  three  other  applications  were  filed  which  were  not  within  the 
li«ue,  Held  that  the  evidence  Indicates  that  what  was  done  In  1913 
amounted  only  to  an  abandoned  experiment. 

2.  Same — Same — ^Evidence. 

Where  three  patents  were  granted  to  a  party  whose  name  is  the  same  as 
that  of  an  applicant  involved  in  Interference,  and  the  name  of  the  attorneys 
in  each  is  the  same,  and  the  applicant  In  the  interference  testifies  that  one 
of  these  patents  was  taken  out  by  him,  and  the  description  thereof  contains 
a  reference  to  another  of  these  patents,  Held  that  it  may  properly  be  con- 
eluded  that  the  applications  were  all  filed  by  the  same  person,  although 
the  patents  were  not  introduced  into  evid^ice. 

Afiirmed  by  Court  of  Appeals,  District  of  Cohmibia,  post^  213, 
m  0.  G.,  780.) 

Appeal  from  Examiners-in-Chief . 

SPRINO-OILEB. 

Messrs,  Brown^  Nissen  <&  Sprinkle  and  Messrs,  Brown  <&  Nissen 
for  Grus,  Jr. 
Messrs,  Hull^  Smithy  Brock  <&  West  for  Eynon. 

Whitehead,  First  Assistant  Commissioner: 

The  junior  party,  Grus,  appeals  from  the  decision  of  the  Exam- 
mers-in-Chief  affirming  the  decision  of  the  Examiner  of  Interfer- 
ences awarding  priority  of  invention  to  Eynon. 
15752—21 4 
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The  invention  in  issue  is  a  lubricator  intended  to  lubricate  the 
.  springs  of  automobiles. 

Counts  1,  3,  and  4  of  the  issue  read  as  follows : ' 

1.  In  a  leaf  spring  lubricator,  tbe  combination  with  a  casing  having  a  recess 
111  the  bottom  thereof  and  forming  a  continuous  wall  around  the  edge  of  the 
bottom  of  the  casing,  a  pad  of  absorbent  material  fitting  In  the  casing,  and 
means  to  press  the  casing  against  the  edges  of  the  spring  leaves  thereby  com- 
pressing the  pad  about  its  edge. 

3.  In  a  spring-oiler,  a  cup  element  consisting  of  a  main  receptacle  provided 
with  a  web  formed  with  an  oil  cup  and  supporting  means. 

4.  In  combination  with  a  leaf  spring,  a  lubricating  device  therefor  comprising 
a  pair  of  metal  plates  extending  across  opposite  edges  of  the  leaves  and  pro- 
vided with  oil  poclsets  and  flat  bearing  faces  at  opposite  sides  of  the  pockets, 
lubricating  pads,  between  said  bearing  faces  and  adjacent  edges  of  the  spring 
leaves  and  extending  across  the  open  sides  of  the  pockets,  and  means  for  draw- 
ing the  plates  toward  each  other  to  clamp  the  device  to  the  spring. 

Eynon  took  no  testimony  and  relies  upon  the  filing  of  his  applica- 
tion on  September  17,  1915,  as  a  constructive  reduction  to  practice 
of  the  invention. 

Grus  alleges  a  conception  of  the  invention  on  February  19,  1913, 
and  the  making  and  successful  operation  of  the  device  on  or  about 
March  1,  1913. 

In  his  testimony  Grus  states  that  he  conceived  the  invention  on 
February  19,  1913,  on  which  date  he  says  he  was  working  on  a  car 
in  his  garage  in  the  evening  and  explained  to  Jorgensen  and  A.  J. 
Kasper,  Jr.,  that  he  was  going  to  make  a  device  of  this  kind.  He 
states  that  he  undertook  to  hollow  out  a  steel  plate,  but  was  unable 
to  do  so;  that  he  went  to  a  machinist  who  told  him  that  the  steel 
plate  was  too  heavy,  but  that  the  device  could  be  made  of  brass,  and 
that  this  was  subsequently  done.  Jorgensen  and  Kasper  testify  that 
they  visited  Grus  at  his  garage,  and  undertake  to  fix  the  date  by 
reference  to  some  work  that  Jorgensen  had  had  done  on  his  car,  the 
bill  for  which  is  in  evidence. 

Grus  has  introduced  in  evidence,  as  Exhibit  No.  1,  a  device  having 
a  flat  steel  plate  which  he  says  he  attempted  to  hollow  out.  A  device 
made  of  brass,  but  which  Grus  says  was  not  of  the  right  size,  is  in 
evidence  as  Exhibit  No.  2.  The  device  which  is  in  evidence  as  Ex- 
hibit No.  3  Grus  states  was  made  a  little  later  and  was  put  upon  a 
car  and  found  to  be  satisfactory.  He  fixes  the  date  of  this  test  as 
about  March  1,  1913.  He  testifies  that  he  made  two  other  devices, 
Exhibits  Nos.  4  and  5,  in  August,  1914,  and  August,  1916,  respec- 
tively. They  differ  from  Exhibit  No.  8  in  that  they  have  two  plates 
which  are  held  against  the  spring  by  bolts  passing  therethrough, 
one  above  and  one  below  the  spring,  instead  of  a  single  plate  held  to 
the  spring  by  a  U-bolt.  Grus  testifies  (Q.  45  and  Q.  98)  that  he  did 
not  test  either  of  these  devices. 
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He  also  testifies  that  another  device  which  is  in  evidence  aa  Exhibit 
No.  6  was  made  in  January,  1916,  and  that  subsequently  two  others 
were  made  that  are  in  evidence  as  Exhibits  Nos.  7  and  8 ;  that  two  or 
three  thousand  devices  like  Exhibit  No.  7  were  sold,  and  that  a  large 
number  of  devices  like  Exhibit  No.  8  were  sold.  This  latter  is  called 
a  final  form  of  the  device.  Exhibits  Nos.  6  and  7  are  heavy  castings, 
whereas  Exhibits  Nos.  3,  4,  5,  and  8  are  made  of  stamped  sheet  metal. 

It  is  noted  that  according  to  Grus's  testimony  Exhibits  Nos.  1,  2, 
;),  and  4  were  made  prior  to  Eynon's  filing  date,  while  the  other  ex- 
hibits were  made  thereafter.  It  is  Exhibit  No.  3  that  is  particularly 
relied  upon  by  the  appellant  as  being  a  reduction  to  practice. 

Both  of  the  lower  tribunals  have  held  that  in  view  of  Grus's  con- 
duct with  reference  to  these  devices,  particularly  his  not  filing  an 
application  for  patent  on  this  device  until  June,  1916,  the  alleged 
reduction  to  practice  was  nothing  more  than  an  experiment  and  that 
he  has  shown  no  diligence  in  reducing  the  invention  to  practice. 

According  to  Grus's  testimqpy  (Q.  64)  after  the  device  Exhibit 
Xo.  3  was  made  he  put  a  little  tin  plate  with  slots  in  it  in  the  recess 
in  the  brass  plate  to  prevent  the  felt  pad  from  being  forced  into  this 
recess  so  that  he  could  get  oil  therein  more  readily  and  that  when 
this  was  done  the  device  worked  satisfactorily.  He  testifies  (X-Q. 
32)  that  this  third  device  was  kept  on  the  car  about  a  week  and  after- 
ward taken  to  one  August  Wiegand  to  have  dies  made,  in  whose  pos- 
session it  remained  until  about  three  weeks  before  the  testimony 
was  taken. 

In  answer  to  question  75  Grus  makes  a  long  statement  as  to  his 
financial  condition  and  as  to  his  attempts  to  raise  the  money  to  have 
dies  made  for  the  manufacturing  of  this  device  and  his  inability  to 
raise  the  money  or  organize  a  company  until  the  early  part  of  1916. 

The  records  of  this  office,  however,  show  that  Grus  filed  on  August 
8, 1913,  which  is  subsequent  to  the  time  that  Exhibit  No.  3  is  said 
to  have  been  made,  an  application  for  patent  on  a  leaf -spring  lubri- 
cator which  is  not  within  the  issue.  In  that  device  the  plate  has 
no  recess  but  has  an  oil-cup  and  an  opening  in  the  center  of  a  flat 
plate,  an  annular  leather  washer  being  put  between  the  plate  and 
the  spring,  thereby  leaving  a  space  for  the  oil  between  the  plate  and 
the  spring.  This  patent  is  referred  to  by  Grus  in  answer  to  question 
121.  The  records  also  show  that  Grus  filed  applications  for  patents 
on  three  other  forms  of  the  device — on  August  19,  1914,  May  29j 
1915,  and  January  14,  1916,  respectively.  These  devices  are  not 
within  the  issue.  All  three  of  these  applications  have  matured  into 
patent.  Objection  was  raised  to  the  consideration  of  these  patents 
on  the  ground  that  they  were  not  introduced  in  evidence  and  proper 
notice  was  not  given  under  the  rule,  it  being  argued  that  there  is 
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nq|;hing  to  show  that  the  William  Grus,  Jr.,  on  whose  applications 
the  patents  were  granted,  is  the  same  William  Grus,  Jr.,  whose  appli- 
cation is  involved  in  this  interference.  The  name  is  the  same,  the 
attorneys  are  the  same,  and  Patent  No.  1,186,442,  which  was  granted 
on  the  application  filed  May  29,  1916,  specifically  refers  to  No. 
1,121,354,  which  is  referred  to  by  Grus  in  his  testimony.  They  can 
therefore  properly  be  considered. 

Grus's  statement  that  he  was  satisfied  with  the  device  of  Exhibit 
No.  3  and  that  he  was  so  well  satisfied  with  the  devices  of  Exhibits 
Nos.  4  and  5  that  he  did  not  think  it  necessary  to  test  them  is  abso- 
lutely inconsistent  with  his  action  in  filing,  before  he  filed  the  present 
application,  three  applications  for  patent  on  devices  for  this  general 
purpose,  but  which  do  not  embody  the  invention  in  issue.  It  may  be 
true,  as  alleged  by  Grus,  that  it  would  have  cost  $600  to  have  dies 
made  to  manufacture  a  device  like  Exhibit  No.  8,  though  the  record 
does  not  show  that  he  got  estimates  but  from  the  one  machinist,  but 
no  satisfactory  excuse  is  given  why  ai>  application  for  patent  was  not 
filed  on  this  device,  nor  does  it  appear  why  a  device  embodying  the 
issue  could  not  have  been  cast,  as,  it  appears  from  Grus's  own  testi- 
mony, was  done  with  reference  to  the  other  devices. 

An  applicant  must  be  judged  by  his  conduct  rather  than  by  what 
he  says  afterward  were  his  intentions.  His  conduct  in  this  case  is  so 
inconsistent  with  his  claim  that  he  was  satisfied  with  Exhibit  No.  8 
that  the  holding  is  justified  that  the  making  of  this  device  was  a  mere 
experiment  and  not  a  reduction  to  practice.  Certainly  Grus  has  not 
shown  that  he  was  diligent  in  reducing  the  invention  in  issue  to  prac- 
tice at  the  time  Eynon  filed  his  application  in  September,  1915,  and 
subsequently  thereto,  nor  in  view  of  the  fact  of  the  filing  of  three 
other  applications,  one  in  1913,  one  in  1914,  and  one  in  May,  1915, 
can  it  be  held  that  tliere  was  any  sufficient  excuse  for  the  lack  of 
diligence. 

While,  as  stated  above.  Exhibit  No.  3  is  especially  relied  upon  as 
a  reduction  to  practice  of  the  invention  in  issue,  it  is  to  be  noted  that 
this  device  does  not  have  two  plates,  as  called  for  by  counts  4  and  5. 
Exhibits  4  and  5  contain  the  two  plates,  but  neither  of  them  was 
tested,  nor  was  any  device  of  this  construction  tested  before  Eynon's 
filing  date. 

It  is  held  that  Grus  has  established  notliing  more  than  a  concep- 
tion of  the  invention  in  issue  prior  to  Eynon's  filing  date,  that  he 
was  lacking  in  diligence,  and  that  priority  was  properly  awarded  to 
George  A.  Eynon,  the  senior  party. 

The  decisian  of  the  Exa?niner8'i7i'Chief  is  affirmed. 
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Haley  v.  Du  Rell. 
Decided  February  11,  1919. 
276  O.  G.,  776. 

1.  Patents — Intkrfkrencb — Reduction  to  Practice  of  I'rocekh — Experimental 

Model. 
The  rules  governing  the  reduction  to  practice  of  a  process  are  similar  to 
those  for  the  reduction  to  practice  of  an  apparatus.  The  process  should 
be  performed  In  a  way  that  leaves  no  doubt  us  to  Its  conwnercial  practical 
working.  Heid,  therefore,  that  a  process  carried  out  with  an  experimental 
model  was  not  a  re<luction  to  practice. 

2.  Same — Same — Reduction  to  Practice — Abandoned  Experiment. 

In  an  interference  relating  to  an  oil  flotation  apparatus  and  process 
where  a  party  made  laboratory  experintents  in  1912  in  which  he  employed 
a  glass  funnel,  a  wash-bottle  from  which  to  supply  water,  and  a  spoon  with 
which  to  feed  ore,  by  which  he  could  treat  about  four  hundred  pounds  of 
ore  per  day,  but  did  little  or  nothing  thereafter  to  conmierclalljBe  his 
machine  and  never  made  any  salable  commercial  article,  dtd  not  file  his 
application  until  1915,  but  took  out  another  patent  in  October,  1915,  for 
a  different  device,  Held  that  what  was  done  In  1012  must  be  considered 
as  merely  experimental. 

(Affirmed  by  the  Court  of  Appeals,  District  of  Columbia,  post^ 

208,276O.G.,778.) 

Appeal  from  Examiners-in-Chief. 

concentbatob. 

Messrs,  Pennie^  Davia^  Marvin  <&  Edmonds  for  Haley. 

Mr.  James  T.  Barkelew  and  Mr,  Edgar  J.  Clarkson  for  Du  Rell. 

Newton,  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiners-in-Chief 
affirming  the  action  of  the  Examiner  of  Interferences  awarding 
priority  to  Haley,  the  junior  party,  on  twelve  issues,  of  which  counts 
I  and  2  are  examples : 

1-  An  oil  flotation  apparatus  comprising  a  flotation  box  having  therein  a 
receptacle  holding  a  relatively  small  body  of  liquid  and  arranged  to  overflow 
into  said  box.  and  an  injector  arranged  above  the  liquid  level  in  said  box  to 
<iii«charge  a  Jet  of  pulp  mixed  with  oil  downwardly  into  the  liquid  in  said 
receptacle  and  to  aerate  said  pulp  and  form  a  froth  therefrom. 

2.  The  herein  described  continuous  process  of  concentrating  ores,  including 
ct)Dtlnuously  fluidizing  the  ore  containing  mineral  to  be  separated,  continuously 
injecting  a  liquid  jet  through  an  atmosphere  of  gas  directly  and  forcibly  Into 
a  body  of  the  fluldized  ore  to  form  a  froth  and  continuously  withdrawing  the 
fluidizing  ore  from  the  body  and  separating  the  froth  from  the  remaining 
material. 

Du  Rell  has  two  applications  filed  February  12,  1915,  and  March 
22, 1916.    Haley  filed  June  4,  1915. 
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For  reasons  fully  set  forth  by  the  lower  tribunals  and  which  have 
not  been  seriously  questioned  it  is  held  that  Haley  reduced'  to  prac- 
tice the  last  of  July,  1914. 

Instead  of  taking  testimony  the  parties  have  stipulated  that  affi- 
davits subject  to  cross-examination  of  the  affiants  where  desired  be 
submitted. 

Du  Rell  alleges  conception,  including  the  successful  operation  of 
a  machine,  in  August,  1912.  Du  Rell  sets  up  another  reduction  to 
practice  in  the  fall  of  1912. 

This  case  largely  turns  on  whether  Du  Rell's  1912  apparatus  con- 
stituted a  reduction  to  practice,  since  Haley  did  not  enter  the  field 
until  the  summer  of  1914. 

Du  Rell's  apparatus,  so  far  as  can  be  gathered  from  its  description, 
was  built  in  the  summer  of  1912  of  parts  found  in  his  laboratory. 
For  example,  the  flotation-box  was  a  glass  funnel,  the  supply  of 
water,  etc.,  came  from  a  wash-bottle,  the  ore  was  fed  by  means  of  a 
spoon,  and  the  froth  was  caught  in  a  beaker.  The  next  apparatus 
seems  to  have  been  about  the  same  so  far  as  bears  on  the  question 
whether  or  not  this  apparatus  was  a  model  or  experiment  or  was 
what  is  technically  known  as  a  reduction  to  practice.  It  seems  that 
about  four  hundred  pounds  of  ore  per  day  could  be  treated  by  this 
apparatus.  This  alone  indicates  the  experimental  nature  of  Du  Rell's 
apparatus. 

Du  Rell  contends  that  the  second  machine  specifically  demon- 
strated to  his  satisfaction  that  it  would  be  a  success  and  only  needed 
to  be  enlarged;  but  after  the  fall  of  1912  Du  Rell  appears  to  have 
done  little  or  nothing  to  commercialize  his  machine  and,  indeed,  has 
never  made  any  salal)le  commercial  article,  and  his  Patent  No. 
1,157,092,  October  19,  1915,  applied  for  after  he  had  begun  his  work 
on  the  present  invention,  discloses  quite  a  different  invention  from 
the  one  in  controversy,  indicating  he  was  not  satisfied  with  the 
present  invention. 

It  is  difficult  sometimes  to  determine  whether  an  apparatus  is  a 
mere  experimental  model  or  a  reduction  to  practice.  One  of  these 
things  may  gradually  shade  into  the  other.  In  Hunter  v.  Stikenian 
(C.  D.,  1898,  564;  86  O.  G.,  610;  13  App.  D.  C,  214)  the  Court  of 
Appeals  of  the  District  of  Columbia  held  on  the  matter  of  difference 
between  a  model  and  a  reduction  to  practice : 

So  strict  Is  the  rule  upon  this  sub.1e<-t  that  It  has  betni  held  that  complete 
invention  must  amount  to  demonstration.  It  must  be  shown  to  have  passed 
the  region  of  experiment — of  possible  or  probable  failure — ^and  that  it  has 
arrive<l  at  certainty  by  being  embodied  in  the  form  intended  capable  of  pro- 
ilucing  the  desired  n^suits.  A  model  alone,  no  matter  how  complete  in  detail 
of  construction,  does  not  come  within  the  operation  of  such  a  rule.  {8tepher\r 
son  V.  GoodvU,  C.  P.,  1876,  133;  9  O.  G.,  1195.) 
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In  Manny  v.  Easley  v.  Greenwood,  (C.  D.,  1890,  73;  51  O.  G., 
1617,)  where  the  point  involved  was  whether  a  crude  wooden  lemon- 
squeezer  was  a  reduction  to  practice,  while  the  testimony  showed  that 
it  had  actually  been  used  to  squeeze  lemons,  the  Commissioner  held : 

Reduction  to  practice  is  reduction  to  a  form  adapted  to  practical  use.  {Cof- 
fin  V.  Ogden,  5;  O.  G.,  270;  18  Wall.  120;  Allia  v.  Buckstaff  et  al,  C.  D.,  1882, 
480;  22  O.  G.,  1705;  13  Fed  Rep..  879;  Washburn  d  Moen  Manufg  Co,  v.  HaUh, 
C.  I)..  1880.  610;  18  O.  G..  465;  4  Fe<l.  Rep.,  900.)  Obviously  the  crude  wooden 
uKHiel  which  Easley  says  he  had  to  hold  by  the  cone  because  he  was  afraid  it  . 
would  break  from  its  base  was  not  adapted  to  practical  use.  The  utmost  that 
can  be  said  of  It  is  that  the  use  was  experimental  and  could  only  establish  a 
date  of  invention  if  it  were  followed  up  by  such  diligence  as  the  law  calls  for 
to  complete  reduction  to  practice. 

Du  RelPs  actions  after  his  experiments  also  indicate  that  he  at- 
tached little  importance  to  his  invention.  His  long  delay  before 
filing  his  application  or  taking  any  steps  toward  filing  an  applica- 
tion, his  patenting  another  form  of  the  device,  and  his  failure  to  put 
it  into  conmiercial  use  all  speak  against  this  1912  device  being  a 
reduction  to  practice  as  distinguished  from  an  experimental  model. 

The  attempt  by  Haley  to  show  that  Du  Rell  saw  a  publication  of 
his  invention  in  the  "  Mining  and  Scientific  Press  "  of  November  14, 
1914,  has  failed.  Du  Rell  himself  denied  ever  having  seen  that 
publication,  and  hence  was  not  stirred  into  action  thereby. 

At  the  hearing  before  me  Du  Rell  emphasized  the  point  that  even 
though  his  1912  apparatus  may  be  classed  as  an  experimental  model, 
his  process  which  he  carried  out  with  that  apparatus  complied  with 
the  tests  of  "  reduction  to  practice  "  of  the  process  per  se^  and  hence 
he  should  be  awarded  the  process  claims. 

The  process  claims  and  the  apparatus  claims  in  this  case  mean 
approximately  the  same  thing,  and  it  is  highly  technical  to  try  to 
separate  them  on  the  ground  urged  by  Du  Rell.  While  in  a  sense 
it  is  true  that  a  process  is  independent  of  the  particular  apparatus 
used  in  carrying  it  out,  indeed,  that  a  process  should  ordinarily  be 
capable  of  operation  with  widely-differing  specific  apparatuses,  the 
rules  for  reduction  to  practice  of  a  process  are,  as  far  as  the  decisions 
go,  similar  to  those  for  the  reduction  to  practice  of  an  apparatus. 
The  process  should  be  performed  in  a  way  that  leaves  no  doubt  as 
to  its  commercial  practical  working,  and  it  can  not  be  held  that  Du 
Rell  has  shown  such  a  reduction  to  practice  of  his  process,  and  the 
process  claims  should  therefore  go  with  the  apparatus  claims  so  far 
as  this  point  is  concerned. 

/  iind  no  error  in  the  decisions  of  the  lower  tribimals  either  as  to 
fact  or  law,  and  the  decision  of  the  Examiners-in-Chief  awarding 
priority  to  Haley  is  affirmed. 
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Ex  PARTE  Hall. 

Decided  June  12,  1920. 
277  O.  G.,  395. 

1.  Patents — Continuing  Application  Defined. 

a  continuing  application  is  one  filed  subsequently  to  another,  while  the 
prior  application  is  pending,  disclosing  all  or  a  substantial  part  of  the 
subject-matter  of  the  prior  ai^lication  and  containing  claims  to  subject- 
matter  common  to  both  applications,  both  being  filed  by  the  same  Inventor 
or  his  legal  representative. 

2.  Same — Substitute  Application  Filed  Afteb  Abandonment  of  Original. 

Where  H.  filed  an  application  which  was  allowed,  forfeited,  renewed,  and 
again  allowed  and  where  after  the  time  within  which  a  second  renewal 
could  have  been  filed  he  filed  a  second  application  for  the  same  subject- 
matter,  Held  that  the  second  application  could  not  be  regarded  as  a  con- 
tinuation of  the  first. 

On  Petition. 

speed-vabying  mechanism. 

Messrs,  Emery ^  Booth^  Janney  <6  Vamey  for  the  applicant. 

Newton,  Commissioner: 

This  is  a  petition  from  a  final  holding  of  the  Examiner  that  appli- 
cation Serial  No.  813,311,  filed  January  20,  1914,  may  not  be  desig- 
nated a  "  continuation  "  of  application  Serial  No.  420,900,  filed  March 
13,  1908,  and  renewed  January  5,  1911,  as  application  Serial  No. 
601,001. 

Notice  of  allowance  of  the  first  application,  Serial  No.  420,900. 
was  mailed  June  22,  1910.  Said  application  was  forfeited  and  re- 
newed January  5,  1911,  under  Serial  No.  601,001.  Notice  of  allow- 
ance of  the  last-mentioned  application  (Serial  No.  601,001)  was 
mailed  March  28,  1913,  and  the  present  application  (Serial  No. 
813,311)  was  filed  January  20, 1914. 

Renewed  application  Serial  No.  601,001  therefore  became  aban- 
doned upon  failure  to  pay  the  final  fee  within  six  months  from  notice 
of  allowance,  (March  28,  1913,)  which  date  would  be  September  28, 
1913,  more  than  two  years  from  the  first  notice  of  allowance — June 
22,  1910.  From  September  28,  1913,  until  the  filing  of  the  present 
case — January  20,  1914 — was  a  period  in  which  there  was  no  con- 
tinuity of  applications  before  the  Office.  During  this  period  there 
was  no  application  pending  in  the  Office  of  which  the  present  appli- 
cation can  be  called  a  continuation. 

It  is  well  established  that  an  applicant  in  order  to  obtain  the 
benefit  of  an  earlier  application  must  have  pending  a  continuity  of 
applications  upon  which  a  patent  could  issue  for  an  invention  dis- 
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closed  in  the  earlier  application.  In  the  present  case  no  such  con- 
tinuity exists,  because  during  the  period  between  September  28,  1913, 
when  the  first  application  became  abandoned,  to  January  20,  1914, 
applicant  had  no  application  for  the  invention  pending  in  the  Patent 
Office  upon  which  a  valid  patent  could  have  been  granted. 

Even  V.  Pungs  (C.  D.,  1894,  92;  68  O.  G.,  657)  involved  a  case  in 
which  Pungs  after  his  application  had  become  abandoned  filed  a  new 
application.  It  was  held  that  there  was  no  continuity  in  the  pro- 
ceedings, and  in  Lindmy  v.  Stein,  (C.  D.,  1882,  246;  21  O.  G.,  1613; 
20  Blatchf .,  370,)  in  which  a  somewhat  similar  question  was  involved, 
the  court  in  considering  an  applicant's  right,  after  his  ajjplication 
became  abandoned,  to  file  a  new  application  for  the  same  invention 
said: 

There  is  nothing  to  prevent  a  subsequent  appllcntion.  When  made,  It  can 
derive  no  aid,  as  to  time,  from  the  prior  abandoneii  appllcatlou.  and  the 
applicant  must  stand,  as  to  defenses  in  suits  upon  the  patent,  as  if  the  new 
application  were  the  first  application. 

In  Carty  v.  Kellogg  (C.  D.,  1895,  83;  73  O.  G.,  285)  Carty  filed  a 
second  application  approximately  one  month  after  his  first  applica- 
tion had  become  abandoned,  and  he  urged  that  this  second  applica- 
tion should  be  considered  as  continuous  with  the  first.  Assent  to  this 
proposition,  however,  was  refused. 

In  Barrett  v.  Hart,  (C.  D.,  1918,  62;  256  O.  G.,  224,)  where  an 
application  was  allowed,  forfeited,  renewed,  and  again  allowed  and 
after  the  time  within  which  a  second  renewal  could  have  been  filed 
a  second  application  disclosing  the  same  subject-matter  was  filed  it 
was  held  that  the  second  application  could  not  be  regarded  as  a  con- 
tinuation of  the  first. 

A  continuing  application  is  an  application  filed  subsequently  to 
another  application,  while  the  prior  application  is  pending,  disclos- 
ing all  or  a  substantial  part  of  the  subject-matter  of  the  prior  appli- 
cation and  containing  claims  to  subject-matter  common  to  both  ap- 
plications, both  applications  being  filed  by  the  same  inventor  or  his 
legal  representative.  Defining  it  in  a  simpler  way,  a  continuing  ap- 
pUcation  is  a  development  of  an  applicant's  earlier  application  and 
which  is  entitled  to  the  filing  date  of  his  earlier  application  for  a 
constructive  reduction  to  practice  of  the  common  embodiment  of  his 
invention  in  the  two  applications. 

As  petitioner's  present  application  was  not  filed  until  the  prior 
application  upon  which  it  is  based  had  become  abandoned,  the  present 
application  can  not  be  regarded  as  a  continuation  of  the  prior  ap- 
plication. 

The  petition  is  denied. 
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Ex  Pabtb  Ktthn  and  Shailob. 

Bedded  July  27,  1918. 
277  O.  G.,  685. 

Patents — Invention — Electrical  Heating  Uwrr. 

Where  the  prior  art  disclosed  in  one  patent  an  electrical  heating  unit  con- 
sisting of  a  series  of  separate  resistance-colls  formed  of  a  double  spiral 
wound  in  conical  form,  each  coil  being  Joined  to  the  next  by  a  binding-post* 
another  patent  disclosed  a  heater  having  a  series  of  coils  of  a  continuous 
piece  of  wire,  and  others  disclosed  heating-coils  of  a  single  spiral,  the  wire 
being  led  back  through  the  coll,  Held  that  no  invention  was  involved  in 
modifying  the  first-named  construction  by  malting  the  wire  continuous  and 
winding  the  coils  in  a  single  instead  of  a  double  spiral  in  view  of  the  other 
references. 
[NoTE.--This  application  has  resulted  in  Patent  No.   1,310.994,  dated  July 

22,  1919.] 

Appeal  from  Examiners-in-Chief . 

ELECTBICAL  HEATING  UNIT. 

Messrs  Whittemore^  Hulhert  <&  WhUtemore  for  the  applicants. 
Whitehead,  First  Assistant  Commissioner: 

The  applicants  appeal  from  the  decision  of  the  Examiners-in-Chief 
affirming  the  decision  of  the  Primary  Examiner  in  finally  rejecting 
claims  5  and  6,  which  read  as  follows : 

5.  An  electrical  heating  unit  comprising  a  continuous  resistor  having  a  series 
of  convoluted  portions  each  formed  of  a  single  spiral  and  provided  with  a  cen- 
tral terminal  wire  and  a  series  of  insulators  for  detachably  engaging  and  emp- 
portlng  each  of  said  convoluted  portions. 

6.  An  electrical  heating  unit,  comprising  a  single  continuous  resistor  having 
a  series  of  conical  convoluted  portions,  and  a  series  of  conical  insulators  for 
detachably  engaging  and  supporting  each  of  said  convoluted  portions. 

The  reference  cited  by  the  Examiner  i^  Seiler,  No.  379,822,  March 
20,  1888. 

The  invention  is  an  electrical  heating  unit  consisting  of  a  series  of 
coils  made  from  a  single  piece  of  wire.  The  coils  are  wound  in  the 
form  of  a  spiral,  the  wire  from  the  upper  end  being  led  back  through 
the  coil. 

A  number  of  claims  have  been  allowed  by  the  Examiner  to  specify 
the  construction  and  arrangement  of  the  insulators  about  which  the 
coils  are  placed.  The  present  claims  merely  specify  that  the  resistor 
is  made  of  a  continuous  piece  of  wire  and  that  the  coils  are  provided 
with  a  central  terminal  wire. 

The  patent  to  Seiler  shows  a  series  of  resistance-coils  wound  in 
conical  form ;  but  the  wire  is  not  continuous,  each  coil  being  joined 
to  the  next  by  a  binding-post,  and  the  coils  are  not  wound  as  in 
ajiplicants'  case,  but  in  a  double  spiral. 
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It  was  old,  however,  to  make  an  electrical  heater  having  a  series 
of  coils  of  a  continuous  piece  of  wire,  as  is  shown  in  the  patent  to 
Sellon,  No.  302,673,  cited  in  the  concurring  opinion  of  one  of  the 
Ezaminers-in-Chief  on  the  petition  for  rehearing.  It  was  also  old  to 
form  heating-coils  of  a  single  spiral,  the  wire  being  led  back  through 
the  coil.  This  is  shown  in  the  patent  to  Coleman,  No.  530,687,  cited 
in  the  decision  above  referred  to,  and  also  in  the  patents  to  Carpenter, 
No.  433,671 ;  Hoskin,  No.  877,843,  and  Johnson,  No.  1,064,739. 

It  must  be  held,  therefore,  that  the  appealed  claims  define  nothing 
constituting  invention  over  the -prior  art.  In  other  words,  that 
broadly  to  modify  the  Seller  construction  by  making  the  wire  con- 
tinuous and  winding  the  coils  in  a  single  instead  of  a  double  spiral 
would  not  be  invention. 

In  connection  with  the  petition  for  rehearing  before  the  Examin- 
ers-in-Chief  there  were  presented  two  claims  bs  substitutes  for  the 
appealed  claims.  These  claims  are  slightly  more  specific  than  the  ap- 
pealed claims;  but  for  the  reasons  stated  with  respect  to  the  appealed 
claims  they  are  not  regarded  as  patentable. 

TJie  decision  of  the  Examiners-in-Chief  is  affirmed. 


Ex  PASTE  Simon. 

Decides  April  S,  1918. 

279  O.  G.,  861. 

Patents— Invention— Extension  or  Operating  I»arts  of  a  Switch   to  the 
OxjTsnw  of  the  Inclosinq  Casing. 
No  invention  is  Involve<l  in  extending  the  operating-rod  of  an  electric 
switch  shown  in  a  prior  patent  through  the  cover  of  the  Inclosing  casing, 
so  that  the  operating-magnets  would  be  outside  the  casing,  particularly 
In  view  of  another  patent  of  the  prior  art  which  disclosed  an  operating 
mechanism  on  the  outside  of  the  casing. 
[Note.— This  application  has  resulted  In  Patent  No.  1,318,508,  dated  October 
14,  1919.] 

Appeal  from  Examiners-in-Chief. 

elkctbig  switch. 

Mr.  Edwin  B,  H.  Tower^  Jr.^  and  Mr.  Framk  //.  Hubbard  for  the 
applicant. 

WnrrEHEAD,  First  Assistant  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiners-in-Chief 
aflSrming  the  decision  of  the  Primary  Examiner  finally  rejecting 
claims  1,  3,  and  4,  which  read  as  follows : 

1.  An  oil  immersed  switch  comprising,  in  combination,  a  casing,  a  switch 
support  vertically  suspended  therein  from  the  casing  cover,  a  vertically  dl8- 
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posed  switch  arm  pivoted  to  siiid  support,  a  rei-iprocable  operating  roil  extend- 
ing through  the  casing  cover  and  an  oi)eratlve  connection  between  said  rod  and 
said  switch  arm  adjacent  the  bottom  of  said  casing. 

3.  An  oil  immersed  switch  provided  with  vertically  disposed  abutment  eon- 
tacts  having  curved  cooperating  surfaces  to  direct  upwardly  any  arcs  produced 
between  the  same  when  separated,  an  upwardly  projecting  lever  carrying  certain 
of  said  contacts  and  actuating  means  for  said  lever  offset  therefrom  and  oper- 
atlvely  connected  thereto  below  said  contacts. 

4.  In  an  oil  immersed  switch,  in  combination,  an  oil  receptacle,  submerged 
vertically  disposed  cooperating  main  and  arcing  contacts  of  the  abutment 
type  mounted  within  said  receptacle,  said  arcing  contacts  being  arranged  aoove 
the  main  contacts  and  having  their  cooperating  faces  curved  to  direct  upwardly 
any  arc  drawn  therebetween. 

The  references  cited  are:  Davis,  758,621,  May  3,  1904;  Rucker, 
790,983,  May  30, 1905;  Acly,  823,984,  June  19, 1906;  Van  Valkenburg, 
891,306,  June  28, 1908;  Wood,  958,788,  May  24,  1910;  Burrows  et  al,, 
963,859,  July  12,  1910;  German  patent,  146,308,  November  3,  1903. 

Claim  1  has  been  rejected  on  the  ground  that  it  covers  nothing 
more  than  the  extension  of  the  operating-rod  of  Burrows  et  al. 
through  the  casing  so  that  the  operating-magnets  would  be  outside 
the  casing,  and  that  there  was  no  invention  in  this,  especially  in 
view  of  the  structure  shown  in  the  patent  to  Davis.  Applicant 
objects  to  this  rejection  on  the  ground  that  even  if  Burrows's  struc- 
ture were  so  modified  it  would  not  show  an  operative  connection 
between  the  rod  and  the  switch-arm  "adjacent  the  bottom  of  the 
casing,"  and  that  it  would  be  obviously  impossible  to  construct  from 
the  Burrows  and  Davis  switches  a  switch  satisfying  the  requirements 
of  claim  1,  and  assuming  the  possibility  of  so  combining  them  there 
was  no  warrant  for  such  a  combination. 

In  the  Burrows  switch  the  whole  mechanism  is  adjacent  the  bot- 
tom of  the  casing.  The  claim  does  not  state  that  the  switch-arms 
are  pivoted  at  their  lower  end  and  that  the  contacts  are  above  the 
operating  mechanism.  Furthermore,  even  if  this  wei*e  stated  the 
claims  would  be  substantially  the  same  as  the  allowed  claims.  The 
claim,  as  noted  by  the  Examiners-in-Chief,  calls  for  nothing  more 
than  putting  the  operating-magnets  of  Burrows  on  the  outside  of 
the  casing  rather  than  on  the  inside,  as  shown,  with  the  rod  extend- 
ing through  the  cover.  In  the  Burrows  structure  the  magnets  are 
above  the  level  of  the  oil,  and  surely  there  could  be  no  invention  in 
merely  extending  the  operating-rod  through  the  cover  of  the  casing. 
The  patent  to  Davis  was  cited  not  as  showing  a  structure  which 
could  necessarily  be  combined  with  the  Burrows  structure,  but  as 
showing  a  switch  in  which  the  operating  mechanism  was  outside 
the  casing  and  therefore  by  its  teaching  negativing  any  invention 
in  placing  the  operating  machines  of  Burrows  outside  the  casing. 
The  claim  was  properly  rejected. 
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Claims  3  and  4  are  slightly  different  from  claim  1  in  that  they  set 
out  somewhat  more  specifically  the  structure  of  the  switch-arm  and  of 
the  abutment  contacts.  So  far  as  the  switch  is  defined  in  these  claims 
it  is  substantially  the  same  as  that  shown  in  the  patent  to  Acly.  The 
(ierman  patent  also  shows  a  switch  in  which  the  upper  parts  of  the 
movable  and  fixed  contacts  are  extended  upwardly. 

It  appears  that  it  is  well  understood  by  those  skilled  in  the  art 
that  curved  abutting  contacts  will  when  separated  direct  upwardly 
the  arcs  produced  between  them.  Merely  to  put  a  switch,  such  as 
shown  in  the  patent  to  Acly  or  the  German  patent,  into  an  oil  bath 
would,  in  view  of  the  art,  not  be  invention. 

Claim  4  does  not  even  include  operating  mechanism  for  the  switch. 
In  both  the  Acly  patent  and  in  the  German  patent  the  actuating 
means  for  the  levers  is  connected  thereto  below  the  points  of  contact. 

The  decision  of  the  Exandnera-iTb-Chief  is  a^rmed. 


Ex  PARTE  F088. 

Decided  December  10,  1918. 

279  O.  G.,  352. 

1.  Patknts-'-Invention — Pbocess  of  Roasting  Ores. 

Claims  for  a  process  of  roasting  ores  which  distinguish  from  the  prior 
art  only  in  stating  that  the  material  is  exposed  in  a  conflped  space  to  heat 
arising  from  the  combustion  of  unrefined  gas  as  distinguished  from  heat 
otherwise  «pplied  discloseil  in  the  prior  art  are  devoid  of  invention. 

2.  Samb— Claims — ^Misdescriptr^e  Claims  Refused. 

In  an  application  disclosing  a  process  of  roasting  ores  in  which  the 
crushed  ore  is  passed  through  a  confined  space  and  subjected  to  the  heat  of 
a  flame  of  gas,  claims  which  specify  that  the  material  is  exposed  to  the 
"heat  arising  from  a  heated  body  in  said  space"  declared  to  be  intended 
to  refer  to  the  fact  that  the  walls  of  the  rotary  drier  are  heated,  Held 
to  be  objectionable  in  form  and  not  allowable,  since  the  walls  of  the  driers 
cannot  be  said  to  be  a  heated  body  in  the  drier. 
lXoTE.--This  application  has  resulted  in  Patent  No.  1,311,M5,  dated  July 
is,  1919.] 

Appeal  from  Examinens-in-Chief. 

ORE-REDUCING  PROCKSS. 

Messrs,  Skeridwn^  Sheridaai  <&  Smith  for  the  applicant. 

Whitehead,  First  xlssistant  C ovimissimier : 

Applicant  appeals  from  a  decision  of  the  Examiners-in-Chief 
affirming  the  decision  of  the  Primary  Examiner  in  finally  rejecting 
claims  1,  3,  4,  5,  6,  8,  9,  and  11,  of  which  claims  1,  3,  and  11  are 
illustrative : 

1.  The  process  of  re<lucinp  hard  iimterlals  to  a  friable  condition,  which  con- 
^8ts  in  feeding  said  materials  continuously  through  a  heated  space,  exposing 
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mud  materials  therein  to  the  )ieat  arising  fronr  the  combination  of  unrefined 
gas,  generated  Immediately  before  its  lUTival  at  the  place  of  said  combustion, 
for  a  time  sufficient  to  drive  oflf  volatile  matter,  and  then  immediately  and 
suddenly  cooling  said  materials. 

3.  The  process  of  reducing  hard  materials  to  a  friable  condition,  which  con- 
sists in  first  brenking  said  materials  into  pieces  of  small  size,  then  exposing 
said  pieces  to  a  flame  in  a  confined  space,  said  flame  arising  from  the  com- 
bustion of  unrefined  gas  generated  immediately  before  its  arrival  at  and 
adjacent  to  said  flame,  and  also  to  the  heat  arising  from  a  heated  body  in  said 
space,  said  pieces  being  liept  in  motion,  said  flame  being  caused  to  impinge 
upon  said  materials  and  upon  said  body,  and  then  suddenly  and  immediately 
cooling  said  pieces  after  the  moisture  and  volatile  substances  therein  have  been 
removed  by  said  heat. 

11.  The  process  of  reducing  hard  materials  to  a  friable  condition,  w^hich  con- 
sists in  first  broaljing  said  materials  into  pieces  of  smtiU  size,  then  passing 
said  materials  through  an  inclosed  heated  space  and  keeping  them  continuously 
in  motion  in  said  space  while  subjecting  them  to  the  heat  of  an  incandescent 
flame  impinging  thereon,  said  pieces  being  retained  in  said  space  for  a  rela- 
tively short  period  of  time,  and  being  discharged  therefrom  when  the  comers 
or  angles  of  the  pieces  appear  slightly  red  Into  a  cooling  medium. 

The  references  cited  are :  Spencer,  44,986,  November  8, 1864 ;  Stout, 
477,026,  June  14,  1892;  Lawrence,  672,065,  April  16,  1901;  Naef, 
711,338,  October  14,  1902;  Chase,  737,079,  August  25,  1903;  Ellis, 
798,176,  August  29,  1905;  Randall,  903,318,  November  10,  1908. 

The  application  discloses  a  process  of  reducing  hard  materials  to 
a  friable  condition,  which  consists  primarily  in  passing  the  small 
particles  of  material  through  a  drier,  where  they  are  subjected  to 
the  heat  of  a  flame  of  gas,  and  then  passing  the  heated  particles  into 
cold  water  and  afterward  crushing  them. 

A  similar  process  is  disclosed  in  the  patent  to  Stout.  In  the  ap- 
paratus of  this  patent  the  material  is  passed  through  a  heated  cham- 
ber and  then  cooled. 

The  Examiners-in-Chief  held  that  there  was  a  special  advantage 
obtained  by  heating  the  material  suddenly  by  exposing  it  to  the  direct 
action  of  the  flame,  and  that  this  was  brought  out  in  claims  2,  7,  and 
10,  which  they  held  to  be  allowable.  They  found  that  claims  3,  4, 
and  5  were  not  allowable  because  they  included  the  statement  that 
the  material  was  exposed  to  the  "  heat  arising  from  a  heated  body 
in  said  space,"  or  equivalent  expression. 

It  is  stated  in  the  brief  that  this  expression  is  intended  to  refer  to 
the  fact  that  the  walls  of  the  rotary  drier  through  which  the  material 
passes  are  heated,  but  obviously  the  vails  of  the  drier  cannot  be  said 
to  be  a  heated  body  in  the  drier,  and  the  claims  are  therefore  not 
patentable  in  the  form  in  which  they  are  presented.  The  Exam- 
iners-in-Chief, however,  recommend  that  these  claims  would  be 
allowable  if  amended  to  eliminate  the  reference  to  the  heated  body. 
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Claims  1,  8,  9,  and  11  were  held  to  be  not  patentable  in  view  of 
the  patent  to  Stout,  since  they  merely  specify  that  the  material  was 
exposed  to  heat  arising  from  the  combustion  of  unreiGLned  gas,  or 
equivalent  expression. 

Claim  11  falls  in  the  class  with  claims  2,  7,  and  10  rather  than 
with  claims  1,  8,  and  9,  since  it  specifies  that  the  material  is  subjected 
to  the  "  heat  of  an  incandescent  flame  impinging  thereon  "  and  would 
be  allowable  for  the  same  reason.  The  heat  of  the  furnace  of  the 
patent  to  Stout  is  in  one  sense  of  the  word  the  heat  caused  by  burn- 
ing gas,  but  it  is  not  seen  that  there  would  be  any  invention  in  view 
of  the  art  in  heating  the  drier  otherwise  than  as  shown  in  Stout — 
for  example,  as  by  applying  a  flame  to  the  outside  of  the  cylinder, 
and  that  is  all  that  claims  1,  8,  and  9  cover. 

It  is  noted  that  in  the  specification  it  is  stated  (last  paragraph  of 
page  2)  that — 

the  novel  feature  of  tbe  process  consists  in  first  heating  tlie  ore  in  a  suitable 
appliance,  which  may  be  a  rotary  kiln  1,  and  then  allowing  the  heated  material 
to  drop  into  a  bath  of  cold  water  2. 

This  statement  is  obviously  too  broad  in  view  of  the  patent  to 
Stout  since  that  is  exactly  what  Stout  does. 

If  an  amendment  is  presented  within  forty  days  from  the  date 
hereof  to  claims  3, 4,  5,  and  6,  in  accordance  with  the  recommendation 
of  the  Examiners-in-Chief,  and  to  the  specification,  to  avoid  the 
inaccuracy  above  noted,  the  Examiner  is  authorized  to  enter  and 
allow  those  claims  in  the  absence  of  better  references. 

The  decision  of  the  Exanmners-WrChief  is  reversed  as  to  claim  11 
and  is  aifirmed  as  to  claims  IjS^i^  5,  tf,  <S,  and  9. 


Ex  PARTE  MoOLTEN. 

Decided  October  23, 1918, 

279  O.  G.,  589. 

Patents — Invention — Anaj-ogous  Use. 

Where  it  was  old  to  provide  a  dental  tool  with  a  removable  metal  shield 
having  absorbent  disks,  which  shield  with  the  disks  could  be  removed  and 
cleansed,  and  it  was  old  In  general  to  use  protective  shields  of  paper  which 
could  be  thrown  away  when  once  used,  (exemplified  in  clinical  thermome- 
ters,) It  Involved  no  invention  to  provide  a  dental  handpiece  with  a  remov- 
able paper  shield  for  the  same  purpose. 
[NoTR— This  application  has  resulted  In  Patent  No.  1,342.968,  datetl  June  8, 
1920.] 

Appeal  from  Examiners-in- Chief. 
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SANITARY    MOUTH    AND   LfP  PROTECTOR. 

Mr.  Jos,  J7.  Griffin  for  the  applicant. 

Whitehead,  Fir%t  Assistant  Commissioner : 

Appeal  is  taken  from  the  decision  of  the  Examiners-in-Chief 
affirming  the  action  of  the  Primary  Examiner  in  finally  rejecting 
the  following  claims : 

1.  In  n  device  of  the  class  described,  a  sanitary  naouth  and  Up  protector  made 
to  fit  over,  and  conform  to,  the  shape  of  that  portion  of  a  dental  hand-piece 
which  enters  the  mouth  of  the  patient,  said  protector  consisting  of  a  substan- 
tially tubular  structure  having  an  unobstructed  interior  and  open  at  one  end 
to  enable  it  to  be  positioned  on  the  handpiece,  and  having  an  opening  at  its  other 
end  through  which  the  operating  tool  extends. 

4.  In  a  device  of  the  class  described,  a  sanitary,  detachable  mouth  and  lip 
protector  consisting  of  a  tubular  sheath,  open  at  both  ends,  formed  of  pliable 
material  and  adapted  to  be  fitted  over  a  dental  hand-piece  throughout  the  entire 
length  of  said  sheath,  and  to  be  secured  to  the  dental  hand-piece  by  frlctlonal 
contact,  said  sheath  being  so  shaped  as  to  conform  to  that  of  the  dental  hand- 
piece either  when  positioned  on  said  hand-piece  or  removed  therefrom,  whereby, 
when  fitted  over  the  dental  hand-piece,  it  is  retained  in  position  by  frlctlonal 
contact  therewith. 

5.  In  a  device  of  the  clai$s  described,  a  sanitary  mouth  and  lip  protector  em- 
bodying a  paper  sheath,  the  interior  of  which  is  shaped  to  conform  to  the  con- 
tour of  that  portion  of  a  dental  hand-piece  which  enters  the  mouth  of  the 
patient,  said  sheath  having  an  unobstructed  interior  and  being  open  at  one  end 
to  enable  It  to  be  positioned  on  the  hand-piece  and  having,  at  its  other  end,  an 
opening  through  which  the  tool  operates. 

Originally  the  Examiner  cited  the  following  references :  Maloney, 
No.  411,160,  September  17, 1889;  Rothkranz,  No.  684,951,  October  22, 
1901. 

The  rejection  of  the  claims  was  then  affirmed  by  the  Examiners-in- 
Chief  on  appeal.  On  further  appeal  attention  was  called  to  the  fol- 
lowing references:  Vaughan  et  al,^  No.  738,960,  September  15,  1903; 
Koeneman,  No.  748,752,  January  5, 1904. 

The  present  claims  were  presented  thereafter,  and  the  case  was 
remanded  to  the  Primary  Examiner. 

The  device  covered  by  the  claims  is  a  shield  or  protector  intended 
to  be  slipped  over  a  dental  hand-piece,  the  object  being  to  prevent 
the  transmission  of  disease  from  one  patient  to  another.  It  is  stated 
that  the  device  is  preferably  made  of  paper,  so  that  when  used  once 
it  can  be  thrown  away.  As  the  protector  cannot  extend  over  the 
dental  tool  itself,  it  is  formed  with  a  hole  therein  through  which  the 
tool  projects. 

The  patent  to  Bothkranz  shows  a  shield  for  a  dental  tool  the  pri- 
mary purpose  of  which  is  to  prevent  the  saliva  from  coming  in  con- 
tact with  the  tool.  It  is  stated,  however,  that  this  attachment  may 
be  removed  and  cleaned  each  time  that  the  tool  is  operated.     It  is 
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made  of  metal  and  is  provided  with  absorbent  disks  at  the  end 
thereof,  so  that  the  saliva  will  not  reach  the  tool. 

The  patents  to  Vaughan  et  al.  and  Koneman  show  shields  for 
clinical  thermometers.  In  the  latter  patent  the  shield  is  made  of 
paper  and  is  designed  to  be  thrown  away  when  once  used. 

It  thus  being  old,  as  shown  by  the  patent  to  Eothkranz,  to  provide 
a  detachable  shield  for  a  dental  tool  which  can  be  removed  and  disin- 
fected, it  is  not  seen  how  there  could  be  any  invention  in  making 
sach  a  shield  of  paper  which  can  be  thrown  away  when  once  used. 
The  idea  of  using  a  protective  shield  is  a  common  one,  an  example  of 
an  analogous  use  being  shown  in  the  patent  to  Koeneman.  The  shield 
of  Koeneman,  of  course,  does  not  show  an  opening  at  the  lower  end 
thereof;  but  such  an  opening  is  shown  in  the  Rothkranz  shield.  The 
limitation  in  one  of  the  claims  that  the  shield  is  so  shaped  as  to  con- 
form to  the  shape  of  the  handpiece  either  positioned  thereon  or  re- 
moved therefrom  does  not  lend  patentability  to  the  claims.  This,  of 
course,  is  true  of  the  Sothkranz  shield,  which  is  made  of  metal,  and 
there  would  certainly  be  no  invention  in  similarly  shaping  a  paper 
shield. 

The  decision  of  the  Examinera-inr Chief  is  affirmed. 


Ex  PABTE  CoMEY. 

Deoiaed  December  9,  191S, 
279  O.  G.,  589. 

1.  Patents — ^Anticipation — ^Discldsuiol 

A  patent  for  an  explosive  which  spedflcally  states  that  the  product  formed 
is  free  from  compounds  containing  nitroglycerin  does  not  anticipate  claims 
to  an  explosive  limited  to  a  mixture  consisting  of  nitrated  sugar  and  nitro- 
glycerin. 

2.  Same— Same— Affidavits    Showing    Distinction    Between     Appucant's 

Claims  and  Pbiob  Patent. 
A  prior  patent  for  a  process  for  producing  an  explosive  Held  to  be  not  an 
anticipation  In  view  of  affidavits  of  experiments  performed  which  sufficiently 
showed  that  the  process  described  would  not  produce  an  explosive  such  as 
set  out  in  the  claims  alleged  to  be  anticipated. 

3.  Same— Same — ^Dxjpijcation — Omission   of  Featubb  Which  Must  be  Im- 

plied. 
Claims  of  an  application  for  an  explosive  mixture  which  differ  only  in 
that  one  omits  a  statement  in  the  other  that  the  mixture  Is  stabilized  are 
duplicates,  since  stabilization  must  be  Implied  in  the  claim  omitting  It  or 
the  claim  must  be  considered  to  cover  a  useless  thing. 
[XoTt—Thls  application  has  resulted  In  Patent  No.  1301,106,  dated  April 
22,  1919.1 

Appeal  from  Examiners-in-Chief . 
15752—21-. 6 
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KXFLOBITE  AND  PB0CE8S  OF  PBOPUCINO  THE  SAME. 

Messrs.  Prnmdle  <&  Wright  and  Mr,  Spericer  B,  Prentiss  for  the  ap- 
plicant. 

Whitehead,  First  Assistcmt  Commissioner: 

Applicant  appeals  from  the  decision  of  the  Examiners-in-Chief 
affirming  "the  action  of  the  Primary  Examiner  finally  rejecting  the 
claims  of  this  application,  fourteen  in  number,  of  which  claims  1,  2, 
9,  and  13  are  sufficiently  illustrative. 

1.  The  process  which  comprises  forming  a  mixture  of  a  nitrated  sugar  and 
trinltroglycerin  by  nitrating  a  mixture  consisting  of  sugar  and  glycerin,  and 
then  stabilizing  the  mixture. 

2.  The  process  which  comprises  forming  a  mixture  of  nitrated  cane  sugar  and 
trinltroglycerin  by  nitrating  a  mixture  of  cane  sugar  and  glycerin,  and  then 
stabilizing  the  mixture. 

9.  An  explosive  consisting  of  a  mixture  of  nitrated  cane  sugar  and  trinltro- 
glycerin. 

13.  The  process  which  comprises  forming  a  mixture  of  a  nitrated  sugar  and 
trinltroglycerin  by  nitrating  a  mixture  consisting  of  80  to  20%  sugar  and  20 
to  80%  glycerin  and  then  stabilizing  the  mixture. 

The  references  cited  are :  Eoberts,  112,848,  March  21,  1871 ;  Heick, 
235,871,  December  28, 1880;  Bjorkman,  British,  2,483  of  1880;  Gutt- 
mann's  Manufacture  of  Explosives^  Vol.  II,  pages  88,  90,  91,  and  92. 

The  British  patent  to  Bjorkman  does  not  disclose  the  invention 
claimed  because  it  specifically  states  that  the  product  which  is  formed 
is  distinct  from  compounds  containing  nitroglycerin,  whereas  the 
appealed  claims  are  limited  to  an  explosive  consisting  of  a  mixture  of 
nitrated  sugar  and  nitroglycerin. 

It  is  contended  that  the  patent  to  Heick,  which  describes  the  nitra- 
tion of  a  mixture  of  honey  and  glycerin,  discloses  an  inoperative 
process  because  the  composition  obtained  in  accordance  therewith 
could  not  be  stabilized. 

Affidavits  have  been  filed  setting  out  in  full  experiments  which 
were  performed  by  the  assignee  of  this  application  with  the  process 
disclosed  in  the  Heick  patent.  It  is  thought  that  these  affidavits  are 
sufficient  to  establish  that  Heick  does  not  disclose  a  process  by  which 
there  can  be  obtained  an  explosive  even  as  set  out  in  the  broader 
claims.  The  Heick  patent,  moreover,  is  not  an  anticipation  of  the 
claims,  which  are  limited  to  the  use  of  cane-sugar. 

Claims  9  and  10  differ  only  in  that  claim  10  specifies  that  the  mix- 
ture is  stabilized.  An  unstabilized  explosive  would  be  a  useless  com- 
position, and  therefore  either  claim  9  must  by  implication  include 
the  limitation  that  the  mixture  is  stabilized  or  it  covers  a  mere  useless 
thing.  If  by  necessary  implication  it  includes  the  stabilizing,  then 
the  claim  is  identical  with  claim  10. 

The  same  is  true  of  claims  11  and  12. 
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Claims  9  and  11  are  therefore  not  patentable  over  claims  10  and  12. 

The  decision  of  the  Examiners-in-Chief  is  affirmed  as  to  claims 
9  and  11  for  the  reasons  stated  and  reversed  as  to  the  remaming 
claims. 


Ex   PARTE  WiGOINTON. 
Decided  April  9,  1919, 

279  O.  G..  729. 

1.  Patents — ^Double  Patenting — Claims  Barbed  by  Patent  Granted  on  Di- 

visioNAi.  Application. 
Claims  for  the  combination  of  a  loose-sheet  holder  and  the  sheets  held 
thereby  which  do  not  in  any  way  specify  the  character  of  the  sheets  or  how 
they  coact  with  the  holder  Held  unpatentable  In  view  of  a  patent  granted 
on  a  divisional  applicaticxi  for  the  holder  alone,  (citing  Undencood  v. 
Uerber,  C.  D..  1893,  340;  63  O.  G.,  1063;  149  U.  S..  224.) 

2.  Same— Same — Question  Raised  Not  One  of  Priority. 

The  question  whether  claims  in  an  application  are  patentable  over  a 
patent  granted  to  the  same  inventor  does  not  Involve  priority  of  invention, 
but  patentable  identity  of  the  subject-matter  claimed. 

3.  Same — Same — Practice  of  Requiring   Division   Between  Claims  Which 

ABE  Not  Patentably  Different. 
An  Examiner  should  not  require  division  between  two  groups  of  claims 
which  he  regards  as  not  patentably  different  without  Indicating  his  opinion 
in  the  matter;  but  the  issuance  of  a  patent  on  matter  required  to  be 
divided  out  affords  no  basis  for  waiving  consideration  of  patentable  iden- 
tity between  the  claims  of  the  patent  and  any  claims  remaining  in  the 
parent  case,  even  though  the  Examiner  failed  to  state  his  opinion,  as  the 
office  has  no  authority  to  grant  two  patents  to  the  same  inventor  for  the 
same  indivisible  Invention. 
I  Note.— This  application  has  resulted  in  Patent  No.  1,838,658,  dated  April  27, 
19'.U1 

Appeal,  from  Examiners-in-Chief . 

BINDER  DEVICE. 

Messrs.  Chappell  <&  Earl  for  the  applicant. 

IVHrrEHEAD,  First  Assistant  Commissioner: 

Applicant  appeals  from  the  decision  of  the  Examiners-in-Chief 
affirming  the  action  of  the  Primary  Examiner  rejecting  claims  26  to 
32,  inclusive,  of  which  claims  26  and  31  are  illustrative : 

2^  The  combination  with  ioose  sheets,  and  a  pair  of  holders  each  comprising 
arte  and  end  members,  the  side  member  of  one  liolder  being  disposed  hori- 
zontally and  its  coacting  end  member  being  disposed  vertically  so  as  to  support 
the  sheets  in  horizontal  position  with  their  ends  abutting  the  end  member,  the 
side  and  end  member  of  the  other  holder  being  disposed  in  an  oppositely  inclined 
relation  to  provide  a  trough-like  holder  adapted  to  support  the  sheets  in  an 
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inclined  position  with  their  ends  abutting  the  holder  end  member,  the  sheets 
being  transferable  from  one  holder  to  the  other. 

31.  The  combination  with  loose  sheets,  of  a  holder  comprising  side  and  end 
members  disposed  at  right  angles,  and  a  support  associated  with  said  holder  to 
support  the  sheets  at  an  acute  angle  to  said  end  member. 

The  decision  of  the  Examiners-in-Chief  is  based  on  the  ground  that 
the  applicant  is  not  entitled  to  these  claims  in  view  of  the  fact  that  he 
had  already  been  granted  a  patent  for  the  same  invention. 

It  appears  that  this  application  as  filed  contained  claims  for  the 
holder  and  claims,  such  as  present  claim  31,  to  the  combination  of 
this  holder  with  loose  sheets  without  in  any  way  specifying  the 
character  of  those  sheets  or  how  they  coact  with  the  specific  holder. 
A  requirement  for  division  was  complied  with,  and  an  additional 
application  was  filed  for  the  holder  itself,  which  application  has  ma- 
tured into  Patent  No.  1,270,082,  being  the  patent  referred  to  by  the 
Examiners-in-Chief. 

In  the  brief  it  is  argued  that  the  rejection  was  wrong  because  the 
situation  is  similar  to  that  which  obtained  in  the  case  of  Underwood 
V.  Oerber,  (C.  D.,  1898,  340;  63  O.  G.,  1063;  149  U.  S.,  224,)  and 
the  reason  that  that  case  was  decided  against  the  plaintiff  was  be- 
cause the  patent  for  the  composition  was  not  put  in  suit,  but  merely 
the  patent  for  the  paper  covered  with  this  composition.  Decisions 
are  also  cited  which  hold  that  a  patent  granted  on  a  copending  appli- 
cation cannot  be  regarded  as  prior  art  as  to  what  it  shows,  but  does 
not  claim. 

The  question  here  is  not  whether  the  patent  granted  on  the  divi- 
sional application  is  prior  art  but  whether  the  appealed  claims  cover 
an  invention  different  from  that  covered  by  the  claim  of  the  patent. 

The  Examiner  should  not  have  required  division  without  pointing 
out  that  certain  of  the  claims  of  one  group  were  not  patentably  dif- 
ferent from  those  of  the  other.  But  however  that  may  be,  this  Office 
has  no  authority  to  grant  two  patents  for  the  same  invention.  The 
Office  has  held  that  the  holder  was  an  invention  over  the  prior  art ; 
but  certainly  there  was  no  further  invention  in  using  this  holder  for 
the  purpose  for  which  it  was  intended,  which  is  all  tliat  the  appealed 
claims  cover,  since  they  specify  merely  the  combination  with  loose 
sheets  of  a  certain  specific  holder.  These  claims  are  thought  to  be 
clearly  unpatentable  in  view  of  the  ruling  in  Underwood  v.  Gerher^ 
supra^  which  it  is  thought,  is  not  based  merely  on  the  ground  that 
the  earlier  patent  had  not  been  put  in  suit,  and  in  Palmer  Pnewnatic 
Tire  Co.  v.  Losier,  (90  Fed.  Rep.,  732.) 

The  decision  of  the  Examiners-in-Chief  is  affirmed. 
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Ex  PARTE  Moose  and  Pack.  I 

Decided  November  18, 1918. 
279  O.  G.,  730. 

1.  Patents — Invention — Screening  Inlet- Valve  Not  Invention. 

Id  view  of  the  common  practice  of  screening  the  inlet  of  a  pump,  so  as  to 
prevent  undesirable  objects  from  clogging  it,  titiere  would  be  no  invention  in 
so  screening  valves  leading  to  the  bellows  of  a  domestic  suction  cleaning- 
machine  if  the  dust-bag  adjacent  thereto  were  of  such  light  material  that 
there  would  be  danger  of  its  being  sucked  Into  the  opening. 

2.  Same — Same — ^Mounting  Old  Cleaning  Device  on  Wheels. 

No  invention  is  involved  in  mounting  an  old  suction  cleaning  device  on 
wheels. 
[Note. — This  application  has  resulted  in  Patent  No.  1342,345,  dated  June  1« 
1920.] 

Appeal  from  Examiners-in-Chief . 

pobtable  domestic  suction  cleaning-machine. 

Mr.  Edward  E.  Longan  and  Mr.  John  8.  Barker  for  the  applicants. 
Whitehead,  First  Assistant  Commissioner: 

Applicants  appeal  from  the  decision  of  the  Examiners-in-Chief 
affirming  the  decision  of  the  Primary  Examiner  finally  rejecting 
claims  1, 2, 3,  5,  6,  and  7,  of  which  claims  1,  and  5,  are  illustrative : 

1.  A  portable  suction  cleaning  machine,  comprising  a  wheel-supported  casing 
arranged  to  be  manually  moveil  over  the  surface  being  cleaned,  means  for  cre- 
ating a  suction  of  air  through  the  casing,  there  being  an  opening  in  the  casing 
w^ll  for  the  passage  of  air  to  the  suction-creating  means,  a  filter  bag  located 
within  the  easing,  a  guard  for  the  said  opening  in  the  casing  wall  operating  to 
prevent  the  dust  bag  from  clogging  the  said  opening,  and  a  nozzle  and  carrier 
therefor  supported  by  the  casing,  the  nozzle  carrier  and  the  dust  bag  being  in- 
dependently removable  from  the  casing  and  the  former  operating  when  in  place 
to  hold  the  latter  In  position. 

5.  A  portable  suction  cleaning  machine,  comprising  a  casing  open  at  its  front 
end  formed  with  an  opening  in  its  top  wall,  a  removable  dust  bag  within  the 
<Ti8lng  having  its  open  mouth  held  distended  and  disposed  toward  the  front  of 
the  casing,  suction-creating  means  mounted  on  top  of  the  casing  and  communi- 
cuting  with  the  interior  thereof  through  the  said  opening  in  its  top,  a  detachable 
suction  nozzle  and  carrier  therefor  arranged  when  applied  to  the  casing  to  cover 
the  opening  in  the  front  end  thereof  and  also  the  mouth  of  the  dust  bag,  and  to 
hold  the  latter  in  place,  and  means  for  operating  the  suction-creating  means  by 
the  movement  of  the  machine. 

The  references  are :  Harvey,  No.  673,603,  May  7,  1901 ;  Conover, 
No.  847,278,  March  12, 1907;  Mestitz,  No.  875,446,  December  31, 1907; 
Buell,  No.  949,370,  February  15, 1910;  Hatch  et  ai.,  No.  980,944,  Jan- 
uary 10, 1911 ;  British  patent  to  Harvey,  No.  375  of  1905. 

The  only  points  argued  at  the  hearing  on  this  appeal  were  whether 
the  specification  and  claims  show  that  the  part  33  which  carries  the 
dust-bag  is  separate  from  and  independent  of  the  part  32  which  closes 
the  end  of  the  casing  and  whether  it  was  invention  to  place  a  guard 
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over  the  pump-valve  so  that  the  dust-bag  could  not  be  sucked  there- 
into. 

The  Examiners-in-Chief  allowed  claim  4  and  also  suggested  the 
tiUowance  of  a  claim  which  was  broad  enough  to  cover  the  construc- 
tion shown  in  Figs.  5,  8,  9,  and  10,  whether  the  part  33  be  absolutely 
independent  of  the  part  32  or  not. 

Nothing  was  said  in  the  specification  about  whether  these  parts 
are  connected  or  not.  That  they  are  not  integral  is  obvious,  since 
if  they  were  there  would  be  no  practical  way  of  emptying  the  dust 
from  the  bag,  but  there  is  nothing  in  the  drawing  to  indicate  that 
these  parts  are  not  fastened  together.  Applicants  in  the  argument 
assumed  that  the  member  33  is  substantially  the  same  size  as  the 
member  32  and  fits  closely  within  the  casing,  but  there  is  nothing  in 
the  drawing  to  conclusively  show  this.  The  part  32  is  not  round, 
as  indicated  in  Fig.  5,  as  is  evident  from  the  other  figures,  but  the 
part  33  may  be  round  or  any  other  shape,  just  so  that  it  is  large 
enough  to  cover  the  inner  end  of  the  nozzle,  and  if  so  made  could 
easily  be  detachably  connected  to  the  part  32.  Original  claim  11 
would  seem  to  indicate  that  this  was  the  construction,  since  it  speci- 
fied "  a  removable  frame  mounted  in  the  open  end  of  the  casing,'' 
and  "an  air-filtering  and  dust-collecting  bag  carried  thereby  and 
adapted  to  fit  within  the  casing."  It  must  be  held,  therefore,  that 
there  is  no  disclosure  of  the  specific  construction  set  out  in  the 
claims. 

In  view  of  the  common  practice  of  screening  the  inlet  of  a  pump, 
so  as  to  prevent  undesirable  objects  from  clogging  that  inlet,  it  is 
not  seen  that  there  could  possibly  be  any  invention  in  putting  a 
screen  over  the  valves  leading  to  the  bellows  if  the  dust-bag  was  of 
such  light  material  that  there  would  be  danger  of  its  being  sucked 
into  the  opening. 

As  noted  by  the  Examiners-in-Chief,  claim  2  is  not  patentable  over 
the  patent  to  Mestitz,  since  there  would  be  no  invention  in  mounting 
such  a  mechanism  on  wheels.  It  would  seem  that  whatever  invention 
there  is  in  this  case  is  covered  by  the  claim  allowed  by  the  Examiners- 
in-Chief  and  the  one  suggested  by  them. 

The  decision  of  the  Examinera-in-Chief  is  afjiTmed. 


Ex  PARTE  HuMPHRYS. 

Decided  May  S,  J919, 

280  O.  G.,  193. 

Patents — Abandonment  of  Application — Sufficiency  of  Response. 

Where  amendments  to  the  specification  and  drawings  were  filed  on 
November  13,  1918,  at  the  expiration  of  the  year  allowed  for  taking  action, 
and  on  November  18,  1918,  the  Examiner  notified  the  attorney  that  tbe 
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amendments  to  the  drawings  had  not  been  entered  because  all  necessary 
corrections  had  not  been  made,  made  other  criticisms,  and  stated  that  the 
claims  were  allowable,  in  response  to  which  the  attorney  filed  another 
amendment  on  November  22,  1918,  whereupon  the  Examiner  held  the  case 
abandoned.  Held  that  the  Examiner's  action  was  wrong.  If  the  amendment 
filed  at  the  expiration  of  the  year,  taken  with  prior  amendments,  in  the 
opinion  of  the  Examiner  were  not  responsive,  he  should  have  then  held 
the  application  abandoned;  but  having  objected  to  the  sufficiency  of  the 
amendments  and  acted  on  the  merits  applicant  was  entitled  to  a  year  from 
that  action  in  which  to  reply. 

2.  Same — Amendments  to  Drawings — ^Entby. 

Propospd  amendments  to  drawings  should  not  be  refused  entry  merely 
because  they  do  not  make  all  the  changes  which  the  Examiner  regards  as 
necessary;  but  they  should  be  refused  entry  if  the  work  would  probably 
have  to  be  undone. 

3.  Same — Specifications — Cmticism  of  English  Conbteuction. 

It  is  not  deemed  necessary  for  the  Examiner  to  specifically  point  out  all 
inaccuracies  in  the  use  of  the  English  language,  such  as  the  use  of  or 
the  omission  of  indefinite  or  definite  articles,  unless  confusion  would  arise 
from  leaving  the  specification  as  written. 

Ox  Petition. 

railroad  signal. 

Mr.  Victor  J.  Evans  for  the  applicant. 
Whitehead,  First  Assistant  Com/missioner: 

This  is  a  petition  from  the  action  of  the  Examiner  holding  the 
*    *    *    application  abandoned  for  lack  of  sufficient  prosecution. 

The  record  shows  that  in  the  first  Office  action  the  disclosure  of 
this  application  was  criticized.  On  August  22  and  August  23,  1917, 
amendments  were  filed  to  the  specification  and  prints  were  filed  of 
the  drawing  with  directions  to  make  certain  changes  therein.  On 
November  13,  1917,  the  Examiner  notified  the  attorney  that  the 
amendment  to  the  drawing  had  not  been  approved  since  additional 
changes  would  be  necessary  and  all  of  the  corrections  should  be 
made  at  the  same  time.  It  was  pointed  out  wherein  the  drawing 
was  regarded  as  unsatisfactory  and  certain  of  the  claims  were 
rejected.  On  November  13,  1918,  further  amendments  to  the  draw- 
ing and  specification  were  filed.  On  November  18,  1918,  the  Exam- 
iner notified  the  attorney  that  the  drawings  of  August  23,  1917,  and 
November  13, 1918,  had  not  been  entered — 

owing  to  the  Office  practice  not  to  approve  any  corrections  to  the  drawings 
imtil  all  necessary  corrections  are  provided  for. 

It  was  then  stated  that  the  reference  characters  were  confused,  that 
there  was  an  objection  to  the  proposed  Figure  11,  and  that  all  of 
the  claims  were  held  to  be  allowable.  A  further  amendment  was 
filed  on  November  22,  1918,  both  to  the  specification  and  drawing, 
but  on  November  26,  1918,  the  Examiner  held  the  case  abandoned 
because  all  the  requirements  had  not  been  complied  with.    It  is  from 
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this  last  action  that  the  petition  is  taken.  A  supplemental  amend- 
ment with  a  proposed  new  sheet  of  drawings  has  been  filed  subse- 
quent to  the  filing  of  the  petition. 

If  the  amendment  filed  November  13,  1918,  taken  in  connection 
with  the  prior  amendment,  did  not  make,  in  the  opinion  of  the 
Examiner,  a  responsive  amendment,  he  should  then  have  held  the 
case  abandoned ;  but  instead  of  doing  that  he  stated  that  they  were 
not  sufficient  and  acted  on  the  merits  of  the  claims.  It  would  seem 
that  applicant  was  entitled  to  a  year  in  which  to  reply  to  the  action 
of  November  18, 1918. 

If  the  amendment  to  the  drawing  is  not  sufficient  merely  in  that 
it  does  not  make  all  the  changes  which  the  Examiner  regards  as 
necessary  it  is  not  seen  why  it  should  be  refused  entry.  It  ought  not 
to  be  entered  if  any  further  amendment  would  require  the  undoing 
of  the  work  which  has  been  done  in  entering  the  first  amendment 
or  if  it  is  probable  that  that  would  be  the  case. 

Of  course  an  attorney  should  properly  prepare  his  application 
when  it  is  filed  and  should  properly  respond  to  the  Examiner's 
requirements  or  show  that  he  was  in  error  in  making  them.  It  is 
thought,  however,  that  a  good  deal  of  the  confusion  in  this  case  has 
arisen  from  the  failure  to  enter  the  amendments  when  they  were  filed. 

It  is  directed,  therefore,  since  the  Examiner's  action  of  November 
18,  1918,  was  an  action  on  the  merits  to  which  the  applicant  had  a 
right  to  respond,  that  the  amendments,  both  to  the  specification  and 
drawings,  heretofore  filed  be  entered  and  the  attorney  then  notified 
as  to  what  further  corrections  are  necessary.  The  attorney  should, 
of  course,  be  required  to  file  a  proper  responsive  amendment  within 
one  year  of  the  date  of  the  Office  action  of  November  18, 1918.  It  is 
not  deemed  necessary  for  the  Examiner  to  specifically  point  out  all 
inaccuracies  in  the  use  of  the  English  language,  such  as  the  use  of 
or  the  admission  of  indefinite  or  definite  articles,  unless  confusion 
would  arise  from  leaving  the  specification  as  written. 

The  petition  is  granted  to  the  extent  indicated. 


Nash  v,  Reeder  v.  Ryan. 

Bedded  June  SO,  1919. 
280  O.  G.,  589. 

.  Patents — Statutes — Section  4920,  Revised  Statutes — "  Subbeptitiouslt 
OB  Unjustly." 
As  far  back  as  Reed  v.  Cutter  (Fed.  Cas.,  11,645;  1  Story,  509)  it  was 
pointed  out  that  the  words  of  section  4920,  Revised  Statutes,  "surrepti- 
tiously or  unjustly  "  did  not  mean  fraudulently,  but  related  to  a  case  where 
it  appeared  that  another  hnd  conceived  the  Invention  prior  to  the  patentee 
and  while  the  last  to  reduce  the  invention  to  practice  was  diligent  in  so 
doing. 
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2.  Sake— Abandonment  of  Apkjcation  by  SuccEssruL  Intebfebant— Right 

or  Losing  Pabtt  to  a  Patent. 
Where  the  winning  party  to  an  Interference  has  abandoned  his  applica- 
tion, the  losing  party  is  not  entitled  to  a  patent  if  the  winning  party  has 
otherwise  given  the  invention  to  the  public  before  that  abandonment  took 
place,  and  certainly  is  not  entitled  to  It  if  it  was  first  reduced  to  practice 
by  the  winning  party  or  if  the  prior  conception  of  the  latter  was  coupled 
by  diligence  with  an  actual  reduction  to  practice,  so  that  his  work  would 
constitute  a  valid  defense  under  section  4d20,  Revised  Statutes. 

3.  Same— Same — Same— Evidence  of  Completion  and  Public  Use  of  Inven- 

tion by  Winning  Pabty. 
Where  in  an  interference  proceeding  there  Is  no  evidence  of  the  comple- 
tion of  theinv^tion  by  the  winning  party,  upon  abandonment  of  such  appli- 
cation the  refusal  of  a  patent  to  the  losing  party  can  not  properly  be  based 
upon  an  affidavit  averring  that  the  winning  party  had  reduced  the  inven- 
tion to  practice  and  put  it  into  public  use;  but  such  facts  must  be  proved 
by  evidence  showing  that  the  device  was  actually  put  into  use  and  was 
satisfiictory. 

Appeal  on  Motion. 

dbaft-geab  yoke. 

Messrs.  GiUson  dk  OiUson  for  Nash. 
Mr,  Oeorge  C.  Lambe  for  Reeder. 
Mr.  A.  Miller  Belfsld  for  Ryan. 

Whitehead,  First  Assistant  Commissioner: 

This  case  is  before  me  on  a  motion  by  Nash  that  the  award  of 
priority  be  vacated.  This  motion  is  based  on  the  ground  that  the 
application  of  Boeder  has  become  abandoned.  This  motion  was 
brought  after  a  decision  by  me  on  January  22,  1919,  on  an  ex  parte 
appeal  from  a  rejection  on  the  ground  that  certain  letters  to  this 
Office  show  that  Reeder  had  put  the  device  in  use  prior  to  the  time 
that  his  application  became  abandoned.  In  that  decision  it  was 
pointed  out  that  the  reason  for  making  the  motion  in  the  interfer- 
ence, as  was  required  in  the  case  of  Joliife  v.  Waldo  v.  Vermeer  and 
Schorik^  (C.  D.,  1917, 16 ;  234  O.  G.,  671,)  was  in  order  to  give  Reeder 
notice. 

It  is  contended  by  Nash  that  the  abandonment  of  the  Reeder 
application  renders  the  decision  in  the  interference  nugatory  and 
that  there  is  no  ground  for  refusing  him  a  patent  unless  it  appears 
that  some  one  else  had  put  the  invention  in  actual  use  prior  to  his 
(Nash's)  invention. 

In  the  decision  in  Joliffe  v.  Waldo  et  al.^  above  cited,  the  Commis- 
sioner referred  to  a  prior  memorandum  made  by  him  in  the  same 
case  in  which  he  had  stated  that  if  at  any  time  prior  to  the  abandon- 
ing of  their  application  Vermeer  or  Schorik  or  their  assignee  had 
put  the  invention  into  public  use  or  published  it  Waldo's  petition 
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must  be  denied,  but  that  if  they  in  no  way  gave  the  invention  to  the 
public  then  it  is  not  clear  upon  what  grounds  Waldo  could  be  denied 
a  claim  commensurate  with  the  issue  in  the  interference. 

He  also  stated  that  if  the  winning  party  in  an  interference  makes 
the  invention  public  it  is  immaterial  to  the  right  of  the  losing  party 
for  patent  if  he  thereafter  abandons  his  application,  since  he  has 
abandoned  it  to  the  public,  (citing  Miller  cfe  England  v.  Walker^  138 
Fed.  Rep.,  919,)  but  that  where  the  winning  party  to  an  interference, 
without  making  the  invention  public,  permits  his  application  to 
become  abandoned,  so  that  the  public  gets  no  benefit  from  it,  he 
fails  to  complete  the  inventive  act,  and  the  holding  that  the 
losing  party  may  not  have  a  patent  may  result  in  the  loss  of  public 
knowledge  of  the  invention,  which  would  be  contrary  to  the  theory 
of  the  patent  system.  He  further  pointed  out  that  if  the  Waldo 
patent  should  be  granted  and  suit  brought  thereon  neither  Vermeer 
and  Schorik  nor  a  third  party  could  set  up  either  public  use  or  pub- 
lication in  view  of  the  facts  which  appeared  from  the  letter  written 
by  the  attorney  for  Vermeer  and  Schorik.  As  pointed  out  in  the 
decision  in  the  Nash  application,  there  was  no  formal  judgment  in 
the  interference  in  favor  of  Reeder;  but  there  was,  in  effect,  such  a 
judgment  since  the  Examiner  of  Interferences  held,  and  no  appeal 
was  taken  from  his  decision,  that  Nash's  date  of  conception  was  sub- 
sequent to  Reeder's  filing  date. 

It  is  contended  on  behalf  of  Nash  that  even  if  the  invention  was 
put  in  public  use,  as  alleged  in  a  letter  from  Reeder's  attorney  in 
answer  to  an  inquiry  of  the  Office  as  to  what  was  done  with  the 
Reeder  invention,  it  would  have  no  effect,  since  such  use  was  subse- 
quent to  the  filing  of  Nash's  application,  and  that  the  provision  of 
section  4920  of  the  Revised  Statutes  that  certain  things  may  be  set 
up  as  special  defenses  relates  only  to  matters  of  pleading. 

The  latter  contention  is  not  correct,  since  that  section,  after  pro- 
viding that  a  party  may  plead  and  prove  on  trial  any  one  of  four 
special  matters,  of  which  the  second  is — 

that  he  (the  patentee)  had  surreptitiously  or  unjustly  obtained  the  patent  for 
that  which  was  in  fact  Invented  by  another,  who  was  using  reasonable  diligence 
in  adapting  and  perfecting  the  same. 

provides  that — 

if  any  one  or  more  of  the  special  matters  alleged  shall  be  found  for  the  defend- 
ant, Judgment  shall  he  rendered  for  him  with  costs. 

As  far  back  as  Reed  v.  Cutter  (Fed.  Cas.,  11,645;  1  Story,  590)  it 
was  pointed  out  that  the  words  "  surreptitiously  or  unjustly  "  did  not 
mean  fraudulently,  but  related  to  a  case  where  it  appeared  that 
another  had  conceived  the  invention  prior  to  the  patentee  and  while 
the  last  to  reduce  the  invention  to  practice  was  diligent  in  so  doing. 
It  was  stated  that  he  who  first  perfects  an  invention  and  adapts  it 


Digitized  by 


Google 


NASH   V.  EEEDER  V.  RYAN.  75 

to  use  is  the  first  inventor  in  the  sense  of  the  Patent  Act  and  entitled 
to  a  patent,  but  that  this  right  was  subject,  under  the  statute,  to  the 
right  of  a  prior  conceiver  who  had  with  reasonable  diligence  adapted 
and  perfected  the  invention. 

The  case  of  Detroit  Lubricator  Mfg.  Co,  v.  Renchard  et  al,  (9  Fed. 
Rep.,  293)  does  not  bear  out  Nash's  contention,  because  it  was  merely 
there  held  that  a  drawing  made  by  Renchard  prior  to  Parshall's  in- 
vention did  not  constitute  an  anticipation  under  the  statute  and  alone 
would  not  invalidate  Parshall's  patent.  While  no  specific  reference 
was  made  to  the  question  of  diligence,  it  appears  that  Renchard  did 
not  reduce  the  invention  to  practice  until  after  Parshall's  patent  had 
been  granted,  which  was  nearly  a  year  after  the  making  of  the  draw- 
ing by  Renchard  and  some  months  after  Parshall's  application  was 
filed.  It  is  obvious  that  there  was  no  diligence  on  the  part  of 
Renchard. 

It  must  be  held,  therefore,  that  in  a  case  where  the  winning  party 
to  an  interference  has  abandoned  his  application  the  losing  party  is 
not  entitled  to  a  patent  if  the  winning  party  has  otherwise  given  the 
invention  to  the  public  before  that  abandonment  took  place,  and  cer- 
tainly is  not  entitled  to  it  if  it  was  first  reduced  to  practice  by  the 
winning  party  or  if  the  prior  conception  of  the  latter  was  coupled 
by  diligence  with  an  actual  reduction  to  practice,  so  that  his  work 
would  constitute  a  valid  defense  under  section  4920,  Revised  Statutes. 
This  holding  is  in  accordance  with  the  holding  above  pointed  out 
in  the  decision  in  Joliffe  v.  Waldo  et  al. 

The  question  then  arises  as  to  what  evidence  is  sufficient  to  estab- 
lish the  actual  completion  of  the  invention  by  the  winning  party. 
^Vhere,  as  in  this  case,  no  evidence  w^as  presented  with  respect  thereto 
in  the  interference,  obviously  a  mere  letter  stating  that  an  invention 
had  been  reduced  to  practice  and  put  into  public  use  would  not  be 
sufiBcient  ground  for  rejecting  the  application  of  the  losing  party, 
even  if  the  statements  were  under  oath.  {In  re  Frederick  von  Hefner- 
Alteneck^  C.  D.,  1883,  33;  23  O.  G.,  2223.)  In  order  to  sustain  the 
rejection  in  this  case  it  would  thei'efore  have  to  be  established  by 
proper  evidence  that  the  Reeder  device  was  actually  put  into  use  and 
was  satisfactory. 

Xo  appearance  was  made  on  behalf  of  Reeder  at  the  hearing  on 
the  motion ;  nor  has  any  offer  been  made  to  establish  by  competent 
testimony  that  his  invention  was  so  used.  According  to  the  letters 
certain  draft-gears  embodying  the  invention  substantially  as  shown 
in  Reeder's  application  were  made  in  September,  1912,  and  were  part 
of  a  large  order  for  draft-gears  from  one  of  the  railroad  companies. 
The  letter  states  that  so  far  as  known  these  draft-gears  are  still  in 
use.  It  appears,  however,  that  only  ten  of  these  draft-gears  were 
made,  although  the  order  was  for  a  very  large  number  of  gears,  and 
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it  does  not  appear  why  only  ten  were  made  nor  whether  any  other 
such  gears  were  ever  made. 

In  view  of  these  facts  it  is  not  believed  that  the  case  is  one  which 
would  justify  the  Office  in  instituting  an  investigation  to  determine 
whether  the  Keeder  use  was  actually  a  public  use  or  not  or  even  con- 
stituted an  actual  reduction  to  practice.  In  the  absence  of  such  testi- 
mony there  is  no  competent  proof  upon  which  the  Nash  application 
can  be  rejected. 

Attention  was  called  to  the  fact  that  certain  claims  had  been  re- 
jected on  a  prior  patent  to  Washburn.  Applicant  proposes  to  amend 
these  claims  to  more  clearly  bring  out  the  distinctions  over  the  pat- 
ent, and  as  so  amended  it  is  thought  that  these  two  claims  are  allow- 
able, as  well  as  as  claim  1,  and  the  Examiner  is  directed,  therefore,  to 
enter  the  amendment  filed  March  26, 1919. 

As  stated  in  the  decision  of  Joliffe  v.  Waldo  et  oZ.,  the  motion  that 
the  judgment  be  vacated  and  priority  be  awarded  to  Nash  must  be 
denied,  since  the  judgment  was  properly  entered ;  but  it  is  held  that 
that  judgment  is  not  of  itself  sufficient  ground  for  refusing  Nash  a 
patent. 

TJie  decirion  of  the  Examiners-w^Clmf  on  NobKs  ex  parte  appeal 
win  be  r&oersed. 


Collins  v.  Owens. 

Decided  August  27,  1920. 

281  O.  G.,  205. 

Patbnts — Intebfebence-^Reopenino  to  Peekit  Filing  of  Preliicinaby  State- 
ment. 
Where  a  Junior  party  to  an  interference  fails  to  file  a  preliminary  state- 
ment within  the  time  set  and  makes  no  reply  to  an  order  to  show  cause 
why  Judgment  on  the  record  should  not  be  rendered  against  him,  but  within 
the  limit  of  appeal  from  such  a  judgment  moves  to  reopen  and  to  be  per- 
mitted  to  file  a  preliminary  statement  executed  by  an  oflScial  of  the  assignee 
company,  Held  that  the  motion  should  be  denied  on  the  ground  of  negUgence 
where  it  appeared  that  a  statement  had  been  prepared  for  the  signature 
of  said  official,  who  was  traveling  for  his  health,  and  was  sent  to  him,  with 
directions  to  sign  it  immediately  and  acknowledge  it  before  a  notary,  that 
it  was  signed  and  returned  without  being  sworn  to  and  was  not  properly 
executed  until  after  Judgment  on  the  record,  no  request  having  been  made 
in  the  meantime  for  an  extension  of  time  for  filing  the  statement 

Appeal  from  Examiner  of  Interferences. 

Messrs.  Whiteley  c&  Ruchman  for  Collins. 

Messrs,  Paul  <&  Paul  for  Owens. 
CouLSTON,  Acting  Commissioner: 

The  party  Collins  has  appealed  from  a  decision  of  the  Examiner 
of  Interferences  denying  a  motion  to  reopen  the  interference  and 
^ceive  and  file  a  preliminary  statement. 
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The  interference  was  declared  on  March  16,  1920.  The  time  fixed 
for  filing  preliminary  statements  was  April  19,  1920.  On  the  23d 
of  April,  1920,  an  order  to  show  cause  why  judgment  should  not  be 
rendered  against  him  was  issued  against  Collins,  who  had  not  up  to 
that  time  filed  a  preliminary  statement.  He  was  given  imtil  May 
24,  1920,  to  reply  to  such  order.  No  response  was  received  to  this 
order,  and  on  May  28,  1920,  judgment  on  the  record  was  rendered 
in  favor  of  the  senior  party,  Owens,  and  the  limit  of  appeal  was  set 
for  June  28,  1920.  On  the  26th  of  June,  1920,  before  the  limit  of 
appeal  had  expired,  a  motion  to  reopen  and  file  a  preliminary  state- 
ment was  presented.  The  granting  of  this  motion  was  opposed  by 
the  party  Owens  and  was  denied  by  the  Examiner  of  Interferences 
on  the  ground  that  due  diligence  had  not  been  shown  in  an  effort  to 
procure  a  statement  from  the  party  Collins  himself,  in  the  prepara- 
tion and  submission  of  a  statement  by  the  assignee  of  Collins,  and  in 
applying  to  the  Patent  Office  for  an  extension  of  time  within  which 
to  file  the  statement  when  it  became  apparent  that  one  would  not  be 
filed  within  the  time  prescribed. 

Accompanying  the  motion  to  reopen  and  file  the  preliminary  state- 
ment was  a  statement  executed  by  one  Thorbus,  an  official  of  the 
Bichardson  Grain  Separator  Company,  Minneapolis,  Minn.,  the  as- 
signee of  the  Collins  application,  as  well  as  an  affidavit  by  Thorbus 
purporting  to  explain  the  delay,  an  affidavit  by  a  physician,  one 
Jones,  setting  forth  that  Thorbus  had  been  ill,  and  an  affidavit  by 
Ruckman,  one  of  CoUins's  attorneys,  setting  forth  his  part  in  the 
transaction. 

The  Ruckman  affidavit  recites  that  shortly  after  the  receipt  of  the 
notice  of  the  declaration  of  the  interference  information  was  con- 
veyed to  an  official  of  the  Richardson  Grain  Separator  Company 
relative  to  the  necessity  of  submitting  a  preliminary  statement,  and 
affiant  was  informed  that  Mr.  Thorbus  of  the  company  was  the  only 
one  who  could  furnish  the  required  information.  Thorbus  at  that 
time  was  reported  to  be  traveling  in  the  West  for  his  health.  The 
affidavit  of  Jones  sets  forth  that  as  Thorbus's  physician  he  had  advised 
Thorbus  to  make  a  Western  trip.  The  Ruckman  affidavit  further 
avers  that  a  preliminary  statement  was  prepared  and  forwarded  to 
Thorbus  at  Bend,  Oreg.,  on  March  23,  1920;  that  on  May  10,  1920, 
another  preliminary  statement  was  sent  to  Thorbus  at  the  Hotel 
Stewart,  San  Francisco,  Calif.,  in  view  of  information  received  from 
the  Richardson  Grain  Separator  Company  that  Mr.  Thorbus  was  at 
that  address;  that  the  statement  so  transmitted  was  accompanied  by 
a  letter  advising  Thorbus  that  the  statement  should  be  signed  inune- 
diately,  acknowledged  before  a  notary,  and  returned  to  the  attorney 
for  filing  in  the  Patent  Office;  that  on  June  2, 1920,  the  Richardson 
Grain  Separator  Company  notified  the  affiant  that  Thorbus  had  re- 
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turned  the  statement  signed,  but  not  acknowledged  before  a  notary, 
and  that  thereupon  the  employees  of  the  company  were  urged  to  get 
in  touch  with  Mr.  Thorbus  and  obtain  the  preliminary  statement 
properly  sworn  to,  but  that  this  was  not  done  until  June  17,  1920. 
It  is  the  statement  executed  on  the  last-mentioned  date  which  has  been 
filed  in  connection  with  the  motion  to  reopen. 

The  Thorbus  affidavit  sets  forth  that  Collins  in  the  spring  of  1917 
left  the  employ  of  the  Richardson  Grain  Separator  Company  and 
that  his  whereabouts  are  unknown  to  the  affiant ;  that — 

the  affiant  and  others  connected  with  the  Richardson  Grain  Separator  Company 
made  diligent  effort  to  determine  the  whereabouts  of  said  Harry  E.  CoUins, 
without  avail. 

This  is  the  only  statement  or  showing  submitted  to  account  for  the 
failure  to  obtain  a  statement  from  Collins  himself.  It  is  noteworthy 
that  it  does  not  recite  a  single  fact  upon  which  a  conclusion  can  be 
based  that  a  diligent  effort  to  locate  Collins  had  been  made.  It  does 
not  state  specifically  who,  except  the  affiant,  made  the  alleged  efforts^ 
nor  does  it  state  when  such  efforts  were  made.  As  appears  elsewhere 
in  the  affidavit,  at  the  time  this  interference  was  declared  the  affiant 
Thorbus  was  on  a  Western  trip,  seeking  to  recuperate  his  health. 
It  is  not  apparent  that  at  this  time  he  did  or  could  have  made  any 
effort  to  locate  the  whereabouts  of  Collins.  As  stated  above,  the  affi- 
davit does  not  set  forth  what  efforts  others  connected  with  the 
Kichardson  Grain  Separator  Company  made  or  when  they  naade 
them.  In  view  of  the  fact  that  the  Collins  application  was  involved 
in  a  previous  interference  in  the  middle  of  the  year  1919  and  that 
Thorbus  filed  the  preliminary  statement  at  that  time  on  behalf  of 
Collins  it  is  at  least  inferable  that  the  diligent  effort  to  locate  Col- 
lins to  which  affiant  Thorbus  refers  was  an  effort  made  in  1919  and 
not  in  1920  in  connection  with  the  submission  of  the  present  state- 
ment. I  think  that  due  diligence  required  that  a  renewed  effort 
should  have  been  n^de  by  Thorbus  or  some  other  member  of  the 
assignee  company  to  locate  Collins  at  the  time  when  it  was  notified 
by  the  attorney  in  the  Collins  case  of  the  necessity  of  filing  a  prelimi- 
nary statement  in  this  interference.  It  was  not  sufficient  for  the  as- 
signee company  to  conclude  that  because  Collins  could  not  be  found 
a  year  ago  his  whereabouts  could  not  be  ascertained  a  year  later. 
Furthermore,  the  mere  conclusion  of  the  affiant  Thorbus  that  the 
effort  to  locate  Collins,  whenever  it  transpired,  involved  an  exercise 
of  due  diligence  will  not  alone  suffice.  The  Office  and  not  the  affiant 
should  be  the  judge  of  whether  due  diligence  was  exercised  in  an 
attempt  to  comply  with  the  requirements  of  the  situation. 

But  passing  the  question  of  whether  due  effort  was  made  to  obtain 
a  statement  from  Collins  personally,  I  am  satisfied  that  the  Examiner 
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of  Interferences  was  right  in  ruling  that  Thorbus  himself  did  not 
exercise  due  diligence  in  submitting  a  preliminary  statement  in  lieu 
of  Collins.  Admittedly  a  statement  properly  prepared  and  accom- 
panied by  instructions  as  to  signature  and  due  execution  before  a 
notary  public  reached  Thorbus  in  San  Francisco,  Calif.  He  signed 
it,  but  did  not  execute  it,  as  directed,  and  I  am  unable  to  understand 
how  this  can  be  satisfactorily  explained  upon  any  theory  except  that 
of  negligence.  It  is  true  that  the  Thorbus  affidavit  and  that  of  his 
physician  Jones  set  forth  that  he  was  ill  and  on  a  journey  to  recuper- 
ate his  health.  However,  I  am  satisfied  that  if  he  was  physically 
able  to  make  the  trip  and  to  sign  his  name  to  the  statement  he  must 
have  had  sufficient  reserve  strength  to  have  taken  the  acknowledg- 
ment had  he  paid  any  attention  to  the  letter  and  business  in  hand. 
Furthermore,  he  ought  to  have  known  that  the  preliminary  statement 
had  to  be  acknowledged  before  a  notary,  because  he  had  himself  pre- 
pared one  a  year  before  in  this  very  application.  I  think  that  no 
acceptable  excuse  has  been  offered  for  the  failure  of  Thorbus  to 
promptly  prepare  and  submit  the  preliminary  statement,  which 
reached  him  in  San  Francisco  presumably  about  the  middle  of  May, 
1920,  having  been  mailed  on  the  10th  of  that  month. 

I  think  also  that  the  Examiner  of  Interferences  was  right  in 
ruling  that  application  should  have  been  made  to  the  Patent  Office 
for  an  extension  of  time  for  filing  a  preliminary  statement  when  it 
became  apparent  that  one  would  not  be  submitted  within  the  time 
fixed,  if  it  appeared  to  the  assignee  of  Collins  and  his  attorneys  that 
it  was  desirable  that  such  a  statement  should  be  filed.  Stich  an  appli- 
cation, accompanied  by  a  reasonable  showing  of  the  difficulties  in- 
volved in  obtaining  a  statement  and  of  due  effort  made  to  secure 
one,  would  probably  have  averted  the  judgment.  This  course,  how- 
ever, was  not  followed.  Judgment  was  entered  and  practically  the 
whole  time  allowed  for  appeal  permitted  to  expire  before  this  motion 
to  reopen  was  submitted. 

A  good  deal  has  been  said  in  the  brief  filed  on  behalf  of  Collins 
about  permitting  a  technical  judgment  to  control  the  rights  of  the 
parties  and  about  the  case  being  determined  without  a  decision  on 
its  merits.  All  of  this  is  set  forth  as  being  in  the  nature  of  a 
^Teat  wrong  to  Collins  and  a  result  that  should  be  impossible  to 
obtain.  I  do  not  so  view  the  situation.  The  party  Owens  has  some 
rights  in  the  matter,  and  it  is  a  fair  presumption  that  he  may  be 
proceeding  with  an  exploitation  of  his  invention.  After  the  judg- 
ment was  entered  he  may  very  well  have  made  arrangements  with 
third  parties  for  an  interest  in  his  invention  or  made  investments 
with  reference  thereto  which  he  would  not  have  made  had  the  judg- 
ment not  been  entered. 


Digitized  by 


Google 


80  DECISIONS  OF  THE  COMMISSIONER  OF  PATENTS,  1920. 

There  is  also  a  further  consideration  to  be  borne  in  mind  under 
such  circumstances — namely,  that  it  is  incumbent  upon  this  Office  to 
terminate  the  prosecution  of  contests  of  this  character  as  expedi- 
tiously as  possible  in  order  that  the  rights  of  all  litigants  may  receive 
due  consideration  and  a  reasonably  prompt  disposition.  The  rules 
governing  interference  procedure  are  liberal  and  offer  parties  in- 
volved every  opportunity  for  taking  the  necessary  steps  to  preserve 
their  rights.  The  party  Collins  was  accorded  every  privilege  pro- 
vided by  the  rules  and  made  no  application  within  the  times  pre- 
scribed for  the  performance  of  certain  acts  for  any  extension  or 
modification  of  the  application  of  the  rules  under  wMch  the  contest 
was  proceeding.  The  case  went  regularly  to  judgment,  and  the  only 
showing  that  is  now  made  as  to  why  that  judgment  should  not  stand 
is  that  the  party  in  interest  went  about  obtaining  a  preliminary  state- 
ment in  what  appears  to  me  to  have  been  a  thoroughly  negligent 
manner. 

The  decision  of  the  Examiner  of  Interferences  denying  the  motion 
to  reopen  the  interference  and  admit  tJie  prelimmary  statement  is 
affirmed. 

Aberorombie  v.  RiNGEii  V.  Angibr  v.  Tatlor  and  Hepp. 

Decided  March  12, 1920. 

281  O.  G.,  411. 

Patents — Public-Use  Proceedings — ^Reopening  to  Take  Fubtheb  Testimony. 
In  pubUc-use  Investigations  the  pubUc,  the  Patent  Office,  and  all  parties 
concerned  have  a  common  interest  in  seeing  to  it  that  an  invalid  patent 
shall  not  issue.  In  such  cases  the  same  degree  of  diligence  is  not  required 
to  be  shown  in  the  discovery  of  evidence  in  order  to  reopen  the  proceedings 
for  the  talcing  of  further  testimony. 

Public-use  proceedings.    Order. 

Mr.  Nicholas  M,  GoodUtt  for  Abercrombie. 

Mr.  Frederick  C.  Fischer  for  Eingel. 

Messrs.  Emery ^  Booths  Janney  c&  Vamey  for  Angier. 

Mr.  Watson  E.  Colemaai  for  Taylor  and  Hepp. 

CouLSTON,  Assistant  Commissioner: 

Before  proofs  could  be  taken  in  this  interference  the  junior  party, 
Abercrombie,  brought  a  motion  for  the  institution  of  public-use  pro- 
ceedings to  establish  a  bar  to  the  grant  of  a  patent  to  any  of  the 
parties  with  claims  corresponding  to  the  counts  of  the  issue.  This 
motion  was  granted  and  testimony  was  taken  by  Abercrombie  and 
reply  testimony  by  the  senior  party,  Taylor  and  Hepp.  The  inter- 
mediate parties,  Kingel  and  Angier,  took  no  part.  In  accordance 
with  the  usual  procedure  this  testimony,  when  submitted  to  the  Pat- 
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ent  Office,  was  referred  to  the  Primary  Examiner  for  consideration, 
and  he  rendered  a  decision  holding  that  a  case  of  public  use  had  not 
been  established. 

All  of  the  junior  parties,  Abercrombie,  Bingel,  and  Angier,  have 
now  presented  motions  for  reopening  the  public-use  proceedings  for 
the  purpose  of  taking  additional  testimony  to  establish  the  alleged 
bar  of  public  use.    These  motions  are  opposed  by  Taylor  and  Hepp. 

In  support  of  the  motion  of  Abercrombie  a  large  quantity  of  cor- 
respondence taken  from  the  files  of  the  Arkell  Safety  Bag  Company 
is  submitted,  together  with  affidavits  by  Edwin  D.  Greene,  vice- 
president  of  that  company ;  H.  W.  Jordan  and  Robert  Croasdale,  of 
the  Solvay  Process  Company,  of  Syracuse,  with  which  the  Arkell 
Safety  Bag  Company  did  business,  and  by  O.  B.  Mitcham,  a  retired 
colonel  of  the  United  States  Army,  who  in  1902  was  an  ordnance 
officer  detailed  to  inspect  the  manufacture  of  picric  acid  by  the  Sol- 
ray  Process  Company,  and  others,  setting  forth  facts  which,  if  estab- 
lished by  testimony,  would  appear  to  be  not  only  relevant  to  the  ques- 
tion of  public  use,  but  sufficient  to  supply  defects  in  the  earlier  testi- 
mony which  the  Examiner  advanced  as  the  grounds  for  his  ruling 
that  a  case  of  public  use  had  not  been  established.  The  opposing 
parties  to  the  present  motions,  Taylor  and  Hepp,  have  not  contested 
the  relevancy  or  sufficiency  of  the  facts  set  out  in  the  affidavits  and 
correspondence  above  referred  to  as  filed  in  connection  with  this 
motion.  Their  opposition  is  based  solely  on  the  ground  that  the 
party  Abercrombie  could  have  discovered  originally  the  testimony 
which  the  moving  parties  now  seek  to  present  as  further  proof  by  an 
exercise  of  reasonable  diligence.  In  reply  to  this  contention  Aber- 
crombie has  filed  an  affidavit  setting  forth  that  he  personally  had  no 
knowledge  of  the  existence  of  the  additional  evidence  now  sought  to 
be  adduced,  and  the  other  moving  parties  have  taken,  by  way  of 
argument,  a  similar  position.  Counsel  for  Abercrombie  admitted, 
however,  at  the  hearing  that  had  investigation  been  pushed  farther 
into  the  records  of  the  Arkell  Safety  Bag  Company,  which  has  an 
interest  in  Abercrombie's  application,  this  new  evidence  could  have 
been  discovered. 

A  public-use  investigation  is  soifiewhat  different  in  its  nature  from 
the  usual  legal  proceeding  between  opposing  parties.  It  is  an  in- 
vestigation in  which  all  concerned — the  public,  the  parties,  and  the 
Patent  Office — have,  at  least  theoretically,  a  common  interest  in  seeing 
to  it  that  an  invalid  patent  shall  not  issue.  Even  the  opposing  party, 
who  happens  here  to  be  the  senior  party,  cannot  be  assumed  to  be 
desirious  of  obtaining  a  patent  which  may  be  found  to  be  invalid, 
and  in  a  case  such  as  this,  where  the  showing  presented  as  to  the 
character  of  the  proofs  which  it  is  proposed  shall  be  taken,  is  such 
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as  to  make  it  appear  that  if  such  proofs  are  taken  it  is  probable  that 
the  invention  claimed  will  be  shown  to  have  so  long  been  in  pubUc 
use  that  it  is  not  patentable  the  interests  of  the  parties,  the  duty  of 
the  Commissioner  of  Patents,  and  the  public  interest  become  para- 
mount. Under  such  circumstances  a  somewhat  less  strict  application 
of  the  rule  of  procedure  governing  motions  to  reopen  decided  cases 
becomes  justifiable. 

I  shall  grant  the  motions  of  the  three  junior  parties  to  reopen  this 
case  for  the  taking  of  additional  proofs  to  establish  public  use ;  but 
inasmuch  as  it  was  admitted  at  the  hearing  that  the  intermediate 
parties,  Ringel  and  Angier,  were  relying  upon  the  same  state  of  facts 
as  Abercrombie  and  inasmuch  as  they  have  previously  taken  no  testi- 
mony or  other  part  to  establish  public  use  the  times  assigned  within 
which  they  may  take  proofs  will  be  abbreviated  as  much  as  possible, 
on  the  assumption  that  they  will  probably  not  care  to  present  much, 
if  any,  proof  in  addition  to  that  taken  by  Abercrombie. 

The  times  for  taking  testimony  are  set  as  follows:  Testimony-in- 
chief  of  Abercrombie  to  close  April  12,  1920 ;  testimony-in-chief  of 
Ringel  to  close  April  19,  1920 ;  testimony-in-chief  of  Angier  to  close 
April  26, 1920;  testimony  of  Taylor  and  Hepp  to  close  May  26, 1920; 
rebuttal  testimony  of  Angier  to  close  June  2, 1920 ;  rebuttal  testimony 
of  Kingel  to  close  June  8, 1920 ;  rebuttal  testimony  of  Abercrombie  to 
close  June  23, 1920,  all  testimony  to  close  on  July  28,  1920. 

All  motions  must  be  made  before  the  Commissioner. 

Proceedings  in  the  interference  are  suspended  pending  the  final 
determinaUon  of  the  question  of  public  use. 


Abercrokbie  V,  Ringel  v.  Angier  v.  Tayix)r  and  Hepp. 

Decided  September  22,  1920, 

281  O.  G.,  573. 

Patent — Public-Use  Pboceedings — Oral  Inteb  Pastes  Hearing. 

In  public-use  proceedings  ordinarily  an  oral  inter  paries  hearing  will  not 
be  given,  but  briefs  may  be  filed,  {in  re  Taumsend,  C.  D.,  1913,  55;  188 
O.  G.,  513;)  but  where  the  Interested  parties  are  Involved  In  an  Interfer- 
ence proceeding,  suspended  for  the  purpose  of  Investigating  public  use,  so 
that  all  parties  have  access  to  the  applications  of  all  the  other  parties,  an 
oral  inter  partes  hearing  will  be  permitted. 

Mr.  Nicholas  M,  Goodlett  for  Abercrombie. 

Mr.  Frederick  C.  Fischer  for  Ringel. 

Messrs.  Emery ^  Booths  Janney  <&  Vamey  for  Angier. 

Mr.  Watson  E.  Coleman  for  Taylor  and  Hepp. 

CorLSTON,  First  Assistant  Commissioner: 

On  August  6, 1920, 1  entered  an  order  in  this  case  to  the  eflfect  that 
no  oral  inter  partes  hearing  would  be  held,  but  that  briefs  might  be 
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filed  by  the  respective  parties  on  or  prior  to  September  21,  1920, 
with  reference  to  the  testimony  taken  in  the  public-use  proceedings, 
in  accordance  with  the  practice  of  in  re  Townaend^  (C.  D.,  1913,  55 ; 
188  O.  G.,  513.)  Following  this  order  the  party  Abercrombie  has 
filed  a  motion  asking  that  an  inter  partes  hearing  be  had  before  the 
Law  Examiner.  This  motion  is  opposed  by  the  parties  Taylor  and 
Hepp. 

The  practice  of  refusing  inter  partes  hearings  in  public-use  cases 
and  limiting  the  proponent  in  those  cases  to  the  mere  filing  of  briefs 
is  set  forth  not  only  in  in  re  Townsend^  but  in  in  re  Henry ^  (C.  D., 
1909,  40;  140  O.  G.,  508.)  Having  given  consideration  to  the  Aber- 
crombie motion  in  the  light  of  these  decisions,  it  appears  to  me  that 
this  case  is  distinguishable  from  the  authorities  mentioned  in  that 
in  this  instance  the  parties  are  at  this  stage  involved  in  an  inter- 
ference, each  of  them  having  access  to  all  the  others'  applications, 
whereas  in  those  cases  the  applicants  involved  were  in  an  ex  parte 
stage.  If  the  testimony  taken  establishes  public  use,  presumably  all 
of  the  applications  involved  in  the  interference  will  ultimately  be 
rejected  in  view  thereof.  Before  that  action  would  be  taken,  how- 
ever, the  interference  would  be  dissolved,  and  until  it  is  dissolved  it 
would  seem  that  all  proceedings  in  it  should  be  inter  partes. 

If  at  this  time  there  were  a  motion  in  the  case  by  one  of  the  parties 
asking  dissolution  on  the  ground  that  the  claims  are  unpatentable 
to  any  of  the  parties  because  of  testimony  taken  establishing  public 
use,  I  have  no  doubt  that  it  would  be  referred  to  the  Law  Examiner 
for  decision  after  a  hearing  at  which  all  parties  would  be  entitled 
to  be  present  and  take  part.  The  absence  of  such  a  motion  does  not 
make  inappropriate  a  direction  that  this  proceeding  shall  follow  that 
course  which  seems  to  be  best  adapted  for  the  disposal  of  this  case 
while  the  interference  continues. 

Accordingly  the  order  of  August  5,  19^0^  is  vacated  and  a  date 
of  an  inter  partes  heari?ig  before  the  Law  Examiner  is  fixed  for 
October  15. 1920. 


Ex  PARTE  LaCEY. 

Decided  October  21,  1920, 

281  O.  G.,  573. 

Patents — ^Final  Fee  Paid  More  Than  Six  Months  After  Notice  of  Allow- 
ance OF  Application. 
W^here  the  Office  records  indicate  tliat  a  notice  of  allowance  of  an  appli- 
cation was  mailed  on  a  certain  date,  the  Commissioner  has  no  authority 
to  receive  a  final  fee  paid  more  than  six  months  thereafter,  upon  affidavits 
that  such  notice  was  not  received.    The  law  (sec.  4885,  Rev.  Stats.)  does 
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not  require  that  the  notice  shall  have  been  received  by  the  applicant,  but 
merely  that  it  should  be  sent  to  him. 

On  Petition. 

FUEIHJIL  BUBI7EB. 

Messrs,  C.  A.  Snow  <&  Co,  for  the  applicant. 

CouLSTON,  First  Assistant  Commissioner: 

Twenty  (20)  dollars  have  been  tendered  as  a  final  fee  in  the  above- 
'entitled  application  on  October  20, 1920,  more  than  six  months  after 
the  records  in  the  application  show  that  it  was  allowed.  Accompany- 
ing the  letter  transmitting  the  fee  are  affidavits  by  persons  associated 
with  the  firm  of  attorneys  who  prosecuted  the  application  saying 
that  notice  of  allowance  in  this  application  was  never  received  by 
them.  The  application  file  contains  a  regular  notice  of  allowance, 
and  the  face  of  the  file  carries  the  usual  indorsement  of  such  notice 
as  of  the  date  of  March  22,  1920.  The  fact  that  the  attorneys  may 
not  have  received  the  notice  of  allowance  does  not  establish  that  such 
notice  was  not  mailed.  The  Office  record  appearing  regular  and 
indicating  that  such  notice  of  allowance  was  mailed,  it  is  thought 
the  Commissioner  has  no  authority  to  receive  the  final  fee  in  this 
case.  Section  4885,  Revised  Statutes,  requires  that  the  final  fee  shall 
be  paid — 

not  later  than  six  months  from  the  time  at  which  the  application  was  passed 
and  allowed  and  notice  thereof  was  sent  to  the  applicant. 

The  law  does  not  require  that  the  applicant  shall  receive  the  notice, 
but  merely  that  it  should  be  sent  to  him. 

In  the  absence  of  proof  that  the  notice  in  this  case  was  not  sent  the 
application  must  he  held  to  he  forfeited.  This  conclusion  is  in  ac- 
cordance with  the  ruling  in  the  decision  ex  parte  Haesler  and  Taylor 
(C.  D.,  1902,  474;  101  O.  G.,  2826;)  and  the  decision  ex  parte  Pieper^ 
(C.  D.,  1905,  102;  115  O.  G.,  1063.) 


PoPEL-GHiLER  Co.,  Inc.,  v,  Berghoff  Brewing  Ass'n. 

Decided  March  10,  1920. 

281  O.  G.,  789. 

Trade-Marks — Beer  and  Beverage  Composed  in  Part  of  Malt  and  Containing 
Less  Than  One-Half  of  One  Per  Cent,  of  Alcohol  of  Same  Descrip- 
tive Properties. 
Beer  and  a  beverage  composed  in  part  of  malt  and  containing  less  than 
one-half  of  one  per  cent,  of  alcohol  were  considered  of  the  same  descriptive 
properties  prior  to  the  enactment  of  the  prohibition  laws.     {Independent 
Breweries  Co.,  C.  D.,  1912,  559 ;  182  O.  G.,  251 ;  39  App.  D.  C,  118,)  and  the 
enactment  of  such  laws  does  not  furnish  any  basis  for  a  different  ruling. 

Appeal  from  Examiner  of  Interferences. 
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TBADE-MABK  FOB  NON-INTOXICATIIVO  BEVERAGE. 

Mr.  Arthur  E.  Wdllcxe  for  the  Popel-Giller  Co.,  Inc. 
Mr.  Edward  H.  Merritt  for  the  Berghoflf  Brewing  Ass'n. 

CouLSTON,  Assistant  Commissioner: 

The  Berghoflf  Brewing  Ass'n,  the  senior  party  to  the  above-entitled 
interference,  has  appealed  from  the  decision  of  the  Examiner  of 
Interferences  adjudging  that  the  Popel-Giller  Co.,  Inc.,  is  entitled 
to  register  the  mark  for  which  it  has  made  application  and  that  the 
Berghoflf  Brewing  Ass'n  is  not  entitled  to  register  the  mark  for 
which  it  has  made  application. 

The  mark  of  the  Popel-Giller  Co.,  Inc.,  is  the  word  "  Burg,"  which 
it  seeks  to  register  for  a — 
noD-intoxicatlng,  non-alcoholic  cereal  maltless  beverage  sold  as  a  soft  drink. 

and  the  mark  of  the  Berghoflf  Brewing  Ass'n  is  the  word  "  Bergo," 
which  it  seeks  to  register  for  a — 

non-alcoholic,  maltless  cereal  beverage,  sold  as  a  soft  drink. 

There  is  no  contention  that  either  these  marks  or  the  goods  "on 
which  they  are  used  are  dissimilar.  The  question  to  be  decided  is 
one  of  priority  of  adoption  and  use. 

If  reference  be  had  strictly  to  the  actual  marks  and  goods,  the 
award  must  go  to  the  Berghoflf  Brewing  Ass'n,  because  it  has  intro- 
duced testimony  establishing  the  adoption  and  use  of  its  mark 
"  Bergo  "  in  March  or  April,  1917,  which  was  considerably  prior  to 
the  time  when  the  Popel-Giller  Co.,  Inc.,  first  used  its  mark  "  Burg  " 
for  cereal  beverages,  such  first  use  by  it  being  shown  by  its  testimony 
as  in  June  or  July,  1918.  However,  it  appears  that  as  early  as 
March  or  April,  1916,  the  Popel-Giller  Co.,  Inc.,  was  using  the  mark 
'*  Burgmeister  "  on  cereal  beverages.  It  further  appears  that  a  num- 
ber of  its  customers  ordered  these  beverages  under  the  name  "  Burgo  " 
or  "  Burg  "  prior  to  the  adoption  by  the  Berghoflf  Brewing  Ass'n  of 
its  mark  "  Bergo."  The  testimony  of  the  Popel-Giller  Co.,  Inc.,  also 
establishes  that  it  had  used  the  mark  "  Burg  "  on  beer  since  1907. 

The  Court  of  Appeals  of  the  District  of  Columbia  held,  in  the 
case  of  in  re  Independent  Breweries  Company^  (C.  D.,  1912,  559; 
182  0.  G.,  251;  39  App.  D.  C,  118,) 'that  beer  and  a  beverage  com- 
posed in  part  of  malt  and  containing  less  than  one-half  of  one  per 
cent,  of  alcohol  are  goods  of  the  same  descriptive  properties.  I  do 
not  see  that  a  mere  change  in  legislation  can  alter  the  fact  of  simi- 
larity between  goods.  If  beer  and  non-alcoholic  cereal  beverages 
were  similar  before  prohibition  laws  were  generally  enacted  through- 
out the  country,  they  are  similar  still.  Being  similar,  I  think  that 
the  trade-mark  right  which,  so  far  as  this  record  appears,  the  Popel- 
Giller  Co.,  Inc.,  had  acquired  of  the  use  of  the  word  "  Burg "  for 
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beer  entitles  it  to  extend  the  use  of  that  mark  to  non-alcoholic  non- 
intoxicating  cereal  beverages  of  the  character  for  which  it  has  now- 
made  application  for  registration ;  but  I  do  not  think  that  its  use  of 
the  word  "  Burgmeister  "  on  cereal  beverages  prior  to  the  adoption 
by  the  Berghoff  Brewing  Ass'n  of  its  mark  "  Bergo  "  for  the  same 
class  of  goods  affords  a  sufficient  basis  for  the  judgment  below — that 
the  Popel-Giller  Co.,  Inc.,  is  entitled  to  the  registration  of  the  mark 
for  which  it  has  made  application. 
The  decision  of  the  Examiner  of  Interferences  is  affirmed. 


MOTER  V.  AnGLADA. 

Decided  November  5, 1920, 
281  O.  G.,  789. 

1.  EVEDENCE — ^Admissibility — Testimony  Taken  in  a  Pbior  Interference. 

The  testimony  taken  in  a  prior  interference  of  witnesses  called  in  belialf 
.  of  one  of  the  parties  cannot  be  admitted  in  a  pending  interference  between 
the  same  parties  for  the  purpose  of  impeaching  them  where  proper  founda- 
tion was  not  laid  therefor  by  confronting  them  with  the  previous  testimony. 

2.  Same — ^Admission  of  Testimony  of  Party  to  Proceedings  Taken  at  Former 

Trial. 
Where  a  party  to  an  interference  is  not  called  upon  to  testify,  his  testi- 
mony taken  in  a  prior  interference  between  the  same  parties  may  be  ad- 
mitted as  an  admission  on  his  part,  and  it  is  not  material  that  the  appllca- 
tion  is  assigned,  since  the  assignee  stands  upon  the  same  footing  as  the 
assignor. 

Appeal  on  Motion. 

vehicle-wheel  rim. 

Messrs  Watson^  Coit,  Morse  dc  Grindle  for  Moyer. 
Mr,  Arthur  William  Nelson  for  Anglada. 

Whitehead,  C orrmhissioner : 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Interfer- 
ences denying  Anglada's  motion  for  permission  to  introduce  in  this 
case  testimony  taken  in  a  prior  interference,  No.  38,695. 

The  motion  was  properly  denied  in  so  far  as  it  concerns  the  testi- 
mony of  Loomis  and  Ridge,  since  it  does  not  appear  that  any  proper 
foundation  was  made  in  the  cross-examination  of  these  witnesses  for 
introducing  the  testimony,  which,  it  is  alleged,  is  for  the  purpose  of 
impeaching  them.  It  does  not  appear  that  they  were  confronted  with 
the  testimony  in  the  prior  interference  or  given  an  opportunity  to 
make  any  explanation  as  to  their  alleged  inconsistencies  or  contradic- 
tions. It  is  not  believed  that  the  party  Moyer  should  now  be  put  to 
the  expense  of  recalling  these  witnesses,  which  could  have  been 
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avoided  had  proper  notice  been  given  when  the  testimony  was  being 
taken. 

The  testimony  of  Moyer  himself,  it  is  thought,  stands  on  a  different 
footing.  Moyer  is  the  applicant  involved  in  this  interference,  and 
the  question  is  as  to  the  date  when  he  made  this  invention.  The  testi- 
mony which  it  is  sought  to  introduce  from  the  prior  interference  in- 
cludes a  statement  by  Moyer  with  reference  to  this  matter.  It  is  true 
that  Moyer  did  not  testify  in  this  interference,  and  therefore  the  testi- 
mony in  the  prior  interference  cannot  be  offered  for  the  purpose  of 
impeaching  him ;  but  it  is  thought  that  it  can  be  offered  as  an  admis- 
sion on  his  part.  (Wigmore  on  Evidence,  sec.  1048.)  The  fact  that 
Moyer  has  assigned  his  application  and  the  interference  is  being  con- 
ducted by  the  assignee  is  not  material,  since  the  assignee  stands  upon 
the  same  footing  as  the  party  from  whom  it  derived  its  title. 

No  ruling  is  made  as  to  the  weight  to  be  given  to  this  testimony, 
which  is  a  question  for  the  consideration  of  the  Examiner  of  Inter- 
ferences in  the  first  instance. 

The  decision  of  the  Eximmier  of  Interferences  is  affirmed  in  so  far 
as  the  testimony  of  Ridge  and  Loomis  is  concerned^  hut  reversed  in 
so  far  as  tJie  testirn/my  of  Moyer  is  concerned. 


Digitized  by 


Google 


Digitized  by 


Google 


OPINIONS 

OF   THE 

SOUCITOR 

AND  OF  THE 

ATTORNEY  GENERAL, 

1920. 


[OPINION  OF  THE   SOLICITOR  OF  THE  DEPARTMENT  OF  THE 

INTERIOR.] 

CJONSTRUCTION  OF  THE  AcT  OF  MaRCH  19,  1920. 

Decided  July  IS,  1920. 

277  O.  G^  181. 

1.  Tradk-Masks — Act  of  Mabch  19,  1920,  Construed — ^Markb  Reoisterable 

Under  Act  of  1906  Not  Reoisterable  Under  Section  (6). 

Marks  which  are  registerable  under  the  Trade-Mark  Act  of  February  20, 
1905,  are  not  registerable  under  section  (&)  of  the  act  of  March  19, 1920. 

2.  Same — Same — Maeks  Not  Registebabie  Under  Section  (6). 

In  the  act  of  March  19, 1920,  providing  that  the  Commissioner  shall  keep 
a  register  of  "(&)  all  other  marks  not  registerable  under  the  act  of  February 
20,  1905,  as  amended,  except  those  specified  in  paragraphs  (a)  and  (6)  of 
section  5  of  that  act,"  etc.,  the  provision  "  except  those  specified  in  para- 
graphs (a)  and  (&)"  was  intended  to  include  those  scheduled  under  (a)  as 
consisting  of  or  comprising  immoral  and  scandalous  matter  and  those 
scheduled  under  (&),  consisting  of  or  comprising  the  flag  or  coat-of-arms 
or  other  insignia  of  the  United  States,  States,  municipalities,  or  foreign 
nations  and  designs,  etc.,  adopted  by  fraternal  and  other  societies. 
8.  Same — Same — Proviso  Clause  of  Section  1  (&)  Construed. 

The  proviso  clause  of  section  1  (&)  of  the  act  of  March  19,  1920,  con- 
strued as  if  it  read:  "Provided,  That  trade-marks  which  are  so  nearly 
identical  with  a  known  trade-mark  owned  and  used  in  Interstate  and  foreign 
commerce,  or  commerce  with  the  Indian  tribes  by  another  and  appropriated 
to  merchandise  of  the  same  descriptive  properties  as  to  be  likely  to  cause 
confusion  or  mistake  in  the  mind  of  the  public  or  to  deceive  purchasers, 
shall  not  be  placed  on  this  register.'* 
4.  Same — ^Transfer  of  Filing  Fee  from  One  Application  to  Another. 

The  filing  fee  of  ten  dollars  paid  in  connection  with  an  application  filed 
under  the  act  of  February  20,  1905,  may  be  transferred  to  an  application 
for  registration  under  the  act  of  March  19,  1920. 

Department  of  the  Interior, 

Office  of  the  Solicitor, 
Washington,  D.  (7.,  July  IS,  1920. 
The  honorable  the  Secretary  of  the  Interior. 

Dear  Mr.  Secretary  :  By  letter  of  June  17, 1920,  the  Commissioner 
of  Patents  requested  my  opinion  respecting  certain  questions  arising 
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under  the  recent  act  of  March  19,  1920,  (Public  No.  163,)  entitled 
"An  Act  to  Give  effect  to  Certain  Provisions  of  the  Convention  for 
the  Protection  of  Trade-Marks  and  Commercial  Names,  Made  and 
Signed  in  the  City  of  Buenos  Aires,  in  the  Argentine  Republic, 
August  20,  1910,  and  for  other  Purposes." 
Section  1  of  said  act  provides : 

That  the  Commissioner  of  Pateots  shall  keep  a  register  of  (a)  all  marks  com- 
municated to  him  by  the  international  bureaus  provided  for  by  the  Convention 
for  the  Protection  of  Trade-Marks  and  Commercial  Names,  made  and  signed 
in  the  city  of  Buenos  Aires,  in  the  Argentine  Republic,  August  20,  1910,  in 
connection  w^ith  which  the  fee  of  $50  gold  for  the  international  registration 
established  by  article  2  of  that  convention  has  been  paid,  v^hich  register  shall 
show  a  facsimile  of  the  mark;  the  name  and  residence  of  the  registrant;  the 
number,  date,  and  place  of  the  first  registration  of  the  mark,  including  the  date 
on  which  application  for  such  registration  was  filed  and  the  term  of  such 
registration,  a  list  of  goods  to  which  the  mark  is  applied  as  shown  by  the 
registration  in  the  country  of  origin,  and  such  other  data  as  may  be  useful 
concerning  the  mark. 

(b)  All  other  marks  not  reglsterable  under  the  act  of  February  20,  1905,  as 
amended,  except  those  specified  in  paragraphs  (a)  and  (&)  of  section  5  of  that 
act,  but  which  have  been  in  bona  fide  use  for  not  less  than  one  year  in  interstate 
or  foreign  commerce,  or  commerce  with  the  Indian  tribes  by  the  proprietor 
thereof,  upon  or  in  connection  with  any  goods  of  such  proprietor  upon  which  a 
fee  of  $10  has  been  paid  to  the  Commissioner  of  Patents  and  such  formalities 
as  required  by  the  said  Commissioner  have  been  complied  with :  Provided,  That 
trade-marks  which  are  identical  with  a  known  trade-mark  owned  and  used  in 
interstate  and  foreign  commerce,  or  commerce  with  the  Indian  tribes  by  another 
and  appropriated  to  merchandise  of  the  same  descriptive  properties  as  to  be 
likely  to  cause  confusion  or  mistake  in  the  mind  of  the  public  or  to  deceive 
purchasers,  shall  not  be  placed  on  this  register. 

The  questions  asked  are,  in  effect,  as  follows  : 

(1)  Whether  marks  registerable  under  the  act  of  February  20, 
1905,  can  be  registered  under  section  (&)  of  the  act  of  March  19, 
1920? 

(2)  What  is  the  scope  or  limitation  of  paragraph  (&)  of  section 
5  of  the  act  of  February  20,  1905,  (33  Eev.  Stat,  724,)  as  amended, 
when  considered  in  connection  with  the  interpretation  of  the  recent 
act? 

(3)  Whether  the  filing  fee  of  ten  dollars  paid  in  connection  with 
an  application  under  the  act  of  February  20, 1905,  may  be  transferred 
to  an  application  for  registration  under  the  act  of  March  19,  1920, 
or  must  a  new  fee  be  required? 

(4)  Must  a  trade-mark  be  "  identical "  with  a  known  trade-mark 
to  be  subject  to  rejection,  or  need  it  be  only  so  nearly  similar  to  a 
registered  or  known  trade-mark  to  justify  rejection? 

Section  5  of  the  said  act  of  February  20,  1905,  has  been  amended 
by  the  following  acts:  March  2,  1907,  (34  Rev.  Stat.,  1251;)  Febru- 
ary 18,  1911,  (36  Kev.  Stat.,  918;)  January  8,  1913,  (37  Rev.  Stat, 
649,)  and  section  9  of  the  recent  act,  now  under  consideration. 
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My  answer  to  the  first  qxiestion  is  in  the  negative,  as  no  reason  has 
been  called  to  my  attention,  and  I  see  none,  for  ignoring  the  express 
provision  of  this  law  that  the  (6)  register  shall  be  kept  for — 
all  other  marks  not  reglsterable  under  the  act  of  February  20, 1905,  as  amended, 
except  those  specified  in  paragraphs  (a)  and  (&)  of  section  5  of  that  act,  etc. 

The  doubt  pertaining  to  the  second  question  is  expressed  by  the 
Commissioner,  as  follows : 

Paragraph  (6)  after  referring  to  State,  national  or  society  Insignia  goes  on 
to  specif  what  marks  shall  not  be  registered  as  well  as  some  that  may  be 
registered.  Hence  the  act  Is  not  clear  as  to  what  Is  referred  to  in  para- 
graph (&). 

In  my  opinion  the  recent  act  of  March  19,  1920,  as  applied  to 
register  (&)  therein  provided  should  be  construed  as  if  it  more  spe- 
cifically read  as  follows : 

All  other  marks  not  reglsterable  under  the  act  of  February  20,  1905,  as 
amended,  except  those  specified  as  not  registerable  In  paragraphs  or  schedules 
(a)  and  (6)  of  section  5  of  that  act,  etc. 

This  is  the  plain  meaning  of  the  law,  as  it  was  undoubtedly  the 
intention  to  continue  to  deny  registration  to  those  marks  prohibited 
registration  by  paragraphs  or  schedules  {a)  and  (6)  of  section  5 
of  the  act  of  February  20,  1905.  In  other  words,  my  view  is  that 
register  (&)  provided  by  the  recent  act  is  not  intended  for  any  trade- 
mark registerable  under  any  part  of  the  act  of  February  20,  1905, 
nor  for  registration  of  any  mark  not  registerable  as  specified  in  para- 
graphs or  schedules  (a)  and  (6)  of  section  5  of  that  act.  The  doubt 
will  be  relieved  and  a  rational  construction  of  the  law  will  be  sub- 
served by  considering  the  reference  in  the  recent  act  to  "  paragraphs 
(a)  and  (6)"  of  section  5  of  the  amended  act  of  February  20,  1905, 
as  meaning  schedules  a  and  h  rather  than  paragraphs  strictly  and  as 
comprising  the  following  matters  specified  as  not  registerable,  viz : 

(a)  Consists  of  or  comprises  Immoral  or  scandalous  matter. 

(&)  Consists  of  or  comprises  the  flag  or  coat-of-arms  or  other  Insignia  of 
the  United  States  or  any  simulation  thereof,  or  of  any  State  or  municipality 
or  of  any  foreign  nation,  or  of  any  design  or  picture  that  has  been  or  may 
hereafter  be  adopted  by  any  fraternal  society  as  Its  emblem,  or  of  any  name, 
dlstlnguilshlng  mark,  character,  emblem,,  colors,  flag,  or  banner  adopted  by 
any  Institution,  organization,  club,  or  society  which  was  Incorporated  In  any 
state  in  the  United  States  prior  to  the  date  of  the  adoption  and  use  by  the 
applicant:  Provided,  That  said  name,  distinguishing  mark,  character,  emblem, 
colors,  flag,  or  banner  was  adopted  and  publicly  used  by  said  institution,  or- 
ganization, club,  or  society  prior  to  the  date  of  adoption  and  use  by  the  ap- 
plicant. 

This  was  the  evident  intention,  as  shown  by  the  congressional  hear- 
ings on  the  recent  act,  and  with  such  construction  a  field  will  exist 
for  the  operation  of  the  new  law ;  otherwise  none  would  remain. 

Eeplying  to  question  3, 1  can  see  no  objection  to  applying  the  fee 
paid  in  connection  with  an  application  under  the  old  law  to  an  ap- 
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plication  under  the  new  law.  The  amount  of  the  fee  is  the  same 
in  either  case,  and  it  would  seem  it  could  be  applied  in  perfecting  the 
registration  even  though  the  applicable  law  be  other  than  that  origi- 
nally invoked.  If  it  be  deemed  necessary  to  amend  the  application^ 
that  will  be  merely  a  detail  of  procedure. 

The  fourth  question  arises  from  the  language  of  the  proviso  to 
section  1  of  the  recent  act  above  quoted.  The  word  "  identical "  in 
its  strictest  sense  means  "exactly  alike"  or  "the  same  in  all  re- 
spects." It  is  apparent  that  the  word  cannot  properly  be  used  in 
this  sense  as  applied  in  two  different  objects,  because  it  is  axiomatic 
that  no  two  things  are  exactly  alike ;  but  the  word  is  sometimes  used 
more  loosely  to  mean  very  similar  or  the  same  in  essential  character- 
istics. I  have  no  doubt  that  it  is  to  be  so  understood  in  this  case. 
The  language  of  the  said  proviso  would  perhaps  justify  the  conclu- 
sion that  a  comparative  term,  such  as  "  so  nearly,"  was  intended  to 
accompany  the  positive  term  "identical,"  so  as  to  harmonize  with 
the  further  expression  "  as  to  be  likely  to  cause  confusion  or  mistake 
in  the  mind  of  the  public  or  to  deceive  purchasers."  This  view  is 
strongly  supported  by  a  similar  provision  contained  iii  the  act  of 
1905,  which  prohibits  registration  of  names  identical  or  which  so 
nearly  resemble  a  registered  or  known  trade-mark  as  to  be  likely 
to  cause  confusion,  etc. 
Cordially  yours, 

Charles  D.  Mahaffie, 

Solicitor. 


[OPINION  OF  THE  ATTORNEY-GENERAL.] 

Construction  of  the  Act  of  March  3, 1883. 

Decided  March  22,  1920, 

274  O.  G.,  406. 

Patents — Statutes — ^Acr  of  Mabch  3,  1883,  Constbuicd. 

When  a  patent  Issues  under  the  provisions  of  the  act  of  March  8.  1888, 
(22  Rev.  Stat.,  603,)  authorizing  the  Secretary  of  the  Interior  and  the  Com- 
missioner of  Patents  to  grant  patents  without  the  payment  of  any  fee  to  offi- 
cers of  the  Government,  except  officers  and  employees  of  the  Patent  Office,  no 
dedication  to  the  public  results,  but  any  person  in  the  United  States,  in- 
cluding governmental  officers  and  employees,  may  use  the  invention  dis- 
closed In  the  patent  without  the  payment  of  royalty,  provided  the  iise  bo 
in  the  prosecution  of  work  for  the  Federal  Government. 

Department  of  Justice, 
Washington^  D.  C.^  March  22^  1920. 
Sir  :  This  is  in  compliance  with  your  request  of  November  24, 1911)^ 
for  my  opinion  as  to  whether  or  not  the  act  of  March  8,  1883,  (22 
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Eev.  Stat.,  603,)  operates  to  dedicate  to  the  public  inventions  dis- 
closed in  patents  issued  thereunder. 
The  act  reads : 

The  Secretary  of  the  Interior  and  the  Commissioner  of  Patents  are  author- 
ized to  grant  any  officer  of  the  Qovernment,  except  officers  and  employees  of  the 
Patent  Office,  a  patent  for  any  invention  of  the  classes  mentioned  in  section 
forty-eight  hundred  and  eighty-six  of  the  Revised  Statutes,  when  such  invention 
Is  used  or  to  be  used  in  the  public  service,  without  the  payment  of  any  fee: 
Provided,  That  the  applicant  in  his  application  shall  state  that  the  invention 
described  therein,  if  patented,  may  be  used  by  the  Government  or  any  of  its 
officers  or  employees  in  the  prosecution  of  work  for  the  Government,  or  by  any 
other  person  in  the  United  States,  without  the  payment  to  him  of  any  royalty 
thereon,  which  stipulation  shall  be  included  in  the  patent. 

It  is  my  opinion  that  when  a  patent  issues  under  the  provisions  of 
this  act  no  dedication  to  the  public  results,  but  that  any  person  in  the 
United  States,  including  governmental  oflScers  and  employees,  may 
use  the  invention  disclosed  in  the  patent  without  the  payment  of 
royalty,  provided  the  use*  be  in  the  prosecution  of  work  for  the 
Federal  GoTernment.  This  conclusion  is  in  accord  with  that  reached 
by  the  Judge- Advocate  General  of  the  Army  in  his  opinion  dated 
November  30, 1918.     (C.  D.,  1919, 133 ;  260  O.  G.,  733.) 

As  far  as  I  can  learn  no  court  has  passed  upon  this  question,  and 
diligent  search  of  the  records  of  Congress  in  an  effort  to  find  some 
expression  of  the  intent  of  this  act  in  records  of  debate  or  minutes  of 
committee  has  been  unavailing.  Consequently  I  have  recourse  only 
to  the  act  itself  and  the  natural  inferences  to  be  drawn  from  it. 

The  view  that  the  act  works  a  dedication  of  the  invention  to  the 
pubHc  has  been  advanced ;  but  it  is  a  view  with  which  I  am  unable 
to  agree. 

The  Constitution  of  the  United  States  gave  to  Congress  the 
power  (Art.  I,  sec,  8,  clause  8) — 

to  promote  the  progress  of  science  and  useful  arts,  by  securing  for  limited 
times  to  authors  and  inventors  the  exclusive  right  to  their  respective  writings 
and  discoveries. 

By  virtue  of  the  power  thus  vested  in  it  Congress  enacted  the 
patent  statutes,  sections  4884  and  4886,  Revised  Statutes,  being  par- 
ticularly in  point  on  the  present  question. 

These  sections  read: 

Sec.  4884.  Every  patent  shall  contain  a  short  title  or  description  of  the  in- 
vention or  discovery  correctly  Indicating  its  nature  and  design,  and  a  grant  to 
the  patentee,  his  heirs  or  assigns,  for  the  term  of  seventeen  years,  of  the  ex- 
clusive right  to  make,  use,  and  vend  the  invention  or  discovery  throughout  the 
United  States  and  the  Territories  thereof,  referring  to  the  specification  for  the 
particulars  thereof.  A  copy  of  the  specification  and  drawings  shall  be  annexed 
to  the  patent  and  be  a  part  thereof. 

Sec.  4886.  Any  person  who  has  invented  or  discovered  any  new  and  useful 
art,  machine,  manufacture,  or  composition  of  matter,  or  any  new  and  useful 
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improvement  thereof,  not  known  or  used  by  others  in  this  country,  before  his 
invention  or  discovery  thereof,  and  not  patented  or  described  in  any  printed 
publication  in  this  or  any  foreign  country,  before  his  invention  or  discovery 
thereof,  or  more  than  two  years  prior  to  his  application,  and  not  in  public  use 
or  on  sale  in  this  country  for  more  than  two  years  prior  to  his  application, 
unless  the  same  is  proved  to  have  been  abandoned,  may,  upon  payment  of  the 
fees  required  by  law,  and  other  due  proceedings  had,  obtain  a  patent  therefor. 

By  the  enactment  of  section  4886,  Revised  Statutes,  Congress  gave 
the  name  "  patent "  to  the  "  exclusive  right "  alluded  to  in  the  Con- 
stitution, and  by  the  enactment  of  section  4884,  Revised  Statutes,  it 
defined  the  "  exclusive  right "  or  "  patent "  as  the  exclusive  right  to 
make,  use,  and  vend  the  invention  throughout  the  United  States  and 
the  Territories  thereof  for  a  period  of  seventeen  years.  {Continental 
Paper  Bag  Co.  v.  Eastern  Paper  Bag  Co.,  C.  D.,  1908,  594;  136  O.  G., 
1297;  210  U.  S.,  406;  Patterson  v.  Kentucky,  97  U.  S.,  501;  Bloomer 
V.  McQuewan,  55  U.  S.,  539;  Grant  v.  Raymond,  31  U.  S.,  217.) 

It  therefore  follows,  logically,  that  when  Congress  in  the  act  of 
March  3,  1883,  authorized  the  Secretary  of  the  Interior  and  the 
Commissioner  of  Patents  to  grant  a  patent  it  authorized  the  grant  of 
the  exclusive  right  to  make,  use,  and  vend  the  invention.  Hence  if 
the  act  be  interpreted  to  mean  that  the  invention  is  dedicated  to  the 
public  by  operation  thereof  the  applicant  would  be  granted  no  ex- 
clusive right  and  would  obtain  no  patent  except  in  name.  The  in- 
strument, although  called  a  patent,  would  be  practically  tantamount 
to  a  mere  publication  of  the  invention  and  effective  only  to  prohibit 
the  obtaining  of  a  valid  patent  for  the  same  invention  by  a  later  in- 
ventor. Obviously  it  was  unnecessary  to  enact  a  statute  to  produce 
this  effect,  for  the  same  result  was  attainable  by  disclosure  of  the 
invention  in  a  publication.  As  a  matter  of  fact,  the  disclosure  in  a 
publication  would  probably  be  easier  and  less  expensive,  for  it  would 
obviate  the  necessity  of  the  filing,  prosecution,  and  examination  of 
a  formal  patent  application. 

But  if  the  act  be  interpreted  to  mean  that  the  Government  would 
acquire  only  such  rights  in  the  invention  as  I  have  hereinbefore 
defined  a  patent  monopoly  would  be  granted  to  the  applicant,  sub- 
ject only  to  such  rights  in  or  on  behalf  of  the  Government.  The  ap- 
plicant would  receive  the  patent,  the  Government  its  benefits  there- 
under, and  the  apparent  intention  of  Congress  would  be  satisfied. 

A  patent  is  a  contract  between  the  United  States  and  the  patentee, 
wherein  the  consideration  flowing  from  the  United  States  to  the 
patentee  resides  in  the  grant  of  the  exclusive  right  to  makfe,  use,  and 
vend  the  invention  of  the  patent  for  a  limited  time,  while  the  con- 
sideration flowing  from  the  patentee  to  the  .United  States  is  the 
dedication  of  the  invention  to  the  public  at  the  expiration  of  said 
limited  time.    {Denning  Wire  <6  Fence  Co,  v.  American  Steel  cfe  Wire 
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Co.^  169  Fed.  Rep.,  793;  Century  Electric  Go.  v.  Westinghouse  Elec- 
tric cfe  Mfff.  Co.,  C.  D.,  1914,  267;  207  O.  G.,  1249;  191  Fed.  Eep., 
350.)  It  is  evident  that  if  no  monopoly  be  granted  the  considera- 
tion on  the  one  hand  fails  and  the  contract  (and  therefore  the  patent) 
does  not  come  into  existence. 

If  Congress  intended  that  every  person  in  the  United  States  might 
use  the  invention  without  the  payment  of  royalty,  it  was  obviously 
unnecessary  to  require  the  applicant  to  state  anything  but  that  the 
invention  could  be  so  used  by  the  Government  or  <my  person  in  the 
United  States.    The  expression — 

or  any  of  its  officers  or  employees  in  the  prosecution  of  work  for  the  Govern- 
ment— 

would  be  unnecessary  and  mere  surplusage.  But  these  phrases  can- 
not be  regarded  as  surplusage,  and  evidently  the  intent  of  that  por- 
tion of  the  act  may  be  accurately  expressed  by  considering  the  expres- 
sion "  or  any  other  person  in  the  United  States "  to  mean  "  or  any 
other  person  in  the  United  States  in  the  prosecution  of  work  for  the 
Federal  Government." 

Again,  if  the  expression  "or  any  other  person  in  the  United 
States "  be  construed  to  mean  "  or  any  other  person  in  the  United 
States  in  the  prosecution  of  any  work,  either  governmental  or 
private"  the  general  public  would  appear  to  obtain  greater  rights 
in  the  inventions  of  the  patents  issued  under  the  act  than  govern- 
mental officers  and  employees,  since  the  latter  would  obtain  merely 
the  right  to  use  the  inventions  "  in  the  prosecution  of  work  for  the 
Government."  It  seems  hardly  conceivable  that  Congress  could 
have  intended  so  to  discriminate  against  the  officers  and  employees 
of  the  Government. 

It  was  clearly  the  intention  of  Congress  to  encourage  the  filing  of 
applications  under  the  act,  so  that  such  rights  as  defined  above  would 
be  available  to  the  Government.  To  construe  the  statute  to  mean 
that  the  invention  would  be  dedicated  to  the  public  would  defeat 
the  very  purpose  for  which  the  statute  was  enacted,  since  it  would 
discourage  rather  than  encourage  the  filing  of  applications  under  the 
act.  That  this  would  be  the  result  cannot  be  denied,  for  we  have 
tangible  evidence  to  that  effect  in  your  statement : 

There  are  also  many  cases  in  which  employees  of  the  Government  have 
declined  to  make  applications  for  patents  under  this  statute  because  of  the 
doubt  as  to  Its  proper  interpretation  and  the  possibility  of  a  dedication  of  the 
invention  to  the  public. 

Such  an  attitude  on  the  part  of  inventors  as  you  mention  in  your 
communication  is  not  to  be  wondered  at,  for  if  in  filing  applications 
under  the  act  in  question  the  inventor  effects  a  dedication  of  practi- 
cally all  his  rights  therein  to  the  public  he  loses  all  to  which  he 
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otherwise  would  be  entitled  and  receives  nothing  in  return.  Surely 
it  is  no  serious  consideration  that  he  is  relieved  of  the  payment  of 
the  usual  Patent  Office  fees.  Were  he  not,  he  would  be  in  the  anom- 
alous situation  of  dedicating  his  rights  to  the  public  and  paying  for 
the  privilege  of  doing  so. 
Respectfully, 

C.  B.  AMES, 
Acting  Attomey-Oeneral, 
The  Secretaky  or  War,  Washington,  D.  C. 
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OF   THE 

UNITED  STATES  COURTS 

IN 

PATENT  OASES 

FOB 

THE  YEAR  1920 


[Bnpreme  Court  of  the  District  of  Colombia.] 

Mattullath  Aeroplane  Company  v.  Newton,  Commissionek  of 

Patents. 

Decided  AprU  8,  19$0. 

279  O.  G.,  780. 

1  Suits  in  Bqihtt  Under  Section  4915,  Revised  Statiites — ^Time  fob  Fhing. 
Where  a  patent  on  an  application  is  refused  by  the  Court  of  Appeals  of 
the  District  of  Ck>lumbia  and  the  applicant  flies  a  bill  in  equity  under  sec- 
tion 4915,  Revised  Statutes,  the  year  within  vehlch  the  bill  must  be  filed 
begins  to  run  from  the  date  of  the  decision  of  the  court,  and  this  time  Is 
not  extended  by  a  motion  for  rehearing. 
2.  Same— Natuee  of  Action — ^Nor  an  Appeal. 

An  action  taken  under  the  provisions  of  section  4915  Is  not  an  appeal 
from  the  (Commissioner  of  Patents,  but  is  one  of  original  equity  Jurisdiction. 

Mr.  W.  H.  Swenarton  for  MattuUath  Aeroplane  Company. 
Mr,  T.  A,  Hostetler  for  the  Commissioner  of  Patents. 

GOTTLD, /.; 

The  bill  in  this  case  was  filed  on  February  23,  1918,  under  section 
4916,  Rev.  Stats.  XT.  S.,  plaintiflF  seeking  a  decree  that  it  was  entitled 
to  receive  a  patent  for  an  invention  connected  with  flying-machines. 
The  bill  recites  that  the  original  application  was  rejected  by  the 
Patent  Office,  April  25,  1916 ;  that  an  appeal  was  taken  to  the  Court 
of  Appeals  of  the  District  of  Columbia,  and  that  "  on  or  about  the 
26th  day  of  February,  1917,"  the  court  of  appeals  transmitted  to  the 
CJommissioner  of  Patents  its  mandate  affirming  the  said  decision. 

The  case  is  before  this  court  on  a  motion  to  dismiss  the  bill  on  the 
ground  that  the  suit  was  not  brought  within  one  year  after  the  de- 
cision of  the  court  of  appeals  refusing  the  patent.    As  heretofore 

15752—21 1  97 

Digitized  by  LjOOQ IC 


98  DECISIONS  OF  THE  U.  S.  COUBTS  IN  PATENT  CASES,  1920. 

stated  on  the  face  of  the  bill,  it  is  alleged  that  the  decision  of  the 
court  of  appeals,  aflirming  the  decision  of  the  Commissioner  of 
Patents  rejecting  plaintiff's  application,  was  transmitted  to  the  Com- 
missioner of  Patents  "  on  or  about  the  26th  day  of  February,  1917." 
As  the  bUl  was  filed  February  23,  1918,  it  would  appear  to  have 
been  filed  within  one  year  from  the  decision  of  the  court  of  appeals. 

It  appears,  howerer,  from  the  brief  filed  for  the  Commissioner 
of  Patents,  that  the  decision  of  that  official  was  affirmed  by  the  court 
of  appeals  on  February  5, 1917,  and  that  would  appear  to  be  borne 
out  by  the  record  in  the  case  (in  re  McUPuUath  Aeroplane  Company^ 
C.  D.,  1917,  141;  238  O.  G.,  650;  46  App.  D.  C,  143,)  where  the  re^ 
cital  is  that  the  case  was  decided  by  the  court  February  6,  1917, 
affirming  the  Commissioner  in  rejecting  the  application.  This  is  not 
denied  in  the  brief  filed  for  the  plaintiff,  the  latter's  contention  being 
that  by  reason  of  having  filed  on  February  21,  1917,  "  a  motion  for 
reargument  and  modification  of  the  opinion,"  which  was  denied  on 
February  24, 1917,  the  year  during  which  he  might  file  his  bill  under 
section  4915,  did  not  begin  to  run  until  the  latter  date,  thus  bringing 
the  filing  of  the  present  bill  within  the  year  from  the  refusal  of  the 
application,  so  that  the  question  before  the  court  is  simply  this : 

Did  the  filing  of  the  motion  for  reargument  by  the  plaintiff,  and 
the  denial  thereof  by  the  court,  extend  the  time  during  which  plain- 
tiff could  file  his  bill? 

Section  4916  above  referred  to,  reads  as  follows : 

Whenever  a  patent  or  application  is  refused  either  by  the  Ck>minissioner  of 
Patents  or  by  the  Supreme  Court  of  the  District  of  (Columbia,  upon  appeal  from 
the  Commissioner,  the  applicant  may  have  remedy  by  a  bill  in  equity. 

The  Supreme  Court  of  the  United  States  in  Gandy  v.  Maarble 
(C.  D.,  1887,  413;  89  O.  G.,  1423;  122  U,  S.,  432)  held  that  the  time 
for  bringing  suits  under  section  4915,  above  referred  to,  was  governed 
by  section  4894,  Rev.  Stats.  IT.  S.,  which  reads  as  fc^ows: 

All  applications  for  patents  shaU  be  completed  and  prepared  for  examination 
within  one  year  after  the  filing  of  the  application,  and  in  default  thereof,  or 
upon  failure  of  the  applicant  to  prosecute  the  same  within  one  year  after  any 
action  therein,  of  which  notice  shall  have  been  given  to  the  applicant,  they  shaU 
be  regarded  as  abandoned  by  the  parties  thereto,  unless  it  be  shown  to  the  satis- 
faction of  the  Commissioner  of  Patents  that  such  delay  was  unavoidable. 

The  same  conclusion  was  reached  in  the  case  of  WestingJiouse 
Electric  Company  v.  Oldo  Brass  Company^  (C.  D.,  1911,  259;  169 
O.  a,  204;  186  Fed.  Rep.,  518.) 

The  contention  of  the  plaintiff  that  the  motion  for  rehearing  ex- 
tended the  time  for  appeal  is  answered  by  the  decision  of  the  Court 
of  Appeals  in  Ross  v.  Loewer,  (C.  D.,  1896,  665;  77  O.  Q.,  2141; 
9  App.  D.  C,  663,)  where  it  was  held  that  a  motion  for  rehearing 
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does  not  suspend  or  extend  the  time  for  taking  appeals  from  the 
Commissioner  of  Patents  to  that  court. 
In  the  course  of  its  opinion  the  court  said : 

The  procedures  of  the  Patent  office  are  not  controlled  by  the  usual  rules  of 
practice,  but  are  controlled  by  statutory  provisions  and  a  code  of  rules  made 
In  pursuance  of  the  statutory  provisions  wholly  unlike  the  rules  of  practice 
enforced  in  the  courts. 

No  provisions  are  found  either  in  the  rules  of  the  Patent  Office, 
the  court  of  appeals,  or  in  any  statute,  whereby  the  right  of  filing  a 
motion  for  rehearing  is  given.  That  being  so,  and  on  appeal  from 
the  decision  of  the  Commissioner  of  Patents  to  the  court  of  appeals 
being  a  part  of  the  procedure  fixed  by  statute  for  patent  cases,  it 
does  not  include  motions  or  petitions  for  rehearing  as  in  equity  or  in 
cases  at  law.  The  bill  in  equity,  filed  under  section  4915,  is  not  an 
appeal  from  the  Commissioner  of  Patents,  but  is  one  of  original 
equity  jurisdiction.  Appert  v.  Brownsville  Plate  Glass  Co.^  (144 
Fed.  Kep.,  115;)  Butterworth  v.  Hoe,  (C.  D.,  1884,  429;  29  O.  G., 
615;112U.  S.,  50.) 

Restating  the  facts :  The  case  of  in  re  MaituUath  Aeropla/ae  Corw- 
pany  was  an  appeal  from  the  decision  of  the  Commissioner  of  Pat- 
ents, granted  by  statute  and  governed  by  the  rules  fixed  in  accordance 
with  the  statute  which  failed  to  provide  for  a  motion  for  rehearing. 
The  present  case,  brought  under  section  4915,  is  by  the  terms  of  that 
section  a  bill  in  equity  which  may  be  filed  whenever  an  application 
is  refused  either  by  the  Commissioner  of  Patents  or  by  the  court  of 
appeals.  In  this  case  the  patent  was  finaUy  refused  on  February 
5,  1917,  by  the  court  of  appeals,  and  this  action  not  being  brought 
within  one  year  from  that  time  as  required  by  section  4894,  the 
motion  to  dismdss  must  he  sustained. 


[U.  B.  District  Court — Northern  District  of  Ohio,  Bastem  DiYision.] 

Van  KANNBii  Kbvolvino  Door  Co.  v.  Wii^ton  Hotel  Co. 

Decided  March  8,  1920. 

276  O.  O.,  406 ;  268  Fed.  Rep.,  888. 

1.  Patents — ^Revolving  Door — ^Anticipated  by  Eaeijkb  Patent  to  Samk  In- 

▼ENTOB. 

Claims  1,  2,  8.  18,  22,  23,  and  24  of  the  Van  Kannel  R^ssue  Patent 
No.  14,255,  for  an  automatically-collapsible  revolving  door,  Held  Invalid, 
as  anticipated  by  Patent  No.  656,06%  issued  to  the  same  inventor  and  now 
expired. 

2.  Same.~Pionees  Patentee  Cannot  Prolong  Monopoly  by  Patenting  One 

fxatube  of  the  device. 
Where  an  Inventor  of  an  automatically-collapsible  revolving  door  was 
granted  a  pioneer  patent  and  insisted  upon  and  obtained  a  construction  so 
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broad  that  any  form  of  double-acting  hinge  or  of  a  releasing  device  was 
an  infringement,  he  could  not  prolong  his  patent  monopoly  by  subsequently 
obtaining  a  patent  for  some  one  form  of  double-acting  hinge  or  self- 
releasing  or  collapsible  (le\'ice. 

3.  Same — Construction   Infbingino  Patent  May  be  Made  and  Sold  Afieb 

Expiration  of  Patent. 
A  construction  which  was  anticipated  by  a  patent  and  condemned  as  an 
infringement  of  It  may  be  freely  made  and  sold  after  such  patent  has 
expired. 

4.  Jn)OMENT — Patents — Pabty  Conducting  Defense  is  Bound  bt  and  En- 

titled TO  Benefit  of  Judgment,  but  Not  Required  to  Become  Party. 

A  corporation  employing  counsel  appearing  for  defendant  in  a  patent 

infringement  suit  and  conducting  the  defense  at  its  own  cost  and  expense  is 

a  privy  to  any  judgment  rendered  and  bound  tliereby,  but  was  not  required 

to  become  a  party  to  the  record. 

In  Equity.  Suit  by  the  Van  Kannel  Revolving  Door  Company 
against  the  Winton  Hotel  Company.    BiU  disnUsaed. 

Mr,  Titian  W,  Johnson  and  Messrs.  HvU^  Smithy  Brock^  <&  West 
for  the  plaintiff. 

Messrs.  Trabue^  Doolan^  Hehn  <&  Helm  and  Messrs.  Christopher 
de  Rohhlee  for  the  defendant. 

Westenhaver,  Dist.  J. : 

Plaintiff's  bill  is  based  upon  Reissue  Patent  No.  14^5,  reissued 
February  6,  1917,  being  a  reissue  of  original  United  States  Letters 
Patent  No.  836,843,  issued  to  T.  Van  Kannel  November  27,  1906, 
The  invention  claimed  therein  relates  to  an  automatically-collapsible 
revolving  door,  such  as  is  commonly  used  at  the  street-entrance  to 
public  buildings.  The  defendant  has  purchased,  installed,  and  is 
using  a  collapsible  revolving  door  manufactured  and  sold  by  the 
Atchison  Revolving  Door  Company,  which  has  assumed  and  under- 
taken the  burden  and  expense  of  defending  this  suit.  The  defenses 
are  (a)  that  the  claims  in  issue  of  this  reissue  patent  are  void  for 
lack  of  novelty  and  lack  of  invention;  (&)  that  it  is  void  because  no 
inadvertence,  accident,  or  mistake  is  shown  whereby  the  original 
patent  is  inoperative  or  invalid ;  and,  even  if  so,  the  reissue  was  not 
applied  for  with  due  diligence;  and  {c)  that,  if  valid  at  all,  these 
claims  must,  in  view  of  the  prior  art,  as  declared  by  numerous  de- 
cisions, be  so  limited  that  defendant's  door  does  not  infringe. 

(1)  The  claims  in  issue  of  this  reissue  patent  are  Nos.  1,  2,  3,  13, 
22,  23,  and  24.  Of  these  the  first  four  are  rewritten  and  rephrased 
claims  of  the  original  patent,  and  the  remaining  three  are  new  or 
added  claims.  Claims  1,  2,  3,  and  22  cover  in  various  forms,  as  the 
predominating  element,  a  flexible  tie  connecting  together  and  hold- 
ing in  position  the  radial  wings  of  the  door,  automatically  releas- 
able,  whereby,  upon  the  release  of  any  one,  all  the  wings  will  fold 
or  collapse.     Claims  3  and  23  cover  in  various  forms  as  a  predominat- 
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ing  element  a  hanger  disk  or  pla^  %fth*^frdQWs:thetein  iQcated  in 
the  spindle  or  center  post,  serving  as  hinges 'for  the- radt^TJ  wings;* 
whereby  a  series  of  wings  may  be  collapsed  to  a  folded  position! ' 
Claim  24  embodies  both  elements  of  hanger-plates  with  grooves  and 
flexible  ties.  Upon  the  issue  of  invalidity  for  lack  of  novelty  and 
lack  of  invention  defendant  contends  that  all  these  claims  are  in  snb- 
staoce  and  legal  effect  the  same  as  claims  1,  2,  3,  13,  and  14  of  orig- 
inal Patent  No.  836,843,  all  of  which  have,  in  one  case  or  another, 
been  held  to  be  invalid.  The  differences,  if  any,  between  the  reissue 
and  the  original  claims  can  be  most  conveniently  stated  after  a 
brief  review  of  this  prior  litigation  and  of  the  results  reached  therein. 

The  inventor.  Van  Kannel,  was  in  1888  granted  a  patent,  being 
No.  387,571,  for  a  revolving  door,  having  a  series  of  radiating  wings, 
rotating  in  a  casing.  It  did  not  have  any  automatic  or  collapsible* 
features,  although  the  desirability  of  providing  for  the  egress  of  an 
excited  or  panic-stricken  crowd  was  foreseen  and  disclosed  therein. 
On  August  14,  1^0,  he  was  granted  Patent  No.  656,062  for  an  auto 
matically-collapsible  revolving  door,  designed  to  provide  for  rapid 
exit  by  automatic  collapse  in  the  event  of  panic  or  other  necessity 
therefor.  Later,  on  November  27, 1906,  he  was  granted  an  additional 
patent  for  an  automatically-collapsible  revolving  door,  being  No. 
836,843,  of  which  the  one  now  involved  is  a  reissue.  The  1900  and 
the  1906  patents  have  been  extensively  litigated,  and  defendant 
contends  that  all  questions  touching  the  validity  of  the  claims  now 
in  dispute  of  the  reissue  patent  have  been  fully  considered  and  ad- 
judged adversely  to  plaintiff's  present  contentions.  These  decisions 
are  as  follows:  Van  Kannel  v.  Revolving  Door  cfe  Fixture  Co.^  (2 
C.  C.  A.;  219  Fed.  Rep.,  741;  136  C.  C.  A.,  439;)  Louisville  Trust 
Co.  V.  Van  Kannel  (6  C.  C.  A.;  231  Fed.  Rep.,  166;  145  C.  C.  A., 
354;)  Van  Kannel  Revolving  Door  Co,  v.  Nathan  Stravs,  (2  C.  C.  A. ; 
235  Fed.  Rep.,  135;  148  C.  C.  A.,  629;)  Van  Kannel  Revolving  Door 
Co.  V.  Lyon  <&  Healy,  (7  C.  C.  A. ;  247  Fed.  Rep.,  329 ;  159  C.  C.  A., 
423;)  Van  Kan/nel  Revolving  Door  Co.  v.  Uhrich^  (decision  and 
opinion  by  Pollock,  district  judge,  247  Fed.  Rep.  344.) 

The  nature  and  elements  of  plaintiff's  invention  and  of  the  state 
of  the  art  respecting  revolving  doors  are  so  fully  stated  and  de- 
scribed in  these  several  decisions  that  it  is  unnecessary  to  go  over  the 
same  ground.  The  conclusions  reached  in  these  cases  are  in  accord ; 
indeed,  there  is  an  unusual  uniformity,  not  only  in  the  result,  but  in 
the  reasoning  by  which  the  results  have  been  reached.  Briefly,  my 
understanding  of  these  decisions  is  that  the  Van  Kannel  1900  patent. 
No.  656,062,  was  held  to  be  the  pioneer  patent  for  an  automatically- 
collapsible  or  panic-proof  revolving  door,  and  that  the  inventor  was 
entitled  to  a  wide  range  of  mechanical  equivalents,  and  his  patent 
claims  to  a  reasonably  broad  construction.    More  specifically,  as  re- 
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^ards  devices  ^or:hiirgi^;tfite  iPawiiar  wings  to  the  spindle  or  center 
•j)o^ts,  §ii}d  €l$:Aces  for 'connecting  or  tying  the  radial  wings  in  an 
•'tiutomatically-detachable  manner,  it  was  held  that  any  device  which 
would  produce  substantially  the  same  result  was  an  infringement. 
Accordingly  the  1900  patent  was  in  all  these  cases  uniformly  sus- 
tained, and  its  claims  protected  against  infringement,  as  against  any 
construction  having  any  form  of  hinge  or  tying  device  which  per- 
mitted these  results  to  be  realized.  On  the  other  hand,  and  in  view 
of  this  broad  construction,  the  more  specific  and  detailed  combina- 
tions embodied  in  the  litigated  claims  of  the  1906  patent,  No.  836,843, 
were  held  to  be  invalid  for  lack  of  invention,  as  double  patenting 
to  the  same  inventor.  Nor  do  I  understand  that  this  invalidity  re- 
sulted from  the  particular  phraseology  used  in  the  later  patent  in 
describing  the  connecting  device. 

Thus,  in  Van  Karmel  Revolving  Door  Co.  v.  Revolving  Door  d 
Fixture  Co.  (219  Fed.  Rep.,  741;  135  C.  C.  A.,  439)  Mayer,  district 
judge,  had  sustained  the  validity  of  claims  1, 2, 3,  and  8  of  the  earlier 
patent,  and  of  claims  13  and  14  of  the  later  patent,  and  had  held  that 
claims  1  and  2  of  the  later  patent  were  invalid.  This  holding  as 
to  claims  1  and  2  of  the  later  patent  is  based  upon  the  disdoBures  of 
the  earlier  patent,  but  as  to  claims  13  and  14  he  held  that  they  stated 
a  combination  of  elements  from  which — 

we  have  apparently,  a  new  structure  in  commerce,  a  new  result  for  opera- 
tive panic-proof  doors,  and  aU  described  with  words  of  Umitation  sufficientlj 
definite  and  limited  to  save  the  combination  from  all  the  prior  art 

The  circuit  court  of  appeals,  second  circuit,  sustained  this  decision, 
except  so  far  as  it  found  claims  13  and  14  to  be  valid,  and  reversed  as 
to  these,  holding  that  they  also  were  anticipated  by  the  disclosures  of 
the  earlier  patent.  Judge  Mayer  had  stressed  particularly  this  fea- 
ture of  the  fleirible  tie,  and  the  great  merit  thereof  in  permitting  all 
the  doors  to  collapse  upon  the  release  of  any  one  fastening,  and  the 
easy  restoration  of  all  the  wings  to  their  normal  position;  but  Circuit 
Judge  Lacombe,  who  delivered  the  opinion,  said  as  to  these  claims 
that  they  were  merely  an  attempt  to  extend  the  monopoly  of  the 
earlier  patent  by  changing  the  names  of  the  various  elements  or  the 
location  of  the  folding  device,  or  by  merely  combining  old  elements 
which  would  be  evident  to  an  ordinary  mechanic.  The  construction 
held  to  infringe  was  not  defendant's  present  construction,  but  the 
tying  devices  for  holding  together  the  wings,  it  was  held,  did  not 
avoid  infringement,  even  though  they  were  made  of  such  fragile 
construction  as  to  be  breakable  rather  than  automatically  releasable. 

In  Louisville  Trust  Co.  v.  Van  Kannel  Revolving  Door  Co.  (231 
Fed.  Eep.,  166;  146  C.  C.  A.,  354)  the  decision  of  the  lower  court, 
which  held  claims  1,  2,  and  13  of  the  1906  patent  valid  and  infringed. 
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was  reversed  by  the  sixth  circuit  court  of  appeals.  As  to  claim  13, 
this  reversal  was  on  the  ground  that  the  device  for  connecting  the 
radial  wings  together  was  a  bar,  instead  of  a  cord  or  strap  or  other 
flexible  device,  and  it  was  not,  therefore,  the  flexible  tie  which  was 
supposed  to  give  novelty  and  patentability  to  this  daim.  I  do  not 
uQderstand  Judge  Knappen's  opinion  as  expressing  any  dissent  from 
the  decision  of  the  second  circuit  court  of  appeals,  nor  any  intimation 
that  the  claim  would  be  upheld,  if  it  were  so  narrowed  as  to  be  limited 
to  a  flexible  tying  device,  but  merely  that,  inasmuch  as  infringement 
was  not  shown,  no  expression  of  opinion  in  that  respect  was  called 
for.  The  reasoning  of  the  opinion  seems  to  me  to  lead  to  the  con- 
clusion that  claim  13  was  anticipated  by  the  1900  patent,  as  claims  1 
and  2  were  held  to  be  anticipated. 

In  Van  Karmel  Revolving  Door  Co,  v.  Straus  (285  Fed.  Bep.,  135 ; 
148  C.  C.  A.,  629)  the  claims  of  the  1906  patent  were  not  put  in  issue, 
but  only  those  of  the  1900  patent.  These  claims  were  not  only  sus- 
tained, but  were  given  a  construction  so  broad  that  the  phrases 
^automatically  nnlqcked  "  and  ^'  self -releasing  locking  devices,"  used 
therein,  should  cover  any  device  which  has  been  deliberately  planned, 
whether  by  mechanical  adjustment  or  by  the  proper  proportioning 
of  the  parts,  to  effect  the  relase  of  the  wings  at  the  proper  moment 
without  the  interposition  of  any  human  agency,  and  that  the  phrases 
used  therin  of  ^  a  series  of  wings  mounted  so  as  to  swing  indepen- 
dently ^  and  "  swing  f orwardly  to  project  side  by  side ''  should  cover 
any  mounting  devices  which  substantially  accomplishes  that  pur- 
pose, even  though  all  of  the  wings  are  not  so  mounted.  It  was  ac- 
cordingly held  that  a  construction  embodying  a  series  of  wings,  three 
only  of  which  were  mounted  to  swing  independently  of  their  joint 
rotating  movement,  and  in  which  the  so-called  ^  self -releasing  lock- 
ing device  "  consisted  of  chains  constructed  so  weakly  as  to  break 
under  the  normal  pressure  of  a  panic-stricken  crowd,  was  an  in- 
fringement. 

However,  in  Van  Kannel  Revolving  Door  Go,  v.  Lyon  d&  Healy 
(247  Fed.  Eep.,  329 ;  169  C.  C.  A.,  423)  and  in  Vam,  Kannel  Revolving 
Door  Co.  V.  Ukrick  (D.  C,  247  Fed.  Rep.,  344)  the  construction  held 
to  infringe  the  1900  patent  was  precisely  the  same  as  that  involved 
in  this  case.  It  had  the  same  form  of  hinge,  called  by  defendant 
a  "trammel  hinge,"  and  the  same  flexible  automatically-releasing 
tie  for  holding  the  adjacent  faces  of  the  wings  together.  In  the  first 
case  the  district  court  had  held  claims  1,  2,  and  8  of  Patent  656,062 
and  claim  3  of  Patent  836,843  invalid.  The  appeal  as  to  claim  3  of 
the  latter  patent  seems  either  to  have  been  dismissed,  or  the  assign- 
ment of  error  with  respect  thereto  not  insisted  upon,  so  that  no 
discussion  of  it  is  found  in  the  opinion  of  the  seventh  circuit  court 
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of  appeals,  but  claims  1,  2,  and  8  of  the  earlier  patent  were  sus- 
tained and  given  the  same  broad  construction  as  had  been  previously 
given  thereto  by  the  earlier  decisions  already  reviewed.  Defendant's 
plate,  called  a  "  trammel  hinge,"  was  held  to  be  a  mechanical  equiv- 
alent of  the  hinge  or  wings  whereby  in  the  1900  patent  the  radial 
wings  were  folded  together,  and  the  tie  or  device  for  connecting  the 
adjacent  wings  and  permitting  all  to  fold  upon  the  release  of  any  one 
was  held  to  be  a  mechanical  equivalent  of  the  self -releasing  locking 
device  called  for  by  the  1900  patent  Judge  Pollock's  holding  in  the 
other  case  is  precisely  the  same  as  to  the  1900  patent,  and  as  to  claim 
3  his  holding  is  that  it  also  was  invalid  in  view  of  the  disclosures 
of  the  earlier  patent. 

Thus  it  appears  that  the  earlier  or  1900  patent  has  been  uniformly 
upheld,  and  that  no  claim  ever  put  in  issue  of  the  later  or  1906  patent 
has  been  upheld,  but,  on  the  contrary,  has  been  uniformly  held  to  be 
invalid.  The  plaintiff  has  thus  obtained  from  numerous  courts  a 
construction  of  the  1900  patent  that  is  infringed  by  any  form  of 
double-acting  hinges  applied  to  all  or  any  part  of  the  wings,  and  by 
any  form  of  self-releasing  devices,  wherever  located  and  of  whatever 
construction.  In  other  words,  the  1900  patent  has  been  held  to  be  a 
pioneer  patent  entitled  to  Iei  broad  construction,  and  to  a  wide  range 
of  mechanical  equivalents,  and  is  infringed  by  any  form  of  auto- 
matically-collapsible panic-proof  doors  containing  any  form  of 
double-acting  hinge,  or  any  form  of  device  designed  to  release  the 
wings  automatically,  whether  by  breaking  or  otherwise.  The  conse- 
quence of  these  holdings  has  been  that  the  later  or  1906  patent  has 
been  held  to  be  invalid  for  the  same  reasons  that  other  constructions 
have  been  held  to  be  infringements.  Certainly  it  is  now  too  late  for 
any  district  court  to  do  more  than  accept  fully  and  apply  consistently 
these  several  decisions. 

The  claims  now  in  issue  of  the  reissue  patent  must  be  held  invalid, 
unless  there  is  a  new  patentable  element  embodied  therein,  not  an- 
ticipated in  the  litigated  claims  of  the  1900  or  the  1906  patents.  The 
differences  between  the  claims  of  the  reissue  patent  and  of  these 
earlier  patents  can  be  clearly  shown  only  by  examining  them  side  by 
side.  It  would  expand  this  opinion  unduly  to  quote  these  claims  in 
parallel  columns  and  point  out  in  detail  the  points  of  resemblances 
and  differences.  This,  however,  I  have  done  with  care,  and  as  a  result 
am  convinced  that  the  changes  are  in  phraseology  only,  and  not  in 
substance.  The  claims  have  been  merely  rewritten  and  rephrased 
as  respects  claims  1,  2,  13,  and  23  therein,  with  a  more  specific  de- 
scription of  the  connecting  device,  so  as  to  limit  it  to  a  flexible  tie, 
and  to  this  extent  only  may  these  claims  be  said  to  be  narrowed. 
As  to  claims  3, 23,  and  24  a  hanger  plate  is  substituted  for  a  hanger- 
disk  of  the  earlier  claims,  and  this  defendant  contends,  not  without 
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reason,  is  broadening  intentionally  these  claims,  so  as  to  cover  its 
trammel-hinge,  already  held  to  be  an  infringement  of  the  1900 
patent;  but,  as  already  said,  an  examination  side  by  side  forces  the 
conclusion  that  these  claims  have  been  merely  rewritten  and  re- 
phrased, with  the  view  and  in  the  hope  of  escaping  the  adverse  deci- 
sions of  numerous  Federal  courts.  No  new  or  patentable  combination 
is  disclosed  thereby,  which  would  not  be  an  infringement  of  the 
earlier  or  1900  patent. 

(2,  3)  Certainly,  under  the  construction  already  given  the  1900 
patent,  a  revolving  door,  constructed  in  accordance  therewith,  would 
be  condemned  as  an  infringement.  An  inventor  who  has  been 
granted  a  pioneer  patent,  and  who  has  insisted  upon  and  obtained  a 
construction  therefor  so  broad  that  any  form  of  double-acting  hinge 
or  of  a  releasing  device  is  an  infringement,  can  not  prolong  his 
patent  monopoly  by  subsequently  obtaining  a  patent  for  some  one 
form  of  double-acting  hinge  or  self-releasing  or  collapsible  device. 
Plaintiffs  contention  merely  comes  to  this :  Defendant's  present  con- 
struction has  been  held  to  be  an  infringement  of  the  1900  patent, 
because  its  hinging  and  its  releasing  devices  are  equivalents  of  the 
hinging  and  releasing  devices  of  that  patent.  It  would  be  an  absurd 
distortion  of  the  patent  law  now  to  hold  that  a  construction  which 
was  anticipated  by  a  patent,  and  condemned  as  an  infringement  of 
it,  may  not  be  freely  made  and  sold  after  that  patent  had  expired. 
This,  it  seems  to  me,  is  what  plaintiff  is  seeking  to  accomplish. 

This  conclusion  renders  imnecessary  an  examination  of  the  second 
defense  relied  on,  namely,  that  no  inadvertence,  accident,  or  mistake 
is  shown  in  the  original  patent  as  a  basis  for  the  reissue,  and  that, 
even  if  it  were,  due  diligence  was  not  exercised  in  applying  for  the 
reissue.  The  validity  of  the  1906  patent  was  at  an  issue  many  years 
before  the  reissue  was  applied  for,  it  was  held  invalid  by  the  second) 
circuit  court  of  appeals  December  15,  1914,  and  its  validity  was 
insisted  upon  thereafter  in  this  circuit,  resulting  in  an  adverse  de- 
cision March  17,  1916.  The  application  for  a  reissue,  it  is  urged, 
was  induced  by  these  failures,  and  not  as  a  result  of  any  inadvertence, 
accident,  or  mistake.  It  would  be  difficult,  it  seems  to  me,  either 
on  the  facts  or  in  principle  to  distinguish  this  case  from  MUloy  Elec- 
tric Co.  V.  Thampson-Houston  Electric  Co,  (6  C.  C.  A.;  148  Fed. 
Bep.,  843 ;  78  C.  C.  A.,  633) ;  but  I  deem  it  unnecessary  to  consider 
or  express  an  opinion  thereon.  Likewise  it  becomes  unnecessary  to 
consider  or  express  an  opinion  as  to  whether  or  not,  even  if  any 
claims  of  the  reissue  patent  should  be  held  valid,  they  must  be  given 
a  construction  so  narrow  as  not  to  include  present  form  of  hinging 
and  releasing  devices. 

(4)  Plaintiff,  after  this  cause  was  heard  and  submitted  for  de- 
cision, filed  a  motion  to  make  the  Atchison  Revolving  Door  Company 
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a  defendant.  This  motion  is  based  upon  admission  made  at  the 
hearing  that  this  company  had  employed  the  coonsel  appearing  for 
defendant,  and  was  conducting  the  defense  at  its  own  cost  and  ex- 
pense. Undoubtedly,  upon  these  admissions,  the  Atchison  Bevolving 
Door  Company  is  privy  to  any  judgment  as  may  be  rendered  herein, 
and  is  bound  thereby.  (See  EZUott  Co.  v.  Roto  Co,^  2  C.  C.  A. ;  242 
Fed.  Bep.,  941;  165  C.  C.  A.,  529;  Dcmd  Bradley  Mfg.  Co.  v.  Eojgk 
Manufacturmg  Co.,  C.  D.,  1894, 121 ;  66  O.  G.,  315 ;  7  C.  C.  A. ;  57  Fed. 
Rep.,  980;  6  C.  C.  A.,  661.)  But  I  do  not  understand  that  one  thus 
assuming  the  burden  of  a  defense  is  required  to  become  a  party  to 
the  record,  especially  as,  under  the  law,  no  such  action  is  necessary 
to  make  the  decree  binding  upon  him. 

This  motion  toiU  he  denied.    Plaintiffs  hill  will  he  dismissed^  at  its 
costs. 


tU.  &  District  Court,  Nortlieni  District  of  New  York.] 

Babbek  v.  Oris  Motc«  Sales  Co. 

DeddM  May  2B,  1920. 
280  O.  G..  810;  265  Fed.  Rep.,  675. 

1.  Patents — FcfamQUf  Aithcipationb  Must  Hate  Become  Patents  <»  Pubuca- 

TioNs  Befobe  Invention  and  Two  Yeabs  Bevobe  Afpucation. 
Under  Revised  Statutes*  section  4886,  as  amended,  (Gomp.  St.,  section 
9430,)  foreign  patents  to  be  available  to  defeat  a  United  States  patent  for 
the  same  invention  mnst  have  become  patents  or  printed  publications  in 
foreign  countries  before  the  date  of  the  United  States  invention,  or  more 
than  two  years  before  the  application  for  the  United  States  patent  was  filed. 

2.  Same — Bbitish  and  Fbench  Patents  Date  as  Anticipations  fbom  Enboll- 

icENT ;  "  Pbinted  Publications.'* 
British  and  French  patents  do  not  become  "  patents,"  or  '*  printed  publi- 
cations," within  the  meaning  of  the  patent  statutes,  until  the  enrollment  or 
sealing  of  the  complete  specifications,  so  that  they  cannot  defeat  a  United 
States  patent,  unless  enrolled  before  the  invention  or  two  years  before  the 
application. 

3.  Same — ^Evidence  Held  to  Show  Invention  Antedated  Foreign  Patents. 

Evidence  by  the  inventor  and  others,  showing  drawings,  patterns,  and  an 
experimental  machine  involving  the  invention,  Held  to  show  Invention  be- 
fore the  date  of  enrollment  of  foreign  patents,  which  were  enrolled  less  than 
two  years  before  the  application  for  United  States  patent. 

4.  Same — ^Against  Anticipation,  Inventoe  May  Show  Date  of  Invention  by 

Competent  Pboof. 
Where  defendant  makes  no  rival  claim  to  priority  of  invention,  but  relies 
on  the  statutory  defense  of  anticipation,  the  patentee  may  show,  if  he  can. 
the  fact  of  his  prior  invention  by  drawings,  sketches,  models,  or  any  other 
competent  proofs. 
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In  equity.  Suit  to  restrain  infringement  of  patent  by  William 
Barber  against  the  Otis  Motor  Sales  Company.  Decree  ordered  for 
plaintiff. 

See,  also,  247  Fed.  Rep.,  563. 

STATEMENT  OF  THE  CASE. 

This  is  an  action  in  equity  to  restrain  alleged  infringement  of 
United  States  Letters  Patent  No.  781,802,  dated  February  7,  1905, 
for  "  valves  and  valve  gear  for  explosive  engines,"  and  which  patent 
was  applied  for  February  24,  1902.  The  case  originally  came  on  for 
final  hearing  on  pleadings  and  proof  on  November  18,  1915,  and  this 
court,  after  consideration  of  the  proofs  and  of  the  prior  art,  reached 
the  conclusion  that  the  Barber  patent  was  valid  and  infringed  by  the 
defendant.  (231  Fed.  Bep.,  755.)  On  appeal  to  the  United  States 
Circuit  Court  of  Appeals  for  the  Second  Circuit  the  conclusions  of 
this  court  were  affirmed  and  a  petition  for  rehearing  denied.  (240 
Fed.  Rep.,  723;  168  C.  C.  A.,  621.)  Thereafter  accounting  proceed- 
ings were  inaugurated  under  the  decree  and  the  mandate  of  the  Court 
of  Appeals.  Subsequently  the  Barber  patent  here  in  suit  came  before 
Judge  Hazel  in  the  case  of  Barber  v.  Reo  Motor  Car  Sales  Co.^  in  the 
District  Court  for  the  Southern  District  of  New  York,  upon  addi- 
tional prior  art  patents,  which  were  not  before  and  were  not  con- 
sidered by  this  court  in  its  original  consideration  of  this  suit.  Judge 
Hazel  reached  the  conclusion  that  the  Barber  patent  must  be  limited 
by  the  new  prior  art  set  up,  and  when  so  limited  was  not  infringed 
by  the  defendant.  (245  Fed.  Rep.,  938.)  Thereafter  motion  was  made 
for  the  court  to  request  the  recall  of  the  mandate  of  the  Court  of 
Appeals,  in  order  that  jurisdiction  might  be  restored  to  this  court  to 
hear  and  consider  a  motion  to  suspend  the  accounting  and  a  rehearing 
or  retrial  of  this  case  on  the  new  prior  are  patents  set  up  before  and 
considered  by  Judge  Hazel  in  Barter  v.  Reo  Motor  Car  Sales  Co. 
These  motions  were  granted  and  the  mandate  of  the  Circuit  Court  of 
Appeals  has  been  recalled.  The  case  now  comes  before  this  court  for 
iinid  determination  on  proofs  submitted  by  both  parties,  based  on  the 
alleged  new  prior  art  patent  referred  to. 

Fred  F.  Weiss  {Samuel  E.  Darhy^  of  counsel)  for  the  plaintiff. 
Messrs.  Welmore  cfe  Jermer  {Robt.  D.  EggUston^  Lawrence  E. 
Sexton  and  Harry  O.  Kvmbdll^  of  counsel)  for  the  defendant. 

Bat,  Dis.  /.,  (after  stating  the  facts  as  above :) 

The  Barber  patent,  No.  781,802,  has  been  before  this  court  repeat- 
edly in  various  litigations,  and  after  most  careful  study  of  the 
numerous  prior  art  patents,  presented  to  the  court  in  the  various 
litigations  to  which  said  patent  has  been  subjected,  it  has  success- 


Digitized  by 


Google 


108       DECISIONS  OF  THE  U.  S.  COUBTS  IN  PATENT  CASES,  1920. 

fully  withstood  the  attacks  made  upon  its  validity.  The  structure 
which  the  Barber  patent  shows  and  describes,  the  invention  which  it 
defines  in  claims  8  and  9  thereof,  these  being  the  claims  here  involved, 
the  problem  which  this  invention  successfully  and  satisfactorily 
solves,  and  the  conclusions  reached  after  a  careful  and  painstaking 
examination  and  study  of  the  prior  art  patents  heretofore  set  up 
against  it,  in  this  case  and  in  other  cases  in  which  the  patent  is 
involved,  are  fully  set  forth  in  the  opinions  of  this  court  (231  Fed. 
Kep.,  755)  and  of  the  Circuit  Court  of  Appeals,  (240  Fed.  Rep.,  723 ; 
153  C.  C.  A.,  521,)  and  they  need  not  be  repeated  here.  For  present 
purposes  it  is  sufficient  to  say  that  on  the  original  hearing  in  this 
case  this  court  held : 

The  evidence  shows  and  it  is  weU  known  that  the  valves  of  motor-engines 
frequently  get  out  of  order  and  require  cleaning  and  repairs  of  various  kinds. 
A  construction  which  is  safe  and  of  reasonable  cost,  and  which  will  enable  the 
owner  to  remove  and  replace  these  valves  speedily  and  cheaply  and  without 
injury  to  the  motor  engine,  is  therefore  of  great  value.  Here  was  the  problem 
which  confronted  Mr.  Barber,  the  inventor  in  this  case,  and  the  evidence  shows 
that  he  solved  the  problem  satisfactorily,  and  that  his  invention  went  into  use, 
and  that  this  defendant  and  others  have  appropriated  it,  to  his  damage  and 
injury.  Mr.  Barber  has  not  been  guilty  of  any  laches  in  endeavoring  to  enforce 
his  rights.  He  is  not  a  man  of  wealth,  but  this  is  no  reason  why  courts  should 
not  give  him  the  same  consideration  they  would  give  wealthy  men  or  wealthy 
corporations.  I  find  and  hold  that  the  structure  of  the  patentee  discloses  pat- 
entable invention  in  view  of  the  prior  art  and  that  there  is  no  anticipation. 

The  defendant  placed  in  evidence  more  than  twenty  different  patents,  but  no 
one  of  them  shows  the  combination  of  Mr.  Barber,  and  no  one  of  them  shows  a 
combination  of  elements  which  solves  the  problem  presented  to  Mr.  Barber,  and 
which  he  successfully  solved.  There  Is  no  one  element  in  the  combination  of 
Mr.  Barber  which  is  absolutely  or  entirely  new ;  but  he  has  a  new  combination 
and  a  useful  combination  of  old  elements,  and  the  making  of  this  combination 
discloses  patentable  invention  of  a  high  order.  His  invention  has  been  availed 
of  by  others,  and  several  have  taken  a  license  under  his  patent,  while  others 
are  boldly  infringing.  The  defendant  in  this  case  struggled  vainly  to  show  a 
combination  in  any  prior  patent  which  solves  the  problem  presented  to  this  com- 
plainant. The  defendant  presented  patents  which  disclose  one  or  more  of  the 
elements  found  in  the  Barber  patent,  but  it  has  been  held  again  and  again  that  a 
new  and  useful  combination  of  old  elements  which  results  in  a  new  structure  of 
utility,  and  which  the  ordinary  mechanic  skiUed  in  the  art  would  not  have  pro- 
duced, constitutes  patentable  invention. 

Again,  at  page  761  of  231  Fed.  Rep. : 

It  is  vain  to  search  the  prior  art  for  a  construction  and  combination  like  this. 
Each  and  every  patent  in  evidence,  which  shows  a  valve  cage,  or  a  screw 
plug,  or  a  combination  of  both,  has  one  or  more  obstructions  to  a  removal  of 
these  parts,  which  interfere  with  the  removal  of  the  valves.  Various  of  these 
patents  show  that  efforts  had  been  made  in  the  direction  of  securing  a  quick 
removal  of  the  valves,  but  no  one  had  fully  solved  the  problem  until  Barber 
came  into  the  field.    In  a  sense  and  to  an  extent  at  least-  he  l«»  a  pioneer.     In 
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but  one  or  two  of  the  prior  patents  is  any  reference  made  to  the  problem  which 
Barber  sought  to  solve. 

The  Circuit  Court  of  Appeals,  after  quoting  the  last  paragraph 
above  quoted  from  the  opinion  of  this  court,  said  at  page  726  of  240 
Fed.  Kep.,  (158  C.  C.  A.,  624:) 

It  will  serve  no  good  purpose  for  this  court  to  traverse  step  by  step  the 
ground  which  the  district  Judge  has  very  carefully  gone  over  in  his  opinion. 
It  must  suffice  to  say  that  our  examination  of  the  patent  and  of  the  patents 
of  the  prior  art  falls  to  convince  us  that  any  mistake  was  made  by  the  District 
Judge  in  sustaining  the  validity  of  this  patent. 

On  this  retrial,  however,  additional  patents  alleged  to  be  in  the 
prior  art,  and  which  have  not  been  specifically  presented  to  this  court 
before,  are  set  up,  and  proofs  have  been  presented  by  both  parties 
with  respect  thereto.  Of  the  new  patents  alleged  to  be  of  the  prior 
art  now  set  up  in  this  case  the  Hirsch  United  States  patent,  No. 
532,555,  and  the  Carling  British  patent,  No.  110  of  1891,  may  be  dis- 
missed from  consideration,  for  the  reason  that  these  patents  are  not 
directed  toward  the  problem  of  providing  for  the  quick,  easy,  and 
convenient  removal  of  the  valves,  which  is  the  problem  with  which 
the  Barber  patent  in  suit  deals,  but  are  directed  toward  a  different 
object  and  purpose.  This  is  also  the  view  of  Judge  Hazel  in  con- 
nection with  the  Hirsch  patent.  The  Fessard  United  States  patent. 
No.  639,160,  may  likewise  be  eliminated  for  the  same  reason.  More- 
over, the  valve  of  this  patent  is  of  the  flanged  type.  It  was  the  pur- 
pose of  the  Barber  invention  to  avoid  the  use  of  that  type  of  valve 
and  the  difficulties  incident  to  such  use.  This  is  also  the  view  taken 
by  Judge  Hazel  with  regard  to  the  Otto  engine  valve  cage  device. 

This  leaves  for  consideration  the  British  patents  to  Bousfield,  No. 
5,230  of  1899;  to  Hall,  No.  4,191  of  1899,  and  to  Jerram,  No.  3,720 
of  1900,  and  the  French  patent  to  Wohlgrath,  No.  296,244  of  1900. 
These  foreign  patents  can  be  availed  of  to  defeat  the  Barber  patent, 
assuming  that  they  are  for  the  same  invention  as  that  claimed  in  the 
Barber  patent,  only  in  case  they  become  patents  or  printed  publica- 
tions in  the  foreign  countries  before  the  date  Barber  made  the  inven- 
tion of  his  patent,  or  more  than  two  years  before  Barber  filed  the 
application  for  his  patent.  The  wording  of  the  statute  (sec.  4886, 
Eev.  Stat.,  29  Stat.,  692  [Comp.  St.,  sec.  9430] )  is : 

Any  person  who  has  Invented  or  discovered  any  new  and  useful  art  machiue, 
•  ♦  ♦  not  patented  or  described  In  any  printed  publication  In  this  or  any 
foreign  country,  before  his  Invention  or  discovery  thereof,  or  more  than  two 
years  prior  to  his  application    •    •    ♦ 

may  obtain  a  patent.  It  is  necessary,  therefore,  in  the  present  case, 
to  ascertain  the  dates  when  the  Bousfield,  Hall,  Jerram,  and  Wohl- 
grath patents  became  "patents"  or  "printed  publications"  within 
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the  meaning  of  the  statute  and  then  to  ascertain  whether  or  not  these 
respective  dates,  or  any  one  of  them,  was  prior  to  the  date  when 
Barber  made  his  invention  or  was  more  than  two  years  prior  to 
the  date  on  which  Barber  made  application  for  his  patent.  The 
Barber  application  was  filed  February  24,  1902.  Did  any  of  these 
foreign  patents  become  a  "  patent "  or  a  "  printed  publication  "  earlier 
than  February  24, 1902? 

[2]  The  evidence  shows  that  the  Bousfield  British  patent  was  ap- 
plied for  March  9,  1899,  the  application  was  accepted  January  20, 
1900,  and  the  patent  was  sealed  or  enrolled  ATprH  5, 1900.  The  Hall 
British  patent  was  applied  for  February  25,  1899,  the  application 
was  accepted  February  24,  1900,  and  the  patent  was  sealed  or  en- 
rolled May  5,  1900.  The  Jerram  British  patent  was  applied  for 
February  26,  1900,  the  application  was  accepted  March  31,  1900, 
and  the  patent  was  sealed  or  enrolled  June  12^  1900.  The  Wohl- 
grath  French  patent  was  applied  for  January  17,  1900,  and  was 
granted  May  5,  1900,  It  has  been  repeatedly  held  that  British  and 
French  patents  do  not  become  "  patents  "  nor  "  printed  publications  " 
within  the  meaning  of  the  patent  statutes  of  this  country  until  the 
enrollment  or  sealing  of  the  complete  specifications.  {Ireson  v. 
Pirecey  C.  C. ;  39  Fed.  Rep.,  795 ;  American  RoU-Paper  Co.  v.  Weston^ 
C.  C;  45  Fed.  Rep.,  686;  Sirocco  Engineering  Co.  v.  Sturtevantj 
C.  D.,  1915, 194;  213  O.  G.,  1447 ;  220  Fed.  Rep.,  137 ;  136  C.  C.  A.,  91 ; 
Electrical  Accumulator  Co.  v.  JuJAen  Electric  Co.^  C.  C. ;  38  Fed.  Rep., 
117 ;  BlisB  V.  Merria,  C.  C. ;  C.  D.,  1885, 182 ;  42  O.  G.,  97 ;  33  Fed.  Rep., 
39;  Walker  on  Patents^  5th  Ed.,  sec.  55,  p.  69.)  It  is  thus  clear  that 
the  foreign  patents  did  not  become  patents  or  foreign  publications 
more  than  two  years  prior  to  the  date  on  which  Barber  filed  his  ap- 
plication for  the  patent  in  suit. 

A  Swiss  patent  to  Wohlgrath,  No.  20,387,  and  a  book  by  Beaumont 
on  "  Motor  Vehicles  and  Motors,"  pages  285  and  291,  have  also  been 
considered  in  this  connection.  No  proof  has  been  offered  as  to  the 
date  when  the  Swiss  patent  was  sealed,  nor  as  to  the  date  when  the 
Beaimiont  book  was  published.  This  book  bears  the  imprint  of 
"1900"  as  the  date  of  its  publication,  and  the  printed  "preface" 
purports  to  be  dated  "March,  1900."  Obviously  these  dates  are 
too  late. 

[3]  Did  the  British  and  French  patents  become  patents  or  pub- 
lications within  the  meaning  of  the  statute  before  the  date  Barber 
made  his  invention?  Evidence  has  been  offered  by  Barber  to  estab- 
lish the  date  he  made  his  invention  and  of  the  various  steps  taken 
by  him  in  the  development,  by  the  making  of  sketches  and  drawings, 
patterns,  castings,  and  the  assembling  of  the  parts  into  a  complete 
working  engine.    The  testimony  of  Barber  is  to  the  effect  that  he 
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made  the  inTention  of  his  patent,  and  made  drawings  of  his  engine 
in  all  its  details,  in  ihe  fall  of  1897,  fixing  the  time  he  worked  on 
his  drawings  by  reference  to  the.  date  his  wife  gave  birth  to  a  child. 
Barber  testifies  that  in  the  fall  of  1899  he  made  wooden  patterns  of 
various  parts  of  his  engine,  including  th&  parts  of  the  valve  struc- 
ture embodpng  the  invention  of  his  patent,  and  some  of  the  wooden 
patents  of  the  valve  assembly  parts  made  at  that  time  were  preserved 
and  are  produced  in  evidence.  Barber  testifies  that  as  the  patterns 
were  completed  he  employed  them  in  producing  castings  and  that 
the  various  castings  and  parts  were  machined  and  assembled  into 
an  engine,  which  was  set  up  in  his  shop  and  successfully  and  prac- 
tically operated  experimentally  in  the  winter  of  1899-1900,  and  sub- 
sequently he  built  other  engines  of  the  same  structure,  all  containing 
the  claimed  invention  of  his  patent.  This  testimony  is  fully  cor- 
roborated by  Mrs.  Barber,  by  Burtchell,  the  pattern-maker,  who  as- 
sisted in  making  the  wooden  patterns ;  by  Higginson,  the  iron  molder, 
who  made  the  castings;  by  Beake,  the  machinist,  who  assisted  in 
the  work  of  machining  and  assembling  the  parts  of  the  engine,  and 
by  Johnson,  who  visited  Barber's  shop  in  the  winter  of  1899-1900 
and  saw  the  engine  in  operation.  All  of  these  witnesses  gave  their 
testimony  in  open  court  and  under  the  personal  observation  of  the 
court,  and  I  am  satisfied  from  their  bearing  and  manner  on  the  wit- 
ness stand  that  they  testified  truthfully,  and  their  testimony  carries 
conviction  as  to  the  matters  concerning  which  they  have  testified. 
They  all  agree  that  the  Barber  engine,  embodying  and  containing 
the  claimed  invention  of  the  Barber  patent,  was  completed  and  suc- 
cessfully operated,  experimentally  at  least,  as  early  as  February  or 
March,  1900. 

[4]  The  earliest  date  which  can  be  accorded  to  the  foreign  patents 
set  up  to  defeat  the  Barber  patent  is  April  3, 1900,  which  is  the  seal- 
ing date  of  the  Bousfield  British  patent.  But  to  defeat  the  Barber 
patent,  under  the  patent  statutes  of  this  country,  it  is  necessary  for 
the  defendant  to  show  a  foreign  patent  or  a  printed  publication  which 
became  a  patent  or  a  publication  before  Barber  made  his  invention 
or  discovery.  This  is  the  statutory  requirement,  and  under  the  au- 
thorities the  defendant  has  failed  to  show  this.  (Webster  Loom  Co. 
V.  Higgms,  C.  D.,  1882,  286;  21  O.  G.,  2031;  106  U.  S.,  680;  Von 
Schmidt  V.  Bowers,  C.  D.,  1897,  629;  80  O.  G.,  347;  80  Fed.  Rep., 
121;  26  C.  C.  A.,  828;  Philadelphia  <&  Trenton  RaSlroad  Oo.  v. 
Stimpsonj  14  Pet,  461;  10  L.  Ed.,  686.)  The  issue  is  not  one  of 
priority  as  between  rival  claimants.  The  defendant  does  not  as- 
sert or  set  up  any  rival  claim  to  priority  of  the  Barber  invention.  On 
the  contrary,  the  question  is  the  statutory  one  whether  Barber  made 
his  invention  before  the  available  dates  of  the  foreign  patents. 
{Miner  v.  Symington,  229  Fed.  Rep.,  730.)     And  it  is  well  settled 
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that,  as  against  the  statutory  defense  of  anticipation,  the  patentee 
may  show,  if  he  can,  the  fact  of  his  prior  invention  by  drawings, 
sketches,  models,  or  by  any  other  competent  proofs.  {Von  Schmidt 
\,  Bowers^  aupra;  Loom  v.  Higgins^  supra;  Bates  v.  Goe^  C.  D.,  1879, 
865;  15  O.  G.,  387;  98  U.  S.,  34;  Smith  v.  Vvlcamte,  93  U.  S.,  486; 
23  L.  Ed.,  952;  Apparatus  Co.  v.  Woerle,  C.  C;  29  Fed.  Kep.,  461.) 

Having  reached  the  conclusion  that  the  alleged  new  prior  art  pat- 
ents set  up  by  defendant  to  defeat  the  Barber  patent  are  too  late  in 
date,  under  the  statute  and  the  authorities,  to  operate  as  anticipations, 
it  becomes  unnecessary  to  consider  or  to  discuss  the  disclosures  of  said 
patents.  I  may  say,  however,  after  a  careful  study  of  them,  I  am 
persuaded  that  they  fail  as  anticipations  or  even  as  materially  or  sub- 
stantially limiting  the  scope  of  the  Barber  patent,  and  I  am  all  the 
more  constrained  to  this  view  by  the  fact  that  the  defendant  does  not 
employ  the  structures  of  these  foreign  patents,  but  instead  has  chosen 
to  take  the  Barber  structure.  I  do  not  deem  it  necessary,  however, 
to  base  my  disposition  of  the  controversy  on  this  ground. 

For  the  foregoing  considerations  I  am  of  the  opinion  that  the  de- 
cree should  he  awarded  the  plaintiff  with  costs,  and  the  accounting 
proceedings  resurried, 

[Court  of  Appeals  of  the  District  of  Columbia.] 

In  re  Alvah  Bushnell  Company. 

Decided  December  1,  1919, 

270  O.  G.,  189;  49  App.  D.  C,  133;  261  Fed.  Rep.,  1013. 

Trade-Mabks — Descbiptiveness — "  SafeTseal,"  fob  Envelops. 

The  mark  "  SafeTseal "  as  applied  to  eiivel<H>s  Held  descriptive,  as  indi- 
cating either  safety-seal  envelops  or  safe-seal  envelops. 

Mr,  E.  T,  Fenwick,  Mr.  L.  L.  Morrill,  and  Mr.  CJiarles  Allen  for 
the  appellant. 

Mr.  T.  A.  Hoatetler  for  the  Commissioner  of  Patents. 

Van  Orsdel,  J.: 

This  appeal  is  from  the  decision  of  the  Commissioner  of  Patents 
refusing  registration  of  the  word-symbol  "SafeTseal"  as  a  trade- 
mark for  envelops,  wallets,  letter-files,  jackets,  etc. 

Counsel  for  the  Commissioner  discloses  the  existence  of  patent  to 
D'Agostina,  dated  February  8,  1916,  for  safety-envelops,  and  also 
patent  to  Halloran,  dated  July  25, 1905,  which  is  described  as  relating 
"  to  a  safety  seal  for  envelops."  It  must  be  assumed  that  the  goods  of 
the  respective  patentees  are  known  to  the  trade  as  "  safety  envelops  " 
or  "  safety  seal  envelops."  This  designation  having  been  established 
by  virtue  of  the  patents,  even  if  arbitrary,  would  not  be  available  as 
a  trade-mark  for  either  of  the  patentees  for  goods  of  the  same 
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class  as  those  patented.  It  follows  that,  if  by  their  use,  the  marks 
could  not  be  registered  as  trade-marks  by  the  persons  first  applying 
them  to  the  patented  articles,  a  stranger  could  not  adopt  either  of 
them  as  a  trade-mark  for  the  same  class  of  goods. 

Treating  the  mark  independently,  the  test  here  is  the  impression 
which  it  would  make  upon  the  public.  It  is  clear  that  the  trade  would 
identify  the  goods  bearing  the  mark  either  as  safety-seal  envelops  or 
safe-seal  envelops.  In  either  case  the  mark  is  descriptive  of  the  goods 
and  comes  within  the  prohibition  of  section  5  of  the  Trade-Mark  Act 
of  February  20,  1905. 

The  decision  of  the  Comrmasioner  of  Patents  is  affirmed^  and  the 
clerk  is  directed  to  certify  these  proceedings  as  required  by  law. 

Afirmed. 

[Coart  of  Appeals  of  the  District  of  Oolombia.] 

American  Feed  Milling  Co.  v.  M.  C.  Peters  Mill  Co. 

Decided  December  1, 1919. 

270  O.  G.,  189 ;  49  App.  D.  C,  131 ;  261  Fed.  Rep.,  1011. 

Trade-Mabks — SllCn^ABITT. 

A  mark  consisting  of  the  words  "  Big  Chief/*  associated  with  the  repre- 
sentation of  a  man  on  horseback,  inclosed  within  a  circle,  Held  deceptively 
similar  to  a  mark  consisting  of  the  word  "Arab/*  associated  with  the 
representation  of  a  man  on  horseback,  inclosed  within  two  circles. 

Mr,  Raymond  J.  Mawhinney  and  Mr.  Robert  J,  Mawhinney  for 
the  appellant. 
Mr.  T.  Walter  Fowler  for  the  appellee. 

Van  Orsdel,  e/.; 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of 
Patents  in  a  trade-mark  opposition. 

The  mark  of  applicant,  American  Feed  Milling  Company,  a  North 
Carolina  corporation,  Consists  of  the  words  "  Big  Chief,"  associated 
with  the  representation  of  a  man  on  horseback  concentrically  in- 
closed within  a  single  circle.  The  mark  of  the  opposer,  M.  C.  Peters 
Mill  Company,  a  Nebraska  corporation,  consists  of  the  word  "Arab," 
associated  with  the  representation  of  a  man  on  horseback  concen- 
trically inclosed  within  two  circles.  The  man  in  the  mark  of  ap- 
plicant is  intended  to  represent  an  Indian  chief  armed  with  a  gun, 
while  the  man  in  opposer's  mark  represents  an  Arab  armed  with 
a  spear. 

The  sole  question  presented  is  the  likelihood  of  confusion  in  trade. 
Applicant  iJleges  use  of  its  mark  since  1914,  while  opposer  shows 
use  of  its  mark  prior  to  that  date.  The  dominating  feature  of  each 
15752—21 8 
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mark  is  the  horse  with  an  armed  man  mounted  upon  it.  The  horse 
in  each  mkrk  is  similar  in  size,  style  and  appearance.  While  the 
dress  of  the  men  is  different,  they  are  similar  in  size,  position  and 
the  respective  manner  of  holding  the  spear  and  gun.  These  striking 
similarities  bring  this  case  within  the  rule  announced  in  Bickmore 
GaU  Cute  Co.  v.  Rams  Mfg.  Co,  (126  Fed.  Eep.,  573,)  where  the 
conjflicting  marks  consisted  of  representations  of  horses  attached  to 
the  same  class  of  goods.    In  that  case  the  court  said : 

Both  pictures  are  used  on  boxes  containing  the  salve.  The  complainant's 
trade-mark  cannot  confer  a  monopoly  to  every  representation  of  a  horse  upon 
a  medicine  of  that  character.  Such  a  mark  would  be  generic  in  character.  Its 
right  is  restricted  to  the  particular  horse  designated  In  the  registration,  or  one 
of  substantially  similar  appearance,  style  or  position. 

Opposer's  mark  discloses  an  Arabian  horse  of  unusual  appearance, 
style  and  position,  while  the  horse  of  applicant  is  similar  in  all  its 
details  and  dimensions. 

The  respective  marks  are  used  on  burlap  sacks  containing  horse 
feed,  displaying  at  best  a  dull  impression  of  the  mark  and  forbidding 
to  a  large  extent  the  detection  of  distinguishing  features.  The  simi- 
larity of  the  dimensions  and  general  appearance  of  the  marks  em- 
phasizes the  improbability  of  accidental  selection  by  applicant.  As 
was  said  by  Judge  Lurton  in  Paris  Co,  v.  Hill  Co,^  (102  Fed.  Rep., 
148:) 

When  there  are  found  strong  resemblances,  the  natural  inquiry  for  the  court 
is,  why  do  they  exist?  If  no  sufficient  answer  appears,  the  inference  is  that 
they  exist  for  the  purpose  of  misleading.  {Taylor  v.  Taylor,  2  Eq.  Rep.,  290.) 
We  are  to  remember  that  the  average  purchaser  has  seldom  the  opportunity  of 
making  a  close  comparison ;  that  he  is  apt  to  act  quickly,  and  Is  therefore  not 
expected  to  exercise  a  high  degree  of  caution.  {PiUsbury  v.  FVour-MUlB  Co., 
64  Fed.  Rep.,  841 ;  12  C.  0.  A.,  432.) 

The  decision  of  the  Convniiasioner  of  Patents  sustaining  the  oppo- 
sition is  affirmed^  and  the  clerk  is  directed  to  certify  these  proceed- 
ings as  by  law  required. 

Affirmed. 

[Court  of  Appeals  of  tbe  District  of  Columbia.] 

Bader  v.  Burroughs. 

Decided  December  1,  1919. 

270  O.  G.,  190;  49  App.  D.  C,  136;  261  Fed.  Rep..  1016. 

Intebfebencb — Priority. 

Evidence  reviewed  and  Held  Insufficient  to  establish  that  the  junior  party, 
on  whom  the  burden  of  proof  rested  heavily  as  an  applicant  against  a 
patentee,  was  the  first  inventor. 

Mr,  C.  S.  Davis  for  the  appellant. 

Mr.  Howard  P.  Denison  for  the  appellee. 


Digitized  by 


Google 


BADEB  V.  BURROUGHS.  115 

KoBB, /.; 

Appeal  from  a  decision  of  an  Assistant  Commissioner  of  Patents  in 
an  interference  proceeding  awarding  priority  of  invention  to  the 
junior  applicant,  he  having  copied  the  claim  of  appellant's  patent, 
reading  as  follows :     ' 

In  an  eye-glass  mounting,  the  combination  with  a  bridge  provided  with  a  non* 
circular  opening  and  a  flat  surface  surrounding  the  opening,  of  a  pivot  stud  com- 
prising a  portion  fitting  in  and  conforming  to  the  non-circular  opening,  a  cylin- 
drical bearing  portion,  a  shoulder  at  the  junction  of  the  bearing  portion  with  the 
non-circular  portion,  said  shoulder  engaging  the  flat  surface  of  the  bridge,  and  u 
flange  spaced  from  said  flat  surface ;  a  screw  engaging  the  post  and  the  bridge 
and  holding  the  shoulder  against  the  flat  surface,  a  nose  clamp  lever  pivoted  to 
the  stud  and  engaging  the  flange  and  the  flat  surface  of  the  bridge ;  and  a  spring 
secured  at  one  end  to  the  stud  and  at  the  other  end  to  the  nose  clamp  lever. 

At  the  time  the  invention  was  made  the  parties  were  in  the  employ 
of  the  Standard  Optical  Company  of  Geneva,  N.  Y.,  Burroughs  as 
superintendent  and  Bader  as  an  expert  designer  of  eyeglass-mount- 
ings. Burroughs  was  not  an  inventor,  while  Bader  had  taken  out 
several  patents  relating  to  this  art.  It  is  conceded  that  Bader  was 
the  inventor  of  a  structure  like  the  device  of  the  issue  except  that 
the  end  of  the  post  supporting  the  guard  was  offset  and  hence  not 
readily  renaovable.  In  other  words,  in  the  device  of  the  issue  a  screw 
has  been  substituted  for  the  offset.  For  this  substitution  or  change 
each  of  the  parties  claims  credit.  The  Examiner  of  Interferences 
awarded  priority  to  Bader,  while  the  Board  and  Assistant  Commis- 
sioner found  for  Burroughs. 

At  the  time  the  controversy  arose,  and  thereafter  until  Bader  can- 
celed the  license,  the  company  was  paying  him  a  royalty  on  the  mount- 
ing, minus  the  screw  feature.  Some  complaint  was  made  because 
the  guard  was  not  removable,  and,  on  the  13th  of  April,  1915,  two 
representatives  of  the  Geneva  Optical  Company  were  in  conference 
with  Burroughs  at  the  factory  of  the  Standard  Optical  Company. 
During  the  latter  part  of  this  interview,  which  took  place  after  lunch, 
some  one  suggested  that  by  putting  a  screw  in  place  of  the  offset  or 
rivet  the  mounting  could  be  more  easily  repaired.  Burroughs  says 
he  made  this  suggestion.  The  two  representatives  of  the  Geneva  Com- 
pany do  not  remember  who  made  it.  One  of  them  testified,  under 
cross-examination,  that  most  mountings  of  this  character  were  made 
with  a  screw  and  that  the  substitution  of  the  screw  for  the  fixed  head 
or  offset "  was  the  obvious  thing."  Bader  was  called  in  and  the  matter 
discussed.'  Burroughs  at  first  testified  that  the  interview  terminated 
between  4  and  4.30  in  the  afternoon  and  that  he  thought  Bader  was 
there  at  that  time.  Later  Mr.  Dorsey,  the  attorney  who  prepared  the 
application  for  Bader  at  Rochester,  N.  Y. — a  very  frank  witness  and 
entirely  disinterested  at  the  time  of  his  testimony — produced  for 
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Bader  a  drawing  of  the  invention  dated  April  13, 1915,  and  which  he 
testified  was  on  that  day  sent  to  his  correspondent  in  Washington  for 
the  purpose  of  a  search  as  to  patentability.  To  the  best  of  Mr.  Dor- 
sey's  recollection,  the  drawing  was  made — 

from  a  description  furnished  by  Mr.  Bader  at  some  time  before  maldng  the 
search. 

Judging  from  the  appearance  of  the  sketch,  the  witness  was  certain 
it  had  been  done  when  he  had  plenty  of  time  on  his  hands,  and  not  in 
the  course  of  an  interview  with  Bader.  The  witness  was  quite  sure 
that  the  communication  from  Bader  was  at  a  personal  interview; 
that  had  the  fact  been  otherwise  he,  in  all  probability,  would  have 
remembered  it.  The  stenographer  to  whom  the  letter  accompanying 
the  drawing  was  dictated  by  Mr.  Dorsey  on  the  date  mentioned, 
stated  that  her  note-book  showed  she  had  taken  other  dictation  that 
day  after  the  letter  in  question  was  dictated  to  her.  Following  this 
testimony  Mr.  Burroughs  was  recalled  to  the  stand  and  asked  whether 
he  knew  where  Mr.  Bader  was  in  the  afternoon  of  April  13th,  and, 
notwithstanding  his  former  statement  that  Bader  was  at  the  factory 
when  the  interview  closed  at  4  o'clock  or  later,  replied  that  he  did  not. 
He  further  stated  that  it  was  Bader's  habit  to  go  to  Rochester  from 
Geneva  by  motorcycle,  a  distance  of  approximately  forty-six  miles. 
Bader  testified  positively  that  he  was  not  in  Rochester  on  the  13th, 
and  that  his  disclosure  to  Mr.  Dorsey  was  prior  to  that  time.  We  do 
not  deem  it  necessary  further  to  discuss  the  evidence,  save  to  say  that 
the  bill  for  the  filing  of  Bader's  application  was  paid  by  the  Geneva 
Company. 

Since  Bader  is  a  patentee,  the  burden  is  heavily  on  Burroughs,  and 
in  our  view  he  has  entirely  failed  to  sustain  it.  He  does  not  eveh 
claim  to  have  done  more  than  suggest  a  slight  and,  according  to  his 
own  witness,  obvious  modification  of  one  of  the  elements  of  a  structure 
admittedly  Bader's.  And  he  really  is  not  corroborated  as  to  that, 
while  the  testimony  of  Mr.  Dorsey  and  the  drawing  produced  by  him 
conclusively  establishes,  we  think,  that  Bader  was  in  possession  of  the 
invention  before  the  interview  at  which  Burroughs  says  he  (Bur- 
roughs) first  disclosed  it.  Moreover,  this  "obvious  thing"  was  more 
likely  to  occur  to  Bader,  the  expert,  than  to  any  one  else. 

The  decision  is  reversed  and  priority  awarded  to  Bader. 

Reversed. 
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•  f  Court  of  Appeals  of  the  District  of  Columbia.] 

CoWLES  V>  RoDY. 

Decided  December  i,  1919. 

270  O.  G.,  191;  40  App.  D.  C,  135;  261  Fed.  Rep.,  1015. 

JCKISDICTION — COUBT  OF  APPEALS  OF  THE  DISTRICT  OV  (COLUMBIA — INTEBFEBKNCB 

Pboceeding. 
The  Court  of  Appeals  of  the  District  of  Columbia  is  \^thout  authority  In 
an  interference  proceeding  to  review  the  Commissioner's  ruling  that  the 
claims  of  one  of  the  parties  are  not  patentable  because  barred  by  the  statute 
of  public  use  (or  printed  publication). 

Mr.  W,  H.  Finckelj  Jr.y  for  the  appellant. 

Mr,  J.  C,  Pennie  and  Mr.  F,  E.  Barrows  for  the  appellee.  ' 

Smyth,  C.  J, 

Cowles  appeals  from  a  decision  of  the  Assistant  Commissioner  of 
Patents  dissolving  an  interference  to  which  he  was  a  party.  The 
subject-matter,  which  was  a  method  for  treating  feldspar  and  the 
like,  is  expressed  in  nine  counts.  In  view  of  the  conclusion  which 
we  have  reached  it  is  not  necessary  to  set  out  any  of  them. 

Rody  was  granted  a  patent  August  24, 1915,  on  an  application  filed 
October  11, 1913.  Cowles's  application  was  not  filed  until  November 
20,  1915,  nearly  three  months  after  Rody'sl  patent  had  issued. 
Cowles  was  therefore  the  junior  party.  The  Examiner  of  Interfer- 
ences awarded  priority  to  Rody  on  all  the  counts.  This  was  reversed 
by  the  Examiners-in-Chief  as  to  counts  1  to  4  and  affirmed  as  to  the 
remainder.  In  granting  the  reversal  the  Examiners  held  that  while 
Cowles  was  prior  to  Rody  with  respect  to  the  first-named  claims,  he 
was  anticipated  by  a  patent  to  one  Adolf  Kayser,  and  announced 
that  they  would  so  notify  the  Commissioner  of  the  apparent  statu- 
tory bar  to  the  granting  of  a  patent  to  Cowles  with  claims  corre- 
sponding to  the  counts  1  to  4.  On  appeal  by  Cowles  the  Assistant 
Commissioner  held  that  he  had  in  effect  admitted  publication  of  his 
invention  in  1912,  or  more  than  two  years  before  he  filed  his  appli- 
cation.   He  further  said : 

If  the  Cowles  publications,  taken  in  connection  with  the  previous  Kayser 
patent  or  otherwise,  disclose  the  invention  of  Cowles  as  he  claims  it,  then  the 
possibility  of  granting  a  patent  to  Cowles  disappears,  and  there  is  no  applicant 
before  this  Office  with  allowable  claims  to  this  matter,  and  consequently  there 
Is  DO  interference. 

The  Assistant  Commissioner  found  that  the  publications  disclosed 
the  invention,  and  he,  in  consequence  dissolved  the  interferencm 
Rody  moves  to  dismiss  on  the  ground  that  the  court  has  no  jurisdic' 
tion  to  consider  the  appeal. 
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We  are  without  authority  in  an  interference  proceeding  to  reverse 
the  Commissioner's  ruling  that  Cowles's  claims  are  not  patentable 
because  barred  by  the  statute  of  public  use.  He  did  not  pass  upon 
the  question  of  priority,  and  that  is  the  only  question  reviewable  by 
US  in  this  kind  of  a  proceeding.  His  action  in  dissolving  the  inter- 
ference simply  placed  the  parties  back  where  they  were  before  he 
had  declared  the  interference,  and  we  have  no  power  to  disturb  i^- 
it  is  not  a  final  order.  This  has  been  often  announced  by  us.  {In  re 
FuUager,  C.  D.,  1909, 270;  188  O.  G.,  259;  32  App.  D.  D.,  222;  Cosfer 
V,  Gold,  C.  D.,  1910,  282;  151  O.  G.,  194;  84  App.  D.  C,  194;  Gcerlm 
V.  Goldherg,  C.  D.,  1917,  128;  236  O.  G.,  1222;  45  App.  D.  C,  540; 
FieU  et  dl.  v.  Cohnmi,  C.  D.,  1918,  135;  247  O.  G.,  246;  47  App. 
D.  C,  189.)    In  the  last  case  it  is  said: 

We  have  held  In  many  cases  that  this  court  Is  without  jurisdiction  to  enter- 
tain an  appeal  in  an  Interference  case  except  from  a  Judgment  of  priority. 
(Citing  cases.) 

As  a  result  the  motion  to  digmiss  in  this  case  for  want  of  juris- 
diction must  be  sustained, 
A.ffi/rm6d, 


[Coart  of  Appeals  of  the  District  of  Colambia.] 

L.  Otzen  4  Co.  V,  The  J.  K.  Armsbt  Co. 

Decided  December  i,  1919. 

270  O.  G.,  191 ;  49  App.  D.  0.,  134;  261  Fed.  Rep.,  1014. 

Trade-Masks — Similarity. 

A  mark  consisting  of  the  words  "  From  the  Land  of  Sunshine  "  Held  not 
deceptively  similar  to  a  mark  consisting  of  the  words  "  Blossom  and  Sun- 
shine," associated  with  the  r^yrssentatlan  of  blossoms  and  a  sunhurst 

Mr.  A,  P.  Oreeley  for  the  appellant. 

Mr.  E.  T.  Fenwick  and  Mr.  L.  L.  MorrtU  for  the  appellee. 

Van  Obsdel,  /.; 

This  is  an  appeal  from  the  Commissioner  of  Patents  in  a  trade- 
mark cancelation  proceeding,  in  which  the  petitioner,  L.  'Otzen  & 
Company,  is  seeking  the  cancelation  of  the  registration  of  the  mark 
^^  From  the  Land  of  Sunshine,"  granted  to  the  registrant  March  31, 
1914. 

Petitioner's  mark  consists  of  the  words  ^^  Blossom  and  Sunshine," 
associated  with  the  representation  of  blossoms  and  a  sunburst  Both 
marks  are  used  on  identical  goods — dried  fruits. 

It  is  contended  by  petitioner  that  the  word  ^^  Sunshine "  is  the 
dominating  feature  of  each  mark.  S^gistrant,  however,  answers  this 
by  way  of  a  counterclaim  that  petitioner's  registration  of  the  mark 
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in  issue  in  1906  was  illegally  secured,  because  of  a  prior  use  by  regis- 
trant of  a  mark  for  fruits  consisting  of  the  word  ^^  Sunshine  ^  alone. 
The  use  of  this  mark,  registrant  claims,  was  prior  to  any  rights  ac- 
quired by  petitioner  in  its  present  mark.  This  would  seem  to  fore- 
close conclusiyely  petitioner's  right  to  demand  cancelation  of  regis- 
trant's mark  on  the  ground  that  its  dominating  feature  is  the  word 
^  Sunshine,"  since  prior  rights  to  the  use  of  that  word  are  in  the  regis- 
trant. 

This,  however,  does  not  decide  the  issue  of  probable  confusion 
arising  from  the  use  of  the  marks  in  question.  We  agree  with  the 
tribunals  below  that  there  is  nothing  inherent  in  the  appearance  of 
the  marks,  or  in  the  proof  adduced  by  petitioner,  to  justify  an  ad- 
judication that  the  marks  are  so  similar  as  to  be  likely  to  lead  to 
confusion  in  trade. 

The  decision  of  the  Com/missioner  of  Patents  is  affirmed^  and  the 
clerk  is  directed  to  certify  these  proceedings  as  by  law  required. 

Afflrme^" 


[Court  of  Appeals  of  the  DiBtrlct  of  Colombia.] 

Paul  F.  Beioh  Compant  v.  EjsUiOGo  Toasted  Gokk  Flakes 

COMPANT. 

Decided  Jimuarif  5,  iPS0. 

271  O.  G.,  Sei;  49  App.  D.  C,  186;  262  Fed.  Rep.,  640. 

Tbade-Maxks — Class  or  Goods — ^Bbxakfast  Foods  and  Candt. 

The  general  and  essential  characteristics  of  breakfast  foods  and  candy 
are  different,  and  the  first  to  adopt  and  use  the  mark  **  Kmmbles  "  for  a 
cereal  breakfkst  food  has  no  right  to  extend  it  to  candy  as  against  one 
who  shows  an  intermediate  adoption  and  use  of  "  Golden  Orombles "  for 
candy. 

Mr.  Jos.  L.  Steuart  and  Mr,  S.  R.  Perry  for  the  appellant. 
Mr.  W..H.  C.  Clarke  for  the  appellee. 

BoBB,  J.: 

Appeal  from  a  Patent  Office  decision  sustaining  appellee's  petition 
for  the  cancelation  of  appellant's  trade-mark  ^Golden  Grumbles,'' 

which  it  had  used  on  candy  since  February  of  1916. 

It  appears  that  the  words  "Golden  Crumbles"  were  suggested  by 
the  color  of  the  candy  and  its  tendency  easily  to  crumble.  A  very 
considerable  business  soon  was  established.  Appellee,  in  1912, 
adopted  the  word  "  Krumbles  "  as  a  trade-mark  for  a  cereal  break- 
fast food  In  April  of  1916,  more  than  a  year  subsequent  to  appel- 
lant's adoption  of  its  mark,  appellee  commenced  using  its  mark  on  a 
'•onfection.    It  contends  that  this  was  a  legitimate  and  natural  ex- 
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pansion  of  its  business.  We  do  not  think  so.  {Quaker  Oats  Co.  v. 
Mothers  Macaroni  Co.,  C.  D.,  1914, 108 ;  198  O.  G.,  899 ;  41  App.  D.  C, 
254.)  Th^  Acting  Examiner  of  Interferences  pertinently  observed 
that  there  is  no- 
proof  to  the  effect  that  manufacturers  of  cereal  breakfast  foods  are  in  the  habit 
of  engaging  In  the  production  of  candy. 

Moreover,  the  general  and  essential  characteristics  of  breakfast 
foods  and  candy  are  different,  and  we  are  of  opinion  that  the  use  of 
a  mark  by  a  dealer  in  one  leinves  its  use  open  to  a  manufacturer  of  the 
other. 

The  decision  is  reversed. 

Reversed. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

Kjennioott  v.  Caps. 
Decided  January  5,  1920.  ^ 

271  O.  G.,  361 ;  49  App.  D.  C,  187 ;  262  Fed.  Rep.,  641. 

INTBBFEBENCB — PRIOBITT — RBVIEW  BY  CJOXJBT  OF  APPEAUS. 

Where  the  tribunals  of  the  Patent  Office  concur  with  respect  to  the  proper 
solution  of  a  question  of  fact,  the  Court  of  Appeals  of  the  District  of  Colum- 
bia will  not  disturb  their  action  if  there  is  competent  evidence  to  sustain  it. 
(For  Commi'88ioner'»  decision  see  ante,  6;  271  0.  G.,  359.) 

Mr.  Francis  M.  Phelps  and  Mr.  Framk  A.  Howard  for  the  appel- 
lant. 

Mr.  Joseph  H.  MHans^  Mr.  Calvin  T.  MHans^  and  Mr.  Rudolph  W. 
Lotz  for  the  appellee. 

Smtth,  C /.; 

The  Assistant  Commissioner  of  Patents  awarded  priority  of  inven- 
tion to  Caps  in  an  interference  between  his  application  and  that  of 
Eennicott,  and  the  latter  appeals.  Improvements  in  an  apparatus 
for  softening  water  constitute  the  subject  of  the  invention.  There  is 
only  one  count  of  the  interference.    It  reads : 

1.  In  a  water-softening  aiq^aratus,  a  reagent  drum,  means  for  passing  water 
to  be  softened  through  the  reag^it  in  said  drum,  a  water  meter  for  measuring 
the  water  flowing  through  the  said  drum,  a  valve  for  shutting  off  the  flow  of 
water  through  the  drum,  and  means  operable  by  said  meter  for  actuating  the 
said  valve. 

Caps  alleged  conception  in  January,  1915,  and  disclosure  in  Feb- 
ruary following.  He  filed  his  application  in  January,  1916.  Ken- 
nicott  in  his  original  preliminary  statement  claimed  that  he  had 
conceived  the  invention  and  reduced  it  to  practice  in  December,  1915. 
His  application  was  filed  in  March  following.  He  is,  therefore,  the 
senior  party.    After  Cap's  testimony  had  been  completed  and  Kenni- 
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eott  knew  the  dates  claimed  by  him,  he  sought  leave  to  amend  his 
stat^nent  by  alleging  conception  in  February,  1914,  nearly  two  years 
before  the  date  first  claimed  and  about  a  year  anterior  to  Caps.  The 
three  tribimals  of  the  Office  concurred  in  denying  leave  to  amend,  on 
the  ground  that  he  had  failed  to  show  diligence  in  discovering  the 
assumed  error  in  his  first  statement.  They  also  concurred  in  holding, 
on  the  quesion  of  fact  presented,  that  Caps  was  the  first  to  conceive 
and,  being  diligent  thereafter  and  up  to  the  time  of  the  filing  of  his 
application,  was  entitled  to  priority.  It  is  a  well  settled  rule  of  de- 
cision in  this  court  that  where  the  tribimals  of  the  Office  concur  with 
respect  to  the  proper  solution  of  a  question  of  fact  we  will  not  dis- 
turb their  action  if  there  is  any  competent  evidence  to  sustain  it. 
(Greenawalt  v.  Dwight,  C.  D.  1919,  234;  266  O.  G.,  138;  258  Fed. 
Bep.,  982;  49  App.  D.  C,  82;  and  cases  there  cited.)  We  think 
the  eviderice  Jiere  amply  satisfies  the  rule^  and  therefore  we  affirm  the 
decishn  of  the  Assistant  Comrrdssioner  of  Patervts. 
A'ffirmed, 


[Court  of  Appeals  of  the  District  of  Columbia.] 

In  re  Schneider. 

Decided  January  5,  1920. 

271  O.  G.,  362;  49  App.  D.  C,  204;  262  Fed.  Rep.,  718. 

1.  Reissue — ^Delay  of  Two  Yeabs  and  Eight  Months  in  Filing  Application. 

A  delay  of  two  years  and  eight  months  In  filing  an  application  for  reissue 
to  secure  broader  protection  Held  to  be  unreasonable  where  applicant's 
only  excuse  is  "  that  he  had  no  occasion  to  review  his  patent  from  the  date 
of  its  issue  until  the  present  time,  and  that  the  insufficiencies  in  his  original 
specification  and  claims  only  came  to  his  attention  through  others." 

2.  Same — Delay  of  More  Than  Two  Yeabs — Evidence  of  Abandonment. 

A  lapse  of  more  than  two  years  in  the  filing  of  an  application  for  reissue 
to  secure  broader  claims  applies  not  only  to  the  prima  facie  presumption 
of  intervening  rights,  but  it  is  evidence  of  abandonment. 

3.  Same — ^Faii^ube  to  Secttbe  Adequate  Pbotection — Inventoe  Bound  by  Acts 

of  solicitobs. 

An  unreasonable  delay  in  the  filing  of  a  reissue  applicatiofi  which  seeks 
to  broaden  the  claims  cannot  be  excused  on  the  ground  that  the  failure  to 
secure  adequate  protection  was  due  to  the  fault  of  the  solicitors.  They 
were  the  agents  of  the  inventor,  and  he  is  bound  by  their  acts. 

{Far  Commissioner's  decision  see  ante,  9;  271  O.  (?.,  360.) 

Mr.  H.  B.  Fay  for  the  appellant. 

Mr.  T.  A,  Hostetler  for  the  Commissioner  of  Patents. 

Smyth,  C.  J.: 

This  is  an  appeal  from  a  decision  of  the  Commissioner  of  Patents 
refusing  a  reissue  on  the  ground  that  the  appellant  was  not  diligent 
in  making  his  application.    Two  years  and  eight  months  elapsed 
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between  the  issue  of  the  original  patent  and  the  filing  of  his  applica- 
tion.   The  only  reason  assigned  by  him  for  the  delay  is — 

that  he  had  no  occasion  to  review  his  patent  from  the  date  of  its  Issue  until  the 
present  time,  and  that  the  insufficiencies  in  his  original  specification  and  claims 
only  came  to  his  attention  through  others ;  namely,  Mr.  Burton  W,  Sweet,  who 
was  employed  by  him,  and  his  attorneys,  Messrs.  Fay,  Oberlin  and  Fay,  within 
the  past  few  weeks,  and  that  he  did  not  delay  after  he  had  knowledge  of  the 
insufficiency  of  his  original  patent. 

It  is  conceded  by  him  that  the  claims  which  he  now  seeks  to  have 
allowed  are  broader  than  those  of  the  original  patent.  This  is 
important. 

While  the  applicant  says  he  had  no  occasion  to  review  his  patent 
from  the  date  of  its  issue  until  the  present  time,  we  think  prudence 
would  have  suggested  that  he  examine  his  claims  when  the  patent 
was  granted,  or  soon  thereafter,  certainly  within  two  years  after  he 
had  received  it,  to  determine  whether  or  not  they  were  commensurate 
with  his  invention.  If  the  claims  were  intricate, — something  he 
could  not  understand, — ^it  was  his  duty  to  call  for  the  aid  of  an 
expert.  A  reasonably  careful  man  would  have  pursued  such  a 
course.  In  Ivea  v,  Sargent  (C,  D.,  1887,  191;  38  O.  G.,  781;  119 
U.  S.,  652)  the  Court,  in  rejecting  the  excuse  for  delay  proffered  by 
an  applicant  for  a  reissue,  said  that — 

he  assumed,  without  examination,  that  the  spedflcation  and  claims  of  his 
(original)  patent  were  Jast  what  he  had  desired  and  intended  they  should  be, 
and  rested  quietly  in  ignorance  of  the  error  and  of  his  rights  for  nearly  three 
years,  and  then  did  not  discover  them  until  after  others  had  discovered  that  he 
had  lost  the  right  to  repair  his  error  by  his  neglect  to  assert  it  within  a  reason- 
able time. 

This,  in  effect,  is  what  was  done  by  the  applicant  in  the  case  before 
us.  The  period  of  his  inaction  was  two  years  and  eight  months — 
''nearly  three  years."  During  that  time  he  made  no  examination 
of  his  claims  ^and  specifications,  but  assumed,  as  did  the  applicant  in 
the  Ives  case,  that  they  were  just  what  he  had  desired. 

The  Court  said  in  WoUensak  v.  Beiher,  (C.  D.,  1885,  310;  31  O.  G., 
1301;115U.  S.,  96,  99:) 

If,  at  the  date  of  the  issue  of  the  original  patent,  the  patentee  had  been  con- 
scious of  the  nature  and  extent  of  his  Invention,  an  inspection  of  the  patent, 
when  issued,  and  an  examination  of  its  terms,  made  with  that  reasonable  degree 
of  care  which  is  habitual  to  and  expected  of  men,  in  the  management  of  their 
own  interests,  in  the  ordinary  affairs  of  life,  would  have  immediately  informed 
him  that  the  patent  had  failed  fully  to  cover  the  area  of  his  invention.  And 
this  must  be  deemed  to  be  notice  to  him  of  the  fact,  for  the  law  imputes  knowl- 
edge, when  opportunity  and  Interest,  combined  with  reasonable  care,  would 
necessarily  impart  it. 

In  the  light  of  this  reasoning  it  cannot  be  said  that  Schneider  was 
diligent. 
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Nor  will  it  do  for  the  applicant  to  say  that  the  fault  was  that  of 
his  solicitors  in  drawing  the  original  claims.  They  were  his  agents 
and  he  is  bound  by  their  acts.  In  the  Ives  case  the  applicant  sought 
to  shift  the  responsibility  to  his  solicitors,  but  the  Court  refused  to 
permit  him  to  do  so,  saying,  in  effect,  that  even  if  they  were  negli- 
gent, he  had  not  shown  sufficient  reason  why  he  had  not  discovered 
it  before. 

There  being  no  justifiable  cause  for  applicant's  failure  to  apply 
for  the  reissue  until  more  than  two  years  had  elapsed,  the  law  pre- 
sumes that  he  abandoned — 

the  new  matter  to  the  public  to  the  same  extent  that  a  failure  by  the  inventor  to 
apply  for  a  patent  within  two  years  from  the  pnbUc  use  or  sale  of  his  invention 
is  regarded  by  the  statute  as  conclusive  evidence  of  the  abandonment  of  the  pat- 
ent to  the  pubUc.  {TopUfJ  v.  ToplifJ,  C.  D.,  1892,  402 ;  59  O.  G.,  1257 ;  145  U.  S., 
156.) 

And  it  is  said  in  in  re  Starkey  (C.  D.,  1903, 239, 251 ;  105  O.  Q.,  746, 
1259;  21  App,  D.  C,  519,  525)  that— 

we  must  now  regard  the  law  as  well  settled  by  the  Supreme  Court  of  the  United 
States,  that,  after  the  lapse  of  two  years  after  the  issue  of  a  patent,  a  reissue 
which  seeks  to  enlarge  the  claims  of  the  original  patent  will  not  be  granted,  or 
if  granted  will  be  held  invalid,  unless  special  circumstances  are  shown  to  excuse 
the  delay. 

As  we  have  already  shown,  those  circumstances  have  not  been  made 
to  appear  in  this  case. 

It  is  said  that  there  c&n  be  no  action  without  knowledge,  and  that 
Schneider  did  not  have  knowledge  that  his  original  claims  were  not 
as  broad  as  they  should  be ;  but  there  may  be  negligence  in  not  ac* 
quiring  knowledge,  and  it  was  in  this  respect  that  Schneider  failed. 
Applicant  asserts  that  the  lapse  of  two  years  applies  only  to  the 
yrima  facie  presumption  of  intervening  rights,  but  this  is  not  cor- 
rect. It  is,  as  we  have  just  observed,  also  evidence  of  abandonment. 
There  being  no  showing  of  diligence  the  decision  of  the  Conmiissioner 
is  affmned. 

Affirmed. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

Makds  E.  Scheuerle,  Administratrix  of  the  Estate  of  Henrt  A. 

SCHETJERLE,  DECEASED,  V,  CoNNER. 

Decided  January  5,  1920. 

271  O.  a,  368;  49  App.  D.  C,  196;  262  Fed.  Rep.,  650. 

1.  IiriKBnEBKNOB— Bvn)iBNOB---lNFEBBNCE    ARISING    FBOM     FaILUBB    TO    OaLL    IN- 
VENTOB. 

Where  the  Inventor  refused  to  sign  the  preliminary  statement  made  on 
bis  behalf  and  the  assignee  of  the  application,  who  conducted  the  inter- 
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ference,  failed  to  call  him  as  a  witness,  although  he  was  available,  the 
inference  Is  warranted  that,  in  the  Judgment  of  counsel  for  the  assignee, 
he  would  not  support  the  claims  made  in  his  name. 

2.  Same — Pbiobity — ^Evxdence. 

Evidence  considered  and  Held  that  S.  reduced  the  Invention  to  practice 
prior  to  the  date  of  conception  alleged  In  the  preliminary  statement  filed 
by  the  assignee  of  O.'s  application. 

Mr.  A.  E.  Paige  for  the  appellant.  , 

Mr.  F.  H.  Lockwood  for  the  appellee. 

Smyth,  C.  J. 

From  a  decision  of  the  First  Assistant  Commissioner  of  Patents 
awarding  priority  to  Conner,  in  an  interference,  Scheuerle  appeals. 
The  invention  relates  to  mechanism  for  polishing  or  abrading  the 
major  areas  of  bifocal  lenses.  A  reissue  patent  emerged  to  Henry  A. 
Scheuerle  July  27,  1915,  on  an  application  filed  June  8,  1915.  He 
afterward  died,  and  the  interest  of  his  estate  in  the  patent  is  repre- 
sented by  his  widow,  Marie  E.  Scheuerle,  as  administratrix.  Con- 
ner's application  was  filed  May  -25,  1912.  There  are  four  counts  in 
the  issue,  of  which  count  3  is  typical.    It  reads : 

3.  Tlie  combination  with  an  annular  rotary  lap  having  a  central  recess;  of 
a  rotary  holder  for  the  surface  to  be  abraded;  means  arranged  to  relatively 
rotate  said  lap  and  holder;  and  means  maintaining  the  axes  of  said  lap  and 
holder  in  such  angular  relation  that  said  recess  spans  the  axis  of  said  holder, 
in  eccentric  relation  therewith,  with  said  axes  intersecting  at  a  center  of 
curvature  of  said  surface;  whereby  said  lap  is  prevented  from  abrading  the 
axial  region  of  said  surface  while  it  is  caused  to  abrade  an  annular  region 
of  said  surface  concentric  with  the  axis  of  said  surface  but  eccentric  with 
the  axis  of  said  lap. 

The  case  turns  upon  a  question  of  fact.  At  the  very  outset  we 
are  confronted  by  these  significant  things :  Conner  refused  to  sign 
the  preliminary  statement  made  on  his  behalf ;  it  was  signed  by  one 
Bau,  president  of  the  Onepiece  Bifocal  Lens  Company,  which  owns 
Conner's  application.  Conner,  who  was  in  Indianapolis  when  testi- 
mony was  being  taken  there  in  this  proceeding, — a  fact  well  known 
to  the  Lens  Company, — was  not  called  as  a  witness  in  its  behalf. 
It  had  the  right  to  force  his  attendance  but  it  did  not  see  fit  to 
exercise  it.  This  warrants  the  inference  that  he,  in  the  judgment 
of  counsel  for  the  company,  woidd  not  support  the  claims  made  in 
his  name. 

The  earliest  date  of  conception  claimed  for  Conner  in  the  first  pre- 
liminary statement  filed  on  his  behalf  is  about  February  1,  1911, 
but  in  an  amended  statement  the  date  is  moved  back  to  August  1, 
1910. 

The  witness  Wall,  an  oflScer  of  Wall  &  Ochs,  manufacturers  of 
lenses,  testified  that  in  1906  Scheuerle  was  employed  by  his  establish- 
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ment  and  at  that  time  "  had  knowled^  of  the  manufacture  of  bifocal 
lenses."  Brown,  another  witness,  says  that  in  the  spring  or  summer  of 
1909  Scheuerle  made  an  abrading-tool  for  use  in  the  preparation  of 
bifocal  lenses,  and  Henry  A.  Scheuerle,  a  practical  optician,  nephew 
of  Scheuerle,  the  patentee,  testified  that  his  uncle  was  manufacturing 
bifocal  lenses  in  1909  at  his  residence  with  a  mechanism  the  same  as 
Exhibit  K  that— 

he  had  several  customers,  his  own  patients  that  he  refracted,  that  he  supplied 
with  these  lenses. 

Margath,  who  seems  to  be  an  intelligent  witness,  supports  him  with 
respect  to  the  use,  by  the  elder  Scheuerle,  of  a  mechanism  like  Exhibit 
K.  In  short,  a  careful  study  of  the  records  satisfies  us  that,  to  borrow 
the  language  of  the  Examiner  of  Interferences — 

it  positively  appears  that  as  early  as  1909  Scheuerle  had  made  the  abrading  tool 
as  Illustrated  in  his  reissue  patent  Involved  In  this  Interference  and  that  during 
the  Christmas  holidays  of  the  same  year  he  had  disclosed  his  method  to  others, 
and  by  February,  1910,  had  operated  his  tool  and  holder  in  the  manner  set  forth 
in  this  Issue,  and  had  in  1911  actually  sold  lenses  made  thereby. 

We  do  not  think  the  part  of  the  record  sent  up  by  the  OflSce  in 
response  to  our  writ  of  certiorari,  issued  at  the  instance  of  the  party 
Conner,  was  necessary,  and  therefore  the  costs  of  it  are  taxed  against 
Conner,  this  being  in  accordance  with  the  terms  of  the  order  for  the 
writ. 

The  decision  of  the  First  Assistant  Commissioner  is  set  aside  a/nd 
priority  of  invention  of  the  subject-matter  in  issue  is  awarded  to 
Scheuerle. 

Reversed, 

[Court  of  Appeals  of  the  District  of  Columbia.] 

Ik  re  Smith. 

Decided  January  5,  1920. 
271  O,  G.,  363 ;  49  App.  D.  C,  203 ;  262  Fed.  Rep.,  717. 

PATENTABnjTY — INVENTION — BbINOINO  OlD  DE\^CES   INTO   JXJXTAPOSITION. 

Merely  brlnpfing  old  devices  Into  juxtaposition  and  there  allowing  each 
to  work  out  Its  own  effect  without  the  production  of  something  novel  is  not 
Invention.     (Hailes  v.  Van  Wormer,  (5  O.  G..  89;  20  Wall,  358,  368.) 

{For  CofntnisMoner's  Decision,  see  ante,  5;  271  O.  G.,  156.) 

Mr,  B.  G.  Foster  for  the  appellant. 

Mr,  T.  A.  Hostetler  for  the  (Commissioner  of  Patents. 

Smtth,  6'. /.; 

Smith  appeals  from  a  decision  of  the  Commissioner  of  Patents 
rejecting  his  application  for  a  patent  for  an  improvement  in  motors, 
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on  the  ground  that  he  was  anticipated  by  two  patents,  one  to  Joy 
August  4,  1868,  and  one  to  Wakfer  October  20,  1914.  There  are 
five  claims,  of  which  1  and  4  are  examples : 

1.  In  a  motor  of  the  character  set  forth  the  combination  with  a  cylinder  mem- 
ber having  a  head  chamber  and  opposite  neck  chambers  extending  therefrom,  of 
a  piston  In  the  cylinder  member,  comprising  a  head  operating  in  the  head  cham- 
ber and  oppositely  extending  necks  operating  in  the  said  neck  chambers,  said 
piston  being  reversible  to  permit  either  neck  to  operate  in  either  neck  chamber, 
means  for  supplying  motive  fluid  alternately  to  opposite  sides  of  the  piston 
head,  and  means  for  permitting  a  portion  of  such  motive  fluid  supplied  to  one 
side  of  the  head  to  pass  into  one  of  the  neck  chambers  behind  the  neck  therein. 

4.  In  a  motor  of  the  character  set  forth,  the  combination  with  a  cylinder 
member  having  a  head  chamber  and  opposite  neck  chambers  extending  there- 
from, of  a  piston  In  the  cylinder  member  comprising  a  head  operating  in  the 
head  chamber,  necks  operating  in  the  opposite  neck  chambers,  said  piston 
being  reversible  to  permit  either  neck  to  operate  In  either  neck  chamber,  and 
means  for  supplying  motive  fluid  alternately  to  opposite  sides  of  the  piston 
head,  said  means  being  controlled  by  the  piston  necks. 

Claims  1  and  2  read  directly  on  Wakfer.  While  the  passage  16 
and  17  in  his  patent  might  not  suggest  the  use  of  a  like  passage  for 
the  purpose  outlined  by  Smith,  it  would  necessarily  give  the  same 
result.  An  inspection  makes  this  apparent  at  once.  As  the  Exam- 
iners-in-Chief  said,  a  claim  cannot  be  allowed  to  Smith,  the  ap- 
pellant, for  a  construction  disclosed  by  Wakfer  "which  would  in- 
herently accomplish  applicant's  purpose,"  whether  intentionally  or 
not.  With  respect  to  claims  3,  4  and  5,  the  Joy.  patent,  particularly 
Figure  8,  anticipates  them.  Certain  changes,  it  is  true,  would  be 
required  to  make  the  one  conform  to  the  other,  but  this  would  not 
call  for  invention,  for  all  the  factors  revealed  by  the  claims  are  old 
in  the  art. 

Merely  bringing  old  devices  into  juxtaposition,  and  there  allowing  each  to  work 
out  its  own  effect  without  the  production  of  something  novel,  is  not  invention. 
(Hailea  v.  Van  Wormer  (6  O.  G.,  89 ;  20  Wall.,  358.) 

We  think  the  decision  of  the  Commdsaioner  s/umld  be  affirmed. 
Affirmed. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

Hopkins  v.  Hiegoer. 

Decided  January  5,  1920. 

271  O.  G.,  511 ;  49  App.  D.  C.  188 ;  262  Fed.  Rep..  642. 

Interference — Question  of  Fact  Involved — Concurrence  of  Tribunals  of 
Patent  Office. 
Where  the  qaestion  between  two  contestants  in  an  interference  proceeiling 
is  one  of  originality  and  the  three  tribunals  of  the  Patent  Ofhce  concur  on 
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this  question  of  fact,  the  court  of  appeals  will  follow  the  prior  decisions 
unless  they  be  manifestly  wrong. 

Mr.  Clarence  O.  McKay^  Mr,  Chas.  JS.  Jones^  and  Mr.  W.  Lee 
Helms  for  the  appellant. 

Mr.  C.  L.  Stv/rtevant  and  Mr.  Oscar  W.  Jeffery  for  the  appellee. 
Smyth,  C.  J.: 

This  is  an  interference  involving  nine  counts,  which  cover  a  subject- 
matter  that  relates  to  a  tank-ball  or  rubber  float- valve  for  the  outlet 
toilet  flush-tanks.  The  Commissioner  of  Patents  awarded  priority 
to  Kiegger  on  all  the  counts  except  No.  9,  which  was  given  to  Hop- 
kins, and  the  latter  appeals.  Counts  1  and  4  illustrate  the  character 
of  the  invention.    They  are  as  follows : 

1.  A  tank  ball  formed  with  a  seat  engaging  portion  of  flexible  rubber,  an 
upper  i)ortion  of  flexible  rubber,  and  a  reinforcement  formed  of  rubber  compo- 
sition vulcanized  to  the  upper  portion  for  preventing  the  collapsing  thereof,  said 
reinforcement  being  formed  with  an  annular  enlargement  opposite  the  juncture 
of  the  seat  engaging  portion  and  the  upper  portion. 

4.  A  float  ball  valve  formed  with  a  flexible  seat  portion,  an  upper  portion,  a 
separate  stiffening  member  arranged  interiorly  of  said  upper  portion  to  prevent 
the  collapsing  thereof,  and  also  to  prevent  the  collapsing  of  the  upper  edge  of 
the  seat  portion,  and  a  reinforcing  member  arranged  at  the  Juncture  of  the 
upper  portion  and  the  lower  portion,  said  reinforcing  member  overlapping  said 
stiffening  member  for  providing  a  substantially  rigid  Joint 

The  thing  about  which  the  controversy  centers,  as  we  have  just 
stated,  is  a  ball,  the  lower  part  of  which  is  made  of  soft  white  rubber, 
and  the  top  of  like  material  reinforced  oa  the  inside  with  a  hard- 
black-rubber  core  cemented  and  vulcanized  to  it.  In  order  that  the 
joint  between  the  two  parts  may  not  separate  easily  the  upper  part 
is  carried  down  to  and  across  the  edge  of  the  lower  part,  while  a 
reinforcing-strip  embraces  the  lower  edge  of  the  shell  and  is  vul- 
canized to  the  upper  and  lower  portions  of  the  ball.  Both  parties 
claim  the  inventive  idea,  each  asserting  that  the  other  derived  it  from 
him.  There  is  evidence  tending  to  support  the  cause  of  each,  but  it 
is  not  necessary  for  us  to  go  into  an  analysis  of  it.  The  three  tri- 
bunals of  the  Patent  Office  decided  in  favor  of  Riegger.  Where 
they  concur,  the  question  being  one  of  fact,  as  here,  we  will  not 
review  the  Commissioner's  decision  unless  it  be  manifestly  wrong 
(GreenawcHt  v.  DvngU,  C.  D.,  1919,  234;  266  O.  G.,  138;  258  Fed. 
Rep.,  982;  49  App.  D.  C,  82;  and  cases  cited),  and  we  cannot  say 
that  it  is  in  the  case  before  us. 

For  this  reason  the  decision  of  the  Commissioner  must  he  afjwmed. 

Affi/mied. 
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[Court  of  Appeals  of  the  Difitrlct  of  Columbia.] 

Reichel  V.  Dorset. 

Decided  January  5,  1920. 

271  O.  G.,  511;  49  App.  D.  C,  198;  202  Fed,  Rep..  652. 

1.  Intebference — Reduction  to  Practice — ^Necessity  of  Test. 

Where  the  Invention  in  issue  constituted  an  important  step  In  the  art  of 
hog-cholera  treatment,  covering  both  a  process  and  product,  nothing  short 
of  a  successful  test  could  meet  the  legal  requirements  of  a  reduction  to 
practice. 

2.  Same — Delay  in  Reduction  to  Practice — Excuse  Insufficient. 

A  delay  of  a  year  In  making  a  test  of  a  product  designed  to  prevent 
hog-cholera  after  it  was  alleged  to  have  been  obtained  may  not  be  excused 
on  the  ground  that  the  Inventor  was  working  under  orders  as  a  Govern- 
ment official  and  was  not  at  liberty  to  lay  aside  his  assigned  work,  where 
all  that  was  necessary  and  all  that  he  did  to  make  the  test  was  to  send  it 
to  an  experiment  station,  particularly  where  other  circumstances  indicated 
that  the  real  cause  of  delay  was  that  he  did  not  think  his  process  was  pat- 
entable until  the  activity  of  his  adversary  was  brought  to  his  attention. 

Mr.  L.  H.  Camphell  for  the  appellant. 

Mr.  C.  W.  Boyle  and  Mr.  A.  J.  Decker  for  the  appellee. 

Van  Obsdel,  e/.; 

The  issue  in  this  interference  is  in  four  counts,  of  which  counts  1 
and  3  are  illustrative : 

1.  The  process  of  eliminating  from  hog  cholera  '*  antitoxin,"  the  serum  albu- 
mins, cellular  debris  fibrin,  or  living  or  dead  germs,  by  precipitation  with  chemi- 
cal precipltants  other  than  those  forming  insoluble  hydroxids  and  filtration  and 
preserving  only  the  active  substances,  whereby  the  hog  cholera  Immime  bodies 
and  the  globulins  are  obtained,  having  the  characteristics  of  Increasing  the  re- 
sistance of  the  hog  against  infection  from  hog  cholera  virus  or  the  cause  of  hog 
cholera,  and  adapted  to  be  used  either  alone  or  in  connection  with  hog  cholera 
virus  or  the  cause  of  hog  cholera  to  prevent  the  disease  known  as  hog  cholera 
in  healthy  hogs  or  to  cure  hogs  sick  of  hog  cholera. 

3.  As  a  new  substance  hog  cholera  globulin,  consisting  only  of  the  hog  cholera 
immune  bodies  and  the  globulins  obtained  from  hog  cholera  defibrlnated  blood 
antitoxin,  having  the  active  substance  In  concentrated  and  sterile  form. 

The  invention  relates  to  a  process  for  refining  antitoxin  for  hog- 
cholera  and  the  product  thereby  obtained. 

The  respective  dates  found  by  the  tribunals  below  are  fully  sus- 
tained by  the  record.  Appellant  Keichel  conceived  the  invention  Oc- 
tober 15, 1913,  and  constructively  reduced  it  to  practice  by  filing  his 
application  April  3,  1914.  Dorset  conceived  the  invention  in  the  lat- 
ter part  of  1912,  obtained  a'product  in  May,  1913,  which  was  tested 
and  reduced  to  practice  May  16, 1914,    The  reduction  to  practice  con- 
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sisted  in  Dorset  sending  some  of  the  defibrinated  blood  antitoxin  to 
Dr.  Schroeder  at  the  experiment  station  at  Bethesda,  Md.,  where  it 
was  tested  by  immunizing  a  hog  and  was  found  to  be  potent  in  pre- 
venting cholera.  Dorset  filed  his  application  for  patent  August 
5, 1915. 

We  are  of  the  opinion  that  the  mere  obtaining  of  the  product  by 
Dorset  in  May,  1913,  without  a  test  of  its  potency  by  immunizing  a 
hog,  does  not  amount  to  a  reduction  to  practice.  The  invention  is  an 
important  step  in  a  difficult  art,  and,  therefore,  nothing  short  of  a 
successful  test  could  meet  the  legal  requirements  of  a  reduction  to 
practice. 

The  diligence  of  appellee  at  the  time  appellant  entered  the  field  is 
the  sole  question  in  the  case.  The  Examiner  of  Interferences  held 
that  Dorset  was  lacking  in  diligence,  and  awarded  priority  to 
Reichel.  He  was  reversed  by  the  Board  of  Examiners-in-Chief  and 
the  Assistant  Commissioner.  Dorset's  excuse  for  his  inactivity  from 
May,  1913,  to  May,  1914,  is  pressing  official  duties.  He  was  chief  of 
the  Biochemic  Division  of  the  Bureau  of  Animal"  Industry  of  the 
Department  of  Agriculture.  In  March,  1918,  Congress  passed  an 
act  requiring  the  Agricultural  Department  to  inspect  all  plants  pro- 
ducing hog-cholera  serum  and  other  veterinary  biological  products. 
All  the  field-work  in  connection  with  this  inspection  was  assigned  to 
Dorset,  and  he  claims  that,  inasmuch  as  he  was  working  under  or- 
ders as  a  Government  official,  he  was  not  at  liberty  to  lay  aside  his 
assigned  work  and  devote  his  time  to  testing  his  invention. 

The  validity  of  this  sort  of  excuse  depends  entirely  upon  the  facts 
and  circumstances  of  the  instant  case.  If  he  had  perfected  the  prod- 
uct, as  he  claims,  it  would  seem  that,  without  any  material  loss  of 
time  or  interference  with  his  official  duties,  he  could  have  done  in 
May,  1913,  what  he  did  in  May,  1914 — send  some  of  the  perfected 
defibrinated  blood  antitoxin  to  Dr.  Schroeder,  at  Bethesda,  Md.,  and 
have  it  tested. 

But  the  record  discloses  circumstances  which,  we  think,  point 
more  accurately  to  the  real  cause  of  appellee's  delay.  He  did  not 
think  the  process  patentable  until  Keichel  visited  his  office  in  May, 
1915,  and  told  him  that  a  patent  had  been  allowed  on  his  applica- 
tion. Dorset  then  caused  a  protest  to  be  filed  against  the  issuance 
of  the  patent,  and  shortly  thereafter  filed  his  application.  This  re- 
sulted in  a  withdrawal  of  Keichel's  case  from  issue  and  the  declara- 
tion of  this  interference. 

Failure  to  apprecift-te  the  patentability  of  an  invention  is  no  ex- 
cuse either  for  failure  to  reduce  it  to  practice  or  to  make  timely  ap- 
plication for  Letters  Patent.  Dorset  allowed  one  year  to  elapse  be- 
16762—21 ^9 
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tween  his  alleged  perfecting  of  the  product  and  its  reduction  to 
practice,  during  which  time  Beichel  conceived  the  invention  and 
constructively  reduced  it  to  practice  by  filing  his  application  in  the 
Patent  Office.  Another  year  of  inactivity  on  Dorset's  part  elapsed 
until  he  discovered  the  allowance  of  the  patent  to  his  rival,  when, 
spurred  to  activity,  he  entered  his  protest  and  filed  his  application. 
While  the  delay  in  filing,  had  he  been  diligent  in  reducing  to  prac- 
tice, would  not  have  barred  his  right  to  priority,  it  is  a  circumstance 
strongly  indicating  that  lack  of  appreciation  of  the  patentability  of 
the  invention  was  the  real  cause  of  his  inactivity  when  the  law  re- 
quired diligence. 

The  invention  in  issue  was  a  development  of  the  work  in  which 
Dorset  was  officially  engaged.  The  Govenmient  was  deeply  inter- 
ested in  a  discovery  which  would  effectually  aid  it  in  its  war  upon  a 
destructive  disease ;  hence,  considering  the  relation  of  Dorset  to  the 
public  service,  the  delay  of  one  year  in  sending  the  product  to  Dr. 
Schroeder  for  test  is  totally  inexcusable. 

The  decision  of  the  Commissioner  of  Patents  is  reversed^  and  the 
clerk  is  directed  to  certify  these  proceedings  as  by  law  required. 

Reversed. 


[Court  of  Appeals  of  the  Dtetrlct  of  Columbia.] 

Engle  V.  Manchester  and  Spooneb,  (No.  1,262.)    Enole  v.  Man- 
chester, (Nos,  1,263  AND  1,264.) 

Decided  January  5,  1920, 

271  O.  G.,  687 ;  49  App.  D.  C,  191 ;  262  Fed.  Rep.,  646- 

Interfebence — Oeioinality — Evidence — Acquiescence. 

On  the  question  of  originality  as  between  E.  and  S.  and  M.  erldence  con- 
sidered and  Held  that  It  tended  to  show  acquiescence  by  S.  and  M.  In  E.'8 
claim  to  Inventorship  and  that  the  evidence  on  behalf  of  S.  and  M.  failed  to 
overcome  the  burden  of  proof  imposed  on  Junior  applicants. 

Mr.  Vernon  E.  Hodges  for  the  appellant. 

Mr.  A.  8.  Steuart  and  Mr.  MelviUe  Church  for  the  appellee. 

Smyth,  C,  J.: 

This  is  an  appeal  from  a  decision  of  the  Patent  Office  awarding 
priority  in  three  interference  proceedings;  to  Manchester  and  Spooner 
in  No.  1,262,  and  to  Manchester  alone  in  Nos.  1,263  and  1,264.  Engle 
is  the  senior  party,  having  filed  some  two  months  before  the  others. 
The  subject-matter  of  each  interference  is  so  closely  related  to  that  of 
the  others  that  the  three  have  been  submitted  on  the  same  record,  and 
they  shall  be  disposed  of  as  one  case. 
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The  invention  concerns  an  electric  battery,  and  the  claims  of  the 
issue  are  illustrated  by  the  following : 

No.  1^2. 

I.  An  electrode  for  batteries  composed  of  cuprlc  oxid  (CuO)  and  cuprous  oxid 
(Cu,0). 

5.  An  electrode  for  batteries  formed  of  cuprlc  oxid  and  cuprous  oxid  in  the 
form  of  scales  of  appreciable  size  bonded  together  and  compressed  into  a  dense 
hard  mass. 

II.  The  process  of  producing  a  copper  oxid  electric  battery  element,  consisting 
in  forming  flakes  of  black  or  cuprlc  oxid  of  copper  carrying  therewith  portions 
of  unoxidized  copper  and  treating  the  said  flakes  to  eliminate  any  unctuous 
matter  therefrom,  thoroughly  mixing  the  flakes  carrying  the  portions  of  un- 
oxidized copper  with  a  binder  and  pressing  the  mass  thus  produced  into  a 
desired  shape  so  that  the  black  or  cuprlc  oxid  of  copper  and  portions  of  the 
metallic  copper  will  be  regularly  distributed  throughout  the  body  of  the  pressed 
mass,  then  subjecting  the  compressed  mass  to  the  action  of  heat  until  the  com- 
pressed mass  is  cured  and  the  binder  reduced  to  a  minimized  residuum,  then 
placing  the  compressed  mass  carrying  the  minimized  residuum  of  the  binder  in 
the  oven  and  subjecting  the  said  mass  to  a  high  degree  of  heat  to  first  bum 
out  the  binder  residuum  and  next  to  change  the  metallic  copper  within  the 
body  of  the  mass  of  cuprous  oxid,  removing  the  mass  now  composed  of  cuprlc 
and  cuprous  oxlds  of  copper  from  the  baking  oven  and  again  compressing  the 
same  while  red  with  heat,  and  finally  allowing  the  plate  to  cool  in  the  air. 

No.  1^63. 

1.  A  gelatinous  alkaline  electrolyte  for  primary  batteries  formed  of  an  alkaline 
hydroxid  of  approximately  28**  gravity  Baumfi  with  which  vegetable  starch  is 
combined  at  a  temperature  of  approximately  180**  P.  and  in  quantity  substan- 
tially less  than  that  required  to  gelatinize  an  equal  quantity  of  water. 

No.  1^6k. 

1.  The  herein  described  process  of  making  an  alkaline  gelatinous  electrolyte, 
consisting  in  thoroughly  mixing  a  caustic  alkaline  solution  comprising  about  one 
part  of  starch  to  ninety  parts  of  the  solution  and  thoroughly  stirring  the  two 
components,  subjecting  the  mixture  of  alkaline  solution  and  starch  to  a  degree  of 
heat  less  than  that  required  to  boil  the  mixture  tx)  avoid  the  liberation  of  the 
constituents  of  starch  that  would  have  a  tendency  to  harden  the  electrolyte,  and 
allowing  the  mixture  to  cool  to  a  pouring  cotisistency. 

Appellant  was  successful  before  the  Examiner  of  Interferences  and 
the  Board  of  Examiners,  but  failed  before  the  Assistant  -Commis-^ 
sioner.  Originality*  is  the  crux  of  the  dispute,  and  the  quiestion  for 
decision  is  one  of  fact.  Manchester  and  Spooner,  being  junior  par- 
ties, must  overcome  the  claim  made  by  Engle  or  they  cannot  succeed. 
All  the  parties  worked  together  in  the  same  house  upon  the  invention^ 
Manchester  and  Spooner  assert  that  they  were  partners  with  Engle ; 
that  he  was  merely  a  nromoter  and  legal  adviser,  but  supplied  none  of 
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the  inventive  ideas,  while  Engle  says  that  Manchester  and  Spooner 
were  employees  of  his ;  that  he  furnished  the  funds  necessary  to  carry 
on  the  work,  and  also  the  ideas  embodied  in  the  invention. 

The  testimony  is  a  tangled  web  of  contradictions;  none  the  less 
there  are  certain  things  in  it  which  stand  out  prominently  and  point 
to  the  right  direction  for  the  investigator.  One  of  the  witnesses 
called  by  Manchester  and  Spooner  refers  to  the  battery  throughout 
his  testimony  as  Engle's,  and  speaks  of  Spooner  as  Engle's  workman, 
though  he  later  tried  to  change  his  testimony  on  the  latter  point. 
Spooner,  without  dissent,  witnessed  a  contract,  after  it  had  been 
read  to  him,  in  which  Engle  was  represented  as  the  inventor,  and 
both  Manchester  and  Spooner  knew  that  Engle  was  going  to  file  an 
application  for  a  patent  on  the  invention,  but  neither  objected.  In- 
deed, Engle  was  distinctly  asked  in  the  presence  and  hearing  of 
Manchester  at  the  time  his  application  for  a  patent  was  being  pre- 
pared as  to  whether  he,  Engle,  was  the  sole  inventor,  or  a  joint  in- 
ventor with  Manchester,  and  he  answered  that  he  was  the  sole  in- 
ventor. Manchester  did  not  deny  it  but  acquiesced  in  the  answer  by 
his  silence.  Perhaps  this  conduct  on  the  part  of  Manchester  and 
Spooner  may  be  explainable  in  harmony  with  their  claim  of  inven- 
torship. They  attempt  to  show  that  it  is  by  saying  that  they  were 
misled  by  Engle,  who,  they  assert,  gave  them  to  understand  that  he 
was  the  proper  one  to  make  the  application,  and  that  he  would,  after 
having  obtained  a  patent,  recognize  their  interests  in  it.  This  may 
be  correct  but  it  is  diflScult  to  accept  it,  for  it  means  that  they,  know- 
ing they  were  the  inventors  and  that  Engle  was  not,  made  no  pro- 
test against  his  pretensions.  They  would  have  to  be  far  less  intel- 
ligent than  the  record  shows  them  to  be  before  we  could  believe  that 
they  did  not  imderstand  that  a  person  who  is  not  an  inventor  cannot, 
under  the  statute,  obtain  a  patent.  These  things,  in  connection  with 
others  in  the  record,  tend  to  establish  with  much  force  that  Man- 
chester and  Spooner  have  not  sustained  the  burden  of  proof  imposed 
upon  them  by  the  law.  With  great  care  the  Examiner  of  Interfer- 
ences and  the  Board  of  Examiners  have  analyzed  the  testimony  in 
their  respective  opinions. 

We  are  entirely  satisfied  with  their  rea»oning^  and  therefore  the 
decision  of  the  Assistant  Commissioner  must  he  reversed  and  priority 
of  the  subject-matter  involved  in  the  three  interferences  awarded  to 
Engle. 

Reversed, 
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[Court  of  Appeals  of  the  District  of  Columbia.] 

In  re  Maclin-Zimmer-McGill  Tobacco  Company,  Incorporated. 

Decided  January  ^,  1920. 
271  O.  G.,  688;  40  App.  D.  C,  181;  262  Fed.  Rep.,  635. 

1.  Trade -Marks  —  **El    Gali.o."     (The    Koosteb)     Anticipated    by    "Oub 

koosteb  "  and  pictxjre  of  a  roosteb. 

The  Spanish  words  "El  Gallo,"  meaning  "The  Rooster,"  as  a  trade- 
mark for  tobacco,  refused  registration  in  view  of  the  prior  registration 
by  another  concern  of  the  words  "  Our  Rooster  "  and  a  picture  of  a  rooster. 

2.  Same — ^REOiSTRABiLiTr — Fobxion  LAnouAOS. 

A  trade-mark  otherwise  not  registrable  is  not  made  so  because  it  is 
written  In  the  Spanish  language  Instead  of  English. 

Mr.  Henry  M.  Wise  for  the  appellant. 

Mr.  T.  A.  Hostetler  for  the  Commissioner  of  Patents. 

RoBB,  /.; 

Appeal  from  a  Patent  Office  decision  refusing  registration  to  the 
words  "  El  Gallo  "  as  a  trade-mark  for  tobacco. 

"El  Gallo"  is  the  Spanish  for  "The  Rooster,"  and  it  appears 
that  "  Our  Rooster  "  and  a  picture  of  a  rooster  have  been  registered 
as  a  trade-mark  for  tobacco  by  another  concern.  In  Nestle  <&  A 
S.  C.  MUk  Co.  V.  Walter  Baker  cfe  Co.  (C.  D.,  1911,  369;  167  O.  G., 
765;  37  App.  D.  C,  148)  we  ruled  that  "Milkmaid"  and  a  picto- 
rial representation  of  a  milkmaid  meant  the  same  to  the  public, 
and  that  the — 

right  to  employ  one  necessarily  includes  the  right  to  employ  both. 

It  matters  not  that  appellant  has  employed  the  Spanish  language 
instead  of  English.  {In  re  Bradford  Dyeing  Asso.^  C.  D.,  1917, 
202;  243  O.  G.,  1309;  46  App.  D.  C,  612.) 

The  decision  was  right  and  is  affirmed. 

Affirmed. 

[Court  of  Appeals  of  the  District  of  Columbia.] 

Seymour  v.  Molyneux. 

Decided  January  5,  1920. 

271  O.  G.,  688;  49  App.  D.  C,  216;  268  Fed.  Rep.,  468. 

1.  Interference — Issue — Construed  in  Light  of  Specification  Where  First 

Made. 

"While    •    •    ♦    a  party  will  not  be  permitted  to  narrow  his  claims 

to  suit  the  exigencies  of  a  given  situation,  it  is  equally  well  settled  that 

the  meaning  given  to  the  counts  of  an  interference  must  be  that  disclosed 

In  the  specification  of  the  party  first  to  make  the  claim.     (Funk  v.  WhiteXy, 
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25  App.  D.  C,  313;  Podlesak  v.  Mclnnemey,  0.  D.,  1906,  558;  120  O.  G., 
2127;  26  App.  D.  C,  309;  Viele  v.  Cummings,  C.  D.,  1908,  362;  134  O.  G., 
777;  30  App.  D.  0.,  455.)" 

2.  Same — Same — Right  to  Make  Claim — Devices  Designed  to  Meet  Diffebent 
Problems. 
Where  the  count  In  controversy  in  an  interference  Included  guideways 
susceptible  of  being  "adjusted  angularly  about  their  respective  pivots" 
and  was  first  made  in  the  application  of  S.,  wherein  precise  adjustment 
was  not  only  necessary  but  provided,  and  the  other  party  M.  provided  ad- 
justment for  a  different  purpose  and  precise  adjustment  was  unnecessary 
and  unprovided,  the  two  devices  being  constructed  to  meet  different  prob- 
lems, Held  that  M.  had  no  right  to  make  the  claim. 

J\ir.  C\  L.  Sturtevant  and  Mr.  E.  G.  Mason  for  the  appellant. 
Mr.  John  F.  Heme  for  the  appellee. 

BoBB,  /.; 

Appeal  from  a  decision  of  the  Patent  Office  in  an  interference 
proceeding  awarding  priority  to  the  senior  party,  the  contention  of 
the  junior  party  being  that  his  adversary  has  no  right  to  make  the 
claim. 

As  originally  declared  the  interference  contained  a  single  count, 
which  had  been  formulated  by  the  Primary  Examiner  and  suggested 
to  the  parties.  The  declaration  of  the  interference  having  given 
each  party  access  to  the  other's  application,  Molyneux  presented  an 
amendment  containing  six  claims,  which,  as  he  represented  to  the 
Patent  Office,  embodied — 
the  substance  of  allowed  claims  14,  15,  16  and  17  of  the  Seymour  application. 

Seymour  rested  his  case  upon  the  contention  that  Molyneux  had 
no  right  to  make  any  of  the  seven  claims  of  the  interference.  A 
pro  forma  decision  upon  the  record  for  the  senior  party  was  ren- 
dered by  the  Examiner  of  Interferences.  The  Board  of  Examiners- 
in-(Jhief  sustained  Seymour's  contention  as  to  all  save  count  5,  and 
their  decision  was  affirmed  by  an  Assistant  Commissioner.  Count  5, 
the  single  count  of  this  issue,  reads  as  follows: 

5.  A  feeding  mechanism  including,  in  combination,  a  feeding  bar,  two  feed- 
ing elements  arranged  slde-by-side  and  sustained  by  said  feed-bar  for  lateral 
movements  relatively  to  said  feed-bar,  guideway  supporting  means,  guideways 
pivotally  mounted  on  said  supporting  means  and  cooperating  with  the  respec- 
tive feeding  elements  for  controlling  the  lateral  movements  thereof  as  the  feed- 
bar  moves  back  and  forth,  and  means  whereby  said  guideways  may  be  adjusted 
angularly  about  their  respective  pivots  to  vary  the  amplitude  of  lateral  move- 
ment of  the  feeding  elements. 

The  invention,  according  to  Seymour's  specification — 

relates  to  new  and  useful  Improvements  In  sewing  machines,  and  more  par- 
ticularly to  n  sewing  machine  having  mechanism  for  covering  previously  Joined 
edges  of  fabric  sections. 
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In  the  sabjoined  illustrative  drawing  entitled  "  Seymour  "  the  two 
pieces  of  fabric  in  Figure  1,  represented  by  the  letters  "a'*  and  " 6," 
have  been  stitched  together  in  another  machine  at  ^  ^."  Before  being 
fed  to  the  Seymour  machine  the  fabric  sections  are  opened  out,  as 
in  Fig.  2,  the  result  being  a  slight  ridge  at  "c."  Seymour's  mecha- 
nism was  designed  and  intended  to  cover  the  seam  at  "  c,"  in  Fig.  2, 
in  such  a  way  as  to  result  in  the  entirely  flat  seam  shown  in  Fig.  3. 
He  says  in  his  specification  that  the  object  of  his  invention  is  to-^ 
provide  mechanism  for  exerting  a  strain  on  the  fabric  sections  prior  to,  or  as 
they  are  being  covered  by  the  stitch-forming  mechanism,  so  that  the  seam  will 
be  substantially  flat 

and  to  effectuate  this  he  provides  a  mechanism — 

wherein  feed-dogs  engage  the  respective  fabric  sections  in  advance  of  the  stitch- 
ing mechanism,  and  said  feed-dogs  are  moved  away  from  each  other  as  well  as 
in  the  direction  of  feed  for  exerting  a  strain  on  the  joined  edges  as  they  a)re 
being  covered  by  the  stitch-forming  mechanism.. 

The  path  of  the  feed-dogs  is  capable  of  accurate  adjustment;  in 
other  words,  the  strain  on  the  fabric  may  be  precisely  regulated.  We 
do  not  deem  it  necessary  to  enter  upon  a  technical  examination  of 
Seymour's  mechanism.  We  have  stated  its  function  and  it  is  enough 
to  say  that  the  machine  is  fully  capable  of  performing  its  intended 
function,  namely,  to  cover  previously-joined  edges  of  fabric  sections 
so  that  the  seam,  when  completed,  is  substantially  flat. 


JP^-jf. 
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Let  us  now  turn  for  a  moment  to  the  Molyneux  device.  That,  too, 
relates  to  a  sewing-machine,  but  Molyneux  says  the  object  of  his 
invention  is  ^'to  automatically  lap  two  pieces  of  goods  being 
stitched; "  in  other  words,  automatically  lap  and  stitch  two  pieces  of 
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goods,  as  illustrated  below  in  the  drawing  entitled  ^'  Moljneux."  The 
letters  "  a  "  and  **  6  "  in  Fig.  1  represent  the  two  pieces  of  goods  to 
be  lapped  and  stitched  by  the  machine,  and  Fig.  2  the  completed 
work. 


^       I  '  if 


Molyneux  points  out  in  his  specification  that  a  greater  overlap 
than  is  normally  provided  may  be  obtained  by  the  pressing  of  a 
treadle  by  the  operator. 

It  will  thus  be  seen  that  the  parties  were  concerned  with  entirely 
different  problems,  and  the  count  of  the  issue,  having  originated  with 
Seymour,  must  receive  an  interpretation  consistent  with  his  specifica- 
tion. While  we  many  times  have  ruled  that  a  party  will  not  be  per- 
mitted to  narrow  his  claims  to  suit  the  exigencies  of  a  given  situa- 
tion, it  is  equally  well  settled  that  the  meaning  given  to  the  counts 
of  an  interference  must  be  that  disclosed  in  the  specification  of  the 
party  first  to  make  the  claim.  {Furik  v.  WMtely^  C.  D.,  1905,  670; 
117  O.  G.,  280;  25  App.  D.  C,  313;  Podlesak  v.  Mclnnerney,  C.  D., 
1906,  558;  120  O.  G.,  2127;  26  App.  D.  C,  399;  VieU  v.  Oummings] 
C.  D.,  1908,  362;  134  O.  G.,  777;  30  App.  D.  C,  465.)  The  patent 
law  contemplates  an  interference  in  fact  rather  than  in  mere  words, 
and  unless  such  an  interference  really  exists  it  is  a  hardship  and  an 
injustice  to  permit  an  earlier  applicant  to  go  out  of  the  Patent  Office 
with  a  dominating  claim.  The  court  always  is  reluctant  in  technical 
cases  to  disturb  the  findings  of  the  Patent  Office,  but  when  convinced 
that  an  error  has  been  made  it  is  our  duty  to  do  so.  (Arhetter  v. 
Lewis,  C.  D.,  1910, 371 ;  164  O.  G.,  616 ;  84  App,  D.  C,  491.)  We  are 
convinced  in  the  present  case  that  this  claim,  when  interpreted  in  the 
light  of  the  application  in  which  it  originated,  is  not  readable  upon 
the  Molyneux  structure ;  in  other  words,  that  there  are  two  distinct 
inventions  and  that  neither  party  should  be  given  a  claim  that  would 
dominate  the  other.  In  the  Seymour  structure,  as  already  noted,  the 
guideways  are  susceptible  of  very  precise  adjustment.     This  ob- 
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yiously  was  necessary  to  accomplish  the  result  desired.  One  linii- 
tation  of  the  claim  of  the  issue  is  that. the  guideways  are  susceptible 
of  being  "  adjusted  angularly  about  their  respective  pivots."  Moly- 
neux  contended,  and  the  Patent  Office  ruled,  that  the  manually- 
operated  treadle  disclosed  by  Molyneux  satisfied  this  limitation.  We 
are  unable  to  accept  that  finding.  We  think  the  term  ^^  adjusted," 
as  here  used,  has  a  much  more  precise  signification.  Webster  says 
that  to  adjust  is  "  to  fit,  or  make  exact."  In  Seymour's  machine  pre- 
cise adjustment  not  only  was  necessary  but  provided.  In  the  Moly- 
neux structure  precise  adjustment  was  unnecessary  and  unprovided* 
Certainly  it  may  not  be  doubted  that  it  would  be  impossible  to 
achieve  the  same  result  with  the  manually-operated  treadle  of  Moly- 
neux that  may  be  produced  by  the  mechanically-operated  device  of 
Seymour.  Having  in  mind  that  the  problems  confronting  the  two 
inventors  were  entirely  different  and  that  the  machines  designed  for 
the  solution  of  those  problems  also  were  entirely  different,  we  are 
convinced  that  only  by  giving  to  the  count  of  the  issue  a  forced  con- 
struction, out  of  harmony  with  the  Seymour  construction  in  which 
it  originated,  can  it  be  read  upon  the  Molyneux  device;  in  other 
words,  we  are  convinced  that  Molyneux  has  no  right  to  make  this 
claim. 

It  restdts  that  the  decision  must  he  reversed  and  priority  a/warded 
Seymour, 

Reversed, 


[Court  of  Appeals  of  the  District  of  Columbia.] 
SbYMOUB  V,  MOLYNBUX. 

Bedded  Ja/nuary  5, 19ft0, 
271  O.  a,  6ieO;  49  App.  D.  C,  219;  263  Fed.  Rep.,  471. 

INTEBIVBENCB — BRIGHT  TO  MaKB  CLAIHS. 

In  an  interference  between  S.  and  M.,  relating  to  a  feeding  mechanism  for 
sewing-machines,  where  certain  counts  called  for  feed-dogs  to  engage  the 
fabric  "  In  advance  of  the  sltch-forming  mechanism,"  Held  that  M.  had  no 
right  to  make  these  claims  in  view  of  the  fact  that  in  his  device  the  feed- 
dogs  operated  almost,  if  not  entirely,  in  the  rear  of  the  needles,  only  a 
limited  number  of  feed-dog  teeth  engaging  the  fabric  in  advance  of  the 
stitch-forming  mechanism,  while  in  S.'s  case  the  dogs  necessarily  operated 
in  advance  of  the  stitch-forming  mechanism. 

Mr,  C,  L.  Sturtevant  and  Mr,  E,  G.  Mason  for  the  appellant. 
Mr.  John  F,  Heine  for  the  appellee. 

SoBB, «/.; 

This  appeal  is  from  a  Patent  Office  decision  awarding  priority  on 
the  record  to  the  senior  party  Molyneux.    Seymour's  application  in 
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this  case  is  the  same  as  that  involved  in  Seymour  v.  Molyneux^  ante^ 
(p.  133,)  but  there  is  involved  a  different  application  of  Molyneux. 
The  issue  is  expressed  in  eleven  counts,  of  which  counts  1,  5  and  8  are 
illustrative : 

1.  The  combination  of  stitch-forming  mechanism  and  four-motion  feeding 
mechanism  including  a  main  feed-dog  for  engaging  the  stitched  seam  in  rear 
of  the  stitch-forming  mechanism,  auxiliary  feed-dogs  for  engaging  the  fabric 
in  advance  of  the  stitch-forming  mechanism,  and  means  for  moving  said  auxil- 
iniy  lied  (lo;;s  away  from  t'iicli  other  \\\  lie  In  ii^gagenKMit  with  the  fabric. 

5.  A  feeding  mechanism  for  cylinder  bed  sewing  machines  including,  in  com- 
bination, a  ieed-bar  having  a  forwardly  extending  free  end-portion,  two  for- 
wardly  extending  arms  each  carried  by  and  movably  connected  at  its  rear  end 
to  the  free  end-portion  of  the  feed  bar,  feeding  teeth  carried  by  said  arms,  and 
means  for  moving  said  arms  in  opposite  directions  during  the  feeding  movements 
of  the  feed-bar  for  causing  said  feeding  teeth  to  stretch  the  fabric. 

8.  In  a  sewing  machine,  the  combination  with  stitch-forming  mechanism  in- 
cluding a  pair  of  needle  and  covering  thread  handling  means  co(5peratbig  there- 
with to  form  seam-covering  stitches,  of  means  in  advance  of  the  needles  for 
stratchiug  and  flattening  a  previously  seamed  fabric  transv^*sely  of  the  line  of 
seam  and  maintaining  it  stretched  while  the  previously  formed  seam  Is  being 
covered  by  said  stltch-formlng  mechanism. 

As  in  the  prior  case,  the  claims  of  this  interference  were  added  by 
amendments  to  the  Molyneux  application  after  the  Seymour  applica- 
tion had  been  inspected  by  Moljnieaux,  and  they  '^  embody  the  sub- 
stance of  "  claims  in  the  Seymour  application.  The  attached  draw- 
ing, entitled  "  Seymour,"  illustrates  the  operation  of  his  device. 
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In  the  Seymour  device  the  main  feed-dog  operates  upon  the  fabric 
in  the  rear  of  the  needles,  while  the  two  auxiliary  feed-dogs  "  86  " 
and  "  37,"  shown  in  Figure  3  of  the  drawing  herein  inserted,  engage 
the  fabric  in  advance  of  the  needles.  The  stroke  of  these  auxiliary 
feed-dogs  is  a  stitch  length  and  has  an  outward  motion,  so  that  when 
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the  fabric  is  presented  to  the  needles  it  is  stretched  flat.  This  is  what 
Seymour  intended  to  accomplish,  and  what  in  fact  he  did  accom- 
plish. Molyneux,  according  to  his  specification,  was  concerned  with 
overcoming  the  tendency  of  light  and  elastic  goods  to  "draw  or 
pucker  "  when  being  covered,  and  hence  his  machine  was  designed  to 
opierate,  and  does  operate,  quite  difFerently  from  that  of  Seymour, 
as  illustrated  in  the  drawing  below. 


yi^olyFi^uoG* 


It  will  be  observed  that  in  the  Molyneux  machine  the  feed-dogs 
operate  almost,  if  not  entirely,  in  the  rear  of  the  needles.  The 
Examiners-in-Chief  recognized  that  only  a  limited  number  of  feed- 
dog  teeth  engage  the  fabric  in  advance  of  the  stitch-forming  mecha- 
nism, and  the  Assistant  Commissioner  was  of  the  view  that  only  a 
"small  part"  of  the  feed-dogs  "work  in  advance  of  the  needles." 
In  the  Seymour  device  it  was  essential  that  the  auxiliary  feed-dogs 
should  have  performed  their  entire  function  before  the  covering- 
stitch  was  made ;  in  other  words,  it  was  essential  that  at  the  moment 
when  the  seam  was  being  covered  the  auxiliary  feed-dogs  should 
hold  the  fabric  in  a  stretched  and  flat  position.  It  was  not  to  prevent 
a  "  draw  or  pucker,"  but  to  eliminate  a  ridge  where  two  fabrics  pre- 
viously had  been  stitched  together,  that  Seymour  devised  and  con- 
structed his  machine.  The  importance  of  this  distinction  becomes 
apparent  when  an  examination  is  made  of  the  two  drawings  herein- 
before inserted  and  of  the  phraseology  of  the  claims.  In  all  save 
claims  5  and  6  is  a  limitation  that  the  auxiliary  feed-dogs  shall  en- 
gage the  fabric  "  in  advance  of  the  stitch-forming  mecharmmJ^'*  The 
reason  for  this  limitation,  which  was  essential  rather  than  arbitrary 
or  accidental,  we  already  have  stated.  We  think  it  obvious  that, 
even  though  one  or  two  of  the  Molyneux  feed-dog  teeth  engage  the 
fabric  at  the  instant  the  covering-stitch  is  formed,  it  is  a  physical 
impossibility  to  accomplish  through  that  engagement  what  Sey- 
mour's machine  was  designed  to  accomplish  and  does  accomplish, 
namely,  the  flattening  out  and  elimination  of  a  ridge.    To  conclude 
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otherwise  would  be  to  shut  our  eyes  to  the  obvious.  The  Molyneux 
device,  however,  does  accomplish  the  result  intended  by  him,  for  his 
dogs  are  so  arranged  as  to  hold  the  fabric  during  and  after  the  forma- 
tion of  the  stitch  in  such  a  position  that  the  fabric  will  not  be  drawn 
up  by  the  action  of  the  threads.  Giving  the  claims  mentioned  the 
signification  to  which  they  are  entitled  in  the  Seymour  application, 
where  they  originated,  they  are  not  readable  upon  the  Molyneux 
machine. 

Claims  5  and  6  do  not  contain  the  limitation  that  the  auxiliary 
feed-dogs  must  engage  the  fabric  in  advance  of  the  stitch-forming 
mechanism.  It  is  earnestly  contended  by  Seymour  that  the  Moly- 
neux device  contains  no  auxiliary  feed-dogs  in  the  sense  in  which 
that  term  is  used  by  Seymour.  While  that  question  is  not  free  from 
doubt,  we  are  inclined  to  accept  the  finding  of  the  Patent  Office, 
which  results  in  an  affirmance  of  the  decision  as  to  claims  5  and  6. 

The  decision  is  reversed  as  to  claims  1^  2^  3^  ^,  7,  <?,  P,  10^  and 
11^  and  afp/rmed  as  to  claims  5  and  6. 

Reversed  in  part  and  afflrmed  in  part. 


L Court  of  Appeals  of  the  District  of  Columbia.] 

In  re  Smith. 

Decided  January  5,  1920, 

271  O.  G.,  691;  49  App.  D.  C,  189;  262  Fed.  Rep.,  643. 

1.  Jurisdiction — Commissioner  of  Patents — Appeal  to  Court  Perfected. 

The  Commissioner  of  Patents  has  no  jurisdiction  to  consider  claims  pre- 
sented to  him  after  an  api)eal  to  the  court  of  appeals  has  been  perfected 
as  to  other  claims. 

2.  Appeal — Matters  Renewed — Claims  Not  Considered  by  Commissioner. 

Where,  after  an  appeal  to  the  court  of  appeals  from  a  refusal  to  allow 
certain  claims  Is  perfected,  an  applicant  presented  for  consideration  certain 
other  claims  as  substitutes  in  a  petition  for  rehearing,  which  was  denied, 
and  such  claims  are  presented  to  the  court  on  the  appeals,  Held  that  the 
court  will  not  consider  them,  as  appeal  lies  only  from  a  final  decision. 

(For  Commissioner's  decision  see  ante,  2;  271  O.  G.,  1<55.) 

Mr.  E.  S.  Clarkson  for  the  appellant. 

Mr.  T.  A.  Hostetler  for  the  Commissioner  of  Patents. 

Van  Orsdel,  e/.; 

This  appeal  is  from  a  decision  of  the  Commissioner  of  Patents 
denying  the  application  of  appellant  for  a  patent  on  improvements 
in  hydroaeroplane  construction. 

The  application  is  in  forty-one  claims,  all  of  which  were  considered 
by  the  tribunals  of  the  Patent  Office  and  refused  in  the  light  of  the 
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j)rior  art:    On  appeal  to  this  court,  appellant  has  abandoned  all  but 
ten  of  the  claims. 

It  appears  that  on  November  24,  1914,  applicant  was  granted  a 
patent  on  the  present  disclosure  with  claims  limited  to  the  aeroplane 
features.  Whatever  aeroplane  features  are  contained  in  the  present 
application  could  have  been  claimed  in  that  patent.  It  was,  there- 
fore, held  not  to  constitute  invention  to  substitute  his  patented  aero- 
plane in  hydroplanes  of  the  prior  art.  To  review  in  detail  appellant's 
claims,  or  the  relation  of  the  prior  art  to  his  disclosure,  would  amount 
merely  to  a  restatement  of  that  which  is  clearly  set  forth  in  the 
opinions  of  the  respective  tribunals  of  the  Patent  Office.  The  com- 
bination here  sought  to  be  patented,  while  not  disclosed  in  a  single 
structure  of  the  prior  art,  is  so  completely  shown  in  different  prior 
inventions  as  to  admit  easily  of  mechanical  simulation.  Such  an 
assembling  of  mechanical  equivalents  of  features  old  in  the  art  into  a 
single  structure  does  not  constitute  invention. 

After  the  present  appeal  had  been  perfected,  applicant  filed  with 
the  Commissioner  of  Patents  a  petition  for  a  rehearing,  asking  per- 
mission to  withdraw  the  entire  forty-one  claims  appealed  and  present 
in  lieu  thereof  six  claims.  The  Commissioner  denied  the  rehearing, 
and  applicant  seeks  a  hearing  upon  the  substituted  claims  in  this 
court.  It  is  clear  that  claims  cannot  be  here  considered,  since  an 
appeal  only  lies  from  a  final  decision  of  the  Commissioner  on  the 
issue  of  patentability.  The  claims  were  not  presented  to  the  Com- 
missioner imtil  the  case  had  passed  beyond  his  jurisdiction,  and  no 
case  was  before  him  in  which  the  claims  could  be  heard  or  to  which 
a  judgment  thereon  could  attach.  It  follows,  therefore,  that  no 
proper  judgment  on  the  patentability  of  these  substituted  claims  is 
before  this  court  for  review. 

The  decision  of  the  Commissioner  of  Patents  is  affirmed^  and  the 
clerk  is  directed  to  certify  these  'proceedings  as  hy  law  required. 

Affirmed. 


[Court  of  Appeals  of  the  District  of  Columbia.] 
BrAUN  V,  WlBGAND. 

Decided  JatiMary  5,  1920. 
272  O.  G.,  179;  49  App.  D.  C,  193;  262  Fed.  Rep.,  647. 

1.  INTESFEBENOB — OUQINAUTY — EVIDENCE   CONFIJCTINa — ClECUMSTANCEQ. 

Where  evidence  on  the  question  of  originality  is  very  conflicting,  nearly 
every  material  statement  made  by  one  side  being  denied  by  the  other,  the 
accuracy  of  the  evidence  must  be  tested  by  the  circumstances  surrounding 
the  parties,  as  well  as  by  things  done  or  omitted  to  be  done  by  them  and 
about  ^hich  there  is  no  controyenQr. 
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2.  Same — Same — ^Application  and  Patent — ^Bttbden  of  Pboof  Not  Sustained. 
Where  in  an  Interference  involving  the  application  of  B.  and  a  patent  to 
W.  it  appeared  that  the  question  was  one  of  originality,  that  both  parties 
were  employed  by  the  same  company,  that  B.  did  not  file  his  application 
until  long  after  the  Invention  patented  by  W.  had  gone  into  commercial  use 
and  more  than  nipe  months  after  the  grant  of  W/s  patent,  though  prior  to 
the  time  that  the  device  of  W.  was  adopted  the  devices  manufactured  by 
the  company  were  unsatisfactory  and  the  company  was  anxious  to  discover 
a  device  that  would  meet  with  approval,  and  that  B.  was  working  on  a  less 
satisfactory  device,  Held  that  the  testimony  on  behalf  of  B.  was  insufHcient 
to  establish  beyond  a  reasonable  doubt  that  he  was  the  first  to  conceive  the 
Invention. 

Mr.  Harry  Frease  and  Mr,  L.  G.  'Wheeler  for  the  appellant. 
Mr.  John  B,  Hull  and  Mr,  Harold  E.  Smith  for  the  appellee. 

Smtth,  C.  J,: 

Braun  appeals  from  a  decision  of  the  Assistant  Commissioner  of 
Patents  awarding  priority  to  Wiegand  in  an  interference  concerning 
the  invention  of  an  apparatus  for  embedding  an  electric-resistance 
wire  in  the  insulating  portion  of  heating  devices,  such  as  an  electric  . 
sadiron.  There  are  14  counts,  illustrated  sufficiently  by  counts  1,, 
5,  6  and  9 : 

1.  In  an  apparatus  of  the  character  described,  the  combination  of  a  base 
support,  a  supporting  device  for  a  conductor,  means  for  moving  said  device 
toward  and  from  the  base,  and  means  adapted  to  remove  the  conductor  from  Its 
supporting  device  and  apply  it  to  the  base. 

5.  As  a  means  for  applying  a  conductor  to  a  suitable  base,  the  combination 
of  a  plurality  of  pins  whereto  the  conductor  Is  applied,  and  means  co(5perating 
with  the  conductor  to  remove  the  same  from  the  pins. 

6.  As  a  means  for  applying  a  conductor  to  a  suitable  base,  the  comblnatioii 
of  a  support  for  a  conductor,  and  means  coSperatlng  with  the  conductor  to 
remove  the  same  from  the  support. 

9.  In  an  apparatus  of  the  character  described,  the  combination  of  a  base 
support,  a  base  plate  having  a  plurality  of  pins  projecting  therefrom  on  the 
ends  of  which  the  conductor  is  wound,  a  stripping  plate  mounted  on  the  pins 
and  interposed  between  the  conductor  and  the  base  plate,  means  for  moving 
said  base  plate  toward  the  base  support,  and  means  for  moving  the  stripping- 
plate  relatively  to  the  base  plate  to  remove  the  conductor  from  the  projecting 
ends  of  the  pins. 

Both  parties  claim  the  invention  and  rely  upon  the  same  reduction 
to  practice,  which  was  accomplished  in  the  shops  of  their  employer^ 
the  Dover  Manufacturing  Company,  Dover,  Ohio.  The  problem 
to  be  solved,  therefore^  is  one  of  originality.  Wiegand  was  granted 
a  patent  for  the  invention  March  30,  1916,  on  an  application  filed 
January  9,  1914.  Braun  did  not  apply  for  a  patent  until  Januisbry 
19,  1916.  In  order,  therefore,  that  Braun  may  succeed  he  must 
establish  beyond  a  reasonable  doubt  that  he  is  the  inventor.  (Sharer 
V.  McHenry,  C.  D.,  1902,  503;  98  O.  G.,  585;  19  App.  D,  C./i58; 
Dashiell  V.  Tasker,  C.  D.,  1903,  661;  103  O.  G.,  2174;  21  App.  D.  C.,. 
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64;  Sendelbach  v.  OiOette,  C.  D.,  1904,  697;  109  O.  G.,  276;  22  App. 
D.  C,  168;  Schmidt  v.  CUrk,  C.  D.,  1909,  280;  138  O.  G.,  768;  32 
App.  D.  C,  291.) 

Braun  is  an  electrical  engineer,  and  entered  the  employ  of  the 
Dover  Manufacturing  Company  in  April,  1911,  and,  for  aught  that 
appears,  is  still  there.  His  fir^  work  for  that  company  was  to  de- 
sign a  sadiron  embodying  an  automatic  control  for  which  he  had 
previously  secured  a  patent.  This  proved  so  unsatisfactory  that 
the  officers  of  the  company  became  convinced  that  the  iron  would 
have  to  be  improved  or  its  manufacture  discontinued. 

Wiegand,  a  young  man,  became  an  employee  of  the  same  company 
in  June,  1911.  He  had  taken  a  course  in  electrical  engineering  and, 
"c^ith  his  brother,  had  equipped  a  shop  at  his  home,  where  he  made 
various  electrical  devices,  such  as  motors,  batteries,  etc.  In  January, 
1912,  he  was  assigned  to  the  work  of  assembling  and  testing  the  irons 
which  the  company  was  manufacturing.  After  awhile  he  became 
foreman  of  the  electric-flatiron  department  and  was  regarded  as  an 
exi)ert  in  that  line. 

Braun  assigned  his  application  to  his  employer.  Nearly  all  his 
witnesses  are  officers  of  that  company,  while  Wiegand  depends  on 
the  testimony  of  himself,  his  brothers,  and  a  friend.  The  evidence 
is  very  conflicting, — ^nearly  every  material  statement  made  by  the 
one  side  is  denied  by  the  other.  We  must,  therefore,  test  its  accuracy 
by  the  circumstances  surroundipg  the  parties,  as  well  as  by  things 
which  were  done  or  omitted  to  be  done  by  them,  and  about  which 
there  is  no  controversy. 

An  important  consideration  in  this  connection  is  the  fact  that  the 
sadirons  which  the  company  was  manufacturing  were  totally  unsatis- 
factory, and  consequently  that  it  was  very  anxious  to  discover  an 
iron  which  would  meet  the  requirements  of  the  trade.  Keeping  this 
in  mind  we  find  that  Braun's  preliminary  statement  asserts  concep- 
tion in  October,  1911,  and  disclosure  about  January  15,  1912.  Haug, 
the  general  superintendent  of  the  company,  testified  that  in  the  early 
part  of  December,  1911,  after  the  president  of  the  company  had 
strongly  expressed  to  Braun  his  dissatisfaction  with  the  latter's  first 
invention,  Braun  came  into  the  office  where  Haug  was,  made  sketches 
and  explained  in  detail  the  complete  machine  of  the  issue.  Yet  that 
machine  was  not  constructed  until  the  latter  part  of  1912.  It  ap- 
pears, also,  that  before  the  device  disclosed  by  Braun,  according  to 
Haug,  was  developed  Braun  spent  several  months  working  on  a  less 
satisfactory  form,  but  finally  returned  to  the  form  first  conceived. 
If  Hang's  recollection  as  to  the  time  of  the  disclosure  be  correct,  why 
the  delay  in  preparing  the  structure  for  the  market?  Esi)ecially 
pertinent  is  this  inquiry  in  view  of  the  earnest  desire  of  the  company 
to  discover  an  acceptable  device.    The  trade  was  waiting  for  it ;  the 
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company  had  it,  according  to  Haug,  and  yet  neglected  to  construct 
it  and  put  it  on  sale.  It  is  claimed  on  behalf  of  Braun  that  there 
are  a  number  of  witnesses  who  testified  that  he  commenced  work 
upon  the  machine  of  the  issue  in  January,  1912,  but  we  do  not  think 
that  testimony  supports  the  claim.  It  relates  to  what  is  known  as 
the  groove  type  of  winding- form  which  was  operated  by  hand  for  a 
little  while,  and  not  to  the  pin  type  of  winding- form,  which  is  the 
invention  in  controversy. 

Wiegand  gave  much  attention  to  experimental  work.  Besides  the 
patent  in  controversy  he  had  obtained  two  other  patents.  It  is  ad- 
mitted that  he  made  the  working  drawings  for  the  machine  of  the 
issue.  He  claims  that  they  were  made  at  his  home,  while  Bratm  in- 
sists that  they  were  made  at  the  factory  under  the  latter's  directions. 
Wiegand  is  supported  by  the  testimony  of  his  brother,  who  says  that 
the  drawings  were  made  at  his  home  at  night.  Another  brother  testi- 
fies that  in  June,  1912,  Wiegand  told  him  that  he  had  a  machine 
figured  out  which 

would  bring  this  wire  down,  put  it  in  the  bottom  all  at  once,  something  in  this 
style. 

and  illustrated  it  by  bringing  his  right  hand  down  into  his  left  hand. 
Wiegand  filed  his  application  in  January,  1914,  and  left  the  company 
in  the  summer  of  that  year.  This  shows  that  Wiegand  had  a  concep- 
tion of  the  invention  of  the  issue  before  Braun,  unless  the  latter  has 
established  beyond  a  reasonable  doubt  that  he  conceived  it  in  1911 
and  disclosed  it  in  January,  1912.    But  he  has  not  done  so. 

In  addition  to  this  it  must  not  be  overlooked,  because  it  is  in  our 
judgment  of  much  importance,  that  Braun  did  not  apply  for  a  patent 
until  nine  months  after  Wiegand's  patent  had  issued,  and  not  until 
over  three  years  after  the  invention  patented  by  Wiegand  was  to  a 
large  extent  in  commercial  use.  Braun  knew  that  Wiegand  had  ap- 
plied for  a  patent  and  that  he  had  received  one;  nevertheless  he, 
though  he  had  been  seeking  earnestly  the  device  of  the  issue,  made  no 
objection  whatever  at  the  time.  Not  only  that,  but  he  permitted  more 
than  two  years  to  elapse  between  the  date  on  which  he  claims  to  have 
made  a  disclosure  of  the  device,  and  the  time  of  his  application  for  a 
patent  thereon,  thus  allowing  the  bar  of  public  use  to  run  against  any 
right  that  he  might  otherwise  have  to  a  patent.  This  in  itself  con- 
stitutes strong  evidence  against  him.  {Sendlebach  v.  Gillette^  C.  D., 
1904,  597;  109  O.  G.,  276;  22  App.  D.  C,  168.)  All  these  things, 
when  considered,  convince  us  that  as  to  all  the  claims,  except  No.  6, 
Braun  has  not  established  beyond  a  reasonable  doubt  that  he  is  en- 
titled to  them. 

But  with  respect  to  claim  6,  we  think  that  he  has  clearly  proven  by 
the  required  quantum  of  evidence  that  the  device  on  which  it  reads 
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was  made  and  used  in  January,  1912,  prior  to  the  date  of  conception 
claimed  by  Wiegand.  There  is  no  limit  in  it  to  the  pin  type  of  wind- 
ing-form, nor  is  there  any  limitation  to  an  organized  machine  for 
supporting  the  form  and  bringing  it  down  to  the  base  whereon  the 
plastic  material  is  supported.  It  calls  particularly  for  a  means  of 
applying  a  conductor  to  a  suitable  base,  including  or  comprising  a 
support  for  the  conductor,  which  may  be  the  grooved  winding- form 
of  Braun's  Exhibit  13,  and  means  cooperating  with  the  conductor  to 
remove  the  same  from  the  support  which  in  Braun's  Exhibit  13  may 
be  the  movable  spider  with  which  the  form  is  provided,  and  therefore 
we  think  that  Braun  is  entitled  to  this  claim. 

The  decision  of  the  Assistant  Corrmvissioner  of  Patents  is  aflhTrted 
with  respect  to  aU  the  claims  excepting  claim  ff,  and  as  to  it  priority 
of  invention  is  awarded  to  Braun. 

Modified. 

[Court  of  Appealj  of  the  District  of  Columbia.] 

Lee  AND  HoGAN,  Jr.,  v.  Vreeland. 

Decided  January  5,  1920. 

272  O.  G.,  180;  49  App.  D.  C,  200;  262  Fed.  Rep.,  654. 

1.  INTEBFEREITCE — PMOBETY — RiGHT  TO  TaKB  TESTIMONY  ON  OPBBATIVENESS. 

An  affidavit  filed  by  L.  and  H.  alleging  that  an  apparatus  like  that  shown 
In  V.'s  earlier  application,  of  which  the  application  in  Interference  Is  a 
division  had  been  constructed  by  them  and  had  been  found  to  be  Inoperative, 
Held  suffldent  to  overcome  the  prima  facie  showing  of  V.  where  It  appeared 
that  V.*s  earlier  application  was  filed  more  than  five  years  prior  to  the  filing 
of  the  application  of  L.  and  H.,  that  the  subject-matter  is  highly  technical 
and  very  decided  advances  in  the  art  had  been  made  since  the  filing  of  V.'s 
earlier  application,  and  that  V.  did  not  seriously  contend  that  his  early 
device  was  oi)€ratlve  for  practical  purposes,  but  only  that  It  could  be  made 
so  by  a  skilled  mechanic. 

2.  Same — Same — Same. 

Where  it  appeared  that  an  affidavit  made  out  a  prima  fade  showing  of 
inoperativeness  of  the  apparatus  of  the  early  application  of  the  senior  party, 
in  view  of  which  judgment  had  been  rendered  in  favor  of  him,  the  judgment 
reversed  and  the  case  remanded  for  trial  on  its  merits. 

Mr.  F.  W.  Winter  for  the  appellants. 

Mr.  F.  L.  Dyer  and  Mr.  Melville  Church  for  the  appellee. 

RoBB,  J. :  ^ 

Appeal  from  a  decision  of  the  Commissioner  of  Patents  in  an  inter- 
ference proceeding  awarding  priority  of  invention  to  the  party  Vree- 
land upon  the  record,  neither  party  having  taken  testimony. 

The  application  of  Lee  and  Hogan  was  filed  on  November  16, 1912. 
and  ripened  into  a  patent  (No.  1,141,717)  on  June  1,  1916.  Vree- 
15752—21 10 
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land's  application  in  interference  was  filed  October  27,  1916— or 
nearly  five  months  after  the  grant  of  the  Lee  and  Hogan  application — 
as  a  division  of  an  earlier  application  filed  January  2,  1907,  upon 
which  a  patent  was  issued  September  1, 1917.  In  the  divisional  appli- 
cation Vreeland  copied  verbatim  claims  from  the  Lee  and  Hogan 
patent.  The  contention  of  Lee  and  Hogan  is  that  the  apparatus  dis- 
closed by  Vreeland  in  his  early  application  is  inoperative,  and  that 
their  motion  for  leave  to  take  testimony  to  that  effect  should  have  been 
allowed ;  in  other  words,  that,  in  the  circumstances  of  the  case,  Vree- 
land was  not  entitled  to  an  award  of  priority  on  the  record. 

The  invention  relates  to  an  improvement  in  wireless  receiving  sys- 
tems and  particularly  for  receiving  persistent  and  continuous  waves. 
It  is  conceded  that  this  is  a  highly-technical  subject-matter,  in  which 
very  slight  changes  and  modifications  may  be  of  great  importance, 
and  it  clearly  appears  that  there  has  been  a  very  decided  advance  in 
the  art  since  the  filing  of  Vreeland's  original  application.  Moreover, 
it  should  be  observed  that  the  claims  having  originated  with  Lee  and 
Hogan,  they  must  be  given  an  interpretation  in  harmony  with  that 
patent. 

Under  the  view  we  have  taken  of  the  case,  we  do  not  deem  it  neces- 
sary to  do  more  than  set  forth  the  substance  of  the  affidavit  which  Lee 
and  Hogan  filed  to  overcome  the  effect  of  Vreeland's  original  filing 
date.  In  that  affidavit  it  is  stated  that  an  apparatus  like  that  shown 
in  Vreeland's  early  application  had  been  constructed  by  the  affiant 
and  had  been  found  to  be  inoperative;  that  the  Vreeland  battery  is 
short-circuited  around  the  detector,  and  that  if  there  were  assumed 
such  values  of  the  elements  of  the  circuit  as  prevailed  in  actual  prac- 
tice and  hence  were  known  to  those  familiar  with  the  art,  the  device 
would  not  be  operative.  Vreeland,  both  in  the  Patent  Office  and  in 
the  argument  at  bar,  did  not  seriously  contend  that  his  early  device 
as  shown  was  operative  for  practical  purposes,  but  he  did  contend  that 
it  could  have  been  made  so  by  a  skilled  mechanic.  The  Examiner  of 
Interferences  ruled  that  the  affidavit  of  Lee  and  Hogan  stopped  short 
of  showing  that,  by  assuming  values  other  than  those  commonly  used, 
the  Vreeland  structure  would  not  operate.  The  Examiners-in-Chief 
were  of  the  view  that — 

the  accuracy  of  the  conclusions  of  neither  party,  based  on  the  conditions 
assumed  by  him,  can  be  assailed.  The  question  is  a  practical  one,  depending 
largely  upon  how  far  In  an  actual  system  we  may  depart  from  the  theotetical 
value  of  a  zero  resistance  in  the  resonant  circuit  without  seriously  interfering 
with  the  operation  of  the  system,  etc. 

The  Commissioner,  while  expressing  some  doubt  as  to  certain  of 
the  conclusions  reached  by  the  lower  tribunals,  accepted  those  con- 
clusions. 
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The  authority  of  the  Commissioner  to  award  priority  on  the  record 
to  the  senior  applicant  in  a  proper  case,  is  settled.  {Ewing  v.  Fowler 
Car  Co.,  C.  D.,  1917,  409 ;  238  O.  G.,  983 ;  244  U.  S.,  1.)  In  that  case 
the  applicant  last  to  file  had  copied  the  claims  of  the  earlier  applicant 
and  failed  to — 

intimate  the  existence  of  any  circumstances  which  would  overcome  the  priority 
of  invention  as  determined  by  the  difference  in  times  of  the  conception  of  the 
contending  applicants.    ♦    ♦    •    There  was  not  only  the  precedent  conception, 

said  the  Court — 

but  there  was  its  expression  in  claims ;  and  that  it  was  practical,  a  useful  gift 
to  the  world,  petitioner  concedes  by  adopting  the  claims.  There  were,  therefore, 
all  of  the  elements  of  a  completed  invention — one  perfected  before  the  filing  of 
petitioner's  application. 

The  present  invention,  as  we  have  stated,  relates  to  an  obscure  and 
highly-technical  art.  The  claims  of  the  later  applicant  were  copied 
by  Vreeland,  and  the  later  applicant  has  filed  an  affidavit  to  the  effect 
that  the  apparatus  disclosed  in  the  early  application,  if  tested  in  the 
light  of  the  development  of  the  art  at  the  time  that  application  was 
filed — that  is,  in  1907  instead  of  1916,  the  date  of  the  affidavit — is  in- 
operative. The  affidavit  further  alleges  that  certain  changes  in  the 
apparatus  amounting  to  invention  are  essential  to  operativeness. 
\Ve  are  of  the  view  that,  in  the  circumstances  of  the  case,  the  affidavit 
overcame  the  prima  facie  showing  of  the  senior  party. 

The  decision  is  therefore  reversed  and  the  case  remanded  for  a  trial 
on  the  merits. 

Reversed  and  remanded. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

In  re  Stephens- Adamson  Manutacttjring  Company. 

Decided  January  5,  1920, 

272  O.  G.,  181 ;  49  App.  D.  C,  181 ;  262  Fed.  Rep.,  635. 

1.  Tbade-Mabks — Registrability — Descriptive    Mabk — Cancelation    of    Db- 

scBipnyE  Element. 
Where  the  words  "  Unit  Carrier/'  for  roller-brackets  for  belt  conveyers, 
were  refused  registration  because  descriptive,  the  refusal  by  the  Commls- 
sioner  of  an  application  for  leave  to  strike  out  the  word  "Carrier"  was 
error.  (In  re  Becktoith,  C.  D.,  1918,  179 ;  252  O.  G.,  245 ;  48  App.  D.  C, 
110.) 

2.  SAifE — Dbsgbiftivbnebs  and  Suoosstivsness — "Unit"  Merely  Sugoestivs. 

Although  a  mark  to  be  suggestive  must  contain  some  elemoit  of  descrip- 
tiveness,  this  does  not  render  it  obnoxious  to  the  law.    The  word  "  Unit," 
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for  roller-brackets  for  belt  conveyers,  Held  merely  suggestive,  and  there- 
fore registrable. 

Mr,  L.  K.  GUUon  and  Mr,  C,  B.  GUlaon  for  the  appellant. 
Mr,  T,  A.  Hostetler  for  the  Commissioner  of  Patents. 

Smyth,  C,  J,: 

The  Stephens-Adamson  Manufacturing  Company  applied  to  have 
the  words  "Unit  Carrier'*  registered  as  a  trade-mark  for  roller- 
brackets  for  belt  conveyers,  but  the  application  was  denied  on  the 
ground  that  the  words  were  descriptive.  While  the  application  was 
pending  a  motion  for  leave  to  strike  out  of  the  mark  the  word  "  Car- 
rier" was  overruled  by  the  Commissioner  of  Patents.  According 
to  the  decisions  of  this  court  {in  re  Beekwith^  C.  D.,  1918,  179 ;  252 
O.  G.,  245;  48  App.  D.  C,  110,  and  authorities  there  referred  to,) 
this  was  error. 

Considering  the  mark  as  embracing  merely  the  word  "  Unit,"  the 
question  as  to  whether  or  not  it  is  descriptive  is  a  close  one.  We 
have  sustained  the  word  "  Cream  "  as  a  valid  trade-mark  for  baking- 
powder  over  the  objection  that  it  was  descriptive.  And  the  follow- 
ing words  have  been  upheld:  "Holeproof,"  as  applied  to  hosiery, 
{Holeproof  Hosiery  Co,  v.  WcUlach  Bros,^  172  Fed.  Rep.,  859;) 
** Cream,"  as  applied. to  rolled  oats,  {Alhers  Bros.,  MiUing  Co.  v. 
Acme  Mills  Co.,  171  Fed.  Eep.,  989;)  "Anti-Washboard,"  as  applied 
to  soap,  {O^Rourke  v.  Central  City  Soap  Co.,  26  Fed.  Eep.,  576,) 
and  many  others,  equally  suggestive,  referred  to  in  the  last  case 
where  the  opinion  is  by  Judge  Brown,  afterward  Mr.  Justice  Brown 
of  the  Supreme  Court  of  the  United  States.  He  said  of  the  words 
"' An ti- Washboard '*  that  they  were  not  objectionable — 

although  the  natural  Inference  from  them  is  that  by  the  use  of  the  soap  the 
necessity  of  rubbing  the  clothes  Is  obviated. 

Continuing  he  ruled : 

We  incline  to  the  opinion  that  thoy  are  rather  suggestive  than  descriptive, 
and  that  they  may  be  properly  claimed  as  a  trade-mark. 

It  may  be  said  that  a  mark  to  be  suggestive  must  contain  some 
element  of  descriptiveness ;  but  if  this  be  true,  it  seems  from  the 
foregoing  decisions  that  this  does  not  render  it  obnoxious  to  the  law. 
The  word  "  Unit "  is  not  descriptive,  therefore,  because  it  may  sug- 
gest to  the  mind  that  the  carrier,  consisting  of  three  rollers,  moves 
as  one.  Standing  alone  it  does  not  necessarily  indicate  ''  a  plurality 
of  similars."  It  refers  as  well  to  a  single  person  or  thing.  {Standard 
Dictionary,  1913.)  In  electricity  we  si)eak  of  a  unit  current, — one 
in  which  a  unit  quantity  of  electricity  flows  in  unit  time.  We  think, 
therefore,  that  the  applicant  company,  upon  eliminating  the  word 
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"  Carrier,"  is  entitled  to  have  the  word  "Unit "  registered  as  a  trade- 
mark for  the  goods  mentioned  in  its  application.    Tlie  decision  of 
the  CommisBioner  is  reversed. 
Reversed. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

In  re  Lower. 

Decided  February  2,  1920, 

272  O.  G.,  913 ;  49  App.  D.  C,  226;  263  Fed.  Rep.,  478. 

Patents — Invention — ^Duplication  of  Pabts. 

Claims  for  a  locomotive-stoker  covering  mechanism  for  transferring  coal 
from  a  tender  to  a  locomotive  having  a  plurality  of  devices  for  independ- 
ently elevating  the  coal  from  the  transfer  mechanism  to  the  fire-box  of 
the  locomotive  Held  unpatentable  as  involving  only  a  duplication  of  the 
conveyers  of  the  prior  art. 

Mr.  L.  K.  GUlsan  and  Mr.  G.  B.  GUlsoii  for  the  appellant. 
Mr.  T.  A.  Hosteller  for  the  Commissioner  Patents. 

Smtth,  C.  J.: 

The  Patent  OflBce  rejected  claims  1,  2, 14,  and  15,  of  the  appellant*!^ 
application  for  a  patent  on  a  device  relating  to  a  locomotive-stokfer^ 
on  the  ground  that  they  were  anticipated  by  a  number  of  references- 
Claims  1,  and  15,  are  typical.    They  read: 

1.  In  a  locomotive  stoker,  in  combination,  fuel  transfer  mechanism  adapted 
to  be  located  below  the  deck  of  a  locomotive  and  its  tender,  a  plurality  of 
conduits  receiving  and  leading  upwardly  from  the  transferring  mechanism,  and 
delivering  independently  to  the  fire-box  of  the  locomotive,  and  elevating  means 
\vlthin  each  of  such  conduits. 

15.  In  a  locomotive  stoker,  in  combination,  fuel  transferring  mechanisnt 
adapted  to  be  located  below  the  deck  of  a  locomotive,  and  its  tender,  a  plurality 
of  elevating  means  receiving  from  the  transferring  mechanism  and  adapted  to 
deliver  fuel  to  the  fire-box  of  the  locomotive. 

The  structure  covered  by  the  appealed  claims  embraces  a  mecha- 
nism  for  transferring  coal  from  a  tender  to  a  locomotive,  and  a. 
plurality  of  devices  for  independently  elevating  the  coal  from  the 
transfer  mechanism  to  the  fire-box  of  the  locomotive.  The  refer- 
ences chiefly  relied  upoii  are  Brewster,  880,623,  March  3,  1908^ 
Fortune,  835,106,  November  6,  1906;  Elvin,  1,058,356,  April  8,  1913  ; 
and  Street,  1,130,443,  March  2,  1915.  The  Board  of  Examiners  in. 
refusing  to  allow  the  claims  said : 

Claim  1  reads  directly  upon  the  patent  to  Street  or  Elvin,.  except  foi:  the- 
statement  that  there  is  a  plurality  of  conduits  receiving  and  leading  upwardly 
from  the  transferring  mechanism,  etc.     It  sets  forth  no  specific  constructioii 
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or  arrangement  of  the  parts  and  amounts  to  nothing  more  than  the  duplication 
of  the  conveyers  of  the  three  references.  The  brief  asserts  that  it  is  not  clear 
how  the  conveyers  of  the  references  could  be  duplicated.  As  the  claim  calls 
for  no  specific  construction  of  conveyer,  the  question  is  not  whether  the  specific 
conveyers  of  these  references  could  be  duplicated,  but  whether  it  would  be 
possible  without  invention  to  provide  a  plurality  of  conveyers  of  any  kind 
leading  to  separate  openings  in  the  fire  box.  We  think  there  would  be  no  diffi- 
culty In  doing  this,  and  do  not  consider  that  claim  1  sets  forth  anything  which 
can  be  held  patentable.  The  same  treatment  applies  also  to  claims  2,  14, 
and  15. 

For  substantially  the  same  reasons  the  Assistant  Commissioner 
affirmed  the  action  of  the  Board.    We  think  he  was  right. 

It  is  undoubtedly  true,  as  urged  by  the  apellant,  that  old  parts 
may  be  so  combined  as  to  produce  a  new  and  valuable  result  which 
would  be  patentable.  {Gosa  Printing  Co,  v.  Scott ^  108  Fed.  Rep., 
253;)  but,  for  the  reasons  stated  by  the  Patent  Office  tribunals,  we 
do  not  think  that  the  result  obtained  by  the  applicant  comes  within 
the  purview  of  the  rule.  Nor  is  this  case  like  in  re  Rowell^  (C.  D. 
1919,  164;  259  O.  G.,  778;  48  App.  D.  C,  238,)  where  it  was  shown 
that  the  different  inventions  preceding  Rowell's  were  failures  and 
that  he  solved  the  problem  which  had  puzzled  others.  It  was  there 
asserted  that  certain  references  anterior  to  Howell's  conception 
taught  him  how  to  do  the  thing  which  he  had  accomplished,  but  this 
court  said  it  was  strange  that  they  were  able  to  teach  Howell  that 
which  they  failed  to  teach  their  own  inventors.  There  is  no  analogy 
between  the  two  cases. 

The  decision  of  the  Patent  Office  is  affirmed. 

Affirmed. 

[Court  of  Appeals  of  the  District  of  Columbia.] 

SCANNELL-Z;.   BeTHKE. 

Decided  February  2,  1920. 

273  O.  a,  186;  40  App.  D.  C,  402;  262  Fed.  Rep.,  1028. 

Patents — Interferencb — ^PBioRmr. 

Evidence  considered  and  Held  that  priority  of  Invention  was  properly 
awarded  by  the  lower  tribunals  to  Bethke. 
{For  Commissioner's  decision  see  ante,  11 ;  273  O.  G.,  185.) 

Mr.  C.  E.  Riordan  and  Mr,  T7.  S.  Hodges  for  the  appellant. 
Mr.  A.  L.  Morsell  and  Mr,  C.  D,  Davis  for  the  appellee. 

Per  Curiam  : 

This  is  an  interference  proceeding  which  solely  turns  upon  issues 
of  fact.  After  a  careful  review  of  the  testimony  and  the  concurring 
decisions  of  the  tribunals  of  the  Patent  Office,  we  are  convinced  that 
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no  error  was  committed.  The  testimony  is  fully  and  fairly  reviewed 
in  the  decision  of  the  Commissioner  and  a  further  review  here  would 
serve  no  good  purpose. 

The  decision  of  the  Comimssioner  of  Patents  is  affirmed^  and  the 
clerk  is  directed  to  certify  tJtese  proceedings  as  required  hy  law. 


[Court  of  Appeals  of  the  Dletrlet  of  Columbia.] 

Dickinson  v,  Swinehart. 

Decided  February  2, 19Z0, 

273  O.  G.,  407 ;  49  App.  D.  0.,  222 ;  263  Fed,  Rep.,  474. 

1.  Patents — Intebfbbbnce — Diuoence. 

The  diligence  required  of  one  first  to  conceive  and  last  to  reduce  to  prac- 
tice need  not  be  extraordinary.  '*  It  needs  to  be  only  reasonable  under  the 
circumstances  of  the  case,  nor  does  it  '  involve  uninterrupted  effort  nor  the 
concentration '  of  all  the  applicant's  energies  upon  the  single  enterprise," 

2.  Samb — Saios — Same. 

D.  conceived  the  invention  in  August,  1912,  disclosed  It  In  November,  1912, 
and  immediately  after  the  disclosure  caused  a  draftsman  to  commence  work 
on  drawings  for  a  machine.  D.  was  obliged  to  be  away  from  his  home  for 
a  c(«siderable  period  from  March,  1913,  to  February,  1914,  but  during 
this  time  draftsmen  were  working  on  drawings  under  his  directions,  and 
a  model  apparatus  for  producing  the  process  of  the  invention  was  com- 
pleted In  June,  1914.  D.'s  application  was  filed  on  February  26,  1915.  S. 
alleges  conception  and  disclosure  in  February,  1913,  and  filed  his  applica- 
tion on  December  16, 1914.    Held  that  D.  was  not  lacking  in  diligence. 

3.  Same — ^Reduction  to  Pbacticb — ^Process — ^Necessity  op  Testtng  Peoduot 

Pbodvced. 
Quasre:  Whether  the  practice  of  a  process  for  making  a  cord  tire  which 
Involved  "  winding  the  cord  spirally  around  a  support  to  produce  a  fabric 
web,  and  thereafter  shifting  said  cord  to  change  the  angle  of  the  cord  ele- 
ment relative  to  the  sides  of  said  web,"  without  embodying  the  web  so 
formed  Into  a  tire.  Is  a  reduction  to  practice. 

Mr.  J.  R.  LitteU  and  Mr.  J.  C.  DoweU  for  the  appellant. 
No  appearance  or  brief  for  the  appellee. 

Smyth,  C,  J, : 

Dickinson  appeals  from  a  decision  of  the  Patent  Office,  awarding 
priority  to  Swinehart  for  a  method  of  making  a  cord  fabric  or  fabric 
carcass  which  forms  the  foundation"  of  a  pneumatic  tire.  There  are 
seven  claims  involved  of  which  claim  1  is  illustrative.  It  is  as  fol- 
lows: 

1.  The  method  of  making  a  tire  skeleton,  which  comprises  winding  cord 
spirally  around  a  support  to  produce  a  fabric  web,  and  thereafter  shifting  said 
cord  to  change  the  angle  of  the  cord  elements  relative  to  the  sides  of  said 
fabric  w^. 
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Swinehart  filed  his  application  on  December  16, 1914,  and  Dickin- 
son, February  26,  1915.  Therefore  the  onus  of  proof  is  on  Dickin- 
son. The  Examiner  of  Interferences  found  in  favor  of  Dickinson, 
but  he  was  reversed  by  the  Board  of  Examiners,  whose  decision  was 
affirmed  by  the  First  Assistant  Commissioner. 

The  record  establishes  that  Dickinson  conceived  the  invention  in 
August,  1912,  and  disclosed  it  in  the  following  November.  Immedi- 
ately after  the  disclosure,  he  caused  a  draftsman  to  commence  work 
on  drawings  for  a  machine  for  manufacturing  a  tire  skeleton  accord- 
ing to  the  method  of  the  issue.  This  work  was  continued  until 
March,  1913,  when  it  was  turned  over  to  another  draftsman.  Dick- 
inson, by  reason  of  his  brother's  illness,  was  required  to  be  absent 
from  New  York,  where  the  work  was  being  carried  on,  for  a  con- 
siderable period  in  1913,  and  during  the  month  of  January,  1914, 
but  while  he  was  away,  his  draftsman  was  at  work  under  his  direc- 
tions communicated  by  letter.  In  June  of  the  latter  year,  Dickin- 
son had,  according  to  his  own  testimony,  supported  by  that  of  three 
witnesses,  completed  a  model  apparatus  by  which  a  complete  fabric 
carcass  could  be  made,  and  he  also  constructed  on  the  model  such  a 
carcass  by  pursuing  the  method  of  the  issue,  but  the  Board  and  the 
Assistant  Conunissioner  thought  that  he  should  have  gone  further, 
and  shown  that  the  cords  as  laid  up  by  him  on  the  model  could  be 
embodied  into  a  fabric  tire  without  further  invention ;  and  that  since 
he  had  failed  to  do  this,  he  was  not  entitled  to  have  the  work  done 
in  June  considered  as  a  reduction  to  practice.  The  Examiner  of 
Interferences,  on  the  other  hand,  was  of  the  opinion  that  the  counts 
of  the  issue  did  not  require  him  to  do  more  than  he  had  accomplished. 
We  doubt  this.  He  was  required  to  produce  a  "  tire  skeleton  "  or 
carcass.  Unless  the  skeleton  constructed  by  him  could  be  used  in 
making  a  tire,  it  would  not  meet  the  issue,  since  it  would  not  be  a 
"  tire  skeleton."    But  as  we  view  the  case,  this  is  immaterial. 

Dickinson,  as  we  have  paid,  was  the  first  to  conceive  and  disclose 
the  invention.  This  is  clearly  established.  Was  he  diligent  between 
the  disclosure  and  the  date  on  which  he  filed  his  application?  The 
diligence  required  is  not  extraordinary.  It  needs  to  be  only  reason- 
able under  the  circumstances  of  the  case,  nor  does  it  "  involve  unin- 
terrupted effort  nor  the  concentration  "  of  all  the  applicant's  ener- 
gies upon  the  single  enterprise. 

The  health,  the  means,  the  Uberty  of  the  Inventor  ♦  •  ♦  are  proper  sub- 
jects for  consideration — 

in  determining  the  question.  (1  Bob.  on  Pats.,  sec.  387;  Walk,  on 
Pats.,  5th  ed.,  sec.  91;  Courson  v.  O'Connor^  C.  D.,  1916,  250;  224 
O.  G.,  1057;  227  Fed.  Rep.,  890.) 

From  Dickinson's  return  to  New  York  after  the  January,  1914, 
absence,  he  was  continuously  at  work  until  he  filed  his  application 
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in  the  Patent  Office,  February  26,  1915.  This  is  made  clear  by  his 
own  testimony  and  that  of  his  witnesses.  And  the  Board  of  Ex- 
aminers found — 

that  the  proofs  of  his  activity  during  that  period  are  fairly  satisfactory. 

Serious  fault,  however,  is  found  with  the  evidence  covering  the 
time  between  his  disclosure  in  November  and  his  return  to  New  York 
in  1914.  We  have  already  called  attention  to  the  work  done  anterior 
to  March,  1913,  when  he  employed  a  new  draftsman,  one  Hawkins. 
In  addition,  it  should  be  stated  that  at  the  time  of  the  disclosure,  he 
made  arrangements  with  Block  to  supply  finances  for  the  develop- 
ment of  his  ideas  and  the  manufacture  of  a  model  embodying  them. 
Hawkins  says  that  Dickinson  endeavored  to  have  him  come  to  Indi- 
ana to  carry  on  the  work  with  him  there,  but  that  he  had  transactions 
in  New  York,  from  which  he  could  not  separate  himself ;  that  he  was 
in  continuous  communication  with  Dickinson  during  his  absence,  con- 
cerning different  phases  of  the  work,  and  that  the  work  on  the  ma- 
chine drawings  was  carried  on  "without  interruption  during  his 
(Dickinson's)  absence."  Mansuy,  an  experienced  tire  constructor, 
corroborates  Dickinson  and  Hawkins  in  many  important  respects. 
He  says  that  between  August,  1912,  and  the  time  he  was  testifying, 
Dickinson  called  on  him  frequently  and  thoroughly  discussed  with 
him  the  construction  of  the  machine  and  the  drawings  therefor.  The 
First  Assistant  Commissioner  criticizes  this  testimony  on  the  ground 
that  it  is  too  general  and  adds  that  in  his  view  the  drawings  intro- 
duced in  evidence  did  not  indicate  that  any  such  period  of  time  as  the 
witnesses  said  was  necessary  for  their  preparation.  Perhaps  not,  but 
the  drawings  in  evidence  were  not  the  only  ones  upon  which  work  had 
been  done.    Dickinson  testified  that; — 

many  of  the  study  drawings  were  destroyed  with  Intent  and  many  of  the  as- 
sembly and  detail  drawings  were  ruined  by  the  overturning  of  a  vessel  of  some 
kind  containing  acid.    *    ♦    • 

All  these  witnesses  were  intelligent  men,  familiar  with  the  subject 
about  which  they  testified  and,  with  the  exception  of  Dickinson,  were 
disinterested.  If  we  believe  them,  and  there  is  no  reason  why  we 
should  not,  we  must  conclude  that  during  the  period  in  question  work 
on  the  machine  drawings  was  carried  on,  in  the  language  of  Hawkins, 
"without  interruption."  Of  course,  it  may  be  that  the  drawings 
could  have  been  made  in  a  shorter  time,  and  that  every  moment  of 
the  inventor's  time  was  not  given  to  their  preparation  or  work  in  con- 
nection therewith,  but  this  was  not  necessary. 

The  law — 

says  Judge  Drummond — 

looks  with  indulgence  upon  the  delays  which  arise  from  the  circumstances  of  the 
parties,  who  may  make  an  invention,  and  it  is  only  when  the  Invention  is  inten- 
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tlonally  abandoned  or  neglected  that  the  law  declares  they  shall  not  be  pro- 
tected in  their  invention.     (Sayles  v.  Chicago  <6  N,  W.  R.  R.  Co,,  1  Bias.,  488.) 

There  is  nothing  here  to  indicate  intentional  abandonment  or  neg- 
lect.   Everything  points  to  the  contrary. 

Swinehart  does  not  claim  conception  tod  disclosure  prior  to  Feb- 
ruary, 1913,  and,  according  to  his  own  testimony,  did  not  make  a 
frame  on  which  to  wind  the  cord  in  forming  the  carcass  by  the 
method  called  for  by  the  issue  which  he  "  considered  practical,"  until 
February,  1916.  In  view  of  this,  the  earliest  date  which  can  be  given 
to  him  for  reduction  to  practice,  is  his  filing  date,  December  16, 1914. 
Dickinson,  having  conceived  and  disclosed  the  invention  in  1912,  sev- 
eral months  before  him,  and  having  been  reasonably  diligent  from 
that  time  down  to  the  filing  of  his  application,  he  is  entitled  to  pri- 
ority over  Swinehart. 

The  decision  of  the  Patent  0-ffice  is  therefore  reversed  and  priority 
is  awarded  to  Frederick  S.  Dickinson. 

Reversed, 


[Court  of  Appeals  of  the  District  of  Columbia.] 

The  E.  M.  Hollixo'shead  Co.  v.  Area  Manxtfaoturing  C!o. 

Decided  February  2,  1920. 

273  O.  G.,  408;  49  App.  D.  C.  229;  263  Fed.  Rep.  625. 

TBAOB-MARKS — ^PBIORITT — ^EVTORNCE  OF  Prtority. 

Where  appeUant,  The  R.  M.  Holllngshead  Ck>.,  proyed  use  of  the  mark 
"  Gear  Lif^  *'  for  lubricating  compounds  not  earlier  than  April,  1916,  and  a 
witness  on  behalf  of  appellee,  the  Area  Manufacturing  Go.,  testified  that  in 
August,  1916,  packages  of  grease  were  shipped  bearing  this  mark  stenciled 
thereon,  and  way-bills  of  shipments  were  produced,  though  not  referring  to 
the  mark,  and  a  traveling  salesman  testified  that  he  took  orders  for  "  Gear 
Life"  compound  between  February  1,  1916,  and  the  following  May,  and 
that  during  this  time  he  stenciled  the  mark  on  packages  containing  the 
compound  and  gave  the  names  of  parties  to  whom  the  goods  were  sold, 
which  evidence  was  corroborated  by  other  witnesses,  and  appellant  did  not 
avail  himself  of  the  opportunity  to  call  any  of  the  parties  referred  to  In  the 
way-bills  or  to  whom  the  goods  were  alleged  to  have  been  sold.  Held  that 
the  evidence  was  sufficient  to  prove  priority  of  use  by  appellee. 

Mr.  E,  H.  Fairbanks  for  the  appellant. 

Mr.  R.  F.  Steward  and  Mr.  Luther  Johns  for  the  appellee. 

Van  Orsdel,  «/.; 

This  is  a  trade-mark  interference.  Each  party  applied  for  the 
registration  of  the  words  "  Gear  Life "  as  a  trade-mark  for  lubri- 
cating compounds.  From  a  decision  in  favor  of  the  Area  Manu- 
facturing Company  the  HoUingshead  Company  has  appealed. 
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It  is  not  seriously  contended  that  appellant  company  can  claim 
use  of  the  mark  prior  to  April,  1916.  We  think  the  evidence  clearly 
establishes  sales  by  appellee  company  of  lubricating  compounds 
bearing  the  words  "  Gear  Life  "  prior  to  April,  1916.  An  employee 
in  the  Soo  Line  Railroad  office  at  Area,  111.,  testified  that  early  in 
August,  1915,  boxes,  kegs  and  barrels  of  grease  were  shipped  by  the 
appellee  company  from  that  station  which  were  stenciled  with  the 
words  "Gear  Life."  The  way-bills  of  these  shipments  were  pro- 
duced, which  merely  showed  the  shipment  of  "grease;"  but  in  the* 
abbreviated  form  in  which  way-bills  are  usually  made  out  no  in- 
ference can  be  drawn  from  the  failure  to  enter  thereon  the  trade- 
name of  the  goods. 

A  traveling  salesman  for  appellee  company  testified  that  he  took 
orders  for  "Gear  Life"  compound  between  February  1,  1916,  and 
the  following  May,  and  also  that  during  that  period  he  stenciled  the 
words  "Gear  Life"  on  packages  containing  the  compound  of  ap- 
pellee company.  He  also  gave  the  names  of  parties  to  whom  he  sold 
these  goods  during  February  and  March,  1916.  These  parties,  as 
well  as  the  names  of  the  consignees  shown  upon  the  way-bills,  were 
available  to  appellant  to  disprove  the  very  important  testimony  of 
the  salesman  and  the  railroad  agent. 

The  foregoing  evidence  was  corroborated  by  numerous  witnesses, 
a  number  of  whom  may  be  considered  as  interested,  but  on  the  whole 
the  proof  in  support  of  appellee  company's  prior  right  to  registration 
must  be  accepted. 

The  decision  of  the  Commissioner  of  Patents  is  affirmed^  and  the 
clerk  is  directed  to  certify  these  proceedings  as  6y  law  required. 

Affirmed, 

[Court  of  Appeals  of  the  District  of  Columbia.] 

Duncan  v.  Shelly. 

Decided  March  i,  1920, 

273  O.  G.,  409 ;  49  App.  D.  C,  243 ;  263  Fed.  Rep.,  639. 

1.  Patents — ^Pbioeity — ^Abandonment  of  First  Experimental  Device. 

Where  S.  constructed  an  experimental  device  relating  to  phonograph-stops 
in  May,  1914,  and  tested  it,  but  dismantled  it  and  admitted  that  he  had  no 
Intention  of  using  it  again,  and  soon  thereafter  caused  an  application  to  be 
pr^[)ared,  but  did  not  file  it,  although  he  was  able  to  do  so,  and  did  nothing 
further  until  February,  1916,  when  he  built  a  second  device,  which  was 
submitted  to  a  company  interested  in  such  attachments,  which  purchased 
the  invention  in  March,  1916,  after  they  had  experimented  with  the  inven- 
tion of  D.,  the  other  party  to  the  interference,  and  caused  S.'s  application 
to  be  filed  on  April  5,  1916,  Held,  without  determining  whether  S.'s  device 
of  1914  was  a  reduction  to  practice,  that  S.  is  not  entitled  to  prevail  over 
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D.,  who  conceived  in  May  and  reduced  to  practice  in  June,  1914,  and  filed 
his  application  on  April  21,  1916,  since  he  lost  his  right  to  assert  priority 
over  D.  by  his  long  delay  and  conduct  in  abandoning  his  experimental 
device. 

2.  Same — Reduction  to  Pbactice — Excuse  for  Failube  to  Reduce — Poverty. 

A  claim  of  financial  inability  to  file  an  application  for  patent  Held  not 

sustained  where  it  appears  that  during  the  period  of  such  alleged  inability 

the  inventor  had  no  one  dependent  upon  him,  was  employed  most  of  the 

period,  and  purchased  a  motorcycle  and  was  paying  for  the  same   In 

•         monthly  installments. 

Mr.  A.  E.  Dieterich  and  Mr,  C,  A.  Dieterich  for  the  appellant. 
Mr,  J.  Edgar  Bull  for  the  appellee. 

Van  Orsdel,  /.; 

This  appeal  is  from  the  decision  of  the  Commissioner  of  Patents 
in  an  interference  proceeding  awarding  priority  of  invention  to 
appellee  Shelly. 

The  invention  relates  to  a  stop  mechanism  by  means  of  which  the 
turn-table  of  a  phonograph  may  be  automatically  stopped  when  the 
reproduction  of  sound  from  the  record  has  been  completed.  It  is 
unnecessary  to  consider  the  invention  or  the  counts  of  the  issue,  since 
the  appeal  turns  upon  questions  of  law. 

Appellant  Duncan  alleges  conception  of  the  invention  in  May, 
1914,  and  reduction  to  practice  in  June,  1914.  He  filed  his  applica- 
tion for  patent  April  21,  1915.  Appellee  Shelly  alleges  conception 
in  April,  1914,  reduction  to  practice  May  17,  1914,  and  a  written 
description  of  the  invention  June  16,  1914.  He  filed  his  application 
April  5, 1916,  and  is,  therefore,  the  junior  party  in  this  interference. 

It  appears  that  in  May,  1914,  Shelly  produced  an  automatic  stop 
for  a  phonograph  which  was  experimented  with  and  proved  to  be 
operative.  There  is  a  division  of  opinion  in  the  tribunals  below  as 
to-  whether  it  amounted  to  a  reduction  toj  practice  of  the  present 
invention.  But  in  our  view  of  the  case  this  is  unimportant.  After 
this  May  test  appellee  caused  an  application  for  a  patent  to  be  pre- 
pared which  was  never  filed.  This  device,  the  structure  of  which  is 
not  clearly  disclosed,  was  not  preserve^.  In  regard  to  it  appellee 
testified  in  answer  to  a  question : 

No  sir.  I  did  not  Intend  to  use  these  parts  over  again,  because  they  were 
too  bulky  and  clumsy.  These  parts  were  simply  used  to  show  that  my  theory 
or  experiment  was  right. 

The  following  question  was  then  propounded : 

By  "  no  sir,"  as  used  in  your  last  answer,  you  mean  that  you  were  not  much   . 
concerned  with  what  became  of  your  original  stop  mechanism.    Is  that  right? 

To  which  he  answered,  "  That  is  right." 

It  will  be  observed  that  it  was  at  the  time  Shelly  was  experimenting 
with  the  invention  that  Duncan  came  into  the  field  and  with  com- 
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mendable  promptness  reduced  his  invention  to  practice  and  filed  his 
application.  On  April  19, 1916,  Duncan  granted  the  Thos.  A.  Edison, 
Inc.,  a  license  upon  a  royalty  basis  to  use  the  invention  on  its  phono- 
graphs. The  device,  however,  had  been  under  test  in  the  experi- 
mental laboratory  of  the  Edison  Company  since  the  summer  of  1915, 
durinor  which  time  negotiations  were  conducted  leading  up  to  the 
contract  of  the  following  April. 

According  to  his  own  record,  Shelly  did  nothing  from  June,  1914, 
until  February,  1916,  when  he  made  a  second  machine,  which  was 
submitted  to  the  Edison  Company  about  February  18, 1916,  and  which 
was  purchased  outright  by  the  Edison  Company  for  the  sum  of 
$540.00  by  contract  dated  March  9,  1916.  He  also  agreed  to  execute 
anj^  applications  for  patent  which  the  Edison  Company  might  pre- 
pare and  have  prepared. 

We  think  the  assumption  may  be  indulged  that  the  purchase  of  the 
Shelly  invention  and  the  application  for  patent  which  inures  solely 
to  the  benefit  of  the  Edison  Company,  inspired  the  completion  of  the 
royalty  contract  for  the  use  of  the  Duncan  device  for  the  express 
purpose  of  defeating  and  suppressing  it.  The  knowledge  of  the  Dun- 
can invention  by  the  Edison  Company  must  be  imputed  to  Shelly. 
Hence,  the  activity  of  the  Edison  Company  in  filing  the  application 
for  the  second  or  1916  device  is  Shelly's  activity.  Aside  from  the 
abstract  principle  of  law  that  in  a  case  like  the  present  the  assignor 
and  assignee  must  stand  upon  a  levels  it  clearly  appears  from  the 
record  that  the  resurrection  of  the  abandoned  1914  experiment  by 
Shelly  in  the  form  of  the  1916  device  was  inspired  by  the  agents 
of  the  Edison  Company. 

This,  however,  is  not  important  except  in  so  far  as  it  throws  light 
upon  Shelly's  conduct,  since,  of  course,  the  Edison  Company  must 
be  held  to  have  succeeded  to  whatever  rights  Shelly  had,  and  the  case 
must  be  determined  solely  from  the  standpoint  of  Shelly's  right  to 
prevail.  We  think,  however,  without  determining  the  question  of 
reduction  to  practice  in  1914,  Shelly,  by  his  delay  and  conduct  in 
junking  the  1914  device  lost  his  right  to  assert  priority  over  Duncan. 
This  is  in  harmony  with  a  long  line  of  decisions  in  this  court,  which 
has  been  approved  by  the  circuit  court  of  appeals  in  Curtain  Supply 
Co.  V.  National  Lock  Washer  Co,^  (174  Fed.  Rep.,  45,)  where  the 
court  said : 

It  is  the  settled  doctrine  of  the  Court  of  Appeals  for  the  District  of  Columbia 
that  when  an  inventor  perfects  and  reduces  to  practice  an  invention,  and  fails 
for  an  unreasonable  period  to  take  steps  to  give  it  to  the  public,  and  until  some 
one  else  has  independently  invented  and  patented  it,  the  earlier  inventor  for- 
feits his  rights  to  a  patent  as  against  the  later  inv^itor. 

The  same  rule  applies  also  where  a  patent  has  not  issued  to  the 
other  party.     (Gordon  v.  Wentworth^  C.  D.,  1908,  453;  135  O.  G., 
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1125;  31  App.  D.  C,  150;  Howard  v.  Bowe%,  C.  D.,  1908,  547;  137 
O.  G.,  733 ;  31  App.  D.  C,  619 ;  Dreckschnddt  v.  Schaefer,  C.  D.,  1918, 
120;  246  O.  G.,  301;  46  App.  D.  C,  296;  Brown  v.  GampbeU.  C.  D., 
1914, 170 ;  201  O.  G.,  905 ;  41  App.  D.  C,  499.) 

The  intention  of  Shelly  to  abandon  the  invention,  we  think,  is 
clear.  It  seems  to  have  gone  out  of  his  mind  until  he  was  inspired 
into  activity  by  the  Edison  Company  which  was  then  in  possession 
of  knowledge  of  the  Duncan  invention.  Abandonment  in  most  in- 
stances can  only  be  determined  by  inferences  to  be  drawn  from 
the  conduct  of  the  party  against  whom  it  is  charged,  and  while  it 
must  be  sustained  by  convincing  proof  (Hubbard  v.  Burg^  C.  D., 
1913,  460;  195  O.  G.,  818;  40  App.  D.  C,  577)  if  the  conduct,  as 
here,  discloses  an  intention  to  pursue  the  matter  no  further,  abandon- 
ment may  be  inferred. 

Some  attempt  has  been  made  to  account  for  Shelly's  delay  through 
his  alleged  inability  to  secure  funds  to  file  his  application  for  pat- 
ent. This  defense  totally  fails.  According  to  his  own  story  he  had 
the  device  constructed  in  1914,  when  he  had  an  application  prepared. 
The  attorney's  fee  was  $30.00.  This  amount,  together  with  the  filing 
fee  in  the  Patent  Ofiice,  was  the  insurmountable  obstacle  for  almost 
two  years  and  until  the  Edison  Company  came  to  the  rescue.  Shelly 
was  a  young  man,  single,  with  no  one  dependent  upon  him.  He  was 
employed  most  of  the  period  in  question,  during  which  time  it  ap- 
pears that  he  purchased  a  motorcycle  and  was  paying  for  the  same 
in  monthly  installments.  His  claim  of  inability  through  poverty  to 
protect  his  rights  by  filing  an  application  for  patent  is  without  merit. 

The  decision  of  the  Commiasioner  of  Patents  is  reversed^  and  the 
clerk  is  directed  to  certify  these  proceedings  as  by  law  required. 

Reversed. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

In  ke  Roberts. 

Decided  March  i,  1920. 

273  O.  G.,  410;  49  App.  D.  C,  250;  263  Fed.  Rep.,  646. 

1.  Patents — ^Application — Sole  Application  May  Take  Benefit  of  Fimno 
Date  of  Priob  Joint  Application. 
Where  an  application  is  filed  by  two  parties  as  Joint  inventors,  but  dur- 
ing its  pendency  one  of  the  Joint  applicants  admitted  that  he  had  no  part 
in  the  act  of  invention  and  it  appears  that  he  was  Joined  as  a  coinvwitor 
through  inadvertence  and  mistake  and  without  fraudulent  intent,  a  sole 
application  afterward  filed  by  the  other  Joint  appUcant  for  the  same  sub- 
ject-matter is  entitled  to  the  benefit  of  the  filing  date  of  the  Joint  applica- 
tion. 
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2.  Same — Saicb — Chanoino  Joint  to  Sole  AFPUbCATioN. 

Where  during  the  pendeacy  of  a  joint  application  it  is  admitted  by  one 
of  the  Joint  applicants  that  he  had  no  part  In  the  act  of  invention  and  it 
appears  that  he  was  joined  as  a  coinventor  through  inadvertence  and  mis- 
take and  without  fraudulent  intent,  **  it  is  difficult  to  perceive  any  reason 
for  not  permitting  the  rectification  of  such  a  mistake,  by  an  amendment 
eliminating  the  superfluous  applicant" 

Mr.  H.  A.  Toulmin  for  the  appellant. 

Mr.  T.  A.  Hostetler  for  the  Commissioner  of  Patents. 

RoBB, «/.; 

Appeal  from  a  decision  of  the  Patent  Office  refusing  to  treat  the 
application  herein  as  a  continuation  of  a  joint  application  embracing 
the  same  subject-matter,  theretofore  filed  by  appellant  and  another 
under  a  mistake  of  fact. 

On  June  24,  1912,  the  present  applicant  and  Park  D.  Roberts,  his 
son,  filed  an  application  embracing  not  only  subject-matter  to  which 
they  jointly  contributed  but,  as  well,  the  subject-matter  involved  in 
the  present  application.  An  interference  was  declared  between  this 
joint  application  and  a  reissue  application  of  Mr.  F.  A.  Bruckman, 
and  during  the  taking  of  testimony  it  developed  that  the  son  had 
nothing  to  do  with  the  particular  subject-matter  of  the  present  ap- 
plication. Thereupon,  priority  as  to  this  subject-matter  was  awarded 
Bruckman  by  the  Patent  Office  on  the  ground  tJiat  the  Rohei^ts  were 
not  joint  inventors.  Just  when  the  final  decision  was  made  does  not 
appear,  but  it  does  appear  that  the  present  application  was  filed  in 
October  of  1917,  as  a  continuation  of  the  former  joint  application. 
The  drawings,  specification  and  claims  of  the  present  application 
were  copied  from  the  former.  In  oth^r  words,  as  to  the  subject- 
matter  involved  the  present  application  is  in  substance  the  former 
application,  but  the  Patent  Office  declined  to  consider  the  present 
application  as  a  continuation  of  the  former  joint  application,  the 
result  being  that  the  Bruckman  patent,  having  issued  more  than  two 
years  prior  to  the  filing  of  the  present  application,  became  a  statutory 
bar  to  its  allowance.  The  question  for  our  consideration,  therefore,  is 
whether,  in  a  case  like  the  present  where  it  appears  that  a  joint  appli- 
cation has  been  filed  through  mistake  or  inadvertence  and  without 
fraudulent  intent,  the  sole  inventor,  one  of  the  joint  applicants,  is 
estopped  from  taking  any  advantage  of  that  application. 

The  Examiners-in-Ghief  conceded  that  the  result  of  the  Patent 
Office  ruling  might  be  to  deprive  the  applicant  of  an  opportunity  to 
contest  the  issue  of  priority,  to  procure  a  patent  or  assert  his  right 
thereto,  and  to  permit  his  adversary — 

to  go  hence  with  a  patent  the  right  to  which,  and  the  validity  of  which,  the 
Patent  Office  will  have  failed  to  determine  beforehand 
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The  Board,  however,  felt  constrained  to  follow  what  it  conceived 
to  be  a  line  of  decision  in  the  Patent  Office  to  the  effect  that  a  sole 
applicant  is  a  different  entity  from  joint  applicants,  and  hence  that  a 
sole  application  may  not  be  considered  in  any  circumstances  as  a 
continuation  of  the  old.  The  Assistant  Commissioner  relied  upon 
the  prior  decisions  of  the  Office  and  upon  certain  decisions  of  this 
and  other  Federal  courts,  to  which  we  will  refer  later. 

In  Godfrey  v.  Eameg  (1  Wall.,  317)  it  was  ruled  that  where  an 
applicant  for  a  patent  elects  to  withdraw  his  application  for  the  pur- 
pose of  filing  a  new  application,  the  two  applications  are  to  be  con- 
sidered as  parts  of  the  same  transaction,  constituting  one  continuous 
application.  The  court  was  influenced  by  the  fact  that  the  two  appli- 
cations covered  the  same  subject-matter,  or  that  there  was  identity  of 
subject-matter.  In  Smith  v.  Goodyear  Dental  Vulcanite  Co,^  (C.  D., 
1877,  171 ;  11  O.  G.,  486 ;  93  U.  S.,  486,)  where  an  application  had 
been  rejected  three  times  and  a  new  application  was  not  filed  until 
several  j^ears  thereafter,  it  was  held  that  the  new  application,  being 
for  the  same  invention,  was  a  mere  continuation  of  the  original  appli- 
cation and  not  a  new  and  independent  one.  While  these  decisions 
involve  a  somewhat  different  question  than  that  before  us,  they  evince 
a  purpose  to  consider  substance  rather  than  form,  to  the  end  that  the 
real  inventor  may  receive  recognition.  That  there  are  no  insuperable 
obstacles  in  the  present  case  is  apparent  from  a  perusal  of  former 
l?ule  32  of  the  Patent  Office,  which  was  promulgated  in  1897  and 
provided  that  new  parties  might  be  added  to  a  pending  application 
of  joint  inventors,  that  some  of  the  parties  might  be  dropped  where 
all  consented  in  writing — 

oiicl  where  the  nonjoinder  or  misjoinder  was  by  mistake  and  without  fraudu- 
lent intent. 

The  fact  that  this  rule  was  subsequently  repealed  does  not  militate 
against  its  consideration  here,  for  it  is  applicable  to  the  question 
before  us.  Section  4888,  Revised  Statutes,  requires  an  inventor  to  file 
an  application  clearly  pointing  out  his  invention,  but  such  was  the 
law  when  the  decisions  were  rendered  in  Godfrey  v.  Eamea  and 
jSmith  V.  Goodyear  Dental  Vulcanite  Co,  The  joint  application  of 
Boberts  and  Roberts  answered  every  requirement  of  this  section, 
except  that  one  of  the  applicants,  as  it  subsequently  developed,  did 
not  contribute  anything  to  the  subject-matter  here  involved.  All 
that  was  sought  in  the  new  application  was  the  elimination  of  one  of 
the  joint  applicants,  to  whom  credit  mistakenly  had  been  given  for 
the  particular  invention  involved.  There  was  identity  of  subject- 
matter,  and  it  is  difficult  to  perceive  any  reason  for  not  permitting 
the  rectification  of  such  a  mistake  by  an  amendment  eliminating  the 
superfluous  applicant.     Surely,  if  such  an  amendment  would  have 
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been  proper,  then  the  filing  of  what  in  substance  and  effect  was  a 
duplicate  application  by  the  sole  inventor  should  have  been  regarded 
as  a  continuation  of  the  former  application.  When  one  joint  appli- 
cant admitted  that  this  particular  subject-matter  was  the  sole  inven- 
tion of  the  other  applicant,  to  all  intents  and  purposes  the  applica- 
tion as  to  this  subject-matter  was  the  application  of  the  sole  inventor, 
who  still  was  a  party  to  the  proceeding.  The  Patent  Office,  in  our 
view,  has  failed  to  give  proper  weight  to  the  fact  that  there  is  identity 
of  subject-matter  here,  that  there  is  no  conflict  of  interest,  and  that 
the  second  application  is  filed  merely  to  correct  a  formal  error. 

The  Assistant  Commissioner  cites  our  decision  in  Lemp  v.  RandaU 
and  Bates  (C.  D.,  1909,  455;  146  O.  G.,  255;  33  App.  D.  C,  430)  in 
support  of  his  conclusion,  but  the  question  here  in  issue  was  neither 
involved  nor  discussed  in  that  case.  It  there  was  ruled  that  the 
Patent  Office  should  have  determined  whether  the  joint  applicants 
were  in  fact  joint  inventors,  for  if  it  appeared  they  were  not  there 
would  be  a  failure  of  parties;  that  is  to  say,  a  finding  that  joint  ap- 
plicants are  without  standing  to  contest  the  question  of  priority  with 
another  applicant  destroys  the  basis  for  an  award  of  priority.  In 
that  case  the  joint  applicants  insisted  that  they  were  joint  inventors, 
and  the  court  so  found. 

Much  reliance  also  is  placed  upon  the  decision  in  American  Cast- 
ing Machine  Co.  v.  Pittsburgh  Co.  (C.  D.,  1917,  248;  287  O.  G.,  621; 
237  Fed.  Kep.,  690.)  While  the  joint  application  of  Uehling,  Miller 
and  Scott  in  that  case  was  pending  in  the  Patent  Office  here,  Scott 
caused  the  invention  to  be  patented  in  Great  Britain.  Subsequently 
the  joint  application  was  abandoned.  More  than  seven  months  after 
the  filing  of  the  British  application,  Scott  filed  a  sole  application  in 
this  country  and  obtained  a  patent  thereon.  It  was  held  that  this 
patent  was  void  because  of  the  British  patent.  The  court  referred 
to  the  disclaimer  that  the  patent  in  suit  was  a  division  of  the  aban- 
doned application.  It  thus  appears  that  after  a  foreign  patent  had 
been  obtained  on  behalf  of  the  joint  inventors  by  one  of  them  and  the 
joint  application  for  the  same  invention  had  been  abandoned  here, 
one  of  the  joint  applicants  filed  what  was  characterized  by  the  court 
as  "  a  hostile  and  independent  application ''  for  the  same  invention. 
Of  course  the  court  ruled  that,  in  such  circumstances,  the  application 
must  stand  "on  its  own  ground."  Here,  however,  there  is  no  such 
inconsistency.  No  patent  has  been  obtained  under  the  former  joint 
application,  which  the  joint  applicants  concede  was  formally  defec- 
tive. To  prevent  a  possible  failure  of  justice,  the  present  application 
should  have  been  considered  as  a  continuation  of  the  abortive  appli- 
cation. As  already  suggested,  we  perceive  no  reason  why  the  mistake 
could  not  have  been  rectified  by  a  simple  amendment,  but  in  any 
15752—21 11 
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event  the  sole  inventor  should  not  be  deprived  of  his  day  in  court  by 
raising  of  artificial  barriers  against  him.  He  claimed  his  invention 
and,  through  mistake,  gave  his  son  credit  where  no  credit  was  due. 
The  elimination  of  the  son  ought  not  to  deprive  the  father,  the  sole 
inventor,  of  the  benefit  of  his  original  application,  and  we  so  rule. 

It  perhaps  is  unnecessary  to  add  that  a  party  who  seeks  to  correct 
his  own  mistake  must  act  with  reasonable  diligence  and  also  assume 
the  burden  of  establishing  his  good  faith. 

I'he  decision  is  reversed  and  the  case  remanded  for  further  fro- 
ceedings  in  harmony  with  this  opinion. 

Reversed  and  remanded. 


The  decision  of  the  First  Assistant  Commissioner  is  as  follows : 

Applicant  appeals  from  the  decision  of  t)ie  Examiners-in-Ghief  affirming  the 
decision  of  the  Primary  Examiner  finally  rejecting  the  claims  of  this  application. 

The  rejection  is  based  on  the  ground  that  this  application  cannot  be  regarded 
as  a  continuation  of  the  application  filed  by  this  applicant  and  Park  D.  Roberts 
and  that  the  present  application  was  filed  more  than  two  years  after  the  grant  of 
the  patent  to  Bruckman,  No.  1,091,729,  March  31, 1914. 

In  an  interference  involving  the  joint  application  of  Roberts  and  Roberts  and 
an  application  for  the  reissue  of  the  Bruckman  patent  all  the  tribunals  of  the 
Office  held  that  the  testimony  showed  that  the  invention  was  not  the  joint  in- 
vention of  the  joint  applicants,  since  Park  D.  Roberts  had  no  part  in  the  alleged 
conception  of  the  application  of  the  rib  member  to  the  prior  Bruckman  machine. 
Priority  was  therefore  awarded  to  Bruckman  on  the  authority  of  the  decisions 
of  the  Court  of  Appeals  of  the  District  of  Columbia  in  Lertip  v.  Randall  and 
Bates  (C.  D.,  1909,  455 ;  146  O.  G.,  255 ;  33  App.  D.  C,  430)  and  Mills  and  Conn  v. 
Darlington  (C.  D.,  1912,  460 ;  178  O.  G.,  321 ;  38  App.  D.  C,  95.)  No  appeal  was 
prosecuted  from  the  decision  of  the  Commissioner. 

It  is  contended  that  the  Examiner  was  in  error  In  holding  that  this  application 
is  barred  because  filed  more  than  two  years  after  the  grant  of  the  patent  to 
Bruckman,  since  it  should  be  regarded  as  a  continuation  of  the  joint  application 
of  Roberts  and  Roberts. 

It  is  also  argued  that  It  was  an  erroneous  view  of  the  law  to  decide  priority  in 
favor  of  Bruckman  for  the  reason  above  stated  and  that  the  practice  referred  to 
in  the  case  of  Mead  v.  Broum  (C.  D.,  1889, 173 ;  48  O.  G.,  397)  should  have  been 
followed.    In  that  case  it  was  said : 

"An  interference  was  then  declared  between  the  patent  to  Preston  and  the  joint 
application  of  Brown  and  Sheldon.  This  interference  was  decided  against  Pres- 
ton, the  Office  holding  that  Brown  alone  was  the  original  and  first  inventor,  but 
that  inasmuch  as  Brown  was  a  joint  applicant  with  Sheldon,  qo  award  could  be 
made  in  favor  of  Brown  alone." 

The  decision  referred  to  was  rendered  long  prior  to  the  decision  of  the  court 
of  appeals  in  Lemp  v.  Randall  and  Bates,  supra.  In  the  latter  case  the  Commis- 
sioner had  refused  to  consider  the  question  whether  Randall  and  Bates  were 
joint  inventors,  holding  that  that  question  did  not  relate  to  priority  and  that  the 
question  to  be  determined  in  the  interference  was  whether,  assuming  Randall  and 
Bates  to  be  joint  inventors,  they  or  Lemp  first  made  the  Invention.  The  court  of 
appeals,  however,  held  that  this  was  an  error  and  that  if  Randall  and  Bates  were 
not  in  fact  joint  Inventors  then  priority  should  be  awarded  to  Lemp. 


Digitized  by 


Google 


I]Sr  BE  BOBEBTS.  163 

Applicant  has  cited  no  decision  in  which  either  in  the  Patent  Office  or  !n  the 
courts  a  sole  application  has  ever  been  held  to  be  a  continuation  of  a  joint  appli- 
cation. There  has  been,  however,  a  uniform  line  of  decisions  in  the  Patent  Office 
to  the  contrary.  The  reasons  for  this  holding  are  fully  stated  in  the  decision  of 
Commissioner  Mitchell  in  ex  parte  MacLay,  (C.  D.,  1889,  220;  40  O.  6.,  1X>43,) 
and  be  points  out  the  distinction  between  a  case  such  as  the  present  and  a  case 
where  the  second  application  was  filed  by  the  same  person  as  the  first,  as  In  the 
case  of  International  Tooth  Crovm  Co.  v.  Richmond,  (30  Fed.  Rep.,  775.)  A 
similar  conclusion  was  reached  by  Commissioner  Ewing  in  Prioleau  and  PrioUau, 
(123  MS.  Dec.,  104.) 

In  the  American  Casting  Co.  v.  Pittsburgh  Co,  (C.  D.,  1017,  248;  237  O.  G., 
621 ;  237  Fed.  Rep.,  500)  the  Circuit  Court  of  Appeals  of  the  Third  Circuit  held 
that  a  patent  granted  on  a  sole  application  was  invalid  where  it  had  been 
granted  on  an  application  filed  more  than  seven  months  after  the  filing  In  Eng- 
land of  a  joint  application  by  three  applicants,  one  of  whom  was  the  sole  appli- 
cant here,  the  English  patent  having  been  granted  before  the  patent  was  granted 
in  this  country.  This  holding  was  made  notwithstanding  there  had  been  filed 
in  this  Office  an  application  by  the  same  three  applicants  who  filed  the  applica- 
tlon  in  England  and  that  this  application  was  pending  wheu  the  sole  applica- 
tion was  filed. 

It  is  argued  that  that  decision  Is  in  favor  of  applicant's  contention  rather 
than  adverse  to  it,  because  the  court  based  its  holding  upon  the  fact  that  the 
sole  application  was  not  filed  as  a  division  of  the  joint  application.  This  eon- 
tentlon  Is  not  believed  to  be  well  founded,  for  the  reason  that  the  record  of 
the  application  on  which  the  United  States  patent  was  granted  shows,  as 
appears  from  the  decision  of  the  court,  that  the  patent  was  refused  in  view  of 
the  English  patent,  but  afterward  granted  on  the  ground  that  the  sole  applica- 
tion should  have  the  benefit  of  the  prior  joint  application  and  that  the  seven 
months*  limit  would  therefore  not  apply.  The  court  quotes  a  ruling  of  the 
Patent  Ofitee  in  granting  the  patent  in  which  it  was  said  : 

The  same  ruling  against  him  which  brought  him  within  the  bar  of  the  foreign 
patent  should  be  made  in  favor  of  him  to  put  him  without  that  bar.  That 
being  so,  this  applicant  is  entitled,  for  this  purpose,  to  the  date  of  filing  of  the 
joint  application  as  the  date  of  filing  an  application  in  this  country  for  the 
Invention  of  the  later  foreign  patent. 

After  making  this  quotation,  the  court  said : 

"  We  cannot  accede  to  this  reasoning.  ♦  ♦  ♦  So  far  as  time  is  concerned, 
the  sole  application  had  to  stand  on  its  own  Independent  status.*' 

In  the  brief  filed  on  this  appeal  it  is  stated  that  there  was  a  dear  intimation 
in  the  decision  of  the  Examiners-in-Chief  that  the  sole  application  ought  to  be 
treated  as  a  continuation  of  the  johit  application.  It  is  not  thought  that  the 
decision  is  susceptible  of  that  construction.  All  that  the  Examiners-in-Chlef 
said  was  that  they  were  bound  by  a  long  and  practically  uniform  line  of 
decisions  and  that — 

"if  the  practice  in  the  respect  just  noted  is  to  be  changed  it  should  be  done 
by  the  head  of  the  Office  rather  than  by  some  subordinate  tribunal." 

This  obviously  proper  statement  that  the  Ezaminers-in-Chief  should  not 
undertake  to  reverse  the  decisions  of  the  Commissioner  is  very  far  from  being 
an  intimation  that  they  thought  the  practice  announced  in  those  decisions  was 
wrong. 

The  decision  of  the  Examinera-in-Chief  is  affirmed. 

Digitized  by  LjOOQ IC 


164       DECISIONS  OF  THE  U.  S.  COUBTS  IN  PATENT  CASES,  1020. 
I  Court  of  Appeals  of  the  District  of  Columbia.] 

Wegneh  V.  BoBnm. 

Decided  February  2,  1920, 

273  O.  G.,  629;  49  App.  D.  C.  228;  263  Fed.  Rep.,  480. 

Patents — Appeal  to  Court  of  Appeals  or  the  District  of  Columbia  Dismissed 
FOB  Failure  to  File  Brief. 
Motion  to  dismiss  an  appeal  for  failure  to  file  a  brief  within  the  time 
specified  granted  under  Rule  8   (sec.  4  &)  of  the  Rules  of  the  Court  of 
Appeals  of  the  District  of  Columbia. 

Mr.  Wm.  F.  Hall  for  appellant. 
Mr.  Bruce  S.  Elliott  for  the  appellee. 

Smyth,  C.  J. : 

Wegner  appeals  from  a  decision  of  the  Commissioner  of  Patents, 
awarding  priority  to  Bobbitt,  in  an  interference  relating  to  a  dust- 
collector.  On  December  28,  1918,  the  record  on  appeal  was  filed  in 
this  court,  and  was  printed  March  1,  1919.  Wegner's  time  for  filing 
his  brief  was,  on  his  application,  extended  to  September  1,  1919,  but 
he  failed  to  file  one  within  the  time  allowed.  The  appeal  was  set 
for  hearing  on  January  12th  last,  and  due  notice  given  to  him  of  the 
fact.  He  has  taken  no  action.  Appellee  moves  to  dismiss  because 
no  brief  has  been  filed  by  Wegner.  Rule  8  (sec.  4  &)  of  this  court 
says  that  for  failure  to  file  a  brief  within  the  specified  time  ''the 
appeal  may  be  dismissed."  In  consequence,  we  must  sustain  the 
motion.  This  we  do  with  less  reluctance  than  we  would  otherwise 
feel  since  the  three  tribunals  of  the  Patent  Office  unite  in  holding 
against  Wegner  on  a  question  of  fact. 

The  appeal  is  dismissed. 

I  Court  of  Appeals  of  the  District  of  Columbia.] 

Phiixips  v.  Hudnut  and  Mack. 

Decided  March  i,  1920. 

278  O.  G.,  629;  49  App.  D.  C,  247;  268  Fed.  Rep.,  643. 

1.  Tbade-Maskb — ^AcQuismoN — Extent  op  Use  Necessast. 

The  use  of  a  mark  on  a  few  sample-boxes  of  toilet  power,  three  of  which 
were  consigned  to  dealers  In  different  parts  of  the  country  without  previous 
request  by  them,  for  which  there  was  paid  only  five  cents  for  a  box  Int^ided 
to  sell  at  fifty  cents,  does  not  constitute  such  a  use  of  the  mark  as  to  estab- 
lish any  property  rights  therein. 

2.  Same — Same — General  Rules  as  to  Acquisition. 

The  common  law,  and  not  the  tmde-mark  statutes,  defines  what  consti- 
tutes a  trade-mark.  The  trade-mark  recognized  by  the  common  law  Is 
generally  the  outgrowth  of  a  considerable  period  of  use  rather  than  a  sud- 
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den  invention.  The  exclusive  right  to  it  grows  out  of  its  use  and  not  its 
mere  adoption.  {Trade  Mark  Case»,  100  U.  S.,  82.)  The  trader  must 
apply  the  mark  to  a  vendible  commodity  and  must  actually  put  the  com- 
modity so  marked  on  the  market. 

3.  Same — ^Appeal  and  Ebror — Qxhsstions  fob  Review. 

In  a  trade-mark  interference  proceeding  involving  the  three  parties  H., 
M.,  and  P.,  where  it  is  adjudged  by  the  Patent  OfQce  that  H.  was  the  first 
to  adopt  and  use  the  mark,  on  appeal  by  P.  to  the  court  of  appeals  he  Is 
not  entitled  to  be  heard  on  the  question  whether  the  decision  properly 
awarded  priority  to  H.  over  M. 

4.  Same — Same — Review  of  Question  Not  Appealed. 

In  a  three-party  interference  involving  the  application  of  H.  and  the 
registrations  of  M.  and  P.,  the  Examiner  of  Interferences  held  that  the 
marks  were  the  same  and  awardetl  priority  to  H.  After  the  decision  was 
announced  H.  filed  a  motion  requesting  the  Examiner  of  Interferences  to 
adjudge  that  P.  was  not  entitled  to  the  use  of  the  mark  at  the  date  of  his 
application  for  registration,  which  was  denied,  from  which  H.  failed  to 
appeal.  On  P.'s  api)eal  the  Commissioner  reviewed  this  action  and  reversed 
it,  ordering  the  cancelation  of  P.'s  registration.  This  was  error,  as  H.  did 
not  appeal,  and  the  question  was  therefore  not  before  the  Commissioner. 

Mr.  Job.  Z.  Levy  for  the  appellant. 

Mr,  C.  E.  Dunn  and  Mr.  Nicholas  M.  Goodlett  for  the  appellee. 

Smyth,  C.  J, : 

This  is  an  interference  involving  the  right  of  Hudnut  to  obtain  the 
registration  of  the  word  "Nara"  as  trade-mark  for  toilet  articles 
such  as  talcum,  sachet,  and  face  poMrder.  Phillips  had  registered  the 
word  "Nyra"  and  'Mack  the  word  "Myra"  as  marks  for  goods  of 
the  same  descriptive  properties.  The  Examiner  of  Interferences  held 
that  the  respective  marks  were  one  and  the  same,  and  awarded 
priority  to  Hudnut.  He  was  aflGirmed  by  the  Assistant  Commis- 
sioner. After  the  decision  of  priority  was  announced  by  the  Exam- 
iner, Hudnut  filed  a  motion  requesting  him  to  adjudge  that  Phillips 
was  not  entitled  to  the  use  of  the  mark  at  the  date  of  his  application 
for  registration.  This  was  denied.  Hudnut  failed  to  appeal.  How- 
ever, the  Assistant  Commissioner  reviewed  the  action  of  the  Exam- 
iner in  this  regard  on  Phillips's  appeal  and  reversed  it. 

It  is  clearly  established  that  Hudnut  adopted  the  mark  in  question 
in  September,  1914,  and  used  it  continuously  thereafter.  Phillips 
claims  May,  1914,  as  the  time  he  commenced  the  use  of  the  mark.  In 
that  month  he  had  no  established  place  of  business,  but  made  some 
sample  boxes  of  toilet  powder,  placed  upon  them  the  mark  here  in- 
volved, and  then  forwarded  them  from  New  York  through  the  house 
for  which  he  was  then  working  to  three  dealers  in  goods  of  that 
character,  one  in  Texas,  one  in  Philadelphia  and  one  in  New  Orleans. 
The  boxes  were  sent  without  previous  request  by  the  consignees,  and 
the  price  paid  for  each  was  five  cents,  the  usual  sale  price  of  such  an 
article  being  about  fifty  cents. 
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No  other  use  of  the  mark  was  made  by  him  until  1916.  The 
Assistant  Commissioner  held  that  this  was  not — 

a  bona  fide  business  transaction,  was  not  doing  business  on  Phillips's  part,  and 
was  a  mere  laying  basis  for  the  flUng  of  his  application  for  registration,  and 
created  no  trade-mark  rights  in  PhllUps. 

The  right  to  a  trade-mark  exists  indei)endently  of  the  statute. 
Eegistration  simply  constitutes  prima  facie  evidence  that  the  regis- 
trant is  entitled  to  the  mark.  {Fulton  Water  Works  Co.  v.  Bear 
LitUa  S^pring  Co.,  C.  D.,  1918,  205;  255  O.  G.,  163;  47  App.,  D.  C, 
438.)  The  trade-mark  statute  (sec.  1,  33  Stat.,  724)  does  not  define 
what  constitutes  a  trade-mark.  We  must  go  to  the  common  law  for 
that. 

The  trade-mark  recognized  by  the  common  law  is  generally  the  outgrowth  of 
a  considerable  period  of  use  rather  than  a  sudden  invention  *  *  *.  The 
exclusive  right  to  it  grows  out  of  its  u%e  and  not  its  mere  adoption.  (Trade 
Mark  Cases,  C.  D.,  1879,  614 ;  16  O.  G.,  999 ;  100  U.  S.,  82 ;  Macmahan  Pharmacal 
Co.  V.  Denver  Chemical  Mfg.  Co.,  113  Fed.  Rep.,  468.  Americwn  Washboard  Co. 
V.  Saginaw  Mfg.  Co.,  103  Fed.  Rep.,  281.) 

According  to  an  authority  cited  by  the  appellant,  the  trader  must 
apply  the  mark  to  a  vendible  commodity  and  "  must  actually  put  the 
commodity  so  marked  on  the  market."  (Nims  on  Unfair  Competi- 
tion and  Trade-Marks,  2d  ed.,  sec.  216.)  In  the  light  of  these  au- 
thorities we  are  persuaded  that  the  Assistant  Commissioner  was  right 
in  holding  that  the  use  made  by  Phillips  of  the  mark  does  not  satisfy 
the  statute.    This  being  so,  Hudnut  is  entitled  to  priority  over  him. 

Phillips  complains  because  of  the  action  of  the  Office  with  respect 
to  Mack,  but  concerning  this  he  has  no  right  to  be  heard.  What 
matters  it  to  him  if,  perchance,  Mack  is  entitled  to  priority  over 
Hudnut  since  he  (Phillips)  cannot  overcome  Hudnut's  date? 

With  respect  to  the  action  of  the  Assistant  Commissioner  in  over- 
ruling the  decision  of  the  Examiner  denying  the  motion  of  Hudnut, 
we  think  he  was  wrong.  Hudnut  did  not  appeal.  Therefore  the 
question  did  not  come  before  the  Commissioner  for  consideration. 

The  decision  of  the  Patent  Office  is  reversed  in  so  far  as  it  relates 
to  the  action  of  the  Examiner  on  Hvdnufs  motion,  and  is  affirmed 
in  all  other  respects. 

Modified. 


RoBB,  /.,  (concurring  in  part:) 

I  concur  in  the  ruling  sustaining  the  decision  of  the  Patent  Office 
in  awarding  priority  to  Hudnut.  However,  Phillips  having  ap- 
pealed to  the  Commissioner  from  the  basic  decision  of  the  Exam- 
iners-in-Chief  awarding  priority  to  Hudnut,  and  the  Conmiissioner 
having  sustained  the  decision  appealed  from,  it  is  my  view  that  the 
Conmiissioner  properly  canceled  the  Phillips  registration.    The  Corn- 
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missioner^s  decision,  which  this  court  sustains,  definitely  and  finally 
determined  that  Phillips  had  no  claim  to  the  mark  and  hence  no  right 
to  register  it.  Just  why  Hudnut  should  be  required  to  go  through 
the  idle  ceremony  of  filing  an  application  to  have  the  invalid  regis- 
tration canceled,  is  not  apparent  to  me,  since  such  proceeding  can 
have  but  one  result,  the  question  already  having  been  determined  in 
the  other  proceeding- 


[Court  of  Appeals  of  the  District  of  Columbia.] 

William  Wai/tke  &  Company  v.  Geo.  H.  Schafer  &  Company. 

Decided  March  Jf,  1920. 
273  O.  a,  630;  49  App.  D.  O..  254;  268  Fed.  Rep.,  660. 

1.  Tbade  Mabk: — "  Lava,"  for  Soap,  Not  DEecRiirnvE. 

The  word  "  Lava,"  for  soap.  Held  not  descriptive.  It  may  suggest  the 
function  of  soap,  being  derived  from  "  lavare,'*  to  wash,  and  meaning,  in 
English,  fluid  rock ;  but  it  does  not  describe  Its  properties,  (/n  re  StephenB- 
AHamson  Mfg,  Co,,  ante,  147;  272  O.  G.,  181;  49  App.  D.  C.  181.) 

2.  Same — Goons  of  the  Same  Descriptivb  Pbopebties — Soap  and  Shavino- 

Cbeam. 
The  owner  of  a  mark  for  toilet  soap  has  a  right  to  extend  it  to  shaving- 
cream,  since  in  the  popular  mind  a  shaving-cream  is  a  soap. 

3.  Same — Identttt  of  Masks — "  U-Lavo  "  Similab  to  "  Lava." 

The  word  "  U-Lavo  "  conflicts  with  •*  Lava,"  the  prefix  **  U-"  being  only 
an  arguable  distinction  which  Is  not  sufficient 

4.  Same — Same — General  Test  of  Identity. 

The  test  of  the  identity  of  trade-marks  is  not  whether  the  words  mean 
the  same  thing,  but  whether  they  are  so  similar  in  sound  and  appearance 
as  to  lead  the  public  to  believe  that  the  goods  on  which  they  appear  had 
a  common  origin.  Conflict  exists  where  a  purchaser  seeing  only  one  and 
relying  upon  his  memory  of  the  other  would  likely  fail  to  recognize  the 
distinction,  although  he  would  do  so  could  he  see  the  two  together. 

5.  Same — Opposition— Nor  Necessaey  to  Show  Damage  to  Opposer. 

In  order  to  succeed  in  a  trade-mark  opposition  proceeding,  it  is  not  nec- 
essary that  opposer  establish  damages,  it  being  sufficient  to  show  likelihood 
of  confusion  or  mistake  in  the  mind  of  the  public 

6.  Same— Registration — ^Doxtbts  Resolved  Against  Newcomer. 

Where  there  is  doubt  as  to  the  right  to  register  a  mark  in  view  of  rights 
previously  acquired,  it  should  be  resolved  against  the  newcomer,  since  there 
is  no  excuse  for  a  later  comer  to  impinge  upon  prior  rights  in  view  of  the 
unlimited  field  from  which  a  mark  may  be  selected. 

Afr.  John  S.  Barker  and  Mr.  Edward  E.  Longan  for  the  appellant. 
Mr.  Geo.  H.  Schafer  and  Mr.  E,  T.  Brandenburg  for  the  appellee. 

SlCTTH,  C.  J.: 

(}eo.  H.  Schafer  &  Company,  a  partnership,  applied  for  registra- 
tion  of  "  U-Lavo  "  as  a  trade-mark  on  shaving-cream.    Registration 
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was  opposed  by  William  Waltke  &  Company,  a  corporation,  on  the 
ground  that  "  U-Lavo  "  was  so  similar  to  the  mark  "  Lava,"  in  use 
by  it  on  toilet  soap,  that  it  was  not  registrable-  The  Patent  Office 
overruled  the  opposition  and  registered  the  mark. 

Wm.  Waltke  in  1858  established  a  soap-manufacturing  business, 
which  was  continued  by  him  and  others  until  acquired  by  the  op- 
poser,  who  now  owns  it.  In  1893  Wm.  Waltke  &  Co.,  a  partnership, 
the  immediate  predecessor  of  the  opposer  corporation,  adopted,  and 
began  the  use  of,  the  word  "Lava"  as  a  trade-mark  on  its  soap. 
Later  its  business  was  transferred  to  the  corporation,  and  with  it 
the  right  to  the  use  of  the  mark.  Upward  of  a  half -million  dollars 
have  been  spent  by  the  opposer  and  its  predecessor  in  advertising 
goods  under  the  mark  "  Lava,"  and  the  corporation's  plant  has  come 
to  be  known  as  "The  Home  of  Lava  Soap."  Applicant  did  not 
adopt  its  mark  until  1913. 

At  the  outset  it  is  urged  by  the  applicant  that  the  opposer's  mark 
is  descriptive  and  hence  not  entitled  to  registration.  The  word 
"Lava,"  according  to  Webster^s  Dictionary ^  comes  from  "lavare," 
to  wash,  and  means  in  English,  fluid  rock.  It  may  suggest  the 
function  of  soap  but  it  does  not  describe  its  properties.  {In  re 
Stephena-Adameon  Manufacturing  Company^  wnte^  147;  49  App. 
D.  C,  181,  and  the  cases  therein  cited.)  Much  stress  is  laid  upon 
Standard  Paint  Company  v.  Trinidad  Asphalt  Manufacturing  Corri^ 
pany  (C.  D.,  1911,  530;  165  O.  G.,  971;  220  U.  S.,  446)  by  the  appli- 
cant with  respect  to  this  point,  but  it  is  easily  distinguished  from 
the  case  before  us.  In  that  case  the  word  "  Hubberoid  "  was  used  on 
goods  which  contained  no  rubber,  but  was  in  the  "  nature  of  soft, 
flexible  rubber."  It  is  a  compound  of  the  word  "  Rubber  "  and  the 
suffix  "  Oid."  "  Oid  "  is  defined  by  the  lexicographers  as  meaning 
the  form  or  resemblance  of  the  thing  indicated,  "like,"  as  in 
anthropoid^  like  man.  The  mark  "Rubberoid"  as  applied  to  the 
goods  in  question  meant  that  they  were  like  rubber,  which  was  true, 
and  was  therefore  descriptive. 

The  owner  of  a  trade-mark  has  the  right  not  only  to  its  exclusive 
use  on  goods  which  he  has  manufactured,  but  also  on  goods  which 
he  may  afterward  produce  if  they  belong  to  the  same  general  class 
as  those  upon  which  he  has  been  using  the  mark.  {Outta-Percha  dk 
Ruhher  Manufacturing  Company  v.  Ajax  Manufacturing  Company^ 
(C.  D.,  1919, 146;  259  O.  G.,  184;  48  App.  D.  C,  233;  Walter  Baker 
Co.  V.  Harrison,  C.  D.,  1909,  284;  138  O.  G.,  770;  32  App.  D.  C, 
272.)  No  person  may  legally  interfere  with  the  use  of  the  mark  by 
him  in  the  natural  expansion  of  his  business.  {Simplex  Heating 
Company  v.  Gold  Car  H.  cfe  L.  Co.,  C.  D.,  1915, 100;  213  O.  G.,  1117; 
43  App.  D.  C,  28.)     When  chemically  analyzed  shaving-cream  and 
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toilet  soap  may  not  be  identical  in  all  their  elements,  but  in  the 
popular  mind  a  shaving-cream  is  a  soap,  and  the  manufacture  of 
it  by  opposer  would  be  a  natural  step  in  the  broadening  out  of  its 
business  as  a  soap-producer.  In  fact  it  has  already  taken  that  step, 
for  it  is  now  manufacturing  shaving-soap  and  shaving-cream,  al- 
though it  does  not  put  them  out  as  its  own  products.  They  are  pro- 
duced to  be  distributed  by  others.  Toilet  soap  and  shaving  soap  or 
cream  are  related  materials,  and  since  opposer  has  a  right  to  use  its 
trade-mark  on  toilet  soap  it  may  prevent  the  use  of  it  by  others  on 
shaving-soap  or  shaving-cream. 

But  it  is  contended  that  applicant  is  not  attempting  to  use  op- 
poser's  mark  or  one  similar  to  it,  and  consequently  that  the  rule 
we  have  been  discussing  does  not  apply.  The  Assistant  Commis- 
sioner held  that  there  was  a  wide  difference  between  the  meaning 
of  the  two  marks.  The  word  "  Lava,"  he  said,  suggests  grit,  while 
the  word  "  Lavo  "  (a  part  of  applicant's  mark)  refers  to  washing. 
Counsel  for  appellant  assert  that  the  word  "Lavo"  is  Latin  and 
means  "wash  or  lave."  The  Latin  word  "lavare,"  the  root  of 
"lava,"  is  very  closely  allied  in  meaning  to  the  word  "lavo," — so 
much  so  that  the  two  words  may  be  treated  as  meaning  substantially 
the  same  thing.  However,  the  test  is  not  the  exact  meaning  of  the 
words  but  whether  they  are  so  similar  in  appearance  and  sound  as  to 
lead  the  public  to  believe  that  the  goods  on  which  they  appear  had 
a  common  origin. 

Undoubtedly,  as  urged,  the  prefix  "  U- "  distinguishes  the  one 
mark  from  the  other,  but  we  think  it  is  only  an  arguable  distinction ; 
and  that  is  not  sufficient.  {Thomas  Manufacturing  Co.  v.  Aeolian 
Co.,  C.  D.,  1918, 157;  249  O.  G.,  505;  47  App.  D.  C,  379.)  "  Lavo  " 
is  the  dominant  feature  in  appellant's  mark  and  the  one  most  likely 
to  be  remembered.  Of  course,  if  the  intending  purchaser  could  see 
both  marks  together  he  would  readily  note  the  difference  between 
them;  but  if  upon  seeing  only  one  he  must  rely  upon  his  memory  of 
the  other,  he  would  not  be  likely  to  apprehend  the  distinction.  He 
acts  quickly  and  upon  impression.  He  is  governed  by  a  casual 
glance.  {Patton  Paint  Co.  v.  Orr^s  Zinc  White,  Ltd.,  C.  D.,  1919, 
141;  268  O.  G.,  814;  48  App.  D.  C,  221,  222.)  Under  such  circum- 
stances he  would  be  apt  to  mistake  the  one  for  the  other  and  thus 
would  occur  the  confusion  against  which  the  statute  is  leveled. 

Opposer  is  not  boimd  to  establish  damages  in  order  that  it  may 
succeed.  It  is  sufficient  for  it  to  show  that  the  applicant's  mark 
would  be  "  likely  to  cause  confusion  or  mistake  in  the  mind  of  the 
public  *  *  *."  (Sec.  5,  33  Stat.  L.,  725;  Patton  Paint  Co.  v. 
Orr's  Zinc  White,  Ltd.,  C.  D.,  1919,  141;  258  O.  G.,  814;  48  App. 
D.  C,  223;  Thomas  Manufacturing  Co.  v.  Aeolian  Co.,  C.  D.,  1918, 
167;  249  O.  G.,  505;  47  App.  D.  C,  378.) 
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The  case  is  not  free  from  difficulty,  but  where  there  is  doubt  the 
courts  resolve  it  against  the  newcomer.  (Lcmibert  Pharmacal  Co.  v. 
MenthO'Listine  Chemical  Co.,  C.  D.,  1918,  147;  247  O.  G.,  965;  47 
App.  D.  C,  197.)  The  reason  for  this  is,  as  has  been  said  by  this 
court  more  than  once,  that  the  field  from  which  a  person  may  select 
a  trade-mark  is  practically  unlimited  and  hence  there  is  no  excuse 
for  his  impinging  upon  or  even  closely  approaching  the  mark  of  his 
business  rival.  {O.k&W.  Thwm  Co.  v.  Dickinson,  C.  D.,  1917,  166 ; 
240  O.  G.,  337;  46  App.  D.  C,  806;  Florence  Manufacturing  Go.  v. 
J.  C.  Dowd  <&  Co.,  178  Fed.  Rep.,  76.)  Where  he  does  so  he  is  open 
to  the  suspicion  that  his  purpose  is  to  appropriate  to  himself  some 
of  the  good- will  of  his  competitor. 

From  what  we  have  said  it  follows  that  the  decision  of  the  Patent 
Office  is  reversed  and  the  opposition  of  WiUiam  Waltke  <&  Company^ 
Incorporated,  sustained. 

Reversed.  

[Court  of  Appeals  of  the  District  of  Columbia.] 

In  re  Dement. 

Decided  March  Jf,  1920. 

274  O.  6.,  208;  49  App.  D.  0.,  261;  268  Fed.  Bep.,  818. 

1.  Patents — Peiority — Estoppel  by  Judgment  in  Prior  Intebfebencb  Invoi.v- 

iNO  Another  Application  of  Same  Party. 
Where  in  a  trl-party  Interference  between  P.,  H.,  and  D.  the  Interference 
was  dissolved  as  to  the  claim  because  D.  had  no  right  to  make  it,  and  no 
appeal  was  taken  from  that  decision,  and  at  the  time  D.  had  an  earlier 
application  pending  In  which  he  could  make  it,  but  did  not  attempt  to  In- 
clude the  earlier  application  in  the  interference  until  after  testimony  had 
been  taken  by  the  other  parties  and  the  interference  was  before  the  Bx- 
aminers-in-Ghief  on  appeal  from  an  adverse  decision.  Held  that  the  Ck>iii- 
missloner  was  right  in  refusing  to  reopen  the  Interference  at  that  time  to 
include  the  earlier  application  and  that  D.  was  barred  by  the  doctrine  of 
res  judicata  from  making  the  claim  in  his  earlier  application  after  final 
adverse  adjudication  In  the  interference  and  four  years  after  the  decision 
denying  his  right  to  make  the  claims  in  his  later  application. 

2.  Same — Appeal — Review  by  Court  of  Appeals — Questions  Discretiowabt 

WITH  Commissioner. 
Where  a  motion  brought  before  the  Commissioner  of  Patents  is  directed 
to  his  discretion,  his  decision  thereon  must  be  sustained  unless  there  was 
an  abuse  of  discretion. 

Mr.  Beeve  Lewis  and  Mr.  F.  P.  Davis  for  the  appellant. 
Mr,  T.  A.  HostetJer  for  the  Commissioner  of  Patents. 

Smtth,  C.  J.: 

Dement  appeals  from  a  decision  of  the  Patent  Office  rejecting 
claims  20  to  31,  inclusive,  of  his  application  for  a  patent  relating  to  a 
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computing-machine.  For  the  purposes  of  our  opinion  it  is  sufficient 
to  set  out  claims  20  and  29.    They  are : 

20.  In  a  calculating  machine,  the  combination  with  two  groups  of  totalizer 
wheels,  of  means  under  control  of  the  operator  for  transferring  the  number 
registered  in  eitlier  group  to  the  other. 

29.  In  a  calculating  machine,  the  combination  of  a  plurality  of  sets  of  accu- 
mulators, a  key  mechanism  whereby  any  one  or  any  number  of  the  accumu- 
lators may  be  caused  to  register  one  or  more  numbers  at  a  time,  and  means 
whereby  the  accumulations  on  one  set  of  accumulators  may  be  controlled  by  the 
accumulations  on  another  set  of  accumulators. 

The  rejection  was  placed  upon  the  ground  that  Dement  was  barred 
by  judgment,  as  well  as  by  estoppel  in  pais^  from  making  the  claims. 

Dement  was  a  party  to  a  tripartite  interference  wherein  one  Hop- 
kins and  one  Peters  were  the  other  parties.  In  that  interference,  on 
motion  of  Hopkins,  it  was  determined  that  claim  4  of  the  issue  did 
not  read  on  Dement's  application,  and  the  interference  as  to  that 
claim  was  dissolved.  Dement  did  not  appeal.  The  interference  pro- 
ceeded as  to  the  remaining  claims.  Hopkins  and  Peters  took  testi- 
mony. Dement,  the  senior  party,  filed  no  preliminary  statement  and 
took  no  testimony,  but  relied  on  his  filing  date.  The  Examiner  of 
Interferences  awarded  priority  to  Hopkins.  The  Board  of  Examin- 
ers reversed  his  decision  and  ruled  in  favor  of  Dement.  The  Com- 
missioner affirmed  the  decision  of  the  board,  but  this  court  reversed 
the  Commissioner  and  awarded  priority  to  Hopkins.  {Hopkins  v. 
Peters  C.  D.,  1914, 116 ;  199  O.  G.,  1243 ;  41  App.  D.  C,  302.) 

The  Dement  application  involved  in  the  interference  just  men- 
tioned was  filed  in  January,  1904,  but  Dement  had  another  applica- 
tion relating  to  the  same  subject-matter  which  had  been  filed  six 
months  before,  or  in  July,  1903. 

After  the  three-party  interference  had  been  argued  before  the 
Board  of  Examiners  on  appeal,  Dement  filed  a  motion,  addressed  to 
the  supervisory  authority  of  the  Commissioner,  asking  that  the  pro- 
ceeding be  remanded  to  the  Examiner  of  Interferences  and  reopened 
so  that  he  might  substitute  his  earlier  application,  the  one  here  in- 
volved, for  the  application  then  in  the  interference.  This  motion  was 
denied  for  the  stated  reason  that  it  was  filed  too  late. 

Dement,  in  the  motion  just  referred  to,  said  t 

This  earlier  application  clearly  discloses  the  subject-matter  of  all  the  counts 
of  the  Issue  now  in  interference  except  count  1. 

He  further  stated  that  if  this  earlier  application — 

had  been  placed  in  the  interference  at  the  time  it  was  declared,  the  decision  of 
the  Examiner  of  Interferences  would  Inevitably  have  been  in — 

his  favor.  Thus  we  have  established  by  Dement's  own  admission 
that  the  subject-matter  of  all  the  counts  in  the  tri-party  interference 
was  the  same,  except  count  1,  with  which  we  have  nothing  to  do  in 
this  proceeding. 
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When  the  tri-party  interference  was  pending  before  the  Examiner 
of  Interferences,  Dement  knew  what  Hopkins  and  Peters  were  claim- 
ing, because  he  had  access  to  their  jGiles.  He  also  knew,  of  course, 
what  was  in  his  earlier  application,  and  as  his  motion  discloses,  that 
the  subject-matter  was  the  same  as  that  in  his  later  one,  then  involved 
in  the  interference.  This  being  so,  was  it  not  his  duty  before  the 
decision  of  the  Examiner  was  rendered  against  him  to  have  filed  the 
motion,  which  he  later  filed,  when  the  proceeding  was  pending  before 
the  Board  of  Examiners?  We  think  it  was.  True,  the  Examiner 
might  have  overruled  his  motion,  but  this  is  not  at  all  likely.  In  that 
respect,  however,  he  would  not  be  in  a  situation  different  from  that 
of  any  litigant  who  seeks  permission  in  court  to  amend  his  pleading. 
The  court  may  or  may  not,  in  the  exercise  of  a  sound  discretion,  grant 
the  motion.  Since  it  would  have  been  the  duty  of  the  Examiner  to 
have  permitted  the  amendment,  having  in  mind  the  statement  of 
Dement — that  the  subject-matter  was  the  same — we  must  assume  that 
he  would  have  performed  his  duty,  and  hence  that  Dement  would 
have  been  allowed  to  amend  the  application.  If  he  had  been,  his 
right  to  make  those  claims,  as  against  Hopkins  and  Peters,  could 
have  been  decided  in  that  interference. 

We  have  held  in  in  re  Marconi  (C.  D.  1912,  483 ;  179  O.  G.,  577 ;  38 
App.  D.  C.,  286)  that  in  a  proceeding  such  as  is  now  before  us, 
where  the  question  of  res  judicata  is  raised,  the  Commissioner  stands 
in  the  place  of  the  person  who  has  a  right  to  claim  the  protection  of 
that  principle.  The  case  is  exactly  as  if  Hopkins  was  a  party  to  the 
present  proceeding.  We  have,  then,  a  case  in  which  the  parties  and 
the  cause  of  action — claims  to  the  subject-matter — are  the  same  as 
they  were  in  the  tri-party  interference.  It  has  long  been  settled  law 
that  a  judgment  between  the  same  parties  upon  the  same  cause  of 
action  is  res  jitdicata — 

not  only  as  to  every  matter  which  was  offered  and  received  to  sustain  or  defeat 
the  claim  or  demand,  but  as  to  any  other  admissible  matter  which  might  have 
been  offered  for  that  purj)ose.  (Cromwell  v.  County  of  Sac,  94  U.  S.,  351. 
See  also  in  re  Cutler,  48  App.  D.  C,  444 ;  Blackford  v.  Wilder,  C.  D.,  1907,  491 ; 
127  O.  G.,  1255;  28  App.  D.  C,  535,  and  New  Departure  Mfg,  Co,  v.  Rohin- 
son,  C.  D.  1913,  332;  188  O.  G..  1055;  39  App.  D.  C,  504.) 

In  the  Blackford  case  the  court,  speaking  through  the  late  Chief 
Justice,  ruled  that  it — 

follows  inevitably  that  the  final  decision  in  the  first  interference  is  conclusive 
unless  it  can  be  made  to  appear  that  the  question  upon  which  the  determination 
of  the  second  case  rests  is  one  that  ileither  was  nor  could  have  been  presented 
in  the  first  case. 

Following  this  principle  the  conclusion  is  inescapable  that  Dement 
is  estopped  by  the  decision  in  the  tri-party  interference  from  setting 
up  any  right  to  the  claims  which  are  before  us. 
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The  fact  that  when  the  proceeding  was  pending  on  appeal  before 
the  Examiners-in-Chief  Dement  filed  a  motion  to  reopen  the  inter- 
ference does  not  affect  the  conclusion  which  we  have  reached.  Dili- 
gence is  one  of  the  things  insisted  upon  in  the  Patent  Office,  and 
rightly  so.  Dement  permitted  Hopkins  and  Peters  to  take  their  tes- 
timony while  they  were  in  ignorance,  as  he  well  knew,  of  the  contents 
of  his  prior  application.  They  shaped  their  case  and  presented  their 
arguments  before  the  Examiner  in  the  belief  that  Dement  relied  upon 
his  filing  date  alone  to  defeat  them.  Not  until  after  the  Examiner 
had  decided  against  him  and  he  had  learned  from  their  testimony 
what  they  could  establish  did  he  file  his  motion.  Not  only  that,  but 
he  waited  more  than  four  years  after  the  decision  that  he  could  not 
make  claim  4,  which  is  the  same  as  claim  20  of  the  present  applica- 
tion, before  revealing  his  true  position.  During  all  this  time  he 
knew  what  Hopkins  and  Peters  claimed,  as  well  as  what  they  might 
claim  for  their  disclosures,  because  he  had  access  to  their  files  when 
the  ruling  on  claim  4  was  made;  yet  he  made  no  effort  to  bring  the 
claims  of  the  earlier  application  into  the  pending  interference.  His 
motion  was  directed  to  the  discretion  of  the  Commissioner,  and,  unless 
the  latter  abused  his  discretion,  which  we  think  he  did  not,  his  action 
must  be  sustained. 

Even  if  Dement  had  not  admitted  by  his  motion  that  the  subject- 
matter  of  his  first  and  second  applications  was  the  same,  we  think  it 
would  have  to  be  so  held.  As  the  Assistant  Commissioner  said  in  de- 
ciding the  case : 

The  issue  In  an  Interference  Is  not  merely  a  claim  which  is  distinct  and 
separable  from  other  claims  which  are  or  may  be  made  on  the  same  disclosure. 
The  content  is  over  an  embodied  invention,  not  a  technical  claim. 

Again: 

The  thing  adjudicated  was  no  doubt  a  thing  different  from  the  invention  now 
claimed;  but  it  was  different  only  In  scope  of  definition,  as  a  simple  pump 
differs  from  a  double-acting  pump.  Certainly  Hopkins  could  have  been  the  In- 
ventor of  the  one-way  transfer  of  totalizer  results,  while  Dement  was  inventor 
of  the  two-way  transfer.  But  that  is  not  the  whole  question.  The  question  is 
whether,  after  a  losing  contest  with  Hopkins  on  the  one-way  transfer  Dement 
may  now  for  the  first  time  known  to  Hopkins  lay  an  earlier  claim  to  the  two- 
way  transfer,  when  both  he  and  Hopkins  had  all  along  a  basis  for  claim  to  the 
two-way  transfer,  and  the  applicant  knew  It. 

It  was  said  by  Chief  Justice  Shepard  in  the  Blackford  case  (p. 
544) ,  after  reviewing  many  decisions : 

An  interference  in  fact  depends  chiefly  upon  the  subject*matter  disclosed,  and 
not  merely  upon  the  language  of  the  respective  claims. 

Our  decision  in  in  re  Martin  (C.  D.,  1918,  213;  257  O.  G.,  408;  48 
App.  D.  C,  187)  in  no  wise  conflicts  with  anything  we  have  said 
here.    It  was  there  held  that  since  there  was  no  judgment  of  priority 
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against  Martin  he  could  not  be  said  to  be  estopped  by  judgment. 
Here  there  was  a  decision  of  priority  against  Dement  and  in  favor  of 
Hopkins,  and  it  is  that  decision  which  bars  him  from  relitigating  the 
questions  there  involved,  or  which  might  have  been  presented  if  he 
had  filed  his  motion  in  time. 

Believing  that  Dement  is  harred  by  the  application  of  the  doctrine 
of  res  judicata  from  a^aserting  any  right  to  the  claims  involved^  the 
decision  of  the  Commissioner  of  Patents  is  affirmed, 

Afp/rmed. 

Mr.  Justice  Van  Orsdel  dissents. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

Dat  v.  Bower. 

Decided  March  1, 1920. 

274  O.  G.,  408;  49  App.  D.  C,  259;  263  Fed.  Rep.,  655. 

1.  Patents — Interference — Issue  Onstrtjed — Vehiclb-Govebnino  Means. 

In  trafflc-controlUng  systems  danger-signals  operated  on  a  vehicle  con- 
sidered as  *' vehlcle*goveming  means'*  in  view  of  the  admissions  of  the 
opposing  party. 

2.  Same — Sake — Right  to  Make  Claims. 

Where  in  an  interference  between  B.  and  D.,  relating  to  traffic-controlling 
systems,  certain  counts  called  for  vehicle-controlling  means  having  a  retard- 
ing condition,  B.  disclosed  only  signals,  Held  that  he  had  no  right  to  make 
such  claims,  and  priority  awarded  to  D. 

Mr.  G.  E.  Cruse  and  Mr.  J.  Edgar  Bull  for  the  appellant. 
Mr.  J.  A.  Watson  for  the  appellee. 
Patent  appeals  Nos.  1.280  and  1^81. 

RoBB,  «/.; 

These  interferences  involve  the  same  application  of  each  party. 
The  Examiner  of  Interferences  awarded  priority  as  to  all  counts  in 
each  interference  to  Day.  The  Examiners-in-Chief  and  the  Com- 
missioner sustained  the  decision  as  to  counts  1  to  6,  inclusive,  and  to 
count  14,  in  the  first  interference,  and  as  to  counts  1,  2,  3,  and  4,  in  the 
second  interference,  but  as  to  counts  7  to  13,  inclusive,  and  counts 
15,  16,  and  17,  in  the  first  interference,  and  counts  5,  6,  7,  8,  and  9,  in 
the  second  interference,  reversed  the  decision  and  awarded  priority 
to  Bower.  Bower  has  taken  no  appeal,  and  consequently  we  are  con- 
cerned with  only  those  counts  awarded  to  him. 

Count  7  of  the  first  interference  and  count  5  of  the  second  inter- 
ference, are  sufficiently  illustrative  and  are  here  reproduced. 

7.  In  combination,  a  railway  track,  a  vehicle  adapted  to  travel  thereon,  means 
on  tbe  vehicle  driven  In  accordance  with  the  movement  of  the  vehicle  along  the 
trackway  and  capable  of  an  operative  condition  toward  which  it  is  constantly 
driven,  devices  located  at  Intervals  In  the  trackway  and  adapted  to  coact  with  the 
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said  means  to  reset  it  away  from  said  operative  condition,  a  vehicle  governing 
apparatus  on  the  vehicle  controlled  by  the  said  means,  when  the  latter  reaches 
said  operative  condition. 

5.  In  combination,  a  railway  vehicle,  apparatus  on  the  vehicle  capable  of  an  in- 
operative condition  and  adapted  to  automatically  change  its  condition  by  degrees 
progressively  approaching  the  operative  condition  and  to  govern  the  vehicle 
when  said  operative  condition  is  reached,  and  means  extraneous  to  the  vehicle 
adapted  to  restore  said  apparatus  from  any  position  or  degree  of  said  pro- 
gressive change  to  a  condition  or  degree  more  remote  from  operative  condition, 
said  apparatus  being  adapted  to  automatically  resume  the  progressive  change 
toward  operative  condition  after  each  restoration. 

Day  relies  solely  upon  his  record  date  of  July  10, 1911.  Bower  has 
taken  testimony  tending  to  show  that  he  conceived  the  invention  in 
1909,  but  it  will  be  unnecessary  to  review  that  testimony  here,  since 
the  case  turns  upon  the  interpretation  to  be  given  the  claims.  The 
Examiner  of  Interferences  failed  to  make  any  distinction  between 
the  two  groups  of  claims,  but  the  higher  tribunals  ruled  that  the  jBrst 
group,  which  as  we  have  seen  were  awarded  Day,  call  for  a  system  in 
which  the  operation  of  the  vehicle  is  automatically  or  mechanically 
controlled  by  the  action  of  the  run-down  device,  and  that  the  claims 
of  the  other  group  do  not  contain  this  limitation.  This  conclusion 
was  based  largely  upon  the  Day  specification,  in  which  it  is  pointed 
out  that  such  expressions  as  "means  for  governing  the  vehicle"  and 
^^  the  traffic  controlling  means  "  include  such  devices  as  lamps,  bells 
and  whistles,  as  well  as  devices  which  operate  the  brakes  and  the 
power.   On  this  point  the  Commissioner  said : 

The  record  discloses  a  sufficiency  of  admission  by  Day  that  danger  signals 
operated  on  a  vehicle  should  be  considered  as  vehicle  governing  means. 

We  have  exammed  the  Day  specification  and  concur  in  this  view. 
For  the  reasons  pointed  out  in  the  opinions  of  the  Exarrdners-in- 
Chief  and  the  Commissioner^  we  affirm  the  decision  of  the  Commis- 
sioner in  each  interference. 

No.  1^80  affirmed. 

No.  1^81  affirmed. 

[Court  of  Appeals  of  the  District  of  Columbia.] 

De  Forest  v.  Richards. 

Decided  March  i,  1920. 

214i  O.  G.,  408;  49  App.  D.  C.  257;  263  Fed.  Rep.,  653. 

Patents — J  ntbbfkrbn  ce — OuiaiN  ality. 

Evidence  considered  and  Held  that  Richards  derived  the  invention  from 
De  Forest. 

Mr.  Samuel  E.  Darby  and  Mr.  Samuel  E.  Darhy^  Jr.^  for  the  ap- 
pellant. 

Mr.  D.  C.  Tanner^  Mr.  J.  G.  Roberts^  and  Mr.  W.  E.  Beatty  for 
the  appellee. 
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KoBB,  J.: 

This  is  an  appeal  from  the  decision  of  an  Assistant  Commissioner 
of  Patents  awarding  priority  to  Richards. 

De  Forest,  in  1907  and  1908,  was  granted  patents  on  relays  of  the 
gaseous  type,  known  in  the  art  as  audions.  The  invention  in  issue 
is  an  improvement  on  an  audion,  and  is  thus  described  by  the  Ex- 
aminer of  Interferences: 

It  Is  an  improvement  on  the  go-called  "  audion "  whicli  comprises  a  recep- 
tacle from  which  suhslantiully  all  gases  have  been  removed,  having  therein  a 
terminal  or  electrode  adapted  to  be  heated  from  some  external  source,  and  two 
cold  electrodes  located  at  relatively  different  distances  from  the  hot  electrode. 
It  Is  unnecessary  to  descril>e  the  structure  In  detail.  It  is  sufficient  to  say  that 
under  worlcing  conditions  the  instrument  may  become  inoperative  because  of 
what  are  probably  static  charges  upon  certain  of  the  terminals.  This  condi- 
tion was  usually  indicated  by  a  so-called  **  blue  glow "  visible  between  the 
electrodes,  although  under  certain  conditions  the  phenomenon  seems  not  to  be 
visible.  In  order  to  overcome  this  condition  the  two  electrodes  have  been  con- 
nected by  a  high  resistance  or  so-called  leak  path,  so  that  the  charges  on  the 
electrodes  may  neutralize  each  other.  It  is  this  high  resistance  connection 
that  constitutes  the  gist  of  this  invention. 

The  invention  is  comprised  in  nine  counts,  of  which  the  third  and 
sixth  are  illustrative  and  are  here  reproduced. 

3.  An  electric  relay  comprising  an  evacuated  vessel,  a  heated  member,  a 
conducting  member  and  a  conducting  plate  sealed  therein,  an  incoming  circuit 
connected  across  said  heated  member  and  said  conducting  member,  an  out- 
going circuit  connected  across  said  heated  member  and  said  conducting  plate, 
and  an  additional  metallic  circuit  connecting  said  conducting  member  and  said 
plate. 

6.  In  an  electric  relay,  the  combination  with  an  audion,  of  a  circuit  including 
a  resistance  in  shunt  of  two  of  the  elements  of  said  audion. 

It  will  be  observed  that  these  are  broad  claims.  As  stated  Ijy  the 
Assistant  Commissioner,  the  invention — 

might  perhaps  be  better  called  a  discovery  that  the  paralysis  of  an  audion  may 
be  removed  by  discharging  certain  charges  on  the  terminals. 

We  now  will  turn  to  the  evidence.  De  Forest,  a  pioneer  in  this 
art,  after  producing  the  audion  covered  by  his  patents  subjected  it 
to  numerous  tests  which,  it  is  conclusively  established,  demonstrated 
that  under  certain  conditions,  the  audion  becomes  inoperative.  Sev- 
eral witnesses,  including  witnesses  for  Richards  who  were  present 
and  participated  in  those  tests,  corroborate  De  Forest  on  this  ques- 
tion, and  from  their  testimony  it  conclusively  appears  that  long 
prior  to  Richards's  entry  into  the  field  De  Forest  not  only  recognized 
the  difficulty  giving  rise  to  the  invention  of  the  issue  but  suggested 
various  means  to  overcome  it,  which  means  accomplished  the  pur- 
pose. The  paralyzed  condition  of  the  audion  usually  was  neutralized 
by  touching  the  terminals  with  the  thumb  and  finger,  thereby  per- 
mitting the  discharges  to  neutralize  each  other  through  this  high 
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resistance  connection.  Liquid  resistance,  wet  strings,  gum  and  a 
carborundum  rod  also  were  used. 

In  October  of  1912  De  Forest  demonstrated  his  audion  to  the  West- 
em  Electric  Company,  and  Richards,  one  of  its  engineers,  was  pres- 
ent during  the  demonstration.  He  knew  practically  little  about  the 
art  at  that  time.  HoWever,  he  claims  that  the  invention  in  issue  oc- 
curred to  him  during  this  demonstration,  while  De  Forest  insists  that 
he,  De  Forest,  then  suggested  and — 

pointed  out  and  illustrated  that  this  last  condition  (paralyzed  condition)  could 
be  Instantly  corrected  by  touching  the  thumb  and  fingers  across  the  grid  and 
filament  of  plate  binding  posts  on  the  audion  instrument. 

We  agree  with  the  Examiner  of  Interferences  that  the  testimony 
and  surrounding  circumstances  overwhelmingly  sustain  De  Forest  on 
this  point.  It  is  utterly  inconceivable  that  this  man  who  was  the 
originator  of  the  audion,  who  previously  had  subjected  it  to  tests, 
who  had  discovered  that  under  certain  conditions  it  would  become 
inoperative,  and  who  also  had  discovered  how  that  condition  might 
be  overcome,  would  have  failed  to  impart  his  knowledge  under  the 
circumstances  disclosed.  That  the  informajtion  he  gave  Richards 
amounted  to  a  complete  disclosure  of  this  invention  is  beyond  ques- 
tion.   Of  this  information  De  Forest  says  in  his  testimony: 

This  illustration  was,  of  course,  all  that  was  necessary  to  show  to  a  skilled 
engineer  that  a  high  resistance  leakage  path  between  the  two  audion  electrodes 
would  remedy  or  tend  to  remedy  a  condition  of  "  paralysis  "  due  to  too  large  a 
negative  charge  coming  on  the  grid. 

One  of  Richards's  witnesses  was  asked  on  cross  examination  what 
suggested  to  him  the  idea  of  permanently  connecting  a  resistance  be- 
tween the  electrodes  of  the  audion,  and  answered : 

The  fact  that  a  temporary  resistance  would  discharge  the  audion. 

In  other  words,  the  various  expedients  resorted  to  by  De  Forest 
long  prior  to  Richards's  entry  into  the  field  clearly  suggested  the  de- 
vice of  the  issue.  As  already  noted,  the  claims  are  broad  and  general 
and  it  is  not  now  permissible  to  meet  the  exigencies  of  the  case  by 
giving  them  a  narrower  interpretation.  {Geltz  v.  Crozier^  C.  D., 
1909,  313;  140  O.  G.,  757;  32  App.  D.  C,  324;  Leonard  v.  Horton, 
C.  D.,  1913, 348 ;  189  O.  G.,  781 ;  40  App.  D.  C,  22 ;  Kirhy  v.  Clements, 
C.  D.,  1915, 163;  216  O.  G.,  1319;  44  App.  D.  C,  12;  Monte  v.  Dunk- 
ley,  C.  D.,  1917,  208 ;  245  O.  G.,  278 ;  46  App.  D.  C,  70.) 

We  rule,  therefore,  that  De  Forest  and  not  Richards  was  the  inr 
ventor  of  t?ve  subject  matter  of  tJie  counts,  and  accordingly  reverse 
the  decision  of  t?ie  Patent  Office. 

Reversed. 

Mr.  Chief  Justice  Smyth  dissents. 
15752—21 12 
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[Court  of  Appeals  of  the  District  of  Columbia.] 

Shenk  and  Holman  v.  Clark. 

Decided  March  1,  1920. 

274  O.  G.,  409;  49  App.  D.  C,  249;  263  Fed.  Hep.,  646. 

Patents — Intebfebence — ^Right  to  Make  Claim. 

The  Commissloners's  ruling  that  Clark  has  a  right  to  make  the  dalm  In 
Issue  reviewed  and  affirmed. 

(For  Comvmisaioner's  deoiiion  see  ante,  16;  274  O.  G,,  405,) 

Mr.  J.  M.  Spear  and  Mr.  Ellis  Spear ^  Jr.^  for  the  appellants. 
Mr.  C.  E.  Brock  for  the  appellee. 
BOBB,  /./ 

Appeal  from  a  decision  of  the  Patent  Office  in  an  interference  pro- 
ceeding awarding  priority  of  invention  to  the  senior  party  Clark. 

The  invention  relates  to  a  glass  light-transmitter  in  an  automobile- 
headlight  and  is  expressed  in  a  single  count  as  follows : 

A  refractive  screen  for  use  with  a  headlight  having  a  reflector  comprising 
surfaces  of  variant  vertical  distributive  dispersion  and  surfaces  of  variant 
lateral  distributive  dispcpslon  at  and  beyond  the  intercept  of  the  roadway. 

Shenk's  contention  here,  as  below,  is  that  Clark  has  no  right  to 
make  the  claim.  The  Law  Examiner,  the  Examiners-in-Chief  and 
the  Assistant  Commissioner  have  carefully  considered  this  question 
and  in  separate  opinions  have  found  in  Clark's  application  a  com- 
plete disclosure  of  the  subject-matter  of  this  claim. 

We  have  considered  tJie  very-carefyUy-prepared  hrief  of  appeCUm&s 
coimsel  hut  have  not  been  convinced  that  any  error  was  comrmtted 
hy  the  Patent  Ofjice^  and^  therefore^  without  further  discu»sion  of  the 
question  involved^  affirTn  the  decision. 

Afftrmed. 

[Court  of  Appeals  of  the  District  of  Columbia.] 

Brown  v.  Tomlinson. 

Decided  April  5,  1920. 

274  O.  G.,  613;  49  App.  D.  C,  310;  265  Fed.  Rep.,  460. 

Patents — ^Intebterence — ^Rights  to  Make  Ciaims. 

Record  reviewed  and  Held  that  appellee,  Brown,  has  failed  to  overcome 
the  burden  imposed  by  concurrent  dedirions  of  the  Patent  Office  tribunals 
holding  that  Tomlinson  had  a  right  to  make*  the  claims  in  issue,  and  the 
decision  of  the  Conmiissioner  of  Patents  therefore  affirmed. 

Mr.  n.  A.  Coombs  and  Mr.  E.  A.  Wright  for  the  appellant. 
Mr.  Frank  T.  Brown^  Mr.  C.  M.  Nissen^  and  Mr.  Wm.  M.  Cody 
for  the  appellee. 
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EoBB,  e/.; 

Appeal  from  concurrent  decisions  of  the  Patent  Office  awarding 
priority  of  invention  to  the  senior  party  Tomlinson.  The  second  of 
the  two  claims  of  the  issue  is  here  reproduced : 

2.  In  an  electric  train  coupling,  the  combination  with  a  casing  containing  a 
plurality  of  fixed  contacts  adapted  to  be  connected  to  train  line  circuits  and  a 
longitudinally  movable  contact  sUde  having  corresponding  contacts,  of  fluid 
pressure  operated  means  for  projecting  said  slide  to  electrically  connect  the 
fixed  contacts  of  counterpart  couplings,  and  a  manually  operated  element  for 
controlling  the  supply  of  fluid  to  said  means. 

Upon  the  declaration  of  interference  Brown  filed  a  motion  for  its 
dissolution,  on  the  ground  that  Tomlinson  has  no  right  to  make  the 
claims  of  the  issue.  The  question  was  elaborately  reviewed  by  the 
Law  Examiner,  who  found  in  favor  of  Tomlinson.  Thereupon  the 
Examiner  of  Interferences  awarded  priority  on  the  record  to  Tom- 
linson, Brown  having  failed  to  show  cause  why  that  should  not  be 
done.  On  appeal  to  the  Examiners-in-Chief ,  the  question  of  Tom- 
linson's  right  to  make  the  claims  was  again  reviewed  and  that  right 
sustained.  The  question  was  again  raised  and  considered  by  the 
Assistant  Commissioner,  with  the  same  result.  In  such  circum- 
stances, manifest  error  must  be  made  to  appear  to  warrant  this  court 
in  disturbing  the  decision  of  the  Patent  Office.  {Livingston  v. 
ThoDipson,  C.  D.,  1917,  114:  235  O.  G.,  1065;  45  App.  D.  C,  522; 
Hathaway  <Sk  Lea  v.  Colman,  C.  D.,  1917,  229;  245  O.  G.,  1025;  46 
App.  D.  C,  40.)     Appellant  has  not  met  this  requirement. 

We  agree  with  the  Patent  0-fflce  that  Brown^  in  whose  application 
these  claims  originated^  is  now  seeking  to  read  into  them  unwar- 
ranted limita^io7is;  in  other  wordsy  that  the  invention  covered  by  the 
claims  is  disclosed  in  both  applications.  The  decision  therefore  is 
affirmed. 

Affirmed, 

[Court  of  Appeals  of  the  District  of  Columbia.] 
DOTIE  AND  HeDLET  V,  ToMLINSON. 

Deddea  April  5, 1920, 

274  O.  G.,  613 ;  49  App.  D.  C,  311 ;  265  Fed.  Rep.,  461. 

Patents — Intebfebence — ^Rioht  to  Make  Claims. 

Record  reviewed  and  Held  that  Tomlinson  has  a  right  to  make  the  claims 
of  the  1SSU& 

Mr.  H.  A.  Coomls,  Mr,  W,  M.  Cody,  and  Mr,  E.  A.  Wright  for 
the  appellants. 

Mr.  C.  M.  Nissen^  Mr.  Frank  T,  Brown^  and  Mr.  Alpheus  Crane 
for  the  appellee. 
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KOBB, /..- 

Appeal  from  concurrent  decisions  of  the  Patent  Office  awarding 
priority  of  invention  to  the  senior  party  Tomlinson.  We  reproduce 
the  second  of  the  two  claims  of  the  issue : 

2.  In  a  coupling  for  electric  train  line  circuits,  the  combination  of  a  casing, 
fixed  contact  fingers  mounted  therein  and  connected  to  the  respective  circuits, 
a  movable  contact  carrier  normally  held  out  of  openttlve  position,  and  a  fluid 
pressure  mechanism  for  shifting  said  contact  carrier  ro  its  operative  position  to 
establish  electrical  connection  between  said  fixed  conta**ts  and  the  corresponding 
fixed  contacts  of  an  adjacent  car. 

Upon  the  declaration  of  the  interference  appellnnts  filed  a  motion 
for  its  dissolution,  on  the  ground  that  Tomlinson  has  no  right  to 
make  the  claims  of  the  issue.  The  question  was  elaborately  reviewed 
by  the  Law  Examiner,  who  found  in  favor  of  Tomlinson.  Thereupon 
the  Examiner  of  Interferences  awarded  priority  on  the  record  to 
Tomlinson,  appellants  having  failed  to  show  cause  why  that  should 
not  be  done.  On  appeal  to  the  Examiners-in-Chief ,  the  question  of 
Tomlinson's  right  to  make  the  claims  was  again  reviewed  and  that 
right  sustained.  The  question  was  again  raised  and  considered  by 
the  Assistant  Commissioner,  with  the  same  result. 

For  the  reasons  announced  in  the  preceding  case  {Brown  v.  Tom- 
linson^  ante^  178)  we  afp/rm  the  decision  of  the  Patent  O-ffice. 

Affirmed, 

I  Court  of  Appeals  of  the  DlBtrict  of  Columbia.] 

Grover  and  Barber  v.  Aktoinb  and  Travis. 

Decided  ApHl  5,  19ft0, 
274  O.  G.,  841 ;  49  App.  D.  C.»  818 ;  265  Fed.  Rep.,  463. 

Patents — Interference — PaiORmr. 

Evidence  reviewed  and  the  decision  of  the  Commissioner  of  Patents 
awarding  priority  to  Antolne  and  Travis  on  the  ground  that  they  were  the 
first  to  conceive  and  reduce  to  practice  affirmed. 

{For  Commi88ioner'8  decision  see  ante,  18;  27-J  0.  G.,  8S9.)  , 

Mr.  Melville  Churchy  Mr:  A,  A.  Thomas^  and  Mr,  Alex,  S.  Stuart 
for  the  appellants. 
Mr,  J,  H,  Jochum^  Jr,^  for  the  appellees. 

RoBB,  J,: 

Appeal  from  a  decision  of  the  Patent  Office  in  an  interference 
proceeding  awarding  priority  of  invention  to  the  junior  parties, 
Antoine  and  Travis.  The  invention  is  a  washer-catcher  in  coin-con- 
trolled vending-machines,  such  as  are  used  in  theaters  and  other 
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public  places.  The  four  counts  of  the  issue  will  be  sufficiently  illus- 
trated by  the  reproduction  of  the  fourth  count,  as  follows : 

4.  In  a  coin  controUed  machine,  a  casing  having  a  coin  slot  or  passage,  a  coin 
carrier  normally  free  to  rotate  in  a  direction  to  carry  the  deposited  coin  into 
operative  position  within  the  machine,  an  upwardly  extending  yU^lduble  member 
supported  at  its  lower  end  and  provided  at  its  upper  or  free  end  with  a  head 
projecting  normally  into  said  coin  slot  or  passage,  whereby  said  head  is  adapted 
to  enter  the  opening  of  a  washer  on  said  coin  carrier,  said  head  having  a 
beveled  surface  and  an  abrupt  surface  so  arranged  that  said  abrupt  surface  un- 
yieldingly engages  the  inner  edge  of  the  washer  and  thereby  positively  locks  said 
washer  and  coin  carrier  against  further  movement,  said  beveled  surface  per- 
mitting reverse  rotation  of  the  coin  carrier  for  removal  of  the  Inserted  washer 
through  said  coin  slot,  and  a  hand-operable  membei  on  the  front  wall  of  said 
casing  for  operating  said  coin  carrier. 

The  difference  between  this  invention  and  the  prior  art  lies  in  a 
pocket  and  dog,  the  dog  being  described  in  the  claims  as — 

an  upwardly  extending  yleldable  member  supitorted  at  its  lower  end  and  pro- 
vided at  its  upper  or  free  end  with  a  head  projecting  normally  into  said  coin 
slot  or  passage. 

It  will  be  unnecessary  further  to  describe  the  invention.  The 
Patent  Office  tribunals  have  found  that  Grover  and  Barber,  the 
appellants,  conceived  the  invention  in  April  of  1912  and  reduced  it  to 
practice  in  January  of  1913,  and  we  accept  these  findings.  The  Ex- 
aminer of  Interferences  held  that  Antoine  and  Travis  had  not  estab- 
lished an  earlier  date  of  conception  and  reduction  to  practice.  The 
Examiners-in-Chief  and  the  Commissioner,  however,  after  a  very 
careful  re^dew  of  the  evidence,  reached  the  conclusion  that  Antoine 
and  Travis  had  proven  conception  of  the  invention  in  the  fall  of 
1911  and  reduction  to  practice  in  the  early  part  of  1912.  They 
further  found  that  a  large  number  of  machines  embodying  the  inven  - 
tion  were  sold  and  shipped  to  the  trade  immediately  following  reduc- 
tion to  practice  of  the  invention. 

An  examination  of  the  record  and  the  exhaustive  and  helpful  briefs 
of  counsel  have  convinced  us  that  the  decision  appealed  from  was 
correct. 

Since  the  evidence  has  been  carefuUy  reviewed  hy  both  the  Exami- 
nera-in-Cfdef  and  the  Conmiissioner^  no  useful  purpose  would  he 
served  hy  its  restatement  here^  and  accordingly  we  affirm  the  decision 
without  more. 

Affinned, 
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In  re  Moore  and  Pack. 

Decided  April  5,  1920, 

274  O.  G.,  842 ;  49  App.  D.  C,  312 ;  265  Fed.  Rep.,  462. 

Patents — Incorporation  of  One  Old  Device  Into  Another  Not  Invention. 

The  application  of  a  rotary  brush  and  its  cooperative  parts  to  an  old 
carpet-cleaning  device  where  the  parts  so  associated  operated  in  the  old 
way  to  effect  the  same  results  does  not  constitute  Invention. 

(Far  CommisHoner's  deoMon  see  ante,  tl;  274  O,  G.,  SkO.) 

Mr.  J,  S.  Barker  for  the  appellant. 

Mr.  T.  A.  Hostetler  for  the  Commissioner  of  Patents. 

EoBB,  /..• 

Appeal  from  a  decision  in  the  Patent  Office  rejecting  certain  pat- 
ent claims  for  a  portable  cleaning-machine  of  the  vacuum  type. 
Claims  Nos.  6  to  11,  inclusive,  are  here  involved.  Claim  numbered  8, 
sufficiently  illustrates  the  group,  and  reads  as  follows : 

8.  A  portable  carpet-cleaning  machine  comprising  a  casing  divided  into  two 
separate  compartments,  a  dust  collecting  nozzle  carried  at  the  front  end  of  the 
casing  and  positioned  to  lie  in  close  engagement  with  the  carpet  being  cleaned 
and  operated  to  collect  the  lighter  particles  of  dust  and  discharge  them  into 
one  of  the  compartments  of  the  casing,  a  suction-creating  device  carried  by  the 
casing  and  in  communication  with  the  nozzle  through  the  last  mentioned  com- 
partment, a  drive  wheel  located  at  the  rear  of  the  casing,  connections  between 
the  drive  wheel  and  the  suction-creating  devices  for  operating  the  latter  as  the 
casing  is  moved  over  the  surface  being  cleaned,  and  a  rotary  driven  brush 
located  in  the  other  compartment  of  the  casing  and  situated  between  the  nozzle 
and  the  said  drive  wheel. 

Appellant  has  done  no  more  than  apply  to  the  Sturgeon  device 
(Patent  No.  996,810,  July  4, 1911)  a  rotary  brush  and  its  cooperative 
parts  shown  in  the  Behringer  device  (British  Patent  No.  11,413,  of 
1908).  Each  element  in  the  new  combination  operates  in  substan- 
tially the  same  way  that  it  operated  in  the  prior  device,  and  effects 
substantially  the  same  result.  This  is  not  invention.  {OrinrieU 
Washdng  Company  v.  Johnson  Company j  C.  D.,  1918,  368 ;  264  O.  G., 
225 ;  247  U.  S.,  426.)  Nothing  more  was  involved  than  the  skill  of 
the  mechanic. 

Since  each  of  the  Patent  0;^e  tribunals  has  fully  considered  the 
references^  we  affirm  the  decision  without  further  discussion. 

Affirmed. 
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[Court  of  Appeals  of  the  District  of  Colambla.] 

Cox  V.  Headley  and  Thompson. 

Decided  May  S,  1920. 

275  O.  Q.,  419;  49  App.  D.  C,  S41;  265  Fed.  Bep.,  981. 

1.  Patents — Issue  Constbued  in  Light  of  Specification  When  First  Made. 

Counts  of  an  interference  issue  must  be  given  the  broadest  interpreta- 
tion they  reasonably  will  support  and  In  the  light  of  the  specification  where 
they  originated,  and  this  rule  is  not  varied  by  the  fact  that  the  applicant 
In  whose  application  the  claims  originated  dropped  out  of  the  interference 
after  tlie  decision  of  the  Examiner  of  Interferences. 

2,  Same — Same — Issue  Relating  to  Subokdinate  Part  of  Machine — Ofeba- 

tivbne88  of  machine  as  a  whole. 
Where  the  counts  of  a  three-party  interference  originated  in  an  applica- 
tion where  automatic  operation  was  not  contemplated,  and  related  to  a 
subordinate  part  of  the  entire  macliine,  which  application  dropped  out  of 
the  Interference  after  the  decision  of  the  Examiner  of  Interferences,  Judg- 
ment of  priority  in  favor  of  one  of  the  remaining  parties  should  not  be 
based  on  the  theory  that  the  other  party's  machine  was  not  operative  as  a 
whole  and  was  therefore  not  a  reduction  to  practice  because  it  would  not 
perform  its  functions  automatically. 

Mr.  Fritz  v.  Biiesen  for  the  appellant. 

Mr,  C.  P.  Byrnes^  Mr.  G.  H,  Parmelee^  and  Mr.  Geo.  E.  Stebhina 
for  the  appellee. 

RoBB,  J.: 

Appeal  from  Patent  Office  decisions  in  two  interference  proceed- 
ings, Nos.  40,043  and  40,044,  in  which  priority  was  awarded  the 
junior  parties,  Headley  and  Thompson. 

The  parties  to  interference  No.  40,043  are  the  appellant  Cox  and 
the  appellees  Headley  and  Thompson.  The  invention  involved  in 
this  interference  is  an  automatic  machine  for  making  glass  bottles 
and  is  expressed  in  ten  counts,  taken  from  the  Headley  and  Thomp- 
son application,  of  which  we  reproduce  the  first: 

1.  Ill  a  glass  !)ottling  machine,  the  combination  of  mold  carrying  means 
rolatably  mounted,  a  pair  of  molds  carried  by  said  means  opposite  each  other 
in  radial  alinement,  a  rotatable  face  plate  joumaled  on  a  horizontal  axis  on 
said  mold  carrying  means  and  carrying  one  mold  of  each  set,  meatis  for  rotating 
said  face  plate  to  place  the  molds  carried  thereby  in  a  vertical  charging  posi- 
tion and  then  to  place  said  molds  in  a  position  to  permit  removal  from  the 
blanks  inclosed  thereby  and  their  engagement  by  the  other  molds  carried  by 
said  mold-carrying  means,  and  means  for  moving  said  mold-carrying  means. 

Interference  No.  40,044  originally  involved  the  applications  of 
Headley  and  Thompson,  Francis  W.  Pawling,  and  the  appellee  Cox. 
The  two  counts  of  this  interference  were  copied  from  the  Pawling 
application  and,  as  there  used,  describe  a  manually  rotated  device 
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for  inverting  the  mold  and  swinging  open  the  blank  mold  members 
in  a  bottle  making  machine.  We  here  reproduce  the  two  counts  of 
this  interference: 

1.  In  a  glass  bottling  machine,  the  combination  of  a  cylindrical  carrier 
rotatable  about  its  own  axis  and  otherwise  movable  only  in  a  horizontal  plane, 
and  having  a  fluid  pressure  chamber,  a  mold  including  two  mating  members 
at  least  one  of  which  is  movable  relative  to  the  other,  a  piston  mounted  in 
said  fluid  pressure  chamber,  connections  between  said  piston  and  the  movable 
mold  member  or  members,  and  means  for  turning  said  cylindrical  carrier  upon 
its  axis  to  invert  the  mold. 

2.  In  a  glass  working  machine,  the  combination  of  a  pedestal,  a  mold  carrier 
Joumaled  thereon  and  axially  fixed  with  reference  thereto,  a  mold  including 
two  swinging  mating  members  pivotally  mounted  upon  the  mold  carrier  upon 
an  axis  lying  at  an  angle  to  the  axis  of  the  mold  carrier,  an  actuating  mem- 
ber reciprocally  mounted  within  the  journal  portion  of  the  mold  carrier,  con- 
nections between  said  actuating  member  and  the  movable  mold  members. 

Cox  is  the  senior  party  in  both  interferences  and  the  record  clearly 
discloses  that  he  was  the  first  to  conceive  the  invention  of  the  issues. 
Evidently  realizing  the  handicap  under  wTiich  they  were  placed, 
Headley  and  Thompson,  when  the  case  was  reached  before  the  Ex- 
aminer of  Interferences,  filed  a  motion  for  leave  to  amend  their  pre- 
liminary statement,  but  failing  to  state  a  sufficient  reason  therefor  the 
motion  was  denied.  Down  to  this  time  Headley  and  Thompson  had 
filed  no  motion  under  Rule  130  of  the  Patent  Office  attacking  the 
right  of  Cox  to  make  the  claims.  However,  after  the  adverse  de- 
cision of  the  Examiner  of  Interferences  on  their  ^application  to  amend 
their  preliminary  statement,  they  notified  Cox  that  at  final  hearing 
they  would  urge  that  the  machine  upon  which  he  bases  his  right  to 
make  the  claims  was  inoperative,  and  hence  that  the  claims  were  not 
patentable  to  him.  Thereafter  the  Examiner  of  Interferences 
awarded  priority  to  Cox  in  both  interferences.  Since  Pawling  took 
no  testimony,  he  was  confined  to  his  filing  date  for  conception  and 
reduction  to  practice,  and  did  not  appeal  from  the  decision  of  the 
Examiner  of  Interferences.  On  appeal  to  the  Examiners-in-Chief, 
the  right  of  Headley  and  Thompson  to  challenge  the  operativeness 
of  the  Cox  device  was  sustained,  notwithstanding  their  failure  to 
file  a  motion  under  Rule  130.  The  Board  then  rules  that  the  machine 
upon  which  Cox  depended  for  actual  reduction  to  practice  "as  an 
entirety  "  was  not  "  satisfactory,"  but  pointed  out  that — 

when  the  case  was  originally  filed,  the  Examiner  required  a  division  between 
claims  which  involved  the  shears,  for  cutting  off  the  glass  above  the  molds, 
and  the  rotary  plunger  or  compacting  device,  which  Is  one  of  the  features 
alleged  to  be  Inoperative,  and  the  group  of  claims  which  are  Involved  in  the 
interference,  which  all  relate  to  the  mold  carrying  and  operating  elements, 

and  that  the  Examiner  had  found  "  no  necessary  connection  between 
these  devices."    The  Board  ruled  that  as — 
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the  iBsaes  cover  only  a  subordinate  part  of  the  macblne  which  would  be  capable 
of  uae  In  other  bottle  blowing  machines,  and  there  la  no  reason  to  suppose  that 
this  part  was  inoperative,  Cox  can  at  least  rely  upon  his  constructive  reduction 
to  practice  on  the  date  of  filing  of  his  application,  June  4,  1912,  and  was  there- 
fore the  first  to  conceive  and  first  to  reduce  to  practice,  which  entitles  him  to 
an  award  of  priority. 

Thereupon,  Pawling  having  dropped  out  of  the  case,  a  petition 
for  rehearing  was  filed  and  the  Board  set  aside  their  decision  and 
adopted  the  contention  of  Headley  and  Thompson  that — 

the  subject  matter  of  the  Issues  Is  a  construction  In  which  the  molds  are  re- 
versed, opened  and  closed  and  moved  from  one  station  to  another  automatically. 

The  Board  did  not  attach  ^ny  weight  to  the  fact  that  some  of  the 
claims  had  originated  in  the  Pawling  application,  which. admittedly 
did  not  disclose  an  automatic  structure,  because  Pawling  had  been 
eliminated  from  the  interference.  The  Board  further  found  that 
Cox  had  not  shown  that  his  combination  was  susceptible  of  bein<; 
substituted  in  machines  of  the  prior  art.  Thereupon,  on  appeal  by 
Cox,  the  Assistant  Commissioner  sustained  the  ruling  of  the  Board 
and  awarded  priority  to  Headley  and  Thompson.  The  Assistant 
Commissioner  said : 

Pawling  Is  not  now  Involved  In  the  Interference,  since  he  took  no  testimony 
and  his  application  was  filed  after  the  date  established  by  Headley  and  Thomp- 
son. If  his  application  were  stiU  in  the  Interference  the  question  of  the  opera- 
tiveness  of  that  device  might  have  to  be  considered,  but  It  does  not  follow,  even 
if  the  Pawling  machine  Is  operative  for  the  purpose  for  which  It  is  intended, 
that  necessarily  the  operatlveness  of  the  entire  machine  of  Cox  can  not  be 
considered  or  that  the  counts  must  be  construed  as  limited  to  tlie  means  for 
opening  and  closing  the  molds  Irrespective  of  whether  this  means  is  operative 
in  the  machine  shown. 

We  first  will  consider  the  three- party  interference,  that  is  No. 
40,044.  The  claims  of  this  interference,  having  originated  in  the 
Pawling  application,  must  be  read  in  the  light  of  the  Pawling  speci- 
fication. Over  and  over  again  has  it  been  determined  that  such  is 
the  rule,  and  that  claims  must  be  given  the  broadest  interpretation 
they  reasonably  will  support.  {Podlesak  v.  Mcli^nerney^  C.  D.,  1906, 
558;  120  O.  G.,  2127;  26  App.,  D.  C,  399;  Sohey  v.  Hohclaw,  C.  D. 
1907,  465;  126  O.  G.,  3041 ;  28  App.,  D.  C,  65;  Miel  v.  Young,  C.  D., 
1907,  561;  128  O.  G.,  2532;  29  App.,  D.  C,  481;  Kirhy  v.  Clements, 
C.  D.,  1915,  163;  216  O.  G.,  1319;  44  App.,  D.  C,  12;  Seymour  v. 
Molyneux,  ante,  133;  271  O.  G.,  688;  49  App.  D.  C,  216.)  In  the 
case  last  cited  we  said : 

While  we  many  times  have  ruled  that  a  party  will  not  be  permitted  to  narrow 
his  claims  to  suit  the  exigencies  of  a  given  situation,  it  Is  equally  well  settled 
that  the  meaning  given  to  the  counts  of  an  interference  must  be  that  disclosed 
In  the  specification  of  the  party  first  to  make  the  claluL 
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In  the  Pawling  specification,  as  the  Patent  Office  tribunals  recog- 
nized, automatic  operations  are  not  contemplated.  The  application 
assumes  that  the  blowing  operation  is  to  be  performed  in  accordance 
with  the  teachings  of  the  prior  art.  Count  No,  1  provides,  and  was 
intended  to  provide,  mechanical  means  for  inverting  the  mold  and 
for  swinging  open  the  blank  mold  members.  The  neck-mold  is  not 
even  an  element  of  this  count,  nor  are  the  plunger  and  specific  form 
of  suction  mechanism  of  the  Pawling  structure  made  elements  of 
the  count.  Count  No.  2  differs  from  count  No.  1  in  that  the  pedestal 
is  included  as  an  element,  both  mold  members  are  specified  as  "  swing- 
ing," and  the  piston  is  referred  to  as  "  an  actuating  member."  Clearly 
these  counts,  as  used  by  Pawling,  embrace  and  were  intended  to  em- 
brace nothing  more  than  a  distinct  subdivision  of  a  glass-blowing 
machine,  which  Pawling  in  his  specification  states — 

may,  of  course,  be  Incorporated  in  various  ways  in  glass  blowing  machines  in- 
volving other  features. 

These  claims  were  suggested  to  and  copied  by  Cox  and  Headley 
and  Thompson,  and  in  our  view,  they  should  be  read  now,  as  then, 
in  the  light  of  the  Pawling  disclosure.  The  elimination  of  Pawling 
can  not  result  in  the  elimination  or  abridgement  of  this  rule  of  in- 
terpretation. The  reason  for  the  rule  still  exists,  namely,  that  the 
originator  of  the  claims  is  presumed  to  have  couched  them  in  lan- 
guage setting  forth  his  particular  invention.  If  another  claims  the 
invention,  it  is  only  fair  that  the  application  originating  the  claims 
should  be  looked  to  in  determining  their  scope  and  meaning.  In  the 
present  case,  nlerely  because  Pawling  was  defeated  before  the  Ex- 
aminer of  Interferences,  the  Patent  Office  has  read  into  the  claims  of 
that  interference  a  limitation  utterly  inconsistent  with  the  dis- 
closure of  that  application.  In  so  doing  the  Patent  Office  erred. 
Reading  these  claims  in  the  light  of  the  Pawling  application.  Cox 
is  entitled  to  priority  because  he  discloses  everything  there  disclosed. 

We  come  now  to  the  decision  in  interference  No.  40,043,  wherein 
the  narrower  claims  originated  with  Headley  and  Thompson.  It 
follows  from  what  we  have  said  that  these  claims  must  be  read  in  the 
light  of  the  disclosure  by  Headley  and  Thompson,  and  we  are  not 
prepared  to  disturb  the  ruling  of  the  Patent  Office  that,  when  so  read, 
they  are  not  patentable  to  Cox. 

The  decision  in  interference  No.  Jfipi^S  is  affirmed^  and  the  de- 
cision in  interference  No,  JfiPh-k  i»  reversed  and  priority  as  to  that 
interference  awarded  Cox, 

Afftrmed  as  to  interference  No.  Jfifil^S. 

Reversed  as  to  interference  No,  IfifiJ^. 

Mr.  Chief  Justice  Smfth  dissents  in  interference  No.  iOfii4. 
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[Ccnrt  of  Appeal!  of  the  Distrfct  of  Columbia.] 

HaRTSOUGH  V,  GlLE. 

Decided  May  5,  1920, 

275  O.  G.,  421;  49  App.  D.  O.,  854;  265  Fed.  Rep.,  994. 

Patents — ^Peiority — ^Abandoned  Experiment. 

Where  G.  built  a  plow-tractor  In  the  summer  of  1914,  took  It  to  a  farm  and 
tested  it,  brought  it  back,  and  laid  it  aside  until  the  spring  of  1916,  where  it 
was  observed  by  licensees  of  the  opposing  party,  H.,  who  Induced  G.  to  file 
an  application,  while  H.  filed  his  application  on  July  21, 1915,  and  promptly 
perfected  his  machine  and  placed  it  on  the  market,  Held  that  what  G.  did  in 
1914  must  be  regarded  as  an  abandoned  experiment  in  view  of  his  failure  to 
act  except  under  the  stimulus  of  the  knowledge  of  H.'s  activity  and  of  the 
further  circumstances  that,  although  the  tractor  was  in  the  same  condition 
at  the  time  of  taking  testimony  and  the  sufficiency  of  the  test  in  1914  was 
challenged,  no  attempt  was  made  to  prove  its  operativeness,  and  that  after 
said  test  G.  directed  his  attention  to  the  construction  of  another  machine, 
which  was  completed  in  1916,  and  for  which  he  immediately  applied  for  a 
patent. 

Mr.  A.  C.  Paul  and  Mr.  W.  G.  Henderson  for  the  appellant. 
Mr.  Fred  Gerlach  and  Mr.  Percy  B.  Hills  for  the  appellee. 

EoBB,  J.: 

Appeal  from  a  decision  of  an  Assistant  Commissioner  of  Patents 
in  an  interference  proceeding  awarding  priority  to  the  junior  party 
Gile.  The  invention  relates  to  a  plow-tractor  and  is  expressed  in  a 
single  count,  as  follows : 

In  a  plow  tractor,  the  combination  of  a  pair  of  coaxial  traction  wheels  at  the 
aides  of  the  tractor  respectively,  a  single  front  steering  wheel  substantially 
alined  longitudinally  with  one  of  the  traction  wheels,  said  longitudinally  alined 
steering  and  traction  wheels  being  disposed  at  the  furrow  side  of  the  tractor 
and  adapted  to  travel  in  the  same  furrow,  a  frame  supported  by  said  traction 
and  steering  wheels,  differential  gearing  between  the  traction  wheels  and 
whereby  both  will  be  driven,  and  a  motor  mounted  on  the  frame  and  connected 
to  drive  said  gearing,  said  single  front  wheel  when  traveUng  in  a  furrow  acting 
to  automatically  steer  the  tractor,  said  gearing  causing  the  traction  wheels  to  be 
driven  at  relatively  different  speeds  in  steering  the  tractor  responslvely  to  the 
front  furrow  wheel. 

In  the  summer  of  1914  Gile  built  a  tractor  at  Ludington,  Michigan, 
which  we  will  assume  embodied  the  issue,  and  in  October  of  that  year 
this  tractor  was  taken  to  a  farm  near  Scottsville,  Michigan,  and  there 
tested.  In  November,  following,  it  was  taken  back  to  Ludington  and, 
so  far  as  the  evidence  discloses,  was  not  used  thereafter  but  found  its 
way  to  a  neighboring  ball-park,  where  it  remained  until  the  spring 
of  1916,  when  it  was  discovered  by  representatives  of  licensees  of 
Hartsough,  whose  attention  was  attracted  to  it  by  its  resemblance  to 
the  Hartsough  tractor  their  concern  was  manufacturing  under 
license.    The  Examiner  of  Interferences  found,  and  we  concur  in  the 
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finding,  that  Gile  was  inspired  to  apply  for  a  patent  by  representa- 
tions then  made  to  him.  After  the  construction  and  test  of  this  ma- 
chine, it  apparently  passed  out  of  his  mind,  for  he  directed  his  atten- 
tion to  the  constructiton  of  another  machine  which  was  completed  in 
the  summer  of  1916,  and  upon  which  he  almost  immediately  applied 
for  a  patent.  After  a  patent  had  inadvertently  issued  to  Gile  upon 
the  application  induced  by  the  licensees  of  Hartsough,  those  licensees 
ceased  paying  Hartsough  royalties  but  continued  to  manufacture  the 
tractor  under  a  license  from  the  assignees  of  the  Gile  patent. 

When  Hartsough's  application  was  filed  in  July  21,  1915,  he  not 
only  had  perfected  his  machine  but  had  placed  the  same  on  the 
market,  where  it  was  very  favorably  received.  Gile,  whose  concern 
manufactured  and  sold  to  Hartsough  motors  for  his  tractor  and  who 
must  have  known  of  the  tractor's  success,  did  nothing  about  assert- 
ing a  claim  to  the  invention,  as  we  have  seen,  until  after  the  incident 
to  which  we  have  alluded.  The  testimony  relating  to  the  character 
and  sufficiency  of  the  test  of  the  (Jile  tractor  in  October  of  1914 
was  taken  in  May  of  1917,  or  more  than  two  and  one-half  years  after 
the  test.  The  testimony  tended  to  show  that  the  tractor  did  "  very 
good  work  "  or,  as  Gile  himself  testified,  "  Well,  we  considered  the 
work  very  good."  The  testimony  not  only  is  lacking  in  detail  but  is 
so  inconsistent  with  what  followed  as  to  cause  us  to  adopt  the  find- 
ing of  the  Examiner  of  Interferences  that  it  falls  short  of  proving 
reduction  to  practice.  As  the  circuit  court  of  appeals  observed  in 
Griswold  V.  Harker  et  al.  (C.  D.,  1894,  535;  69  O.  G.,  369;  62  Fed. 
Rep.,  389:) 

Actions  often  speak  louder  and  frequently  more  truthfully  than  words. 

It  is  inconceivable  that  Gile,  an  intelligent  man  abundantly  able, 
apparently,  to  take,  advantage  of  and  protect  and  promote  any  inven- 
tion he  should  make,  and  who  admittedly  was  endeavoring  to  evolve 
a  successful  tractor,  would  have  acted  as  he  did  had  the  test  of  this- 
tractor  been  even  measurably  successful.  When  the  testimony  was 
taken  the  tractor  was  in  existence  and  apparently  as  capable  of  being 
operated  as  in  1914,  and  yet  it  was  not  operated.  AVhile  it  is  not 
incumbent  upon  a  party,  after  satisfactorily  proving  reduction  to 
practice,  again  to  operate  his  device,  in  a  case  of  this  sort  where  there 
is  a  serious  question  as  to  the  success  of  a  former  test,  the  most 
satisfactory  way  to  settle  the  question,  it  occurs  to  us,  would  be  again 
to  test  the  machine. 

There  are  other  circumstances  all  tending  in  the  same  direction,  to 
which  the  Examiner  of  Interferences  alluded  in  his  opinion  but  which 
need  not  be  repeated  here. 

This  court  has  uniformly  ruled  that  where,  as  here,  a  machine  is 
constructed,  tested,  put  aside  and  apparently  forgotten,  and  an- 
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other  party  in  good  faith  enters  the  field  and  constructs  a  similar 
machine,  puts  it  upon  the  market  and  applies  for  a  patent,  the  first 
party,  who  slumbered  upon  his  rights,  must  have  very  clear  and 
convincing  evidence  that  the  test  of  his  machine  fully  complied  with 
the  requirements  as  to  reduction  to  practice,  and  that  if  he  fails  to 
sustain  that  burden  the  test  will  be  regarded  as  a  mere  abandoned 
experiment  and  priority  awarded  the  party  through  whose  efforts 
the  public  received  the  invention.  {Warner  v.  Smithy  C.  D.,  1898, 
517;  84  O.  G.,  311;  13  App.  D.  C,  111;  Adams  v.  Murphy,  C.  D., 
1901,  401;  96  O.  G.,  845;  18  App.  D.  C,  172;  Howard  v.  Hey,  C.  D., 
1901,  375;  95  O.  G.,  1647;  18  App,  D.  C,  142;  Quiat  v.  Ostrom,  C.  D., 
1904,  594;  108  O.  G.,  2147;  23  App.  D.  C,  69;  Gord(m  v.  Wentworth, 
C.  D.,  1908, 453 ;  135  O.  G.,  1125 ;  31  App.  D.  C,  150 ;  Moore  v.  Hewitt, 
C.  D.,  1908,  516;  136  O.  G.,  1535;  31  App.  D.  C,  577;  Collis  v. 
Quenzer,  C.  D.,  1912,  502;  179  O.  G.,  1110;  38  App.  D.  C,  481.) 

We  rule,  therefore,  that  Gile  has  not  sustained  the  burden  of  proof 
in  this  case  and,  as  he  clearly  was  lacking  in  diligence,  the  decision 
is  reversed  and  priority  awarded  Hartsough. 

Reversed. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

Christo  Manufacturing  Company  v.  The  Christian  Mobrusin 

Brewing  Company. 

DeciOea  May  3,  1920. 

275  O.  G.,  827;  49  App.  D.  0.,  370;  265  Fed.  Rep.,  1010. 

Trade-Mabk — Goods   of   the   Same   Descbiptive   Propebtieb — ^Now- Alcoholic 
Oebeal  Beverage  and  Neab-Beer  Beverage. 
A  non-intoxicating  cereal  beverage  containing  no  malt  or  alcohol  Held 
to  constitute  goods  of  the  same  descriptive  properties  as  a  "  near  beer " 
beverage. 

Mr,  Melville  Church  and  Mr.  A.  S.  Stuart  for  the  appellant. 
Mr.  Titian  W.  Johnson  for  the  appellee. 

Smyth,  0.  J.: 

The  Christian  Moerlein  Brewing  Company  made  application  for 
registration  of  the  word  "Chrismo,"  alleging  that  it  had  been 
adopted  by  it  and  used  continuously  in  its  business  since  September 
25,  1916.  The  application  is  opposed  by  the  Christo  Manufacturing 
Company,  who  is  the  owner  of  the  trade- mark  "  Christo,"  registered 
April  29,  1918.  The  Examiner  of  Interferences  sustained  the  oppo- 
sition. On  motion  he  granted  a  rehearing,  reexamined  the  question, 
and  decided  to  adhere  to  his  first  view.  He  was  reversed  on  appeal, 
and  the  opposition  was  overruled. 
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The  resemblance  of  the  two  marks  is  conceded,  but  it  is  urged  by 
the  applicant  that  they  are  not  applied  to  goods  of  the  same  descrip- 
tive qualities.  The  applicant's  product  is,  according  to  its  applica- 
tion, "  a  non-alcoholic  beverage  sold  as  a  soft  drink."  By  agreement 
a  circular  issued  by  the  applicant  was  made  part  of  the  record.  It 
says — 

that  the  goods  of  the  applicant  Is  a  non-lntoxIcatlng  cereal  beverage  contain- 
ing no  malt  or  alcoliol. 

No  testimony  was  offered  by  the  applicant.  On  cross-examination 
of  one  of  the  opposer's  witnesses  it  was  developed  that  the  opposer 
manufactured  "  a  near  beer  beverage "  called  "  Christo  Lager  Ale," 
and  that  it  had  been  doing  so  for  over  a  year  prior  to  the  taking  of 
the  testimony.  If  this  was  not  true  it  could  easily  have  been  con- 
tradicted, but  no  effort  was  made  by  the  applicant  to  do  so.  Hence 
we  must  assume  that  it  is  true.  In  view  of  this  there  is  no  escape 
from  the  conclusion  that  the  goods  of  the  applicant  possess  the  same 
descriptive  qualities  as  those  of  the  opposer. 

And  this  "being  so^  the  opposition  viust  he  sustained  and  the  de- 
cision of  the  Patent  Office  reversed.  {Thomas  Mfg.  Co,  v.  Aeolian 
Co,,  C.  D.,  1918, 157;  249  O.  G.,  505;  47  App.  D.  C,  876;  Getz  Bros. 
c&  Co,  V.  Alaska  Packers  Asm,,  C.  D.,  1919,  213;  264  O.  G.,  534;  49 
App.  D.  C,  54;  258  Fed.  Rep.,  526.) 

Reversed, 


L Court  of  Appeals  of  the  District  of  Columbia.] 

In  re  Stadeker. 

Decided  May  5,  1920. 

275  O.  G.,  1023;  50  App.  D.  C, ;  207  Fed.  Rep.,  822. 

Patents — Invention — Windshield-Cleanee. 

Claims  for  windshield-cleaner  In  which  the  feature  relied  upon  for  patent- 
ability is  a  handle  consisting  of  a  wire  or  rod  bent  in  zipzag  form  Held 
devoid  of  Invention. 

{Foi-  Commissioner' 8  decision  see  ante,  Si;  275  0,  G,,  102S.) 

Mr.  J.  H.  MHans  and  Mr.  C.  T.  MUans  for  the  appellant. 
Mr.  T.  A.  Hostetler  for  the  Commissioner  of  Patents. 

BoBB,  J,: 

Appeal  from  a  decision  of  the  Commissioner  of  Patents  denying 
five  claims  for  a  patent  on  an  automobile- windshield  cleaner.  Claim 
5  reads  as  follows: 

5.  A  device  of  the  class  specified  consisting  of  a  metallic  rod  bent  upon  itself 
to  form  a  cleaning  portion  and  a  handle  portion,  the  latter  portion  being  pro- 
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Tided  with  a  series  of  lateral  bends  extending:  from  side  to  side  In  zigzag  manner 
to  form  a  wide,  flat,  vertical,  handle  to  permit  the  device  to  be  firmly  grasped  and 
to  rest  flatwise  against  the  palm  of  the  operator's  hand. 

While  appellant's  device  apparently  possesses  utility,  we  are  con- 
strained to  agree  with  the  Patent  Office  that  its  evolution  did  not  in- 
volve invention.  The  patents  to  Wolfe,  (No.  1,171,377,  February  S, 
1916;)  Devore,  (No.  525,189,  August  28,  1894,)  and  Goodrich,  (No. 
1,211,698,  January  9,  1917,)  as  found  by  the  Commissioner,  disclose 
every  element  of  the  device  of  the  issue.  The  decision  must  he 
aiftrmed. 

Affirmed, 


[Court  of  Appeals  of  the  Dlitrlct  of  Columbia.] 

KrrsELMAN  V,  KEm,  REm,  and  Kelley. 

Decided  May  S,  1920. 

275  O.  a,  1024;  49  App.  D.  C,  878;  266  Fed.  Rep.,  266. 

Patkntb — ^Interference — Pbiomtt, 

Decision  of  the  Commissioner  of  Patents  awarding  Priority  to  R.,  R.,  and 
K.  affirmed. 

(For  Commissioner's  decision  see  ante,  26;  275  O.  G.,  62S.) 

Mr,  Wm.  S,  Hodges  for  the  appellant. 
Mr.  J.  C.  Dowell  for  the  appellee. 

Smtth,  C,  J,: 

From  a  decision  by  the  Commissioner  of  Patents  awarding  priority 
to  Reid,  Reid,  and  Kelley,  the  senior  parties,  in  an  interference, 
Kitselman  appeals. 

The  invention  involved  relates  to  double-series  machines  for  mak- 
ing two  rolls  of  fence  simultaneously.  This  appeal  is  a  companion 
of  the  appeal  in  Nos.  1303  and  1304,  in  which  the  same  parties  are 
concerned,  this  day  decided.  The  three  tribunals  of  the  Patent  Office 
concur  in  awarding  priority  to  Reid,  Reid,  and  Kelley.  Where  this 
is  so,  unless  there  is  manifest  error,  the  decision  of  the  Commissioner 
should  be  affirmed.  {Greenawalt  v.  Dwight,  C.  D.,  1919,  234;  266 
0.  G.,  188;  49  App.  D.  C,  82;  258  Fed.  Rep.,  982,  and  cases  therein 
cited;  Hopkins  v.  Riegger^  ante  126;  271  O.  G.,  511;  49  App.  D.  C, 
188;  262  Fed.  Rep.,  642;  and  Kennicott  v.  Caps^  ante  120;  271 
0.  G.,  361;  49  App.  D.  C,  187;  262  Fed.  Rep.,  641.) 

We  find  no  such  error  m  this  case^  and  tJierefore  the  decision  of 
the  Conrniissioner  is  affbrmed. 

Affhrmed, 


Digitized  by 


Google 


192       DECISIONS  OF  THE  U.  S.  COURTS  IN  PATENT  CASES,  W20. 
[Court  of  Appeals  of  the  DUtrlct  of  Colombia.] 

Reid,  Reid,  and  Kelley  v.  KrrsELMAN.    KiTSELMAN  V,  Reid,  Reid, 

AND  EbLLET. 

Decided  May  S,  1920. 
275  O.  G..  1024;  49  App.  D.  C,  377;  266  Fed.  Rep.,  255. 

Patents — Intebfebencb— PsioUTr. 

The  decision  of  the  Commissioner  awarding  certain  counts  to  K.  and 
others  to  R.,  R.,  and  K.  affirmed. 
{For  Commissioner's  decision  see  ante,  28;  276  0.  G„  62^,) 

Mr.  J.  C.  Dowell  for  the  appellants. 
Mr.  Wm.  S.  Hodges  for  the  appellees. 

Memorandum  Opinion  bt  Chiep  Justice  Smyth. 

Reid,  Reid,  and  Kelley  were  placed  in  interference  with  Kitselman 
concerning  a  device  for  producing  woven-wire  fencing.  There  are 
fifty-seven  counts  involved.  Space  will  not  permit  us  to  set  them  all 
out,  and  it  is  difficult  to  select  a  few  that  would  be  typical.  There- 
fore, we  refer  those  interested  to  the  opinion'  of  the  Examiner  of  In- 
terferences, where  all  the  counts  can  be  found.  Some  of  the  counts 
were  awarded  to  Reid,  Reid,  and  Kelley,  and  others  to  Kitselman. 
Each  side  appeals  from  so  much  of  the  decision  as  is  against  it. 

The  three  tribunals  of  the  Patent  Office  concur  as  to  the  disposition 
of  all  the  claims  except  five,  and  as  to  those  the  Examiners-in-Chief 
and  the  Commissioner  are  in  accord. 

The  questions  involved  are  somewhat  intricate.  We  have  studied 
them  with  care.  It  is  not  necessary  to  set  down  here  the  process  by 
which  we  have  reached  a  determination,  because  the  Examiners-in- 
Chief  and  the  Commissioner  have  thorougly  analyzed  the  matter  in 
their  respective  opinions,  and  we  approve  their  conclusions  and  the 
reasoning  upon  which  it  rests.  The  Commissioner  awarded  Kitsel- 
man priority  as  to  counts  1  to  18,  inclusive,  20  to  36,  inclusive,  38  to 
45,  inclusive,  48  to  52,  inclusive,  54  and  55;  and  to  Reid,  Reid,  and 
Kelley  he  awarded  priority  as  to  counts  19,  37,  46,  47,  53,  56,  and  67. 
His  decision  is  affirmed. 

AffirTned. 
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[Court  of  Appeals  of  the  District  of  Columbia.] 

In  re  Sorxtm. 

Decided  May  S,  1920. 

275  O.  G.,  1024;  49  App.  D.  C,  860;  265  Fed.  Rep.,  1000. 

Patbitts — Patbntabujty — Invkntion. 

Although  the  prior  art  disclosed  in  one  patent  the  combination  of  an 
addlng-machine  and  an  ejecting  mechanism  which  would  eject  the  smallest 
number  of  coins  necessary  to  be  dispensed  to  pay  each  item  of  a  pay-roll 
and  in  another  a  machine  for  automatically  recording  the  different  denomi- 
nations of  coins  and  paper  money  necessary  to  make  up  any  given  amount. 
Held  that  la  was  invention  to  combine  an  adding-machine  with  a  denomi- 
nationalizer,  whereby  it  could  be  determined  in  advance  the  number  of 
bills  and  coins  which  it  would  be  necessary  to  obtain  at  the  bank  to  pay 
each  item  of  a  pay-roll,  which  was  a  new  result. 

Mr.  H.  C.  Rohh  and  Mr.  J.  F.  Robb  for  the  appellant. 
Mr.  T.  A.  Hoatetler  for  the  Commissioner  of  Patents. 

BoBBy  J.: 

Appeal  from  a  Patent  Office  decision  rejecting  seventeen  claims, 
from  5  to  21,  inclusive,  of  which  claims  7  and  20  are  sufficiently 
illustrative : 

7.  The  combination  with  an  adding  machine  comprising  an  accumulating 
mechanism  and  manipulating  devices  controlling  the  setting  up  of  amounts  to 
be  accumulated,  of  denominational  counters,  and  means  for  operating  the 
counters  automatically  and  incident  to  the  operation  of  the  accumulating 
mechanism  to  determine  the  number  of  units  of  different  denominations  or 
values  necessary  to  make  up  each  amount  set  up  by  the  manipulative  devices 
for  accumulation. 

20.  In  a  machine  of  the  class  described,  the  combination  of  a  plurality  of 
counting  devices,  an  actuator  associated  with  each  counting  device,  operating 
means  for  the  actuators  normally  inoperative  relative  thereto,  and  means  for 
initially  selecting  one  or  more  of  the  actuators  to  render  the  same  operative  in 
respect  to  said  operating  means,  and  accounting  mechanism  including  account- 
ing instrumentalities  adapted  for  preliminary  selection  by  the  aforesaid  select- 
ing means,  and  operating  means  for  said  instrumentalities  actuated  from  the 
above-mentioned  operating  means. 

The  pay-rolls  of  large  employers  of  labor  are  made  up  in  advance 
and,  in  making  up  those  pay-rolls,  it  is  desirable  that  a  printed  record 
of  each  wage  item  be  kept  and  a  constant  total  of  all  items  carried. 
If  this  is  done,  time  and  labor  will  be  conserved,  because  the  specific 
number  of  bills  and  coins  required  to  be  obtained  at  the  bank  will  be 
known  in  advance.  It  was  to  meet  this  condition  that  the  applicant 
brought  together  his  combination.  Prior  to  the  entry  of  Sorum  into 
the  field,  Griffen  had  invented  a  machine — 

for  automatically  registering  or  recordUig  the  different  denominations  of  coin 
and  paper  money  necessary  to  make  up  any  given  amount  Patent  979,991, 
December  20,  1910.) 

15752—21 ^18 
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In  other  words,  the  function  of  Griffen's  machine  is  automatically 
to  separate  a  given  amount  into  its  elements.  Marks  (British 
28,084,  December*  5,  1912)  had  evolved  a  combined  adding-machine 
and  ejecting  mechanism;  that  is  to  say,  it  is  necessary  in  the  Marks 
machine  to  guess  at  the  approximate  amount  needed,  place  if  in  the 
machine,  and  then  have  it  separated  into  its  elements.  The  Commis- 
sioner says  of  this  invention : 

Instead  of  listing  on  what  applicant  refers  to  as  a  "  denominationalizing " 
mechanisni  the  smallest  number  of  coins  necessary  to  pay  the  roll,  the  smallest 
number  of  coins  are  ejected  to  pay  each  Item  of  the  roll. 

The  Patent  Office  tribunals  were  of  the  view  that  no  invention  was 
involved —  ' 

in  combining  with  the  adding  machine  a  denominationalizing  mechanism  Instead 
of  coin  ejectors. 

We  are  imable  to  accept  this  conclusion.  Appellant  stands  forth 
as  the  originator  of  the  idea.  Up  to  the  time  he  gave  it  expres- 
sion, it  apparently  had  occurred  to  no  one  else.  He  not  only  con- 
ceived the  idea  of  combining  an  adding-machine  with  a  denomi- 
nationalizer  but  put  that  idea  into  effect  by  so  combining  the  two 
machines  as  to  bring  about  a  new  and  useful  result.  In  the  circum- 
stances, we  think  that  what  he  has  done  amounts  to  invention. 
Inasmuch  as  the  art  is  comparatively  new,  the  machines  brought 
into  cooperation  by  the  applicant  complicated,  and  the  advance 
achieved  by  that  cooperation  marked,  there  is  ample  room  for  the 
application  of  the  general  rule — 

that  if  a  new  combination  and  arrangement  of  known  elements  produce  a  new 
and  beneficial  result,  never  attained  before,  it  is  evidence  of  Invention.  {Webater 
Loom  Co.  v.  Eigffins,  C.  D.,  1882,  285 ;  21  O.  G.,  2031 ;  105  U.  S.,  591.) 

The  observation  of  the  Court  in  Diamond  Rubber  Co.  v.  Consoli- 
dated Rubber  Tire  Co.  (C.  D.,  1911,  638 ;  166  O.  G.,  251 ;  220  U.  S., 
428)  is  here  pertinent : 

the  law  has  other  tests  of  the  invention  than  subtle  conjectures  of  what 
might  have  been  seen  and  yet  was  not.  It  regards  a  change  as  evidence  of 
novelty,  the  acceptance  and  utility  of  change  as  a  further  evidence,  even  as 
demonstration. 

Under  the  rule  announced  in  the  Eastwood  and  Harbeck  cases 
(C.  D.,  1909,  418;  144  O.  G.,  819;  33  App.  D.  C,  291,  and  C.  D., 
1913,  405;  191  O.  G.,  586;  39  App.  D.  C,  555)  applicant  would  be 
entitled  to  a  patent  even  if  this  were  a  doubtful  case. 

The  decision  is  reversed  and  the  case  remanded  for  the  allowance 
of  such  of  the  cJmms  as  will  adequately  cover  applicants  invention. 

Reversed  and  remanded. 
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The  decision  of  the  First  Assistant  Conunissioner  reads  as  fol- 
lows: 

Applicant  appeals  from  the  fiction  of  the  Examiners-In-rhlef  nffrmfng  the 
action  of  the  Primary  Examiner  In  finally  rejecting  claims  5  to  21.  The  re- 
jection of  claims  1  to  4  was  also  affirmed ;  but  no  appeal  was  taken  as  to  those 
claims. 

Of  the  appealed  claims,  claims  6, 11, 16,  and  20  are  typical. 

'*  6.  In  a  machine  of  the  class  described,  the  combination  of  keys  bearing 
indJcia  and  adapted  for  setting  up  predetermined  amounts,  means  for  accumu- 
lating the  amounts  set  up  by  the  keys  on  operation  thereof,  and  means  oper- 
able as  an  Incident  to  the  accumulation  of  amounts  for  determining  the  num- 
ber of  units  of  different  denominations  of  money  required  to  make  up  each 
amount  accumulated  by  the  accumulating  means  aforesaid. 

••  11.  In  a  machine  of  the  class  described,  the  combination  of  an  adding  ma- 
cbine,  counting  mechanism  separate  from  said  machine,  means  to  control  action 
of  the  counting  mechanism  incident  to  controlllnir  of  the  operation  of  the  add- 
inj?  machine,  and  means  to  operate  the  adding  machine  and  counting  mecha- 
nism conjointly  and  one  of  them  alone. 

••  16.  In  a  machine  of  the  class  described,  the  combination  with  an  adding 
machine  comprising  keyboard  manipulative  devices,  accumulating  mechanism, 
controlled  by  said  devices,  an  actuator  for  the  accumulating  mechanism,  a 
plurality  of  counters,  selector  means  intermediate  the  counters  and  manipu- 
lative devices  aforesaid,  and  means  to  render  the  counters  operative  and  in- 
operative with  respect  to  the  actuator. 

•'  20.  In  a  machine  of  the  class  described,  the  combination  of  a  plurality  of 
counting  devices,  an  actuator  associated  with  each  counting  device,  operating 
means  for  the  actuators  normally  inoperative  relative  thereto,  and  means  for 
initially  selecting  one  or  more  of  the  actuators  to  render  the  same  operative  In 
respect  to  said  operating  means,  and  accounting  mechanism  including  account- 
ing instrumentalities  adapted  for  preliminary  selection  by  the  aforesaid  select- 
ing means,  and  operating  means  for  said  Instrumentalities  actuated  from  the 
above  mentioned  operating  means." 

The  references  cited  are :  Debremond,  626,528,  June  6,  1899 ;  Smith,  913,779, 
March  2,  1909;  Kleinhans,  976,129,  November  15,  1910;  Morrison,  977,393,  No- 
vember 29,  1910;  Griffen,  979,391,  December  20.  1910;  Foster,  1,128,594,  Fel>- 
ruary  16,  1915 ;  Mark,  British,  28,084,  December  5,  1912. 

The  appealed  claims  relate  to  the  combination  of  an  addlng-machlne  and  a 
counting  mechanism,  the  machine  being  primarily  Intended  for  use  In  making 
up  pay-rolls,  so  that  there  can  be  determined  not  only  the  total  amount  of  the 
roll  and  the  Individual  items  but  the  smallest  number  of  coins  or  notes  of  cer- 
tain denominations  which  must  be  obtained  In  order  to  make  the  payments. 
The  addlng-machlne  is  not  claimed  to  be  applicant's  invention,  and  no  details 
of  the  counting  mechanism  are  Included  In  the  claims.  In  his  brief  applicant 
gives  as  a  specific  instance  of  the  operation  of  the  the  machine  the  following: 

*•  Considered  In  another  aspect,  the  combination  machine  of  this  case  might 
be  said  properly  to  be  one  which  takes  an  item,  say,  $16.87,  adds  said  item  to 
previous  items  registered,  lists  said  item  upon  a  suitable  tape,  and  divides 
said  Item  Into  the  least  number  of  bills  and  coins  going  to  make  up  the  same. 
The  last  mentioned  operation  is  done  by  moving  the  ten-dollar  register  of  the 
denomlnatlonallzing  mechanism  one  Increment,  the  five-dollar  register  one  In- 
crenientf  the  one-dollar  register  one  increment,  the  fifty-cent  register  one  incre- 
ment, the  twenty-five-cent  register  one  increment,  the  ten-cent  register  one 
Increment,  and  the  penny  register  two  lr.cremcnt.«(.** 
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The  British  patent  to  Marks  shows  a  combined  adding-machine  and  ejecting 
mechanism.  It  differs  from  the  structure  shown  in  this  application  In  that  cer- 
tain bars  which  are  operated  when  the  addlng-machlne  Is  operated  eject  coins 
from  coin-receptacles  Instead  of  actuating  counters.  In  other  words,  instead 
of  listing  on  what  applicant  refers  to  as  a  "  denomlnatlonallzlng  "  mechanism 
the  smallest  number  of  coins  necessary  to  pay  the  roll  the  smallest  number  of 
coins  are  ejected  to  pay  each  item  of  the  roll. 

The  real  question  involved  In  the  case  is  whether  there  would  be  any  inven- 
tion in  combining  with  the  adding-machine  a  "  denomlnationallzing "  mech- 
anism Instead  of  coin-ejectors. 

It  was  old  in  the  art  to  denominationalize  a  pay-roll.  The  patent  to  Griffen 
shows  a  mechanism  designed  for  this  purpose.  There  is  no  adding-machlzie 
shown  In  this  patent,  but  the  denomlnationalizer  is  directly  operated  by  keya 
The  patent  to  Foster  was  cited  as  showing  the  conversion  of  a  key-actuated 
coin-discharging  machine  Into  a  coin  registering  or  counting  machine  by  locat- 
ing in  the  space  occupied  by  the  coin-receptacles  coin-counting  mechanism 
actuated  by  the  coin-ejecting  slides. 

The  Ck)mmissioner'8  decision  in  ex  parte  Thomas  (0.  D.,  1918,  11 ;  251  O.  G., 
889)  has  been  published  since  the  decision  of  the  Examlners-ln-Chlef,  and  in 
view  of  the  ruling  therein  the  Foster  patent  must  be  held  to  be  not  pertinent, 
since  it  was  granted  after  this  application  was  filed  and  no  such  structure  as 
herein  claimed  Is  claimed  therein. 

The  Examiner  also  cited  other  references  as  showing  the  use  of  counters  in 
connection  with  coin-ejectors. 

As  noted  above,  there  is  no  claim  herein  to  the  counting  mechanism ;  nor  is 
there  any  claim  herein  to  the  specific  mechanism  by  which  the  operating-bars 
are  caused  to  operate  the  counters.  In  the  operation  of  the  machine  a  counter 
is  sometimes  moved  one  step  and  sometimes  two.  There  is  no  specific  mechanism 
shown  or  described  as  to  how  this  operation  Is  brought  about  After  describing 
the  operation  when  the  counter  Is  to  be  moved  one  step  It  Is  stated  that  means 
may  be  provided  to  cause  the  counter  to  be  moved  more  than  one  step.  Specifi- 
cally the  only  means  shown  Is  a  slide  having  two  lugs  thereon  so  placed  that 
when  an  actuator  comes  into  contact  with  one  the  counter  is  moved  one  incre- 
ment and  when  the  counter  comes  Into  contact  with  another  the  counter  is 
moved  two  Increments.  In  the  machine  shown  there  is  no  necessity  for  moving 
the  counter  more  than  two  Increments,  since  two  counters  are  provided  for  the 
pennies,  the  dimes,  and  the  twenty  dollars. 

In  the  machine  of  the  British  patent  similar  mechanism  Is  provided  whereby 
one  coin  or  two  coins  will  be  ejected  from  the  coin-chutes,  according  to  the 
amount  set  up  on  the  adding-machine.  There  would  apparently  be  no  difficulty 
in  adapting  the  operating  mechanism  of  this  machine  to  operate  a  counter  one 
or  two  steps  rather  than  eject  one  or  two  coins,  and,  as  stated  above,  no  claim 
has  been  made  to  this  specific  detail  of  construction. 

It  is  thought  that  the  patent  to  Griffen,  which  shows  a  denominatlonallzlng 
machine,  as  well  as  the  other  patents  of  record,  except  the  Foster  patent,  show- 
ing the  use  of  counters,  would  obviously  suggest  that  the  mechanism  of  the 
British  patent  might  be  modified  to  use  the  counters  in  place  of  the  coln-ejectors. 

It  must  be  held,  therefore,  that  the  appealed  claims  state  no  invention  over 
the  prior  art  and  for  that  reason  were  properly  rejected. 

The  deciMon  of  the  Examiner-in-Chief  is  affirmed. 
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[Court  of  Appeals  of  the  District  of  Columbia.] 

In  be  Duncan. 

Decided  May  $y  1920, 

27Q  O.  Gm  211 ;  49  App.  D.  C,  372 ;  265  Fed.  Rep.,  1012. 

Patents — Claiics — Rejection  tor  Indefiniteness  and  Redundancy. 

Tbe  statute  requires  an  applicant  to  so  formulate  his  claims  that  the 
experts  of  the  Patent  Office  may  understand  definitely  what  they  mean, 
and  the  invention  must  be  so  distinctly  described  as  to  be  understood  by 
one  ordinarly  skilled  in  the  art  to  which  the  invention  belongs,  and  where 
a  multiplicity  of  claims  was  presented  on  a  simple  invention,  some  of 
which  were  inherently  indefinite,  all  of  the  claims  were  properly  rejected 
for  failure  to  point  out  the  invention,  as  required  by  the  law. 
{For  Commissioner's  decision  see  ante  S6;  276  O.  G.,  207.) 

Mr,  Archibald  CoXy  Mr.  W.  G,  Henderson^  and  Mr,  Harry  A. 
English  for  the  appellant. 
Mr.  T,  A,  Hostetler  for  the  Commissioner  of  Patents. 

Van  Orsoel,  J,: 

Appeal  from  rejection  of  application  for  patent  for  improvements 
for  speed  and  distance  indicator  records  for  use  on  railroad-locomo- 
tives. 

The  rejection  of  the  appealed  claims  is  on  the  ground  that  they 
fail  to  point  out  invention.  The  statute  requires  an  applicant  to  so 
formulate  his  claims  that  the  experts  of  the  Patent  Office  may  un- 
derstand definitely  what  they  mean,  and  the  invention  must  be  so 
distinctly  described  as  to  be  understood  by  one  ordinarily  skilled  in 
the  art  to  which  the  invention  belongs. 

We  agree  with  the  tribunals  below  that,  for  the  reasons  suggested, 
the  claims  should  be  rejected.  Appellant,  however,  has  little  room 
for  complaint ;  since  his  attention  was  called  to  the  condition  of  his 
claims  at  every  stage  of  the  proceeding.  The  Commissioner  found 
that— 

the  applicant  has  an  invention  and  is  entitled  to  a  reasonable  number  of  claim- 
ing clauses  covering  it;  and  upon  revision  of  the  claims  as  herein  suggested, 
the  patent  will  be  allowed. 

On  application  for  rehearing,  the  Commissioner  again  attempted 
to  aid  the  applicant  in  the  protection  of  his  rights  by  entering  the 
following  order: 

The  applicant's  claims  have  been  considered  twice  and  so  far  as  this  office 
is  concerned  they  are  finally  rejected  and  patent  refused  in  the  present  form  of 
the  claims.  In  view  of  the  obvious  good  faith  of  the  petition  for  rehearing, 
the  time  for  thfe  applicant  to  submit  a  small  set  of  claims  each  of  which  dis- 
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tinguishes  from  every  other  in  patentable  substance  Is  extended  an  additional 
thirty  days.     Otherwise  the  petition  is  denied. 

The  decision  of  the  Commissioner  of  Patents  is  affirmed^  and  the 
clerk  is  directed  to  certify  these  proceedings  as  by  law  required. 
Affirmed, 


[Court  of  Appeals  of  the  District  of  Columbia.] 

In  re  Smithet. 

Decided  May  S,  1920. 

276  O.  G..  211 ;  49  App.  D.  C,  874;  265  Fed.  Rep.,  1014. 

Patknts — ^Patentability — ^Aggsbgation — Diffebent  Registers  Mounted  in  the 
Same  Casing. 
Two  manually-operated  registers  adapted  to  keep  a  record  of  the  quantity 
of  ga8  and  oil  used  In  an  automobile,  mounted  in  the  same  easing  with  the 
ordinary  speedometer  and  odometer,  constitute  but  an  aggregation  of  fea- 
tures, the  registers  being  Independent  units. 

Mr.  Ghas.  J.  Williamson  for  the  appellant. 

Mr.  T.  A,  Hostetler  for  the  Commissioner  of  Patents. 

RoBB,  J. : 

Appeal  from  a  decision  of  the  Commissioner  of  Patents  rejecting 
three  claims,  of  which  the  third  will  serve  as  an  example : 

8.  An  apparatus  substantially  as  described  comprising  a  casing,  odometers 
for  Indicating  the  results  accomplished,  said  odometers  being  automatically 
operated  in  securing  such  results,  and  a  manually  operated  and  controlled  reg- 
ister or  registers  for  indicating  the  material  or  materials  consumed  for  effecting 
such  results. 

Applicant  has  placed  within  the  casing  of  an  ordinary  speedometer 
and  odometer  two  manually-operated  registers,  the  object  of  which  is 
to  keep  a  record  of  the  quantity  of  gas  and  oil  supplied  to  the  auto- 
mobile. While  these  two  registers  are  within  the  casing  of  the  speed- 
ometer, they  are  independent  units  and  their  function  is  no  different 
than  that  of  two  pads  and  pencils.  We  agree  with  the  Commissioner 
that— 

any  combination  In  such  a  case  Is  entirely  through  the  intelligence  of  the  user, 
which  is  not  sufficient  of  itself  to  constitute  a  vaUd  combination.  {In  re  Daven- 
port, C.  D.,  1904,  658;  110  O.  G.,  2017;  28  App.  D.  C,  870;  Gas  Machinery  Co. 
V.  United  Gas  Improvement  Co,,  228  Fed.  Rep.,  684.) 

Decision  affirmed. 
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[Court  of  Aifpeals  of  the  District  of  Columbia.] 

In  re  United  States  Rubber  Company. 

Decided  May  5,  1920, 

276  O.  G.,  211 ;  49  Aw).  D.  O..  376 ;  265  Fed.  R^.,  1016. 

Trade-Mabks — ^Pttblic  Insignia — "  U.  S."  Not  Rboistbabls. 

The  meaning  of  **  U.  S."  Is  too  clearly  established  to  pennit  of  registra- 
tion of  any  mark  containing  it  as  the  most  prominent  featn^  In  view  of 
the  provisions  of  section  5  of  the  Trade-Mark  Act  of  19(KS,  denying  regis- 
tration to  any  mark  which  "consists  of  or  comprises  the  flag  or  coat  of 
arms  or  other  insignia  of  the  United  States,  or  any  simulation  thereof,  or 
of  any  State  or  municipality,  or  of  any  foreign  nation." 

Mr.  Chaa,  S,  Jones  for  the  appellant. 

Mr.  T.  A.  Hostetler  for  the  Commissioner  of  Patents. 

HoBB,  J.: 

Appeal  from  a  decision  of  the  Patent  Office  refusing  to  register  as 
a  trade-mark  for  shoes  the  letters  "  U.  S.,"  written  on  a  disk,  with 
other  less  conspicuous  wording  around  the  border. 

Section  5  of  the  Trade-Mark  Act  (33  Stat.,  724)  denies  registra- 
tion to  any  mark  which — 

consists  of  or  comprises  the  flag  or  coat  of  arms  or  other  insignia  of  the  United 
States,  or  any  simulation  thereof,  or  of  any  State  or  municipality,  or  of  any 
foreign  natlop. 

We  agree  with  the  Patent  Office  that — 

the  meaning  of  "  U.  S."  is  too  clearly  established  to  permit  of  registration  of 
any  mark  having  that  as  the  most  prominent  feature.  {In  re  Cahn,  Belt  d  Co., 
C.  D.,  1906,  627;  122  O.  G.,  854;  27  App.  D.  C,  173;  in  re  American  Qlue  Co., 
O.  D.,  1006,  695 ;  128  O.  G.,  999 ;  27  App.  D.  0.,  891.) 

The  decision  is  affirmed. 
Affirmed. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

Brown  v.  McIntosh. 

Decided  May  5,  1920. 

276  O.  G.,  405 ;  49  App.  D.  C,  371 ;  266  Fed.  Rep.,  1011. 

Patents — Pkiority  of  Invention. 

In  an  interforence  between  Brown  and  Mcintosh  priority  awarded  to 
Mcintosh  as  being  the  first  to  conceive  and  constructively  reduce  to  practice. 

Mr.  E.  N.  Pagelsen  for  the  appellant. 

Mr.  B.  M.  Kent,  Mr.  C.  T.  MHans,  Mr.  J.  D.  MHans,  and  Mr.  S.  G. 
Barnes  for  the  appeUee. 
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RoBB, /.; 

Appeal  from  concurrent  decisions  of  the  Patent  Office  tribunals  in 
an  interference  proceeding  in  which  priority  was  awarded  the  senior 
party  Mcintosh.  The  interference  originally  involved  three  parties, 
Brown,  Kritz  and  Mcintosh.  Kritz,  however,  did  not  appeal  from 
the  decision  of  the  Assistant  Commissioner. 

The  invention  is  a  lock-seam  channel-tubing  especially  adaptable 
to  the  making  of  automobile-windshield  frames.  The  second  of  the 
two  claims  of  the  issue  is  sufficiently  illustrative : 

2.  A  channel  tubing  comprising  a  fashioned  f.heet  metal  blank  having  an  in- 
tegral Inner  channel  and  iinlnternipted  outer  surrounding  portions,  the  oppo- 
site edge  portions  of  said  blank  meeting  in  the  bottom  portion  of  the  channel 
and  being  bent  to  form  a  luck  seam  with  the  thickness  of  the  seam  in  the 
space  between  said  channel  portion  and  the  outer  surrounding  portion,  and  the 
depth  of  said  channel  being  materially  less  than  the  depth  of  the  outer  sur- 
rounding portion  so  as  to  form  a  comparatively  rigid  brace  between  the  said 
walls  thereof. 

In  the  final  paragraph  of  the  Assistant  Commissioner's  decision, 
he  says : 

Mcintosh  was  the  first  to  conceive  the  Invention  and  his  appUcatlon  was  filed 
before  Brown  reduced  the  Invention  to  practice,  either  actually  or  constructively. 
Being,  therefore,  the  first  to  conceive  the  invention  and  the  first  to  reduce  it  to 
practice,  he  Is,  under  a  long  line  of  decisions  of  this  OfHce  and  of  the  Court  of 
Appeals  of  the  District  of  Columbia,  entitled  to  the  award  of  priority. 

We  agree  with  the  Patent  0-ffice  tribimals  and  therefore  affirm  the 
decision  of  the  Assistant  Commissioner. 
Affirmed, 

[Court  of  Appeals  of  the  DiBtrlct  of  Columbia.] 

Maremont  V,  Olson. 

Decided  May  5,  1920, 

276  O.  G.,  406 ;  49  App.  D.  C,  369 ;  265  Fed.  Rep.,  1009. 

Memorandum  Opinion. 

Pai-entb — Priority. 

Decision  of  the  Assistant  Commissioner  of  Patents  awarding  priority  of 
invention  to  Olson  affirmed. 
(For  Commissioner's  decision  see  ante,  44,  276  O.  G.,  405.) 

Mr.  F,  M,  Phelps  for  the  appellant. 
Mr.  O.  F.  B artel  for  the  appellee. 

This  is  an  appeal  from  a  decision  of  the  Patent  Office  awarding 
priority  in  an  interference  to  Nels  L.  Olson.  The  matter  involved  is 
an  auxiliary  spring  attachable  at  the  opposite  ends  of  the  axle-hous- 


Digitized  by 


Google 


R.  H.  MACY  &   CO.  V.   NEW  YORK  GROCERY  CO.       201 

ing  of  a  Ford  automobile,  for  the  purpose  of  converting  a  light  car 
into  a  truck.    The  invention  is  set  forth  in  two  counts  as  follows : 

1.  A  spring  structure  for  attachment  to  a  vehicle  having  axle  flanges,  com-^ 
prising  a  spring  supporting  yoke  having  a  face  portion  arranged  for  attachment 
to  an  axle  flange,  a  spring  parallel  to  the  yoke  face  portion,  and  means  secur- 
ing the  spring  to  the  yoke. 

2.  A  ipring  structure  for  attachment  to  a  vehicle  having  axle  flanges,  compris- 
ing a  spring  supporting  yoke  having  a  face  portion  for  attachment  to  an  axle 
flange  and  an  upstanding  portion  carrying  an  extension  outstanding  at  right 
angles  thereto,  a  spring  parallel  to  the  yoke  face  portion,  and  means  securing 
the  spring  to  the  outstanding  portion  of  the  spring  supporting  yoke. 

Maremont  filed  June  8,  1916 ;  Holland  and  Wilson  filed  April  34^ 
1916,  and  Olson  April  14,  same  year.  Holland  and  Wilson  having 
taken  no  testimony  cannot  prevail,  since  they  filed  after  Olson.  Mare- 
mont being  junior  to  Olson,  the  burden  is  on  him  to  establish  his 
claim.  The  three  tribunals  of  the  Patent  Office  unite  in  holding 
against  him  and  in  awarding  priority  to  Olson.  Where  this  is  so,  we 
will  not  disturb  their  decision,  unless  it  is  clearly  wrong,  and  we  find 
no  basis  for  saying  that  it  is  in  this  case.  {Kennicott  v.  Caps^  ante^ 
120;  49  App.  D.  C,  187;  262  Fed.  Kep.,  651;  Johaki  v.  Johnson^ 
C.  D.,  1918,  140;  247  O.  G.,  479;  47  App.  D.  C,  230;  Bourn  v.  HUl, 
C.  D.,  1906,  699;  123  O.  G.,  1284;  27  App.  D.  C,  291;  Flora  v. 
Powrie,  C.  D.,  1904,  636;  109  O.  G.,  2443;  23  App.  D.  C,  195;  Gam^ 
meter  v.  Thropp,  C.  D.,  1915,  59;  210  0.  G.,  1397;  42  App.  D.  C.,. 
564.)    On  the  contrary,  we  believe  that  it  is  in  harmony  with  right. 

The  decision  of  the  Assistant  Commissioner  of  Patents  is  afjimed^ 

Afftrmed. 

[Conrt  of  Appeals  of  the  District  of  Columbia.] 

R.  H.  Macy  &  Company  v.  New  York  Grocery  Company. 

Decided  June  2,  1920. 

276  O.  G.,  596;  50  App.  D.  C, ;  267  Fed.  Rep.,  749. 

1.  Tbade-Marks — Similarity — "  White  Lily  " — "  Lily  White." 

"  White  Lily  "  and  "  Lily  White  "  are  so  similar  as  to  be  likely  to  lead  to 
confusion.  , 

2.  Same — SiMn.ARiTT  of  Goods — Coffee  and  Tea. 

Registration  of  the  words  "  White  Lily  "  for  coffee  canceled  in  view  of  the 
prior  use  of  *'  Lily  White  "  on  tea  and  other  groceries,  the  goods,  although 
different  in  themselves,  being  used  for  the  same  purpose. 

Mr,  E,  W.  Bradford  for  the  appellant. 
Mr,  Benj.  P.  Fishhume  for  the  appellee. 

Van  Orsdel,  J,: 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of  Patents 
denying  the  petition  of  appellants  for  cancelation  of  the  trade-mark 
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"  White  Lily  "  for  coffee,  registered  by  appellee  company  September 
18, 1917.  Appellants  have  used  "  Lily  White  "  as  a  trade-mark  for  tea 
and  a  large  line  of  groceries  since  1895. 

The  marks  are  so  similar  as  to  be  likely  to  lead  to  confusion,  and  the 
goods,  while  different  in  themselves,  are  used  for  the  same  purpose. 
The  case  must,  therefore,  be  reversed  upon  the  authority  of  Walter 
Baker  &  Co.  v.  Harrison,  (C.  D.,  1909,  284;  138  O.  G.,  770;  32  App. 
D.  C,  272.) 

The  decision  of  the  Commissioner  of  Patents  is  reversed^  and  the 
clerk  is  directed  to  certify  these  proceedings  as  by  law  required. 

Reversed, 


Dissenting  opinion  by  Chief  Justice  Smyth  : 

The  single  question  in  this  case  as  I  view  it  is  whether  coffee  and  tea 
possess  the  same  descriptive  properties.  Both  tribunals  of  the  Patent 
Office  held  that  they  do  not.  If  Macy  &  Company  had  originated  the 
mark,  they  undoubtedly  would  be  entitled  to  the  exclusive  use  of  it, 
because  tea  and  coffee  belong  to  the  same  general  class ;  but  they  did 
not  originate  it  and  therefore  to  succeed  they  must  establish  that  the 
articles  possess  the  same  descriptive  properties.  The  mere  fact  that 
confusion  might  result  or  that  the  goods  are  used  for  the  same  pur- 
pose, is  immaterial  under  the  statute.  It  is  only  when  the  marks  are 
"  appropriated  to  merchandise  of  the  same  descriptive  properties,'^ 
that  the  matter  of  probable  confusion  becomes  important.  If  the  fact 
that  they  are  used  for  the  same  purpose  is  controlling,  then  the  mark 
could  be  extended  to  milk,  or  lemonade,  or  even  wine  and  beer,  if  they 
were  still  on  the  market.  They,  as  coffee  and  tea,  are  beverages.  Be- 
sides, the  statute  says  nothing  about  the  use  to  which  articles  are  put, 
and  the  court  should  follow  the  statute. 

Tea  as  it  appears  in  the  container  to  which  the  mark  is  applied,  is  a 
dried,  rolled  leaf.  Coffee  is  a  dried  seed  or  berry.  The  appearance, 
taste,  and  odor  of  the  articles  are  markedly  different ;  tea  is  strongly 
astringent,  coffee  is  not.  The  properties  by  which  the  one  may  be  de- 
scribed are  not  the  same  as  those  by  which  the  other  may  be  identified. 

The  fact  that  in  Walter,Baker  Co.  Case  (C.  D.,  1909, 284;  138  O.  G., 
770;  32  App.  D.  C,  272)  it  was  held  that  cocoa  and  coffee  possessed 
like  descriptive  properties,  does  not  establish  that  tea  and  coffee  do. 

/  think  the  Patent  Office  was  right,  and  hence  I  dissent. 


The  decision  of  the  Assistant  Commissioner  reads  as  follows : 

Clay,  Assistant  Commissioner. 

R.  H.  Macy  &  Co.  appeal  from  a  rulinj?  of  the  Examiner  of  Trade-Mark  Inter- 
ferences refusing  the  appellant's  motion  to  cancel  the  registration  No.  118,502, 
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September  18,  1917,  to  the  New  York  Grocery  Company,  of  a  mnrk  consisting 
•of  the  words  "White  Lily"  and  the  picture  of  a  white  Illy,  for  coffee;  Macy 
&  Co.  having  set  up  and  proven  previous  use  of  the  trademark  "  Lily  White " 
for  tea.  The  Examiner  refused  to  cancel  because  he  held  that  tea  and  coffee 
^were  not  goods  of  the  same  descriptive  properties  and  under  the  circumstances 
there  was  no  likelihood  of  confusion. 

The  registrant  appellee,  the  New  York  Grocery  Company,  says  in  its  brief: 

"  If  Mao'  &  Co.  had  coined  or  originated  the  mark  as  a  trade-mark  for  goods 
l^enerally  sold  over  grocers*  counters  and  had  built  up  their  business  about  that 
mark  so  that  purchasers  would  naturally  consider  such  goods  to  be  the  product 
of  Macy  &  Co.,  the  registrant  would  concede  that  they  were  entitled  to  wide 
latitude  in  determining  what  fell  within  the  natural  expansion  of  their  busi- 
nes» ;  but  9uch  is  not  the  cMe.  The  record  In  this  case  shows  that  as  early  as 
1.874  this  identical  mark  was  registered  for  flour  and  that  marks  practically 
Identical  therewith  have  since  been  registered  for  many  articles  sold  over 
grocers'  counters."    ( See  footnote. ) 

The  case  Is  not  without  difficulty  on  account  of  this  fact  that  Macy  &  Co.  were 
never  entitled  to  broadly  monopolize  their  mark,  as  in  the  case  where  one  origi- 
nates a  new  device  having  no  meaning  until  the  trader,  by  his  own  usage,  gave 
it  a  meaning.  The  case  cannot  turn  solely  upon  any  definite  ruling  as  to  whether 
tea  and  coffee  are  goods  of  the  same  descriptive  properties,  for  this  phrase, 
** goods  of  the  same  descriptive  properties"  has  a  very  elastic  and  uncertain 
meaning,  depending,  in  each  case,  upon  the  circumstances. 

Section  5  of  the  trade-mark  law  refers  at  first  to  "  goods  of  the  same  class  " ; 
then,  In  specifying  what  marks  may  be  refused  registration,  it  uses  the  expres- 
sion '*  same  descriptive  properties."  Section  18,  which  provides  tot  cancelatioii 
proceedings,  uses  neither  expression,  but  refers  broadly  to  the  question  whether 
the  registrant  **  was  entitled  to  the  use  *'  of  the  mark  at  the  date  of  his  applica- 
tion for  registration.  This,  of  course,  means  such  exclusive  use,  of  such  goods, 
and  in  such  a  way,  as  would  not  have  illegally  interfered  with  the  business  of 
Macy  &  Co.  That  is,  the  registrant's  mark  should  not  be  canceled  unless  at 
the  time  It  applied  for  registration  In  1917,  Macy  &  Co.  were  another  party  who 
had  acquired  the  right  to  use  this  mark  In  this  trade.  The  difllculty  In  this  case 
as  In  many  other  cases,  arises  from  the  uncertainty  as  to  what  must  be  con- 
sidered to  be  the  trade  in  question,  and  the  bearing  on  that  question  of  the 
acope  of  Macy  &  Co.'s  previous  trade-mark  rights.  If  Macy  &  Co.  had  adopted 
for  a  particular  line  of  groceries  a  newly  originated  trade-mark  (sucli  as 
-••Kodak"  or  "Mazda")  I  have  no  doubt  they  would  have  had  the  right  to 
expand  the  use  widely,  and  to  keep  other  traders  from  using  that  mark  on  any 
line  of  goods  which  the  public  might  be  at  all  likely  to  suppose  to  have  origi- 
nated with  Macy  &  Co.  Some  of  the  English  cases  have  even  gone  further  than 
that,  and  have  enjoined  a  bicycle  manufacturer  from  calling  liis  bicycles  by  the 
name  "Kodak"  at  the  suit  of  the  owner  of  the  trade-mark  "Kodak"  for 
cameras,  {Eastman  Co.  v.  Kodak  Bicycle  Co.,  16  llpts.,  Pat.  Cas.,  105.) 

This  is  farther  than  any  of  our  courts  have  gone ;  and  it  should  be  noted  that 
in  that  case  the  defendant  used  the  name  "  Kodak  "  as  part  of  its  corporate 
name,  and  this  would  allow  this  company  to  cause  confusion  between  It  and  the 
,  plaintiff  company.  Our  courts  have,  however,  clearly  indicated  that  the  essen- 
tial question  is  whether  one  dealer  has  gotten  himself  in  a  position  where  he 
might  palm  off  his  goods  as  those  of  another.  In  Atmt  Jemima's  Mills  Co,  v. 
Righy  d  Co,  (2i47  Fed.  Rep.,  407)  the  court  dealt  with  the  trade-mark  "Aunt 
Jemima"  which  had  been  adopted  for  flour.  It  was  also  the  name  of  the 
plalntlffb,  but  it  said,  "  obviously  the  public,  or  a  large  part  of  it,  seeing  this 
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trade-mark  on  a  syrup,  would  conclude  that  It  was  made  by  the  complainant; 
perhaps  they  might  not  do  so  if  It  were  used  for  flat-irons.  In  this  way  the 
complainant's  reputation  is  put  in  the  hands  of  the  defendants.  It  will  enable 
them  to  get  the  benefit  of  the  complainant's  reputation  and  advertisement," 
(p.  410.)  Of  course,  the  court  does  not  say  syrup  and  flour  are  goods  of  the 
same  descriptive  properties,  and  of  course  there  is  no  possibility  of  a  man'» 
being  sold  syrup  when  he  wants  flour.  But  the  case  illustrates  the  point  that  a 
new  and  original  trade-mark  must  be  treated  very  differently  from  a  trade- 
mark which  is  generally  old  and  well  known  and  is  only  new  in  the  association 
with  a  particular  goods,  such  for  instance  as  the  word  "  Star,*'  which  has  long 
been  used  as  a  trade-mark  for  hundreds  of  articles.  (It  should  be  noticed  that 
the  case  of  Lawrence  v.  Dowden  Co,,  178  Fed.  Rep.,  73,  cited  by  the  appellant, 
and  wherein  tooth-brushes  and  clothes-brushes  were  held  goods  of  the  same  de- 
scriptive properties,  was  not  a  trade-mark  case  at  all.) 

There  are  many  cases,  ^s  Anglo-American  Co.  v.  General  Electric  Co,  (C.  D., 
1915, 134;  215  O.  G.,  825;  43  App.  D.  C,  385,)  where  the  right  of  a  later  trader 
to  apply  a  known  trade-mark  to  other  goods  was  denied  because  "  their  general 
qualities  or  characteristics  were  so  nearly  identical  (with  the  previous  goods) 
that  the  vending  of  each  by  two  rival  manufacturers  under  the  same  trade-mark 
would  be  likely  to  cause  confusion,  to  the  injury  of  the  one  first  to  adopt  the 
mark  and  to  thi^  general  public."  The  question  of  course  was  not  whether  one 
would  purchase  a  Mazda  gas-umntle  in  the  belief  that  he  was  purchasing. a 
Mazda  electric  lump,  but  was  whether  there  would  be  confusion  as  to  the  origin 
of  these  different  articles;  that  is,  whether  the  purchaser  might  buy  the  gas- 
mantle  in  the  belief  that  it  came  from  the  same  source  f r<jm  which  he  had 
known  the  electric  lamps  to  come,  whereby  the  trader  in  gas-mantles  would 
profit  by  the  reputation  of  the  owner  of  the  Mazda  electric  lamp  trade-murk.  In 
all  cases  where  this  principle  has  been  applied  I  think  it  will  be  found  that 
the  mark  in  question  was  an  original  mark — one  which  before  was  unknown  in 
the  meaning  it  now  has.  If,  for  example,  the  electric-lamp  maker's  trade-mark 
had  in  the  last  cite<l  case  been  **  Excelsior,"  I  doubt  whether  he  could  have  pre- 
vented the  registration  of  "Excelsior"  to  another  for  gas-mantles,  because 
**  Excelsior"  has  an  innate  meaning,  and  the  public  is  accustomed  to  seeing  that 
mark  for  various  articles,  and  has  been  educated  to  make  distinctions  with 
resi>ect  to  it. 

In  the  present  case  the  name  of  the  picture  of  a  lily  had.  probably  because 
it  is  the  symbol  of  purity,  been  previously  used  by  various  traders.  Among 
other  things,  it  had  been  applied  to  lard,  meat,  flour,  codfish,  etc.,  before  Macy 
&  Co.  adopted  it  for  anything.  Ejich  of  these  previous  traders  had  a  right  con- 
fined to  a  more  or  less  narrow  field.  Macy  &  Co.  had  no  room  to  adopt  the 
mark  for  any  very  broad  field.  When  they  adopted  it  for  pork  and  beans  for 
instance,  they  did  not  thereby  acquire  the  right  to  extend  to  canned  meat,  and 
when  they  adopted  it  for  macaroni,  they  could  not  expand  to  fiour.  They 
adopted  it  for  oyster-cocktail  sauce,  chili  sauce,  mock-turtle  soup,  and  even 
clam-chowder,  in  the  face  of  the  previous  use  and  registration  for  canned  cofl- 
fish.  When  they  adopted  it  for  tea,  this  was  in  the  face  of  the  use  and  previous 
registration  of  the  term  "  Gold  Lily  "  and  the  picture  of  a  lily,  for  tea,  (No. 
17,547.  Feb.  18,  1890.)  The  real  question  is  then  this:  when  one  adopts  a  well-  , 
known  and  much-used  symbol  as  a  trade-mark  for  particular  goods,  after  other 
traders  have  used  it  for  other  particular  goods  of  the  same  general  class,  how 
broadly  can  he  claim  the  right  to  exclude  others  from  thereafter  adopting  the 
symbol  for  other  particular  goods  of  the  same  general  category?  Obviously  he 
is  not  in  the  same  position  as  one  with  an  invented  or  originally  preempted 
mark.    He  is  not  in  a  position  to  complain  of  the  use  of  the  mark  by  others  on 
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■any  goods  whatever  which  the  public  might  suppose  to  have  originated  with 
him ;  for  he  has  himself  adopted  the  mark  for  goods  which  might  wdl  have  been 
supposed  CO  have  originated  with  the  previous  users.  The  registrant  in  his  brief 
very  pertinently  asks: 

"  Is  It  any  more  within  the  natural  expansion  of  the  business  of  Macy  &  Go. 
to  extend  the  use  of  this  mark  to  coffee  ttmn  it  is  within  the  natural  expansion 
of  the  business  of  any  of  these  other  parties?  Would  a  purchaser,  se^ng  a  can 
of  White  Lily  coffee,  a  can  of  Lane-Llbbey*s  [White  Lily)  codfish,  a  sack  of 
Thornton  &  Chester's  White  Lily  flour,  a  can  of  Dunlevy's  White  Lily  lard  and 
a  can  of  Macy's  Lily  White  tomatoes  upon  a  grocer's  shelf  be  any  more  Justified 
In  concluding  the  coffee  to  be  Macy's  product  than  he  would  In  concluding  it  to 
he  the  product  of  one  of  the  other  parties  named?  " 

In  cases  of  this  sort  there  seems  to  be  no  escape  from  the  necessity  of  specu- 
lating as  to  what  the  public  would  think  under  the  circumstances.  It  has  long 
been  customary  with  this  Office  to  regard  tea  and  coffee  as  goods  of  different 
descriptive  properties,  in  view  of  the  fact  that  coffee  Is  generally  Imown  to  have 
originated  from  widely  different  sources  and  to  be  produced  by  widely  different 
processes,  and  it  has  been  a  general  custom  to  place  different  marks  upon  them. 
If  the  question  were  one  of  possible  confusion  of  goods,  there  would  be  no 
difllculty ;  but  this  is  a  case  of  possible  confusion  of  reputations,  which  Is  another 
thing.  To  Justify  the  cancelation  prayed  for  it  must  be  held  that  in  1917, 
Macy  &  CJo.  had  the  right  to  apply  their  "  Lily  White "  mark  to  coffee,  and 
moreover,  that  it  was  an  injury  to  them  when  it  was  applied  to  coffee  and 
registered  by  another.  The  damage  to  Macy  &  Co.,  moreover,  must  be  a  damage 
due  to  an  invasion  of  their  right,  and  not  merely  a  damage  due  to  the  fact  that 
they  adi^ted  a  mark  which  was  not  capable  of  covering  a  broad  Add ;  evidently 
not  capable  of  covering  everything  on  the  grocer's  shelf. 

While  this  mark  has  been  registered  over  twenty  times,  not  only  for  canned 
groc^ies,  but  for  everything  from  medicines  to  hosiery,  and  from  whetstones 
to  gas-engines,  (see  foot-note.)*  and  while  since  the  use  by  Macy  &  Go.  began, 
it  has  been  used  apparently  without  objection  for  such  things  as  cocoa,  (Zech- 
nowltz.  No.  118,610;)  and  while  Macy  &  Go.  appear  to  have  used  it  for  tea  for 
twenty  odd  years,  they  yet  never  used  it  on  their  coffee,  which  was  one  of  the 
principal  lines  of  goods  upon  which  they  based  their  reputation.  It  is  open  to 
question  whether  Macy  &  Co.  may  not  by  laches  have  lost  the  right  to  object  to 
others  using  a  similar  mark  on  coffee,  especially  since  the  registrant.  New  York 
Grocery  Co.,  claims  to  have  used  the  mark  some  fifteen  years  and  its  file  shows 
that  there  was  no  opposition  to  its  registration,  and  furthermore  shows  that  a 
previous  registration  of  the  same  mark  for  coffee  (Zechnowitz,  No.  80,014,  Oct, 
25,  1910)  was  canceled  upon  the  admission  of  Zechnowitz  that  the  registrant. 
New  York  Grocery  Co.,  was  the  first  user.  There  was  apparently  no  objection 
by  Macy  &  Co.  to  the  registration  for  coffee  or  for  cocoa.  They  themselves 
apparently  have  never  registered  the  mark  for  any  beverage  whatever. 

In  view  of  this  showing  that  Macy  &  Co.  were  never  entitled  to  occupy  any 
but  a  narrow  field  with  their  trade-mark  "  Lily  White,"  and  in  view  of  their 
apparent  acquiescence  in  the  well  established  custom,  both  in  the  trade  and 
in  this  Office,  of  considering  tea  and  coffee  to  be  goods  of  different  descriptive 
properties,  I  can  have  no  hesitancy  in  sustaining  the  Examiner  and  refusing 


•The  registered  marks  referred  to  are  the  following:  Lily  White  W.  C.  Co.,  18,800, 
Jan.  20.  1891,  (washing  compoand;)  Duulevy  &  Bro.,  20,031,  Jan.  26.  1802.  (lard;)  Pike 
Mfg.  Co.,  28,448,  Aug.  1.  1S93.  (whetstones;)  Dunlcvy  &  Bro.,  40,452,  May  20,  1903. 
(meats;)  Thornton  ft  Chester  M.  Co.,  45,088,  May  5,  1905.  (flour;)  F.  T.  Hopkins,  51,613, 
Apr.  17.  1906.  (face  powder— since  1850;)  White  Lily  Washer  Co.,  66,293,  Sept.  4.  1906. 
(gas-engines;)  Lane-Libbey  Fishing  Co..  78,620,  Apr.  27,  1909,  (cured  codfish;)  Town- 
send  ft  Co.,  83,449,  Sept.  12,  1911  (hosiery.) 
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to  cancel  the  mark  of  the  New  York  Grocery.  I  have  noted  the  decision  of  the 
Ck>urt  of  Appeals  of  the  District  of  Ck)luuibia  in  the  case  of  Walter  Baker  d: 
Co.  V.  Harrison,  (0.  D..  1909,  284;  138  O.  G.,  770;  32  App.  D.  C.  272;  Dec.  22, 
1908,)  where  coffee  and  cocoa  were  said  to  be  goods  of  the  same  descriptive 
properties.  This  Office  is  of  course  bound  to  follow  the  decisions  of  that  court ; 
but  I  do  not  consider  that  that  decision  in  any  way  settled  the  question  now 
before  me.  In  that  case  the  Patent  Office  had  dismissed  on  demurrer  an  opposi- 
tion  to  registration  of  a  trade-mark  for  coffee  consisting  of  the  picture  of  a 
Quaker  woman  carrying  a  cup  on  a  waiter,  on  the  ground  that  coffee  was  goods 
not  of  the  same  descriptive  properties  as  cocoa,  and  the  opposer  had  used  sub- 
stantially the  same  picture  for  a  great  many  years  for  cocoa.  The  court  found 
the  marks  "  substantially  the  same  design  "  and  said  it  should  have  been  left 
open  to  proof,  as  to  whether  the  goods  were  so  similar  as  to  create  confusion. 
The  court  was  undoubtedly  much  impressed  with  the  apparent  attempt  of  the 
applicant  for  registration  to  profit  by  the  reputation  of  the  older  user.  It 
cited  a  case  in  which  there  was  a  plain  attempt  at  piracy,  Ames  &  Sons 
attempting  to  sell  shovels  in  Australia  under  the  name  of  "  Collins  &  Co.,"  who 
had  a  well  established  reputation  for  edged  tools. 

The  party  who  later  adopted  the  picture  of  a  Quaker  woman  for  coffee  liad 
no  reason  for  doing  so  except  to  profit  by  the  reputation  of  Baker  &  Co,  It 
was  clearly  not  a  case  to  be  dismissed  without  proofs,  particularly  when  the 
court  was  "  forced  to  the  conclusion  that  the  appellee  had  some  sinister  motive 
in  seeking  to  register  this  mark."  If,  however,  the  court  had  had  before  it  a 
case  in  which  the  picture  of  a  Quaker  woman  carrying  a  cup  on  a  waiter  had 
been  used  by  others  before  Baker  h  Co.  adopted  it,  as  a  trade-mark,  let  us  8ay» 
for  tea ;  and  if  furthermore  it  had  been  a  mark  which  was  very  common  for 
various  goods  because  of  its  innate  significance:  then  I  am  satisfied  the  decl> 
slon  would  have  been  different.  Indeed,  in  the  later  case  of  NestU  d  Anglo- 
Swiss  Co.  v.  Baker  d  Co.  (C.  D.,  1911,  869;  167  O.  G.,  765;  37  App.  D.  C,  148> 
this  court  itself  drew  the  distinction  between  an  originator  and  a  copier  of  a 
device  used  as  a  trade-mark,  though  it  was  there  discussing  the  confusion  of 
the  marks  themselves  rather  than  confusion  of  the  fields  occupied  by  the 
marks.  In  short,  I  am  satisfied  that  the  court  will  determine  whether  two 
given  lines  of  goods  are  "  goods  of  the  same  class  "  or  "  goods  of  the  same  de- 
scriptive properties,"  as  dep^iding  largely  upon  the  scope  of  the  trade-mark 
right  of  the  previous  user,  and  also  upon  the  innate  meaning,  or  lack  of  innate 
meaning  of  the  trade-mark  itself. 

/  conchide  that  the  Ne^c  York  Grocery  Company  had  the  right  to  appropriate 
its  mark  "  White  Lily  "  for  coffee  at  the  time  of  its  application  for  registration^ 
and  therefore  affirm  the  decision  of  the  examiner. 


[Court  of  AppealB  of  the  District  of  Columbia.] 

In  re  Scholl  Manupaoturing  Company,  Inc. 

Decided  June  2,  1920, 

276  O.  G.,  599;  60  App.  D.  C, ;  267  Fed.  Rep.,  848. 

1.  Tbade-Marks — Descbiptive  Repkesentation  of  Abch-Suppobt. 

A  mark  for  instep-supports  consisting  of  a  representation  of  the  outline 
of  a  shoe  broken  away  at  the  bottom  and  disclosing  at  the  portion  broken 
away  an  arch-support  supported  by  the  thumb,  index  and  middle  fingers  of 
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a  hand,  Held  merely  descriptive ;  Held  also  that  even  if  it  were  permissible 
to  disclaim  the  representation  of  the  arch-support  It  would  still  be  de- 
scriptive. 

2.  Sam£ — Uegistradiuty — Disclaimer  of  Integral  Paut  of  Mark  Not  Per- 

MISSIBI^ 

Registration  of  a  mark  for  instep-supporis  consisting  of  a  representation 
of  the  outline  of  a  shoe  broken  away  at  the  bottom  and  disclosing  at  the 
portion  broken  away  an  arch-siipport  supported  by  the  thumb,  index  and 
middle  fingers  of  a  hand,  Held  not  registrable  upon  disclaimer  of  the  rep- 
resentation of  the  arch-support,  because  what  is  left  would  not  be  the  mark 
which  had  been  used  and  because  the  renmining  part  of  the  mark  is  also 
descriptive. 

3.  Same — E\^dence  of  Extensive  Use  Not  Pertinent  on  Question  of  Descrip- 

tiveness. 
Evidence  of  extensive  use  of  a  mark  or  that  several  traders  have  not 
heard  of  its  use  by  others  does  not  tend  to  prove  in  the  least  that  it  is  not 
descriptive. 

Mr.  J,  H.  MUans  and  Mr.  C.  T.  MUans  for  the  appellant. 
Mr.  T.  A.  HoBtetler  for  the  Commissioner  of  Patents. 

Smyth,  G.  J.: 

Scholl  applied  to  have  registered  as  a  trade-mark  for  instep-sup- 
ports a  drawing  of  which  this  is  a  copy : 


He  alleged  use  of  the  mark  from  1912.  In  the  statement  accom- 
panying the  application  he  said  that  he  made  no  claim  to  the  repre- 
sentation of  the  arch-support.  The  application  was  rejected  on  the 
ground  that  the  mark  was  a  descriptive  device.  The  trade-mark 
statute  (33  Stat.  L.,  725,  chap.  592,  sec.  5)  declares  that^— 

no  mark  which  consists  merely  in  words  or  devices  which  are  descriptive  of  the 
goods  with  which  they  are  used — 

shall  be  registered.  The  mark  of  the  applicant  is  a  device  and  is 
merely  descriptive.  We  agree  with  the  Examiner  of  Trade-Marks 
and  Designs  that  it  is — 

an  apt  and  convenient  way  of  describing  the  characteristics  of  the  arch  support 
and  of  the  benefits  to  be  derived  from  using  the  same,  and  it  would  be  most 
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natural  for  other  manufacturers  to  use  or  want  to  use  the  same  sort  of  picture 
to  describe  or  advertise  a  similar  mark. 

The  disclaimer  does  not  help  the  applicant,  for  two  reasons:  (1) 
What  would  remain  after  the  representation  of  the  arch-support  had 
been  removed  would  not  be  the  mark  which  he  had  used  on  his  goods, 
but  only  a  part  of  it.  It  would  be  a  different  mark — one  that  he  had 
not  used,  and  hence  he  would  not  be  entitled  to  register  it.  {Id.y 
sec.  1.)  (2)  Even  if  that  were  not  so,  the  remaining  part  would 
'''still  inform  the  beholder,"  as  the  Assistant  Commissioner  ruled, 
^'  that  the  goods  so  marked  were  supports  for  the  instep,"  and  hence 
would  be  descriptive. 

It  is  immaterial  that  the  device  has  been  extensively  used  by  the 
applicant,  or  that  several  traders  have  not  heard  of  its  being  used  by 
others,  for  these  things  do  not  tend  to  prove,  even  in  the  least,  that  it 
is  not  descriptive.  Being  descriptive,  the  statute  forbids  its  registra- 
tion. 

The  decision  of  the  Commissioner  of  Patents  is  affirmed, 

A.ffir7ned, 


[Court  of  Appeals  of  the  District  of  Columbia.] 

Du  Rell  v.  Haley. 

Decided  June  2, 1920, 

276  O.  G.,  778;  50  App.  D,  C, ;  267  Fed.  Rep.,  851. 

Patknts — Intebfekencb — Diligence  Lacking. 

Evidence  considered  and  Jleld  that  Ou  Rell's  early  experiments  did  not 
amount  to  a  reduction  to  practice  and  that  as  he  did  nothing  thereafter  for 
almost  two  years,  while  In  the  meantime  Haley  reduced  the  Invention  to 
practice,  Haley  is  entitled  to  an  award  of  priority. 

{For  Commissioner' 8  decision  see  ante,  SS;  276  O.  G.,  776.) 

Mr.  T.  K,  Bryant  for  the  appellant. 

Mr,  Dean  S.  Edmonds  and  Mr.  J.  B.  Hull  for  the  appellee. 

BoBB,  /. ; 

Appeal  from  concurrent  decisions  of  the  Patent  Office  tribunals  in 
an  interference  proceeding  in  which  priority  was  awarded  the  junior 
party. 

The  invention  involves  a  process  and  apparatus  for  concentration 
of  ores.  The  claims  are  twelve  in  number  but  it  is  unnecessary  to 
repeat  them 'here.  Each  of  the  Patent  Office  tribunals  has  held  that 
appellant's  early  efforts  did  not  amount  to  reduction  to  practice 
and  that,  as  he  did  nothing  thereafter  for  almost  two  years  and  ap- 
pellee entered  the  field  meanwhile,  he  was  lacking  in  diligence. 
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Each  of  those  tribunals  has  carefully  and  satisfactorily  discussed 
the  evidence  in  behalf  of  appellant^  and  for  the  reasons  stated  by 
them  we  afftrm  the  decision  from  which  this  appeal  was  taken. 

Affirmed, 


[Court  of  Appeals  of  the  District  of  Columbia.] 

Gammeter  v.  Backdahl. 

Decided  June  Sy  1920, 

276  O.  G.,  778;  50  App.  D.  C, ;  267  Fed.  Rep..  847. 

Patents — Pbiority — Diligence. 

Ill  considering  the  bearing  of  experiments  made  to  perfect  an  Invention 
on  the  question  of  diligence  the  test  is  not  whether  such  experiments  led 
to  anything  as  far  as  benefiting  the  public  is  concerned,  but  whether  such 
tests  were  so  unnecessary  as  to  constitute  evidence  of  bad  faith.  An  in- 
ventor is  to  be  commended  rather  than  condemned  for  taking  reasonable 
time  to  perfect  his  invention.  {OHffin  v.  StiTensm,  C.  D.,  1899,  440;  89 
O.  G.,  919 ;  15  App.  D.  C,  135.) 

Mr.  H.  A.  Dodge  and  Mr,  R.  M,  Pierson  for  the  appellant. 
Mr.  W.  Lee  Helms  and  Mr,  Chas,  S.  Jones  for  the  appellee. 

RoBB,  /.; 

Appeal  from  a  decision  of  an  Assistant  Commissioner  of  Patents 
in  an  interference  proceeding  awarding  priority  to  the  senior  party 
Backdahl.  The  invention  relates  to  mandrels  or  cores  for  the  for- 
mation and  curing  of  pneumatic  tires.  Counts  1,  3,  and  6  are  suffici- 
ently illustrative  of  the  six  counts  of  the  issue  and  are  here  repro- 
duced: 

1.  A  fluid  tight,  hollow,  stretchable,  metallic  mandrel. 

3.  A  tire-making  mandrel  comprising  a  fluid-tight,  hollow,  lead  annulus  pro- 
vided  with  an  Inlet  for  Introducing  an  expanding  fluid. 

6.  A  tire-making  mandrel  comprising  an  inner  rigid  metallic  ring  adapted  to 
fit  between  the  halves  of  a  tire  mold,  and  an  outer,  annular,  hollow,  lead 
mandrel-body  thereon,  provided  with  a  fluid  inlet  pipe  extending  through  said 
ring. 

Backdahl  is  restricted  to  his  filing  date  of  December  14,  1915,  for 
conception,  disclosure  and  constructive  reduction  to  practice. 

Each  of  the  Patent  Office  tribunals  has  found,  and  the  evidence 
fully  supports  the  finding,  that  Gammeter  conceived  and  disclosed 
the  invention  September  7,  1915.  The  evidence  clearly  shows  that 
from  that  time  until  the  early  part  of  June,  1916,  he  was  endeavoring 
to  evolve  a  fluid-tight  and  expansible  lead  core  adapted  to  produce  a 
cord  tire  as  well  as  a  fabric  tire.  A  core  that  would  produce  either 
would  be  within  the  issue.  The  application  drawings  were  com- 
15752—21 14 
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menced  the  latter  part  of  May  and  completed  late  in  June,  when  they 
were  turned  over  to  a  patent  attorney,  who  was  very  busy  at  the  time 
and  later  took  a  vacation  extending  over  a  month.  There  was  fur- 
ther activity  on  the  part  of  Gammeter  in  August  of  1916  and  the 
application  was  filed  on  November  8th,  following. 

The  Examiner  of  Interferences  and  the  Board  of  Examiners-in- 
Chief  held  that  Gammeter  was  diligent  at  the  time  Backdahl  entered 
the  field  and  reasonably  diligent  from  that  time  until  the  filing  of  his 
application.  The  Assistant  Commissioner  disagreed  with  this  find- 
ing and  therefore  reversed  the  decisions  of  the  lower  tribunals. 

Where,  as  here,  it  clearly  appears  that  the  party  first  to  conceive 
the  invention  was  in  good  faith  engaged  in  perfecting  it  at  the  time 
his  adversary  entered  the  field,  that  party  should  not  be  deprived  of 
the  fruits  of  his  discovery  because  his  efforts  were  not  as  successful 
as  he  hoped  they  would  be.  The  Assistant  Commissioner  reached 
the  conclusion  that  Gammeter's  further — 

experiments  lead  to  nothing  so  far  as  benefiting  the  public  goes, 

but  that  is  not  the  test.  The  question  is  whether  further  tests  were 
so  unnecessary  as  to  constitute  evidence  of  negligence  or  bad  faith. 
Many  times  we  have  stated  that  an  inventor  is  to  be  commended 
rather  than  condemned  for  taking  reasonable  time  to  perfect  his 
invention, 

to  prevent  the  Patent  Office  from  being  overloaded  with  applications  for  patents 
for  crude  and  Incomplete  devices.  {Griffln  v.  Swemon,  C.  B.,  1899,  440;  89 
O.  G.,  919;  15  App.  D.  C.  135.) 

For  the  reasons  stated  by  the  Examiner  of  Interferences  and  the 
Board  of  Examiners-in-Chief ,  we  are  clearly  of  the  view  that  Gam- 
meter was  not  lacking  in  diligence.  We  are  satisfied  from  the  evi- 
dence that  from  the  date  of  disclosure  to  the  time  his  application 
was  filed  he  was  proceeding  with  reasonable  diligence  to  perfect  and 
patent  his  invention.  As  stated  in  Woods  v.  Poor^  (C.  D.,  1907,  651; 
130  O.  G.,  1313;  29  App.  D.  C,  397,)  there  is  no  arbitrary  rule  or 
standard  by  which  diligence  may  be  measured,  and  each  case  must 
be  considered  and  decided  in  the  light  of  surrounding  circumstances. 

Being  fully  convinced  of  Gammeter^a  good  faiih^  we  reverse  the 
decision  of  the  Assistant  Commissioner  a7id  award  priority  to  him. 

Reversed. 


The  decision  of  the  Assistant  Commissioner  reads  as  follows; 

Clay,  Assistant  Commissuyner: 

Backdalil  appeals  from  the  affirmance  by  the  Examiners-in-Chief  of  an  award 
of  priority  to  the  jimior  party  Gammeter,  on  an  Invention  broadly  defined  as 
follows : 

"  1.  A  fluid-tight,  hollow,  stretchable,  metallic  mandrel. 
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*'3.  A  tire-making  mandrel  comprising  a  fluid-tight,  hollow,  lead  annnlus 
provided  with  an  inlet  for  introducing  an  ejt];Minded  fluid. 

"  5.  A  tire-making  mandrel  comprising  a  rigid  metallic  tongue-Mng  divided 
circumferentlally  into  segments,  and  an  expansible, -bollow,  lead  mandrel-body 
seated  thereon."  » 

Gammeter  filed  applioation  nearly  a  year  aft^r  BaCkdIihl,  but  is  shown  to 
have  had  a  conception  of  the  invention  prior  to  BackdahVs  filing  date,  whereas 
Backdahl  is  confined  to  his  filing  date,  having  made  his  invention  abroad. 
There  seems  to  be  no  question  that  Gammeter  disclosed  his  invention  in  Sep- 
tember, 1915,  over  two  months  before  BackdahPs  date  of  constructive  reduc- 
tion to  practice ;  but  Backdahl  Insists  that  Gammeter  was  not  diligent  in  per- 
fecting his  invention.  Careful  attention  to  the  nature  of  the  invention  is 
necessary  to  determine  this  matter. 

The  invention  Qammeter  discloses  is  simply  a  lead  pipe  used  as  an  expansible 
mandrel  in  a  mold  for  vulcanizing  tire  casings,  that  is,  "a  core  or  mandrel 
of  sufllclent  rigidity  to  enable  the  article  to  be  formed  thereover,  but  also 
capable  of  being  stretched  by  fluid  pi^essure  to  expand  the  formed  article  and 
press  it  against  a  mold  ♦  ♦  ♦."  He  shows  and  describes  a  coil  of  ordinary 
lead  pipe  with  a  turn  sawed  off,  its  ends  soldered  together  and  an  inlet  tube 
soldered  into  it.  It  Is  set  in  the  trough  on  the  outside  of  the  sectional  tongue 
ring  held  by  clamps  and  assembled  between  the  halves  of  a  mold.  On  being 
expanded  in  the  mold  to  give  it  a  smooth  surface  and  the  proper  slsse,  it  is 
ready  for  use  to  build  up  a  tire  casing  thereon  in  the  usual  way,  after  which 
the  tire  and  lead  mandrel  and  supporting  ring  are  placed  In  a  vulcanizing 
mold  and  the  casing  stretched  and  properly  held  for  the  purpose  of  vulcanizing; 
Afterward  the  lead  of  the  pipe  is  remelted  and  used  over  again.  Nothing  is 
said  about  the  thickness  of  the  pipe  or  any  particular  form  of  it,  and  Gam- 
meter claimed  in  the  broadest  terms,  a  hollow  lead  mandrel.  There  was  also 
claimed  the  method  of  making  the  lead  mandrel  by  sawing  and  joining  rings 
from  a  coil  of  pipe  as  above  described,  but  these  latter  claims  were  dropped. 
It  will  be  noticed  that  the  invention  has  nothing  to  do  with  the  manufacture 
of  lead  piping,  nor  anything  to  do  with  any  particular  form  of  lead  pipe  or 
mandrel. 

The  process  of  invention  probably  always  Includes  the  steps  of  conception  of 
a  fimction,  conception  of  a  general  way  to  accomplish  the  function,  designing 
and  adapting  means  to  accomplish  the  function ;  and  finally  testing  these  means 
to  prove  both  that  the  function  may  be  attained  and  that  the  means  chosen  are 
capable  of  attaining  It ;  in  other  words,  that  the  thing  will  work.  This  is  one 
continuous  mental  process  from  conception  to  testing,  and  with  rare  exceptions 
an  Invention  is  not  complete  until  the  thing  is  proven  by  test,  though  this  last 
step  the  law  presumes  to  be  accomplished  by  the  filing  of  an  allowable  applica- 
tion for  patent.  After  Gammeter's  conception  of  a  hollow  expansible  metal 
mandrel,  rigid  enough  to  build  on,  and  made  of  lead  so  that  it  will  be  both 
rigid  and  expansible,  and  after  he  had  conceived  a  way  of  making  the  lead  tube, 
he  stili  had  to  prove  that  it  would  work  as  a  mandrel  for  curing  tires.  Instead 
of  making  a  tube  and  trying  It  out,  as  the  evidence  shows  he  could  easily  have 
done,  without  any  more  ado,  he  went  to  work  on  quite  a  different  problem — 
namely,  to  devise  a  new  use  for  such  a  mandrel.  That  is,  he  was  going  to  make 
a  form  of  mandrel  which  was  adapted  to  a  peculiar  form  of  support  in  order 
that  it  might  be  used  in  making  a  peculiar  kind  of  tire.  As  to  the  hollow  lead 
mandrel  for  tire  molds  generally,  he  did  nothing.  He  experimented  for  over  a 
year,  but  when  all  his  exi)erimenting  was  done  he  was  exactly  where  he  started, 
so  far  as  concerns  the  invention  of  a  hollow  lead  mandrel  for  tire  molds,  and 
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he  had  not  yet  tried  to  prove  that  this  thing  would  work.  He  filed  his  applica- 
tion finally,  still  relying  upon  the  theoretical  working  and  upon  the  construc- 
ave  reduction  to  practice.  That  Is,  from  about  the  middle  of  September,  1915, 
until  November  8,  1916,  Gammeter  was  making  unsuccessful  attempts,  first  to 
cast  a  lead  mandrel  in  a  mold,  and  then  to  make  one  by  squirting  molten  lead 
through  a  specially  formed  pipe,  both  of  which  attempts  were  for  the  pjurpose 
of  providing  a  specially  formed  groove  and  thickened  portion  on  the  inside  of 
the  lead  tube,  as  shown  in  Gammeter's  sketch,  Exhibit  Z,  and  in  the  photograph, 
Exhibit  K.  The  main  part  of  the  work  was  in  designing  and  building  the  die 
shown  in  his  Exhibit  L.  It  is  fair  to  notice  that  Gammeter  was  a  busy  man 
in  a  responsible  position  as  an  experimental  engineer,  for  a  large  company  and 
that  his  attorney,  who  delayed  filing  his  application  over  four  months,  was  a 
busy  attorney  with  many  cases  to  attend  to. 

In  Gammeter's  brief  it  is  said  that  "  There  is  no  evidence  of  any  intention 
on  the  part  of  Gammeter  to  abandon  the  invention."  Considering  what  the  in- 
vention was  I  am  not  satisfied  with  this  statement  of  fact;  but  however  that 
may  be,  it  is  hardly  a  statement  of  the  proper  mental  attitude  toward  the  ques- 
tion of  diligence.  The  burden  was  upon  Gammeter,  not  merely  to  negative  a 
charge  of  laches,  but  to  positively  show  diligence.  (WaiBon  v.  Thomas,  C.  D., 
1903,  370;  106  O.  G.,  1776.)  The  burden  was  on  him  to  connect  his  conception 
with  his  final  reduction  to  practice  by  a  course  of  activity  which,  as  the  court 
said  in  Tipentieth  Centvry  Machinery  Co.  v.  Loew  Mfg,  Co.,  (243  Fed.  Rep., 
373,  at  page  3S4,)  "  must  consist  of  a  degree  of  effort  that  can  fairly  be  charac- 
terlsEed  as  '  substantially  one  continuous  act  ',*'  and  that  act  must  be  the  act 
of  inventing  "  a  fiuld-tlght,  hollow,  stretchable,  metallic  mandrel  " — ^not  invent- 
ing a  particular  form  of  lead  pipe  from  which  a  special  mandrel  may  be  con- 
structed for  a  particular  purpose.  After  December  14, 1915,  when  Backdahl  re- 
duced to  practice,  nothing  Gammeter  could  do  could  make  him  the  inventor.  He 
must  have  been  the  inventor  from  a  time  running  back  of  this  and  reaching 
forward  until  nearly  a  year  later  when  he  filed  his  own  application.  "  Diligence 
is  of  the  essence  of  a  proper  relation  between  the  conception  and  the  reduction 
to  practice  of  an  invention."  As  illustrating  this  fact  it  has  frequently  been 
held  that  business  convenience  and  the  working  out  of  auxiliary  devices  to 
make  the  invention  more  commercial  and  efficient  will  not  excuse  the  delay. 
iStapleton  v.  Kinney,  C.  D..  1901,  414;  96  O.  G.,  1432.)  Nor  Is  drtay  ex- 
cusable when  caused  by  the  inventor's  building  a  plant  and  the  machinery 
with  which  to  make  use  of  the  invention,  especially  when  his  application  was 
finally  filed  without  making  any  test.  (Slick  v.  Hansen,  0.  D.,  1912,  551;  181 
O.  G.,  1076;  39  App.  D.  C,  131.)  Again,  "it  has  been  repeatedly  held  that 
work  upon  one  form  of  a  device  cannot  be  considered  as  diligence  In  the  reduc- 
tion to  practice  of  another  form."  (Taylor  v.  Gihnan,  C.  D.,  1910,  167 ;  158  O.  G. 
883.)  As  to  the  part  of  the  delay  due  to  the  attorney,  It  Is  not  to  be  excused 
merely  because  he  was  busy  or  on  a  vacation.  (Briggs  v.  Lillie  v.  Cooke  v. 
Jones  d  Taylor,  C,  D.,  1905, 168 ;  116  O.  G.,  871.) 

If  there  was  something  in  Gammeter*s  disclosure  by  which  the  public  could 
benefit  from  the  experiments  he  made  on  the  special  form  of  mandrel  for  use 
with  a  cord  tire,  his  case  would  have  more  equity.  But  as  a  matter  of  fact  his 
disclosure  is  Just  what  It  would  have  been  if  he  had  filed  his  application  In 
September,  1916.  What  he  was  experimenting  with  was  a  further  Improvement 
subsidiary  to  the  Invention  in  issue,  and  this  improvement  he  neither  at  any 
time  reduced  to  practice  nor  disclosed  when  he  came  finally  after  the  experi- 
ments to  file  an  application  for  patent.  His  experiments  led  to  nothing  so  fur 
as  benefiting  the  public  goes. 
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It  !s  111  evidence  that  Gammeter  had  every  facility  for  making  a  test  of  his 
invention  at  the  beginning.  He  could  have  obtained  In  commerce,  ready  made, 
a  lead  plx)e  exactly  as  disclosed  in  his  application  and  he  could  have  m«de  a  test 
of  the  workability  of  the  Invention  within  a  few  days.  Also  he  could  have  filed 
his  application  promptly. 

The  form  of  the  Invention  as  disclosed  by  Backdahl  seems  to  have  been  some- 
what more  highly  developed.  He  proposed  a  mandrel  partly  of  iron  and  partly 
of  lead,  the  skin  or  **  mantle  "  of  lead,  19'  in  Fig.  5  being  made  of  a  complete 
flattened  lead  pipe,  supported  on  an  iron  ring  1  and  the  convex  half  of  it 
extended  in  the  female  mold  16.  In  the  form  of  Fig.  4  the  lead  pipe  is  split 
and  drawn  over  the  iron  mandrel  and  its  edges  clamped  by  rings  20;  the  fluid' 
for  expansion  being  introduced  between  the  iron  mandrel  and  the  lead  skin. 

Under  these  circumstances,  and  especially  considering  that  the  public  did  not 
benefit  from  the  exi)erimenting  done  by  Gammeter  after  his  complete  conception 
and  disclosure  In  September,  1915,  I  must  conclude  that  it  was  error,  in  view 
of  the  decisions  of  the  court,  to  hold  Gammeter  has  proven  himself  diligent  as 
against  Backdahl  who  was  the  first  to  reduce  to  practice.  In  the  case  of 
O'Connell  v.  Schmidt  (C.  D.,  1906,  662;  122  O.  G.,  2065;  27  App.  D.  C,  77 J  the 
court  was  liberal  on  the  question  of  diligence,  not  only  because  the  delay  was 
short  and  well  excused,  but  because  O'Oonnell  had  built  a  model;  had  done 
something  tangible  and  beneficial,  and  had  virtually  proved  his  invention  and 
put  It  In  such  condition  that  if  the  inventor  had  died,  his  invention  would  never- 
theless have  survived.  The  present  is  a  very  different  case  from  that,  and  from 
the  case  of  Woods  v.  Poor,  (C.  D.,  1907,  651;  130  O.  G.,  1313;  29  App.  D.  C, 
397.)  In  the  case  of  Courson  v.  O'Connor  (C.  D.,  1916,  250;  224  O.  G.,  1067; 
227  Fed.  Rep.,  890)  there  was  only  a  delay  of  three  months,  and  this,  it  will  be 
noticed,  was  after  an  actual  reduction  to  practice. 

The  deeUion  of  the  Examiners-in-Chief  is  reversedt  and  ftrioritif  awarded  to 
the  senior  partly  Backdahl. 

[Court  of  Appeals  of  the  District  of  Columbia.] 

Grus,  Jr.,  V.  Etnon. 

Decided  June  2, 1920. 

276  O.  G..  780;  50  App.  D.  O., ;  267  Fed.  Rep.,  850. 

Patents — I  ntebfcbence — Pbiobity. 

Evidence  considered  and  Held  that  priority  of  invention  was  properly 
awarded  to  Eynon. 

{For  Commissioner's  decision  see  ante,  49;  276  O.  O.,  775.) 

Mr.  Frank  T,  Brown  and  Mr,  C.  M.  Nissen  for  the  appellant. 
Mr.  J.  B.  HuU  for  the  appellee. 

EoBB,  /.; 

Appeal  from  concurrent  decisions  of  the  Patent  Office  tribunals  in 
an  interference  proceeding  awarding  priority  to  the  senior  party. 
The  invention  relates  to  automobile-leaf-spring  lubricators.  The 
issue  is  stated  in  five  counts,  of  which  the  second  will  serve  as  an 
example : 

2.  In  a  leaf  spring  lubricator,  a  pad  of  absorbent  material,  a  casing  fitting  over 
the  absorbent  material  having  a  recess  in  its  bottom  and  a  perimetric  wall,  and 
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means  for  pressing  the  casing  against  the  edges  of  the  leaves  of  a  ^ring  ta 
compress  the  pad  of  Its  edges  more  than  in  the  center. 

TJie  Patent  Ofjice  trihunala  have  very  carefully  reviewed  the  evi- 
dence and  fovmd  that  appellant  has  not  sustained  the  burden  of  proof. 
As  we  fvHy  agree  with  the  conclusion  reached^  we  deem  it  unneces- 
sary further  to  discuss  the  evidence^  and  accordingly  affimi  the 
decision. 

Affirmed, 

IConrt  of  Appeals  of  the  Dlitrict  of  Columbia.] 

French  Battery  &  Carbon  Company  v.  The  Prest-O-Lite  Com- 
pany, Inc.  The  Prest-0-Litb  Company,  Inc.,  v.  French  Bat- 
tery At  Carbon  Company. 

Decided  May  3,  1920, 

277  O.  G.,  182;  49  App.  D.  0.,  373;  265  Fed.  Rep.,  lOlS. 

i.   TbADE-MaBKS — SiMlLAMTY — "  RaY-0-LiTE  "  AND  "  PbBST-0-LiTE.'* 

The  word  **  Ray-O-Llte,"  for  storage  batteries,  Beld  not  registrable  In 
view  of  the  prior  use  of  "  Prest-O-Llte  "  on  the  same  goods. 

2.  Samj&~-Samb — Sake — ^Regibtsaiton  bt  Othkbs  of  SlrMTTiAB  Mabxs. 

Heid  that  "  Ray-0*Llte  **  may  be  registered  for  electric  lamps  notwith- 
standing the  prior  use  by  the  opposer  of  "  Prest-OLlte  "  on  storage  batteries 
where  other  marks  about  as  near  to  **  Prest-O-Lite "  as  is  "  Ray-O-Lite  " 
had  been  registered  by  others  for  electric  lamps  prior  to  its  use  by  the 
opposer  for  storage  batteries. 

Mr.  D,  B,  Cheever  for  the  appellant. 
Mr.  E.  W.  Bradford  for  the  appellee. 

BoBB,  J,: 

These  appeals  are  from  a  decision  of  the  Patent  Office  sustaining 
the  opposition  of  the  Prest-O-Lite  Company,  Inc.,  to  the  registration 
by  the  French  Battery  &  Carbon  Company  of  the  words  "Ray-O- 
Lite,"  in  connection  with  the  sale  of  storage  batteries,  and  permitting 
such  registration  as  to  electric  lamps.  The  French  Battery  &  Carbon 
Company  appeals  from  the  former  ruling,  while  the  Prest-O-Lite 
Company,  Inc.,  appeals  from  the  latter. 

When  "Ray-0-Lite"  was  adopted  in  1917,  "Prest-O-Lite"  had 
been  in  extensive  use  on  storage  batteries  by  the  Prest-O-Lite  Com- 
pany, Inc.,  for  several  years,  and  many  thousands  of  dollars  had 
been  expended  in  advertising  these  batteries.  We  agree  with  the 
Commissioner  that  the  registration  of  "Eay-O-Lite"  for  use  on 
storage  batteries  would  be  likely  to  cause  confusion.  {Thomas  Mfg. 
Co.  V.  Aeolian  Co.,  C.  D.  1918,  157;  249  O.  G.,  505;  47  App.  D.  C, 
376.)  But  since  it  appears  that  before  the  Prest-O-Lite  Company 
extended  its  business  to  include  storage  batteries,  other  concerns  had 
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registered  marks  for  electric  lamps  which,  as  found  by  the  Commis- 
sioner, "  are  about  as  near  to  Prest-O-Lite  as  is  Ray-0-Lite,"  we  also 
agree  with  the  Commissioner  that  the  Prest-O-Lite  Company  is  not 
in  a  position  to  prevent  the  registration  of  "Ray-0-Lite"  for  use 
on  electric  lamps.  {Alaska  Packers  Assoc,  v.  Admiralty  Trading 
Co.,  C.  D.  1915, 117;  214  O.  G.,  1025;  43  App.  D.  C,  198.) 

TJie  decision  of  the  Commissioner  is  affirmed. 

Affirmed, 

[Court  of  Appeals  of  the  District  of  Colombia.] 

In  be  Zekk. 

Decided  June  2.  1920, 

277  O.  G.,  183;  50  App.  D.  C, ;  267  Fed.  Rep.,  827. 

Patients — Double  Patenting — ^Pbocess  and  Product. 

A  patent  for  a  commutator  comprising  metal  commutator-bars  and  a  body 
of  heat-hardened  resinous  condensation  product  holding  said  bars  In  place 
is  not  a  bar  to  the  allowance  to  the  same  inventor  of  a  patent  for  the 
process  of  producing  the  article,  involving  the  conception  of  softening  the 
moldable  material,  positioning  the  bars  radially  and  longitudinally,  and 
forming  a  complete  insulating-body  simultaneously  under  heat  and  pres- 
sure, which  was  foreign  to  the  processes  of  the  prior  art. 

Mr.  E.  B.  H.  Tower^  Jr.^  and  Mr,  B.  O.  HinMe  for  the  appellant. 
Mr.  T.  A.  Hostetler  for  the  Commissioner  of  Patents. 

Van  Orsdel,  /.; 

This  appeal  is  from  the  decision  of  the  Commissioner  of  Patents 
rejecting  the  application  of  appellant  Zenk  for  a  patent  for  a  mold 
and  method  or  process  of  making  commutators  for  electric  generators 
and  motors.  Of  the  seven  claims,  the  following  three  are  illustra- 
tive: 

1.  The  method  of  making  a  commutator  which  consists  In  arranging  commu- 
tator segment  bars  circumferentially  in  spaced  relations,  surrounding  certain 
sides  of  said  bars  with  Insulating  material  having  the  property  of  hardening 
under  the  action  of  heat  and  pressure,  and  applying  heat  and  pressure  to  harden 
said  material  and  unite  it  into  a  solid  body  for  Insulating  the  bars  and  holding 
them  together. 

6.  The  method  of  making  a  commutator  which  consists  in  arranging  commu- 
tator segment  bars  circumferentially  in  spaced  relation  with  a  strip  of  insulat- 
ing material  bet\veen  each  of  the  bars,  surrounding  the  inner  edges  and  ends 
of  the  bars  with  an  Insulating  material  having  the  property  of  hardening  under 
the  action  of  heat  and  pressure,  and  applying  heat  and  pressure  to  harden  said 
material  Into  a  body  which  insulates  said  bars  and  firmly  holds  them  in 
position. 

7.  A  commutator  mold  comprising  an  annular  outer  shell  having  spaced 
notches  In  its  Inner  periphery  for  receiving  strips  of  insulation^  an  inner  shell 
having  notches  therein  for  receiving  the  inner  edges  of  commutator  segment 
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bars,  the  outer  edges  of  said  bars  being  received  between  the  strips  of  insulat- 
ing material  i)osltioned  on  the  inner  periphery  of  the  outer  shell,  and  means 
for  supporting  said  shells  and  holding  them  In  position  so  that  the  spaces 
between  the  commutator  bars  may  be  filled  with  insulating  material  and  heat 
and  pressure  applied  thereto. 

In  the  prior  art  commutators  were  constructed  of  circumferen- 
tially-arranged  bars  or  segments  supported  by  strips  of  insulation 
and  held  together  by  clamping-rings  or  bolts  or  screws.  Appellant 
was  the  first  to  successfully  produce  a  purely  molded  commutator 
wherein  the  molded  insulating  material  served  both  to  insulate  and 
hold  the  bars  in  place,  dispensing  entirely  with  mechanical  support. 

A  patent  was  granted  for  the  article  produced,  and  the  present 
application  is  confined  to  the  process  and  mold.  The  scope  of  the 
claims  of  the  patent,  as  affecting  the  present  application,  is  stated 
by  the  Assistant  Commissioner  in  his  opinion,  as  follows : 

Applicant  has  been  allowed  a  patent,  No.  1.255,681,  on  the  article.  Claim  1 
of  the  patent,  which  was  granted  on  the  application  of  which  the  present  appli- 
cation is  a  division,  reads  as  follows : 

'*  1.  A  commutator  comprising  metal  commutator  bars  and  a  body  of  heat 
hardened  resinous  condensation  product  holding  said  bars  in  place.** 

Claim  4  includes  the  limitation  that  the  body  of  resinous  condensation  prod- 
uct Is  molded  about  the  bars. 

These  claims  were  allowed  in  view  of  evidence  presented  that  no  one  prior 
to  this  applicant  had  been  able  to  make  a  successful  molded  commutator,  and 
that  there  was  therefore  invention  in  using  a  resinous  condensation  product 
specifically,  "  bakelite,*'  as  the  insulating  material. 

We  think  the  allowance  of  these  claims  in  the  Patent  Office  does 
not  foreclose  appellant  from  making  the  present  method  or  process 
claims,  unless  barred  by  the  prior  art.  We  are  of  opinion  that  appel- 
lant's mold  contains  nothing  patentable  over  the  prior  art.  As  held 
by  the  Assistant  Commissioner ; 

Claim  7  is  for  the  commutator  mold  and  the  only  feature  of  this  claim 
not  found  in  the  mold  of  Lundell  (September  8,  1891)  Is  the  slots  in  the  Inner 
and  outer  shell  by  which  the  commutator  segments  are  held  In  position.  As 
pointed  out  by  the  Bxamlners-in-Chief  the  slots  shown  in  the  patent  to  Lorlmer 
(March  5,  1912)  perform  the  same  function  as  is  performed  by  applicant's 
slots. 

Therefore,  claim  7  should  be  disallowed;  but  as  to  the  process 
claims,  we  feel  constrained  to  differ  from  the  holding  of  the  Patent 
Office.  The  present  application  was  a  division  of,  and  was  copend- 
ing with,  the  application  which  resulted  in  the  patent  for  the  article. 
The  patent  is,  therefore,  not  a  bar  even  if  the  method  or  process  was 
disclosed,  inasmuch  as  it  was  not  claimed.  {The  Suffolk  Co,  v.  Hay- 
den,  3  Wall.,  315;  Ide  v.  Trorlicht  Carpet  Co.,  115  Fed.  Kep.,  137.) 

The  mere  fact  that  the  process  and  product  claims  might  have  been 
consolidated  in  a  single  patent  furnishes  no  ground  for  the  rejection 
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of  the  process  claims.    Separate  patents  may  be  issued  for  the  prod- 
uct and  the  process. 

A  single  exercise  of  the  inventive  faculties  may  produce  both  a  process  and 
its  product,  a  machine  and  the  manufiacture  it  creates,  a  composition  of  matter 
and  the  art  by  which  It  is  appUed  to  its  intended  use.  In  all  such  coses,  if 
the  inventions  are  truly  separable,  the  inventor  is  entitled  to  a  monopoly  for 
each,  although  neither  could  have  been  discovered  and  been  made  available 
without  the  other.  A  patent  for  but  one,  though  it  may  necossiuily  describe 
the  other,  is  thus  no  hindrance  to  an  application  for  a  patent  for  the  unsecured 
invention;  but  the  new  application  must  be  judged  according  to  its  own  in* 
trlnslc  merits,  as  if  no  previous  patent  had  been  granted.  (Rob.  on  Pats.^ 
sec.  466.) 

Leaving  out  of  consideration  the  product  patent,  and  considering 
the  process  claims  independently,  we  are  of  opinion  that  this  feature 
of  the  invention  is  not  anticipated  in  the  prior  art.  Appellant's 
process  produced  the  first  successful  molded  commutator.  The  suc- 
cess over  the  prior  art  consisted  in  producing  a  commutator  which 
would  withstand  the  rigorous  use  required  of  it  without  the  support 
of  rings,  bolts  or  screws.  This  was  accomplished  by  the  novel 
method  of  ma'hufacture  devised  by  api>ellant.  After  the  assembled 
bars  and  rings  in  which  the  bars  are  circumferentially  spaced  are 
placed  in  the  mold,  "powdered  'bakelite'"  is  forced  "into  the 
crevices  and  recesses  of  the  mold."  When  this  is  completed,  the 
mold  is  subjected  simultaneously  to  pressure  and  a  high  degree  of 
heat,  resulting  in  the  softening  of  the  moldable  material,  the  accu- 
rate positioning  of  the  bars  and  the  forcing  of  the  moldable  material 
into  a  compact  solid  "  body  which  insulates  said  bars  and  firmly  holds 
them  in  position."  The  basis  of  the  Commissioner's  disallowance  of 
the  process  claims  is  stated  in  his  opinion  as  follows : 

Claims  1  to  6  cover  a  process  of  making  a  commutator.  Claim  7  Is  for  the 
mold  used  in  making  this  commutator.  Claims  1  to  6  differentiate  from  the 
patent  to  Lundell  only  by  the  statement  that  the  insulating  material  which  is 
placed  between  the  segment  bars  has  the  property  of  hardening  under  heat  and 
pressure  and  that  the  heat  and  pressure  are  applied  to  harden  this  material. 

It  is  this  step  in  the  process  which,  we  think,  constitutes  invention. 

Coming  to  the  references,  the  Lieb  patent  of  September  2,  1890, 
discloses  a  process  in  which  the  insulating  material  is  first  prepared 
"  as  a  flui^  a  plastic,  or  a  semi-plastic  mass,"  and  when  the  bars  are 
spaced — 

the  insulating  material  is  allowed  to  flow  in  or  is  pressed  in  to  the  Interior  of 
the  ring  of  bars. 

It  will  be  observed  that  the  conception  of  softening  the  moldable 
material,  positioning  the  bars  radially  and  longitudinally,  and  form- 
ing a  complete  insulating-body  simultaneously  under  heat  and  pres- 
sure, was  totally  foreign  to  Lieb. 
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The  disclosure  of  Lundell  is  still  more  remote.  When  he  has  the 
sections  or  segments  arranged  in  the  form  of  a  ring,  the  ring  is 
forced  into  a  receptacle,  when,  as  he  states — 

having  thus  arranged  the  several  parts,  I  pour  into  the  annular  space  a  suitable 
Insulating  material,  which,  on  cooling  or  drying,  becomes  hard. 

He  had  no  conception  of  accomplishing  the  result  by  simultaneous 
heat  and  pressure. 

While  the  question  of  patentability  is  not  entirely  free  from  doubt, 
we  are  disposed,  in  accordance  with  our  rule  in  such  cases,  to  resolve 
the  doubt  in  favor  of  the  inventor. 

The  decision  of  the  Commissioner  of  Patent  is  affirmed  as  to 
count  7,  and  reversed  as  to  counts  1  to  6y  inclusive^  and  the  clerk  is 
directed  to  certify  these  proceedings  as  by  law  required. 

Affirmed  as  to  count  7,  and  reversed  as  to  counts  1  to  fi,  inclusvoe. 


[Court  bf  Appeals  of  the  District  of  Columbia.! 

Pembroke  v.  Sulzer. 

Bedded  May  5, 1920. 

277  O.  G.,  396;  49  App.  D.  C,  356;  265  Fed.  Rep..  996. 

Patents — Interfebencf — Disclosure  by  One  Contestant  to  the  Other. 

In  an  interference  between  S.  and  P.  relating  to  a  process  of  making 
stencil-paper  for  use  with  a  sensitized  photographic  film  and  to  the  article 
made  by  such  process  Held  the  evidence  of  disclosure  by  S.  to  P.  only  proved 
disclosure  of  the  result  to  be  accomplished  rather  than  the  specific  article 
of  the  issue  and  the  process  of  producing  the  same. 

Mr,  S.  T,  Cam^ron^  Mr,  W,  B.  Kerkam^  and  Mr.  Taylor  E.  Brown 
for  the  appellant. 

Mr.  F.  F.  Church  and  Mr.  O.  W.  Rich  for  the  appellee. 

KOBB,  c/.; 

Appeal  from  a  decision  of  an  Assistant  Commissioner  of  Patents 
in  an  interference  proceeding  reversing  the  decision  of  the  Ex- 
aminers-in-Chief  and  awarding  priority  to  Sulzer,  whose  application 
was  not  filed  until  more  than  two  years  after  he  claims  to  have  made 
the  invention  and  two  months  after  a  patent  had  been  issu^  to  Pem- 
broke, the  appellant.  The  invention  relates  to  stencil-paper  and  the 
process  of  making  it.  It  is  defined  in  six  counts,  of  which  the  first  and 
fourth  will  serve  as  examples : 

1.  The  process  of  making  flexible  opaque  stencil  paper  having  an  opaque  coat- 
ing which  can  be  removed  at  a  single  stroke  of  the  stylus  which  consists  in  first 
making  a  translucent  paper  non-nbsorbent,  then  coating  said  paper  with  an 
opaque  coating  that  will  adhere  to  said  paper  without  penetrating  the  fiber  of 
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the  paper  said  coating  being  as  flexible  as  the  paper  but  brittle  enough  to  be 
practically  all  removed  from  the  paper  by  a  single  stroke  of  the  stylus. 

4.  An  article  of  manufacture  consisting  of  a  translucent  paper  web  made  water 
proof  by  a  translucent  coating  and  then  coated  on  one  side  thereof  with  a  com- 
bination of  waxy  material  and  opaque  pigment. 

Sulzer  was  general  superintendent  of  film  manufacture  for  the 
Eastman  Kodak  Company,  to  which  company  the  application  in 
interference  was  assigned  by  him.  That  company  obtained  a  license 
and  option  to  purchase  the  Gaisman  process  for  marking  photo- 
graphic-film negatives.  The  film-cartridge  used  by  Gaisman  in- 
cludes, in  addition  to  the  film  and  red-paper  back,  a  strip  of  carbon- 
paper  interposed  between  them,  with  the  carbon  side  toward  the 
backing-paper.  In  practising  the  process  the  operator  opens  a  small 
door  or  slide  in  the  back  of  the  camera,  thus  exposing  the  backing- 
paper,  upon  which  he  writes  the  desired  notation  with  a  stylus.  The 
pressure  of  the  stylus  transfers  the  carbon  to  the  backing-paper  and 
permits  the  light  to  penetrate  the  stencil-paper  and  photographically 
imprint  the  notation  upon  the  film.  Sulzer  was  directed  to  produce 
film-rolls  for  carrying  out  this  process,  but  he  found  that  ordinary 
carbon-paper  was  unsatisfactory  for  use  in  connection  therewith. 
On  the  evening  of  February  13, 1914,  therefore,  Mr.  Pembroke,  highly 
skilled  in  the  art  and  president  of  the  Kee-Lox  Company,  (large 
manufacturers  of  carbon-paper,)  was  informed  by  Mr.  Hi^te,  man- 
ager of  the  Kodak  Park  Works  of  the  Eastman  Kodak  Company, 
that  the  company  required  a  special  carbon-paper  which  should  have 
certain  properties.    To  quote  from  the  testimony  of  Mr.  Haste : 

It  should  be  opaque  and  free  from  defects  like  pinholes  and  that  it  should 
have  the  property  of  the  carbon  being  easily  removed  when  written  upon  with  a 
pencil  or  stylus,  as  distinguished  from  the  ordinary  carbon  paper  of  which  it 
was  required  that  as  many  impressions  as  possible  could  be  taken. 

This  was  the  extent  of  the  information  given  Pembroke  by  Haste. 
He  did  not  tell  Pembroke  of  the  Gaisman  invention  or  of  the  pur- 
pose for  which  the  desired  carbon-paper  was  to  be  used,  nor  did  he 
inform  him  that  it  should  be  waterproof.  In  other  words,  Pem- 
broke was  told  in  very  general  terms  that  a  carbon-paper  was  de- 
sired possessing  some,  but  not  all,  of  the  properties  mentioned  in 
thei  claims  of  the  interference.  We  fully  agree  with  the  Examiners- 
in-Chief  that  nothing  more  was  disclosed  to  Pembroke  by  Sulzer's 
agent  Haste  than  a  result  to  be  accomplished,  and  that  Pembroke 
is  the  real  inventor  of  the  subject-matter  of  these  claims.  {Sendel- 
lack  V.  GUUtte,  C.  D.,  1904,  597;  109  O.  G.,  276;  22  App.  D.  C, 
168;  Anderson  v.  WelU,  C.  D.,  1906,  667;  122  O.  G.,  3014;  27  App. 
D.  C,  115;  Robinson  v.  McCormich,  C.  D.,  1907,  574;  128  O.  G., 
3289;  29  App.  D.  C,  98;  MoKeen  v.  Jerdone,  C.  D.,  1910,  333;  153 
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O.  G.,  272;  34  App.  D.  C,  163;  Hart  cfe  Barher  v.  Wiig,  C.  D.,  1919, 
218;  265  O.  G.,  147;  49  App.  D.  C,  78.) 

After  the  completion  of  his  invention,  but  before  manufacturing 
paper  embodying  it  for  the  Eastman  Kodak  Company,  Pembroke 
required  and  obtained  from  that  company  an  agreement  not  to  ana- 
lyze his  coating  or  "  dope."  Thereafter  large  quantities  of  paper 
were  manufactured  and  sold  by  him  to  that  company.  Having 
waited  until  after  the  issuance  of  the  Pembroke  patent  to  file  his 
application,  the  burden  is  upon  Sulzer  to  establish  his  case  beyond 
a  reasonable  doubt.  Not  only  has  he  failed  to  do  this  but,  in  our 
view,  he  has  failed  to  establish  by  even  a  preponderance  of  evidence 
that  he  and  not  Pembroke  is  the  inventor  of  the  claims  of  the  issue. 

We  therefore  adopt  the  carefully-prepared  and  satisfactory  opi/n- 
ivn  of  the  Exammers-in-Chief^  reverse  the  decision  of  the  Assistant 
Commissioner^  and  award  priority  to  Pembroke. 

Reversed. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

ESEEK  V.  YaBDLET. 

Bedded  June  2,  1920, 

277  O.  G.,  396;  App.  D.  C, ;  267  Fed.  Rep..  346. 

1.  PATKWTS — iNTEBnCBENCB — ^PRIOBmr   AWAXU>ED   TO  FDIST  TO   CJONCMVE  AND   R«- 

DT7CB  TO  PR^VCnCB. 

In  an  interference  oonteat  a  finding  that  one  of  the  parties  waa  prior 
to  the  other  In  conception  and  reduction  to  practice  is  a  sufflcl«it  basis 
for  an  award  of  priority  to  him.  In  this  proceeding  it  is  unnecessary 
to  determine  what  right  either  party  ultimately  might  have  to  a  patent, 
the  only  question  involved  being  that  of  priority  between  the  parties  to  the 
interference. 

2.  Same — ^Same — ^Access  to  Atfidavits  Piucd  Under  Rule  75. 

Where  claims  forming  the  Issue  of  an  interference  had  been  rejected 
in  view  of  a  prior  patent  and  the  rejection  withdrawn  by  the  Bxaminer 
,  in  view  of  affidavits  iBled  under  Rule  75,  which  were  then  sealed  up,  upon 
motion  to  dissolve,  alleging  non-patentability  in  view  of  such  patent,  it 
was  not  error  for  the  Patent  Office  to  refuse  access  by  the  moving  party 
to  such  affidavits,  since  the  issue  raised  by  the  affidavits— patentability — 
was  one  in  which  the  moving  party  had  no  interest  in  the  interference 
proceeding. 

8.  Same — Same — Issxje  that  o|  Pbioioty  Only. 

In  an  interference  contest  the  only  question  involved  on  appeal  to  the 
Court  of  Appeals  of  the  District  of  Columbia  is  that  of  priority  of  in- 
vention between  the  parties,  the  losing  party  having  no  standing  to  con- 
tend that  the  issue  is  not  patentable,  that  a  third  party  was  the  prior  in- 
ventor, or  that  there  Is  a  statutory  bar  to  the  Issuance  of  a  patent. 

Mr.  A.  G,  Davis  and  Mr.  Mehnlle  Church  for  the  appellant. 
Mr.  TT.  O.  Carr  for  the  appellee. 
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Appeal  from  a  Patent  Office  decision  in  an  interference  proceed- 
ing awarding  priority  to  the  senior  party  Yardley.  The  invention 
relates  to  synchronous-booster  rotary  converters  and  is  expressed  in 
two  counts,  which  need  not  be  reproduced  here. 

The  Board  of  Examiners-in-Chief  and  the  Assistant  Commis- 
sioner, after  a  careful  analysis  of  the  testimony,  reached  the  con- 
clusion that  Yardley  was  the  first  to  conceive  and  first  to  reduce  to 
practice,  and  we  are  in  accord  with  those  findings.  Counsel  for 
appellant  contend  here,  as  below,  that  the  mere  fact  that  Yardley 
was  the  first  to  conceive  and  first  to  reduce  to  practice  is  not  sufficient 
ground  upon  which  to  base  an  award  of  priority  to  him.  The  As- 
sistant Commissioner  directed  attention  in  his  opinion  to  the  fact 
that  such  has  been  the  rule  in  the  Patent  Office  since  1872,  and  that 
the  rule  has  received  the  approval  of  this  court  in  Hubbard  v.  Berg 
(C.  D.,  1913, 460 ;  195  O.  G.,  818 ;  40  App.  D.  C,  577)  and  Thompson  v. 
jStorrie  (CD.,  1917,  222;  245  O.  G.,  845;  46  App.  D.  C,  324.)  We 
can  find  no  sufficient  reason  for  the  overturn  of  this  long-established 
rule  and  the  decision  of  this  court  approving  it. 

In  the  Patent  Office  each  party,  as  frequently  happens,  urged  the 
non-patentability  of  the  issue  to  the  other  party,  Erben  contending 
that  the  French  patent  to  Siemens- Schuckert,  dated  January  20, 1913, 
anticipates  Yardley,  and  hence  that  the  interference  should  be  dis- 
solved. The  Law  Examiner  ruled  against  Erben's  contention  and 
declined  to  dissolve  the  interference.  Yardley  had  satisfied  the  Pri- 
mary Examiner  on  this  point  by  filing  affidavits  under  Rule  75  of 
the  Patent  Office,  for  the  purpose  of  overcoming  this  reference. 
Erben  contended  below,  as  here,  that  he  should  have  been  permitted 
to  inspect  those  affidavits. 

In  Guenifet  v.  Wictorsohn  (C.  D.,  1908,  367;  134  O.  G.,  779;  30 
App.  D.  C,  432)  we  ruled  that  it  was  unnecessary  to  determine  what 
right  either  party  to  an  interference  ultimately  might  have  to  a 
patent,  the  only  question  involved  being  that  of  priority  between  the 
parties  to  the  interference.  In  Lecroix  v.  Tiberg  (C.  D.,  1910,  263; 
160  O.  G.,  267;  33  App.  D.  C,  586)  and  in  Garnmeter  v.  Thropp 
(C.  D.,  1915,  59;  210  O.  G.,  1397;  42  App.  D.  C,  564)  we  held,  fol- 
lowing our  decision  in  Buraon  v.  Vogel^  (C.  D.,  1907,  669;  131  O.  G., 
942;  29  App.  D.  C,  388,)  that  the  possible  existence  of  a  statutory 
bar  of  public  use  to  the  issuance  of  a  patent  to  one  of  the  parties  to  an 
interference,  is  not  an  issue  in  that  interference.  We  have  repeatedly 
held  that  the  question  of  patentability  is  not  before  us  in  an  inter- 
ference proceeding.  {Sobey  v.  IloUclaw,  C.  D.,  1907,  465 ;  126  O.  G., 
3041 ;  28  App.  D.  C,  65 ;  Mell  v.  Midgley,  C.  D.,  1908,  512 ;  136  O.  G., 
1534;  31  App.  D.  C,  534,  and  Norling  v.  Hayes,  C,  D.,  1911,  347;  166 
O.  G.,  1282;  37  App.  D.  C,  169.) 
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The  issue  here  is  between  the  parties  to  the  interference,. and  the 
losing  party  has  no  standing  to  contend  that  a  third  party  really  is 
the  prior  inventor.  That  such  was  the  contention  in  the  Patent 
Office  is  apparent  from  the  Assistant  Commissioner's  decision,  wherein 
it  is  stated : 

Erben  contends  that  the  Issue  Is  not  patentable  to  Yardley  since  the  showing 
made  by  him  to  establish  that  he  made  the  Invention  prior  to  the  date  of  a 
certain  French  patent  was  not  sufficient,  and  Yardley  contends  that  what  Erben 
did  was  in  view  of  the  state  of  the  art  not  patentable  over  the  disclosure  made 
in  what  is  known  as  tlie  "  Power  "  article.  ♦  ♦  ♦  Neither  of  these  questions 
is  properly  to  be  considered  on  an  appeal  on  priority. 

The  Assistant  Commissioner  clearly  was  right,  for  Yardle^^  even 
assuming  that  he  was  anticipated  by  the  French  patent,  still  would 
be  prior  to  Erben.  Since  the  issue  raised  by  the  affidavits  filed  by 
Yardley  was  one  in  which  Erben  had  no  interest  in  the  interference 
proceedings,  the  Patent  Office  did  not  err  in  denying  Erben's  motion 
to  inspect  them. 

The  decision  is  affirmed. 

Affirmed. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

Blaine  v.  White. 

Decided  June  2, 1920, 

277  O.  G.,  787 ;  50  App.  D.  C, ;  267  Fed.  Rep.,  340. 

Patents — Interference — Review  of  Ooncuhrino  Decisions  of  the  Patent 
Office. 
Where  the  line  which  separates  the  respective  contentions  of  the  parties 
to  an  interference  Is  quite  attenuated  and  not  easily  perceived  and  the  Just 
consideration  of  the  case  calls  for  expert  knowledge,  the  concurring  de- 
cisions of  the  Patent  Office  tribunals  will  not  be  disturbed  by  the  court 
except  where  error  very  clearly  appears. 

Mr.  L.  T.  Greist  and  Mr.  ^y.  N.  Cromwell  for  the  appellant. 
Mr.  J.  Edgar  Bull  for  the  appellee. 

Smyth,  C.  J. : 

Blaine  appeals  from  an  award  of  priority  against  him  in  an  inter- 
ference proceeding.  The  invention  involved  relates  to  a  sheet-guide 
adjustment  on  a  printing-press.  We  do  not  think  it  necessary  to  set 
out  any  of  the  counts  of  the  issue  in  view  of  the  manner  in  which  we 
think  the  matter  should  be  disposed  of.  Blaine  moved  to  dissolve 
the  interference  on  the  ground  that  count  1  was  unpatentable  in  new 
of  the  prior  art,  and  that  the  party  White  had  no  right  to  make 
count  2  of  the  issue.    This  motion  was  overruled  by  the  Law  Exam- 
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iner.  Blaine  stood  upon  the  record,  took  no  testimony,  and  judg- 
ment of  priority  was  given  against  him,  he  being  the  junior  party. 
Afterward  he  filed  several  motions  in  the  Office,  all  of  which  were 
denied.  On  appeal  from  the  decision  of  the  Examiner  of  Interfer- 
ences he  was  defeated  before  the  Board  of  Examiners,  and  their 
action  was  affirmed  by  the  First  Assistant  Commissioner. 

The  subject  involved  is  intricate,  and  its  just  consideration  calls 
for  expert  knowledge.  The  line  which  separates  the  respective  con- 
tentions of  the  parties  is  quite  attenuated  and  not  easily  perceived. 
It  is  the  settled  rule  of  this  court  that  where  the  three  tribunals  of 
the  Patent  Office  concur  in  the  disposition  of  such  a  case,  the  decision 
of  the  Commissioner  will  not  be  disturbed  by  this  court  except  where 
error  very  clearly  appears.  {C reveling  v.  Jepson^  C.  D.,  1918,  209; 
256  O.  G.,  226;  47  App.  D.  C,  597;  Lindviark  v.  HodgUnaon,  C.  D.^ 
1908,  540;  137  O.  G.,  228;  31  App.  D.  C,  612;  Murphy  v.  Meismerj 
C.  D.,  1906, 592;  114  O.  G.,  1830;  24  App.  D.  C,  260;  Ston^  v.  Pupiriy 
C.  D.,  1902,  550;  100  O.  G.,  1113;  19  App.  D.  C,  396;  Podlesdk  v. 
Mclnnemey,  C.  D.,  1906,  558;  120  O.  G.  2127;  26  App.  D.  C,  399.) 

Blaine  admits  the  rule  but  denies  its  applicability.  He  says  that 
the  three  tribunals,  while  reaching  the  same  conclusion,  did  so  by 
different  routes,  some  of  which  are  inconsistent,  or  at  least  are  not 
identical  with  the  others.  We  think  not.  The  Law  Examiner  held 
that  the  counts  were  patenf&ble  and  readable  upon  the  disclosures  of 
both  parties.  In  this  he  was  affirmed  by  the  Examiner  of  Interfer- 
ences. On  appeal  the  Board  of  Examiners  rejected  Blaine's  conten- 
tion that  the  counts  were  inconsistent,  and  refused  to  consider  the 
prior  art,  because  the  meaning  of  the  counts  were  not  obscure  and 
therefore  needed  no  construction. 

The  necessity  for  Judicial  construction  never  arises  until  uncertainty  Is  en- 
countered.   Mayo  V.  Whedon,  47  App.  D.  C,  138. 

The  Board  su.stained  the  lower  tribunals  in  their  holding  that  the 
counts  were  patentable  and  readable  on  the  claims  of  both  parties. 
In  this  they  were  affirmed  by  the  Assistant  Commissioner,  who  held 
that  Blaine  had  in  no  way  established  that  the  claims  were  not  read- 
able on  the  application  of  White.  Having  failed  to  do  this,  White 
was  necessarily  entitled  to  priority,  being  the  senior  party,  and  Blaine 
taking  no  testimony  to  overcome  his  date.  We  think  the  rule  perti- 
nent, and  that  there  is  a  total  absence  of  such  error  as  would  warrant 
us  in  overruling  the  Commissioner. 

There  is  nothing  in  Podleaak  v.  Mclnnemey  (C.  D.,  1906,  558 ;  120 
O.  G.,  2127;  26  App.  D.  C,  399)  requiring  a  different  conclusion.  It 
was  there  ruled  that  if  a  certain  course  was  followed  in  construing 
the  claims,  it  might  be  found  that  there  was  no  interference  in  fact,, 
and  the  court  sent  the  matter  back  to  the  Patent  Office  "  for  further 
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consideration  as  to  the  identity  of  invention."    Between  this  and 
what  was  held  in  the  instant  case  we  perceive  no  conflict. 

For  the  reasons  stated  the  decision  of  the  Patent  O-ffice  is  a^ffinned 
and  priority  is  awarded  to  Joseph  White^  the  senior  party, 

Affinned. 


[Court  of  Appeals  of  tbp  District  of  Columbia.] 

Bruckman  V,  Miller. 

Decided  June  2,  1920. 

277  O.  G.,  787;  50  App.  D.  C, ;  267  Fed.  Rep.,  338. 

1.  Patents — Intebference — Reopening    After    Appeal    to    Commissioner    to 

Take  Further  Proofs. 
In  an  interference  between  B.  and  M.,  in  which  the  question  was  one  oi 
originality,  where,  after  hearing  on  appeal  to  the  Commissioner  from  a 
decision  of  the  Examiners-in-Chlef  awarding  priority  to  M.,  B.  filed  a  mo- 
tion to  reopen  the  interference  to  take  the  testimony  of  M.,  supporting  the 
motion  by  affidavits  executed  by  M.  to  the  effect  that  B.  disclosed  the  inven- 
tion to  him,  it  was  error  to  refuse  the  motion  to  reopen. 

2.  Same — Same — Power  of  Commissioner  to  Reopen  Interference  to  Take 

Additional  Testimony. 
Interfer«5ce  proceedings  are  of  an  equitable  nature,  and  so  long  as  a  case 
is  pending  In  the  Patent  Office  it  Is  within  •the  supervision  of  the  Commis- 
sioner, who  is  charged  with  the  duty  of  seeing  that  full  justice  is  done,  and 
he  may,  under  his  supervisory  power,  order  a  case  reopened  for  the  taking 
of  additional  testimony. 

3.  Same — Same — Originality. 

In  an  interference  between  B.  and  M.,  involving  the  question  of  origi- 
nality, evidence  considered  and  Held  that  B.  disclosed  the  invention  in  issue 
to  M. 

Mr,  A.  E.  Dieterich  for  the  appellant. 
Mr,  F,  8,  Oeisler  for  the  appellee. 

Van  Oesdel,  /.; 

The  issue  of  this  interference  relates  to  the  invention  of  a  machine 
for  making  cones  used  as  receptacles  for  ice-cream. 

It  is  unnecessary  to  set  out  the  claims  or  to  consider  the  invention 
in  detail,  since  the  appeal  turns  wholly  upon  the  question  of  origi- 
nality. 

It  is  urged  by  appellant,  the  junior  party,  that  appellee  Miller 
derived  from  him  the  information  which  enabled  him  to  file  his 
application  for  patent. 

Certain  conceded  facts  are  important.  Both  parties  were  em- 
ployed by  the  Crystal  Ice  &  Storage  Company,  of  Portland,  Oreg. 
Miller  had  access  to  the  room  where  Bruckman  was  engaged  in 
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building  a  rotary  cone-making  machine  which  he  had  invented,  and 
of  which  the  present  invention  is  a  modification.  Miller  admits  that 
he  frequently  visited  the  room  where  Bruckman  was  at  work,  and 
admits  that  Bruckman  disclosed  to  him  the  broad  idea  of  the  present 
invention,  but  denies  that  he  derived  from  him  any  information  as 
to  the  details  by  which  the  problem  could  be  solved. 

The  Examiner  of  Interferences  foimd  in  favor  of  Bruckman,  but 
was  reversed  by  the  Board  of  Ezaminers-in-Chief  and  the  Assistant 
Conmiissioner,  upon  the  ground,  as  stated  by  the  Commissioner — 

if  the  claims  cover  broadly  the  mere  reversal  of  the  moving  parts  (the  molds 
and  the  batter  carriage)  in  the  machine  of  this  patent,  then  it  Is  clear  that 
either  there  was  no  Invention,  or  that  Miller  got  the  broad  idea  from  Bruckman. 
If,  on  the  other  hand,  the  invention  Is  more  narrowly  the  specific  means  of 
operating ;  that  is  to  say,  the  solution  of  the  problem  of  reversing  the  relative 
motions  of  the  heavy  and  light  parts, — then  Bruckman  entirely  falls  to  show 
any  disclosure  to  Miller. 

We  are  convinced  from  a  careful  review  of  the  testimony  that 
Bruckman  not  only  disclosed  to  Miller  the  broad  idea  of  the  inven- 
tion, but  the  means  of  operation,  to  enable  Miller,  with  the  additional 
knowledge  he  had  of  the  Bruckman  rotary  machine  then  in  course 
of  construction,  and  with  the  assistance  of  counsel,  to  prepare  his 
application  for  patent.  In  these  matters  Miller  stands  alone,  while 
Bruckman  is  amply  corroborated.  This  deduction  from  the  testi- 
mony is  verified,  however,  by  the  sworn  admissions  of  Miller.  When 
the  case  was  pending  on  appeal  before  the  Assistant  Commissioner, 
Miller  voluntarily  made  two  affidavits  in  which  he  admitted  that  he 
derived  the  whole  invention  from  Bruckman.  He  states  in  the  first 
affidavit  as  follows : 

I  make  this  affidavit  for  the  reason  that  I  have  been  instrumental  in  causing 
Mr.  Bruckman  a  good  deal  of  trouble  and  expense  and  that  Mr.  Bruckman  origi- 
nated the  Idea  of  the  machine  I  have  been  heretofore  claiming  as  my  own. 

In  the  second  affidavit,  after  stating  in  detail  the  circumstances 
under  which  he  derived  the  information  from  Bruckman,  he  says : 

As  heretofore  stated,  I  made  this  affidavit  and  the  affidavit  dated  December 
25,  1918,  of  my  own  free  will ;  that  I  have  not  received  any  money  or  property 
of  any  kind  or  promise  of  reward  for  making  the  same ;  that  I  voluntarily  ap- 
proached Mr.  Bruckman  and  told  him  what  I  would  do ;  that  we  have  discussed 
what  occurred,  when  he  was  working  on  his  machine  and  from  talking  the  mat- 
ter over,  my  mind  has  been  refreshed  and  matters  that  did  not  transpire  have 
been  called  to  mind ;  that  I  had  entirely  forgotten.  I  very  much  regret  to  make 
this  affidavit  I  feel  it  my  duty  now  to  make  the  affidavit ;  that  I  am  convinced 
that  I  would  not  have  been  able  to  build  this  machine  if  I  had  not  obtained  the 
original  Idea  from  Mr.  Bruckman. 

The  Commissioner,  in  denying  Bruckman's  motion  to  reopen  the 
proofs  and  introduce  the  testimony  of  Miller,  gave,  as  a  reason,  that 
in  the  affidavits — 
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Miller  fails  to  say  that  Bruckman  disclosed  to  him  the  real  iDvention  in  issue. 

and  also  that  the  affidavits  did  not  disclose  newly-discovered  evi- 
dence— 

for  not  only  was  it  open  to  Bruclmian  to  take  Miller's  testimony  at  the  time 
of  taking  his  proofis,  but  Miller  was  bound  to  know  when  he  testified,  all  that 
he  now  alleges  he  knows  and  proposes  to  testify. 

These  proceedings  are  of  an  equitable  nature,  and,  so  long  as  the 
case  is  pending  in  the  Patent  Office,  it  is  within  the  supervision  of 
the  Commissioner,  who  is  charged  with  the  duty  of  seeing  that  full 
justice  is  done,  proceeding  with  due  regard  for  the  requirements 
of  the  statutes  and  the  rules  of  practice  affecting  procedure  in  the 
Patent  Office.  There  was  nothing,  however,  to  prevent  the  Commis- 
sion^r  in  the  exercise  of  his  supervisory  power  to  order  the  case 
reopened  for  the  taking  of  additional  testimony. 

While  the  denial  of  the  motion  to  reopen  the  case  constitutes  re- 
versible error,  which  would,  standing  alone,  necessitate  sending  the 
case  back  for  the  taking  of  further  testimony,  we  deem  this  course 
unnecessary,  since  on  the  evidence,  regardless  of  the  affidavits,  Brack- 
man  is  entitled  to  priority. 

The  decision  of  the  Commissioner  of  Patents  is  reversed^  and  the 
clerk  is  directed  to  certify  these  proceedings  as  by  law  required. 

Reversed. 


The  decision  of  the  Assistant  Commissioner  reads  as  follows : 

Cay,  AssiBtant  Commissioner: 

Bruckman  appeals  from  a  decision  of  the  Examlners-in-Ghief  which,  reversing 
the  decision  of  the  Examiner  of  Interferences,  awarded  priority  to  MiUer  on  an 
issue  in  ten  counts  sufficiently  illustrated  by  the  following : 

"1.  In  a  baking  machine  including  a  carriage  for  conveying  batter  to  the 
oven  and  moving  adjacent  the  latter,  an  oven  comprising  a  core,  a  conforming 
mold  for  said  core  comprising  separable  parts,  pivoted  arms  operating  the 
separable  parts,  means  for  heating  the  oven,  and  means  on  the  carriage  for 
operating  said  pivoted  arms,  whep^y  said  molds  are  opened  and  closed  in  time 
with  the  movement  of  the  carriage. 

"  8.  In  a  machine  of  the  class  described,  a  plurality  of  sets  of  molding  devices 
relatively  stationarily  located,  a  carriage  adapted  to  be  passed  along  from  one 
set  of  molding  devices  to  another,  each  of  said  molding  devices  including  parison 
molds  and  cores  therefor,  and  mold-section  securing  latches,  a  batter  reservoir 
on  the  carriage,  devices  on  the  carriage  for  engaging  said  mold-section  securing 
devices  to  unlock  the  same  and  open  the  molds,  devices  on  the  carriage  fOr 
raising  the  cores  in  the  molds  to  strip  the  molded  product  from  the  same,  a 
device  on  the  carriage  for  engaging  the  mold  securing  means  to  reclose  the 
parison  mold  sections,  instrumentalities  on  the  carriage  fbr  transferring  the 
batter  from  the  reservoir  to  the  molding  devices. 

"  6.  In  a  machine  of  the  class  described,  a  plurality  of  sets  of  molding  devices 
relatively  stationarily  located  and  each  comprising  a  pair  of  female  half  molds 
and  a  core  for  the  same,  devices  connecting  said  half  molds  together,  a  carriage 
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designed  to  be  passed  by  said  molds,  a  batter  reservoir  on  said  carriage,  meai)s 
on  said  carriage  for  engaging  said  half-mold  connecting  means  to  open  tlie  half- 
mold  sections,  means  on  said  carriage  for  raising  the  cores  to  strip  the  cones 
from  the  same»  means  on  said  carriage  for  engaging  said  half  mold  connecting 
means  to  reclose  said  half  mold  members,  and  mechanism  on  the  carriage  coop- 
erating with  the  molding  devices  for  supplying  batter  thereto,  said  molding 
devices  including  heat  applying  instrumentalities  for  baking  purposes. 

"9.  In  a  machine  of  the  class  described,  a  plurality  of  sets  of  molding  de- 
vices arranged  in  a  row,  each  set  of  molding  devices  comprising  sectional  molds 
and  cores  for  the  same,  a  carriage  arranged  to  be  passed  along  by  the  molds, 
batter  supplying  instrumentalities  on  said  carriage,  mold  opening  and  closing 
mechanism  on  the  carriage,  and  means  for  holding  the  carriage  in  position 
with  respect  to  the  difterent  molds  while  effecting  the  operation  of  charging 
the  molds  with  batter.'* 

The  main  question  seems  to  be  one  of  originality;  but  a  proper 
determination  of  this  requires  a  clear  delineation  of  the  invention  in 
issue.  The  Examiner  held  that  Bruckman  had  disclosed  it  to  Miller. 
The  Examiners-in-Chief  held  this  to  be  error.  In  reaching  their 
conclusions  these  tribunals  attributed  to  the  claims  very  different 
scopes.  Bruckman  developed  the  rotary  machine  of  his  patent,  No. 
1,071,027,  August  26,  1913.  If  the  claims  cover  broadly  the  mere 
reversal  of  the  moving  parts  (the  molds  and  the  batter-carriage)  in 
the  machine  of  this  patent,  then  it  is  clear  that  either  there  was  no 
invention  or  that  Miller  got  the  broad  idea  from  Bruckman.  If,  on 
the  other  hand,  the  invention  is  more  narrowly  the  specific  means  of 
operating — that  is  to  say,  the  solution  of  the  problem  of  reversing 
the  relative  motions  of  the  heavy  and  light  parts — ^then  Bruckman 
entirely  fails  to  show  any  disclosure  to  Miller. 

The  claims  originated  in  part  in  each  of  the  applications ;  but  it  is 
obvious  from  the  histories  of  both  applications  that  the  invention  is 
not  broad  enough  to  read  upon  a  mere  reversal  of  the  parts  in  Bruck- 
man's  patented  rotary  machine.  There  was  no  invention  in  the 
mere  idea  of  making  the  mold  stationary  and  moving  the  carriage 
for  the  batter;  but  the  invention  was  in  the  means  of  successfully 
accomplishing  this  desired  end.  Yet  what  Bruckman  disclosed  to 
Miller,  even  according  to  his  own  testimony,  was  just  this.  This 
was  a  statement  of  the  problem,  not  its  solution.  Not  only  does 
Miller  iBatly  deny  Bruclnnan's  statement  that  Bruckman  disclosed 
the  invention  to  him,  but  I  think  Bruckman  himself  corroborates 
Miller's  position.  Over  and  over  again  he  says  that  he  disclosed 
only  the  general  idea  of  the  stationary  mold  and  the  moving  carriage 
as  an  alternative  form  of  his  own  rotary  machine,  which  had  travel- 
ing molds.  Bruckman  says  at  page  26  that  in  1909  he  conceived  two 
ways  of  making  an  automatic  cone-baking  machine : 

One  way  was  to  place  the  molds  on  a  bench  or  in  a  row  and  operating  then> 
with  a  carriage  with  devices  for  operating  the  molds,  or  by  placing  the  molds- 
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on  a  rotatable  wheel  anrj  have  the  operating  devices  stationary,  which  would 
operate  the  molds  as  they  passed. 

He  went  on  and  developed  the  rotary  machine  of  the  patent  re- 
ferred to  and  abandoned  the  reciprocating  machine.  In  Miller's 
machine  the  mold  or  "oven"  (Figures  6  and  7)  is  composed  of  the 
two  halves  m  on  pivoted  arms  n  and  a  core  i,  which  has  a  vertical 
reciprocation  to  strip  off  the  cone  when  the  female  mold  is  open. 
The  whole  mold  remains  in  place,  while  the  carriage  p  passes  under 
it,  acting  to  open  the  mold  by  means  of  a  cam  ^,  lifting  the  slotted 
cam-plate  k.  Before  this  the  core  i  is  raised,  as  in  Fig.  7,  so  that 
the  baked  cone  may  drop  oflf.  Thereupon,  the  carriage  being  now 
stopped  and  the  female  mold  out  of  the  way,  the  batter-dipper  «'  is 
raised  to  coat  the  core  i  with  new  batter.  Both  parts  of  the  mold 
carry  electric  heating  devices.  This  machine  is  in  many  ways  dif- 
ferent from  Bruckman's  patented  machine,  and  Bruckman  is  in  error 
in  thinking  that  it  is — 

simply  a  reversal  of  the  parts ;  that  Is,  in  the  rotary  machine  the  parts  that  are 
movable  are  stationary  in  the  reciprocating  type  and  the  parts  that  are  movable 
in  the  reciprocating  type  are  stationary  in  the  rotary,  (p.  30.) 

All  Bruckman's  testimony  rests  on  this  error.  At  page  32  he 
agrees  with  the  Examiner's  attempted  testimony  that  the  invention 
in  issue  is  this  mere  reversal  of  parts.  While  he  says  at  page  42 
that  he  had  the  idea  of  lifting  the  batter-cup  to  apply  batter  to  the 
cone,  he  says  that  he  gave  up  that  idea  and  that  he  never  built  any 
machine  of  that  type  at  all,  (p.  43  and  p.  59.)  He  seems  reluctant 
(p.  63)  to  state  that  the  machine  of  his  present  application  was  pat- 
entable over  the  patented  machine. 

I  think  it  reasonably  clear  that  whatever  specific  idea  Bruckman 
may  have  had  at  the  time  of  his  conference  with  Miller  he  deliber- 
ately  abandoned  it  in  favor  of  the  rotary  type  of  machine.  (See 
X-Q.  16,  p.  67.) 

As  to  what  he  actually  described  to  Miller,  he  says,  (p.  70 :) 

I  don't  remember  whether  I  had  any  drawings  or  not  I  think,  though,  I  made 
some  sketches  in  order  to  explain  to  him  how  I  had  planned  on  building  it 
♦  ♦  ♦  They  would  only  show  the  broad  construction  of  it  I  would  not  draw 
out  any  detail  work  on  it;  simply  showing  the  difference  between  how  the 
machine  could  be  constructed  in  this  form  of  a  reciprocating  type  rather  than 
the  rotary. 

What  he  explained  to  Miller  was  just  what  he  explained  to  others, 
(p.  68.)  When  specially  urged  to  state  definitely  just  what  he  dis- 
closed to  Miller,  he  was  unable  to  recollect  anything  more  than  the 
mere  matter  of  reversibility,  broadly  considered.  (R.  D.  Q.  2,  p.  80.) 
Nowhere  in  his  record  is  there  any  statement  of  any  particular  con- 
struction disclosed  to  Miller. 
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To  construe  the  issues  to  mean  what  Bruckman  disclosed  to  Miller 
is  to  construe  them  out  of  existence,  for  in  that  case  there  is  no  inven- 
tion involved.  On  the  other  hand,  the  broadest  of  the  claims  in 
issue  requires  a  batter-conveying  carriage  moving  past  an  oven  whicn 
comprises  a  core  and  a  female  mold  in  separable  parts  mounted  on 
pivoted  arms  and  devices  on  the  carriage  for  operating  said  arms, 
together  with  heating  means  for  the  oven.  In  the  machines  of  both 
parties  this  heating  means  for  the  oven  is  a  part  of  or  fixed  to  the 
oven  and  has  no  relative  motion,  as  is  the  case  of  the  gas-jets  in  the 
rotary  machine  of  the  patent.  Supposing  one  to  have  the  patent 
before  him  and  to  be  told  that  the  parts  might  be  reversed,  so  as  to 
leave  the  molds  stationary  and  move  the  battery-carriage  relatively 
thereto,  he  would  still  have  about  as  much  of  a  problem  to  solve  in 
order  to  arrive  at  the  invention  in  issue  as  if  he  had  had  the  dis- 
closure of  the  patent  alone. 

Not  only  does  Bruckman's  testimony  entirely  fail  to  show  a 
disclosure  to  Miller  of  the  particular  construction  which  constitutes 
the  invention  in  issue,  but  I  think  what  Bruckmaii  and  his  witnesses 
do  say  substantially  corroborates  Miller's  testimony  that  Bruckman 
did  not  disclose  the  invention  to  him.  Bruckman*s  brother,  L.  A. 
Bruckman,  although  Attempting  to  state  on  hearsay  that  Miller  got 
his  ideas  from  Bruckman,  is  yet  unable  himself  to  relate  any  conver- 
sation in  which  Miller  could  have  gotten  anything  more  than  the 
bare  suggestion — 

that  the  movable  parts  on  the  rotary  machine  would  be  stationary  and  placed 
on  a  bench  on  a  straight  line  and  some  kind  of  a  device  to  travel  alonp  to 
open  and  close  It  and  operate  it,  (p.  111.) 

Witness  Fosdick  not  only  makes  it  clear  that  Bruckman  aban- 
doned the  idea  of  the  reciprocating  machine,  but  he  says  that  from 
the  information  he  got  from  Bruckman  he  would  still  "  have  had  to 
work  out  the  dimensions  and  all  the  details,"  (p.  120.)  He  nowhere 
states  anything  definite  as  being  disclosed  even  to  him,  and  it  is  obvi- 
ous that  he  does  not  because  he  cannot. 

After  hearing  was  had  on  this  appeal  Bruckman  filed  a  motion  to 
reopen  the  proofs  and  introduce  testimony  of  Miller  to  tlie  effect 
that  he,  Miller,  received  a  disclosure  from  Bruckman.  The  motion 
is  supported  by  affidavits  of  Miller  attempting  a  disclaimer  of  in- 
ventorship ;  but  even  in  this  attempted  disclaimer  Miller  fails  to  say 
that  Bruckman  disclosed  to  him  the  real  invention  in  issue.  After 
saying— 

1  lost  track  of  the  fact  that  I  got  the  Idea  of  my  machine  from  Mr.  Bruckman, 
and  although  he  has,  since  giving  his  testimony,  discussed  with 
Bruckman  what  occurred  at  the  time  of  the  alleged  disclosure  of 
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Bruckman  to  Miller  and  although  he  has  had  his  mind  refreshed  and 
says  he — 

felt  convinced  that  he  would  not  have  been  able  to  build  this  machine  If  he 
had  not  obtained  the  original  idea  from  Bruckman, 

yet  when  he  comes  to  state  what  idea  he  did  get  from  Bruckman 
he  does  not  state  any  idea  that  constitutes  the  invention  in  issue. 
With  the  rotary  machine  before  them  both,  he  says,  Bruckman — 

stepped  over  to  the  bench  and  he  demonstrated  how  he  could  take  these 
ovens  and  set  them  spaced  the  proper  distance  apart  in  a  longitudinal  way, 
or  In  other  words,  side  by  side  on  this  bench  and  then  have  a  carriage  or 
device  which  I  can  operate  by  hand  or  operate  the  molds  that  would  travel 
forward  and  backward  and  operate  the  different  cams  much  better  than  as  set 
up  on  this  frame  or  round  wheel.    (Affidavit  dated  December  25,  1918,  p.  2.) 

This  is  all  of  the  description,  and  it  falls  short  of  covering  the 
invention  in  issue.  There  is  not  in  the  entire  record  aay  description 
of  any  means  for  operating  the  reciprocating  machine,  as  in  the 
applications  of  the  parties  hereto  nor  as  contemplated  by  the  issues. 

It  is  clear  enough  that  Miller  would  be  estopped  to  deny  that  he 
is  the  inventor  so  far  as  such  denial  is  detrimental  to  the  interests 
of  his  assignee  and  as  against  that  assignee,  (Bob.  on  Pats.,  Vol.  Ill, 
p.  260;)  but  I  know  of  no  law  by  which  the  estoppel  could  bind 
Bruckman  unless  there  is  some  privity  between  Miller  and  Bruck- 
man. (A.  and  E.  EncycL,  Vol.  II,  p.  439.)  Bruckman  was  at  the 
proper  time  entitled  to  use  any  witness  he  could  find  to  prove  his  dis- 
closure to  Miller  and  could  have  used  Miller  himself.  Thus  if  on 
cross-examination  Miller  had  admitted  that  Bruckman  disclosed  to 
him  that  would  certainly  have  be^i  admissible  evidence  for  Bruck- 
man, notwithstanding  it  operated  in  derogation  of  the  rights  of 
Miller's  assignee,  the  real  party  in  interest  against  Bruckman.  In 
other  words,  the  estoppel  against  Miller  does  not  go  to  the  extent  of 
making  his  testimony  inadmissible  to  show  that  he  was  not  the  in- 
ventor when  that  testimony  is  taken  for  the  benefit  of  Bruckman, 
who  was  not  a  party  to  the  transaction  which  worked  the  estoppel. 
(See  De  Laval  Co.  v.  Vermont  F.  M.  Co.,  135  Fed.  Rep.,  772.) 

But  Bruckman's  motion  to  reopen  is  refused  on  other  grounds. 
There  is  here  no  newly-discovered  evidence  in  any  such  sense  as 
would  warrant  a  reopening,  for  not  only  was  it  open  to  Bruckman  to 
take  Miller's  testimony  at  the  time  of  taking  his  proofs,  but  Miller 
was  bound  to  know,  when  he  testified,  all  that  he  now  alleges  he 
knows  and  proposes  to  testify.  The  sources  of  his  knowledge  were 
the  same  then  as  now.  A  mere  change  of  mind  or  better  recollection 
upon  further  thought  is  no  ground  for  reopening.  Besides  which, 
his  change  of  mind  is  open  to  suspicion  under  the  circiimstances.  No 
new  facts  have  been  found.  His  interests  have  changed  somewhat, 
since  he  is  now  an  employee  of  Bruckman's  company.    Moreover,  in 
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any  case  his  testimony  would  not  be  any  stronger  proof  than  his 
present  attempted  admission  against  inter^^  and  his  affidavit  is  not 
only  not  convincing,  but  even  if  believed  it  apparently  shows  that  if 
he  did  testify  he  would  only  corroborate  hi»  previous  testimony,  at 
least  so  far  as  it  is  concerned  with  the  particulars  of  the  invention  in 
issue.  He  does  not  state  any  good  reason  why  he  was  mistsiken  in 
the  first  place  or  why  his  testimony  on  this  point  now  would  better 
accord  with  the  rest  of  his  testimony. 

The  motion  to  reopen  the  proofs  being  denied^  I  am  satisfied  that 
Miller  was  the  first  in/ventor  of  the  is»m'  for  the  reasons  more  fuUy 
given  by  the  Examiners-in'Chief.  I  entirely  agree  with  them^  and 
their  decision  is  affirmed. 

[Court  of  Appeals  of  the  District  of  GolmnblB.] 

The  Prbst-0-Lite  Company,  Inc.,  v.  Play-0-Litb  Company,  Ino 

Decided  June  2,  1920, 

2TI  O.  a,  790;  50  App.  D.  C, ;  267  Fed.  Rep.,  SSa 

Trade-Masks — "  Pkbst-O-Lite  " — ^Right  to  Pbevent  Registration  of  "  Plat-0- 
Lite  "  in  Fisld  Occupied  bt  Similab  Mabkb. 
Wbere  opposer  adopted  the  mark  "  Prest-O-Lite  **  In  1904  for  use  on  gas- 
tanks  and  did  not  extend  its  use  to  storage  batteries  until  1915,  it  is  not 
entitled  to  successfully  maintain  opposition  to  the  registration  of  **  Play-O- 
Llte,"  adopted  by  appHcQut  in  1917  for  electric  lamps,  where  others  had 
adopted  and  used  the  words  "Linollte,"  "Tubolite,"  "Portalite,"  and 
"  Pract-El-Lite "  prior  to  opposer's  extension  of  its  mark  to  storage  bat- 
teries and  had  registered  the  same* 

Mr.  E.  W.  Bradford  for  the  appellant. 
Mr.  Wm.  F.  Hall  for  the  appellee. 

RoBB,  J.:  •        • 

Appeal  from  concurrent  decisions  of  the  Patent  Office  in  a  trade- 
mark opposition  proceeding. 

In  1904  appellant  adopted  the  mark  "Prest-O-Lite"  for  use  on 
gas-tanks,  and  in  1915  it  applied  the  same  mark  to  the  manufacture 
of  storage  batteries.  In  1917  appellee  adopted  the  mark  "Play- 
0-Lite"  for  use  on  electric  lamps  for  illuminating  the  front  of 
pianos.  The  record  shows  that  "Linolite"  was  registered  for  use 
on  incandescent  electric  lamps  in  1907,  the  application  showing  use 
of  the  mark  since  1902.  "  Tubolite  "  was  registered  in  1909  for  the 
same  goods,  the  date  of  use  being  1906.  "  Portalite  "  for  use  on  elec- 
tric lamps  was  registered  in  1912,  while  "  Pract-El-Lite  "  for  incan- 
descent electric  lights  was  registered  in  1915,  with  July  of  1914  as  the 
date  of  use.  So  far  as  appears,  all  these  marks  are  in  use  and  were 
in  use  when  appellant  extended  its  business  to  cover  or  include  stor- 
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age  batteries.  We  have  just  ruled,  in  French  Battery  <&  Carbon  Com- 
pany V.  The  Prest-O'Lite  Compam/y  See  cmte,  214,  present  term, 
where  the  facts  were  the  same,  that  the  Prest-0-Lite  Company  was 
not  in  a  position  to  prevent  the  registration  of  "  Ray-0-Lite ''  for 
use  on  electric  lamps.  The  same  reasoning  applies  here.  When 
"Linolite,"  "Tubolite,"  "Portalite"  and  "  Pract-El-Lite  "  were  reg- 
istered for  use  on  electric  lamps  and  lights  the  field  was  open,  for  at 
that  time  appellant  was  using  its  mark  on  gas-tanks.  Appellant's 
subsequent  use  of  its  mark  in  1915  on  storage  batteries  did  not  en- 
title it,  of  course,  to  strike  down  the  prior  registrations  made  in  good 
faith  or  destroy  the  business  of  the  various  firms  securing  those  regis- 
trations. (See  United  Drug  Co,  v.  Rectanus^  C.  D.,  1918,  369;  257 
O.  G.,  1082;  248  U.  S.,  90.)  As  the  field  already  was  occupied,  it  fol- 
lows that  appellant  is  not  in  a  position  to  object  to  the  registration 
by  appellee  of  its  mark  for  use  on  electric  lights. 

The  decision  is  affirmed. 

Affirmed. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

H.  KuHN  &  Sons  (Inc.)  v.  Letts. 

Decided  June  2,  1920. 

277  O.  a,  791 ;  50  App.  D.  C, ;  267  Fed.  Rep..  748. 

1.  Tbaoe-Mabks — ^UsE  Necessary  to  Establish  Right  to  Rboistkatiow. 

Use  of  a  trade-mark  In  Interstate  commerce  or  In  commerce  with  foreign 
nations  or  with  Indian  tribes  is  a  prerequisite  to  its  registration,  and  th€ 
use  contemplated  is  use  by  the  applicant  himself  or  by  some  one  for  him 
and  not  an  independent  or  incidental  use  by  a  third  party.  Hence  where 
persons  outside  the  State  of  California,  where  appellee  was  doing  business, 
procured  appellee's  goods  through  friends  in  California  and  had  them  sent 
outside  that  State  appellee  could  take  no  benefit  from  such  transaction,  and 
the  business  being  otherwise  local  appellee  failed  to  show  the  requisite  use. 

2.  Same — Evidence  of  Interstate  Use-~Sufficiency — Taking  Additional. 

Testimony. 
Where  in  a  trade-mnrk  interference  proceeding,  an  applicant  is  refused 
permission  by  the  Commissioner  to  take  further  testimony  to  prove  inter- 
state commerce  on  the  ground  that  the  testimony  in  the  case  shows  such 
use,  and  on  appeal  the  court  concluded  that  the  testimony  is  insufficient  for 
this  purpose,  although  such  use  is  alleged  In  the  declaration,  Held  that  the 
denial  of  the  request  to  take  further  testimony  was  error,  and  the  case 
reversed  and  remanded  with  directions  to  permit  the  introduction  of  the 
same. 


Mr.  Harlan  Moore  for  the  appellant. 
Mr.  C.  J.  O'NeiU  for  the  appellee. 
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RoBB,  J.: 

Appeal  from  a  decision  of  the  Commissioner  of  Patents  in  a  trade- 
mark interference  proceeding  involving  the  mark  "  American  Boy.*^ 

Appellant  was  granted  registration  of  the  mark  in  1917,  on  an 
application  filed  in  1915,  and  its  use  of  the  mark  commenced  just 
prior  to  the  filing  of  its  application. 

Appellee  is  the  proprietor  of  a  department  store  in  Los  Angeles, 
California,  and  the  testimony  clearly  shows  local  use  of  "  American 
Boy"  as  a  trade-mark  long  prior  to  the  earlist  date  claimed  by 
appellant.  The  sole  question  is  whether  an  interstate  use  has  been 
shown.  The  evidence  on  this  point  tended  to  show  that  parties  out- 
side California  had  written  to  friends  or  relatives  in  Los  Angeles 
and,  through  them,  had  purchased  "  American  Boy  "  clothing,  and 
that  those  purchases  were  shipped  by  such  friends  or  relatives  to  their 
ultimate  destination.  Aside  from  vague  and  unsatisfactory  testimony 
by  a  representative  of  appellee's  firm,  this  was  the  evidence. upon 
which  appellee  depended  to  show  interstate  use. 

The  Trade-Mark  Act,  (33  Rev.  Stat.,  724,)  requires  an  applicant 
for  registration  to  accompany  his  application — 

by  a  written  declaration  verified  by  the  applicant  that  such  trademark  is  used 
In  commerce  among  the  several  States,  or  with  foreign  nations,  or  with  Indiou 
tribes     ♦    •     ♦. 

Applicant  complied  with  this  provision  in  the  present  case  by 
declaring  under  oath — 

that  said  trademark  is  used  by  him  in  commerce  among  the  several  States  of 
the  United  States. 

Clearly  the  use  contemplated  by  the  statute  is  a  use  by  the  appli- 
cant himself,  or  by  some  one  for  him,  and  not  an  independent  or  in* 
cidental  use  by  a  third  i^arty,  the  reason  being  that  before  an  appli- 
cant is  entitled  to  registration  he  must  show  that  his  business  extends 
beyond  the  boundaries  of  his  own  State  or  into  the  territory  of  an 
Indian  tribe.  Appellee's  business,  so  far  as  the  present  record  showsy 
was  local.  That  persons  outside  the  State  procured  appellee's  goods 
in  California  and  had  them  sent  outside  that  State  is  beside  the  ques- 
tion, for  appeUee  was  in  no  way  responsible  for,  and  hence  could  not 
benefit  by,  such  a  transaction.  The  sale  was  local  and  not  interstate 
Appellee  evidently  appreciated  the  difficulty,  for  in  the  Patent  Office 
he  requested  an  opportunity  to  introduce  further  testimony  "to 
prove  interstate  commerce  "  but  the  Commissioner,  being  of  the  view 
that  appellee  had  "  fairly  proven  the  interstate  use  "  of  the  mark,  did 
not  deem  it  necessary  to  reopen  the  case. 

Tfie  decision  must  he  reversed  hut^  in  the  circumstances^  the  ease 
v:ill  be  remanded  with  directions  to  permit  appellee  to  introduce  fur^ 
titer  testimony  on  the  question  of  interstate  use.  Reversed  amd  r»- 
manded. 
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rCourt  of  Apf-ealB  of  the  District  of  Columbia.] 

HoENio  V.  Parker. 

Decided  June  2,  19B0. 

278  O.  a,  867  50  App,  D.  C, ;  207  Fed.  Rep.,  323. 

1.  PATBNT»— iNTBBiraUBWCB — ^RlSHJCTION  TO   PbACTICBS — SIMPLE  DEVICE. 

A  twopart  insulation  having  means  for  holding  the  parts  in  assembled 
relationship  is  of  such  a  simple  nature  that  it  needed  no  test  to  show  that 
it  would  do  what  was  claimed  for  it. 

2.  Same — Same — ^Alleged  Abandonment — ^Buiu)en  of  Pboof. 

In  an  interference  proceeding  one  asserting  the  abandonment  of  the  In- 
vention by  another  party  has  the  burden  of  proving  it,  and  where  the  only 
evidence  relied  upon  is  a  delay  of  ten  months  after  reduction  to  practice  in 
flliiig  the  awHcation  for  patent  the  burden  is  not  sustained  where  the  delay 
.  is  explaUied  by  evidence  of  financial  embarrassment 

Mr.  E,  Hume  Talbert  for  the  appellant. 

Mr.  George  E.  Tev)  and  Mr,  George  A.  Rockwell  for  the  appellee 

Smtth,  C,  J.: 

This  was  a  tri-party  interference  involving  the  application  of 
I^arker,  filed  January  8,  1915 ;  Kendig,  filed  in  February,  1915 ;  and 
Hoenig,  filed  in  October,  1915.  It  embraces  but  a  single  count, 
which  reads: 

A  device  of  tlie  character  described  comprising  a  member  with  a  passage; 
a  member  for  attachment  to  a  support  and  having  a  fixed  head,  the  body  of  said 
attachment  member  extending  through  said  passage,  said  fixed  head  positively 
preventing  accidental  withdrawal  of  the  first-mentioned  member  from  one  «id 
of  said  attachment  member ;  and  means  to  positively  limit,  at  a  predetermined 
point,  movement  of  the  first-mentioned  member  toward  the  tip  of  said  attach- 
ment member. 

The  invention  relates  to  two-part  insulators  and  means  for  holding 
the  parts  in  assembled  relationship.  The  means  consist  of  a  nail 
passing  through  perforations  in  the  cap  and  base  portions,  and  a 
struck-up  portion  on  the  shank  of  the  nail  for  positively  limiting  the 
movement  of  the  nail  and  base  in  one  direction.  The  issue  is  directed 
broadly  to  the  means  for  positively  limiting  the  movement. 

The  idea  was  to  provide  an  insulator  which  could  be  assembled  at 
the  factory,  shipped  to  the  point  of  use  and  then  readily  installed. 
The  Examiner  of  Interferences  was  of  opinion  that  to  prove  reduc* 
tion  to  practice  it  was  necessary  to  show  commercial  use  of  the  device, 
involving  assembling,  shipment,  handling,  and  installation.  He  held 
that  Parker  and  Kendig  were  entitled  to  their  respective  filing  dates 
for  reduction  to  practice,  and  that  Hoenig  should  be  given  the  last  of 
December,  1914,  for  his  time  of  conception,  but  that  not  having  put 
the  device  into  commercial  use  and  because  of  the  shortness  of  the 
nail  used,  he  had  not  actually  reduced  to  practice,  and  since  he  was 
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not  diligent  between  the  time  of  conception  and  the  date  of  filing,  he 
must  be  confined  to  the  latter  date.  Parker,  was,  therefore,  awarded 
priority.    Kendig  did  not  appeal.    Hoenig  did. 

The  Board  of  Examiners  held  that  Hoenig  was  entitled  to  the  date 
given  him  by  the  Examiner  of  Interferences  for  conception;  also 
that  the  device  was  of  such  a  simple  nature  that  it  needed  no  test  to 
show  that  it  would  do  what  was  claimed  for  it,  and  that  Hoenig 
should  be  allowed  December  81, 1914,  for  actual  reduction  to  practice. 
Differing,  however,  from  the  Examiner  of  Interferences  with  respect 
to  Parker,  they  ruled  that  he,  having  prepared  his  application  De- 
cember 24, 1914,  and  filed  it  with  due  diligence  January  8, 1915,  was 
entitled  to  December  24  as  the  date  of  his  invention,  and,  hence,  to 
priority  over  Hoenig.  The  First  Assistant  Commissioner,  ignoring 
Parker's  application  date,  ruled  that  he  was  limited  to  his  filing  date, 
January  8,  1915,  for  constructive  reduction  to  practice;  rejected  the 
testimony  on  behalf  of  Hoenig  with  respect  to  a  conception  and  re- 
duction to  practice  in  December,  1914,  and  held  that  he  had  failed 
to  establish  that  he  had  disclosed  the  invention  prior  to  Parker's  fil- 
ing date,  January  8,  1915.  In  consequence  he  awarded  priority  to 
Parker. 

Parker  asserts  that  he  conceived  and  reduced  to  practice  in  1918. 
We  agree  with  the  First  Assistant  (Commissioner  that  the  record  does 
not  sustain  him  in  this.  He  is  not  entitled  to  any  date  before  Decem- 
ber 24,  1914,  the  date  accorded  him  by  the  Board  of  Examiners. 

Hoenig  claims  that  about  the  middle  of  November  he  went  to  Pitts- 
burgh to  pay  interest  on  a  note  given  to  the  Baird  Machinery  Com- 
pany in  part  pavment  for  a  large  machine  that  he  had  previously 
purchased.  While  there  he  had  a  conversation  with  the  purchasing 
agent  of  the  Iron  City  Electrical  Company,  who  spoke  of  the  sala- 
bility  of  a  two-piece  porcelain  knob  if  it  was  economically  put  to- 
gether for  shipping  and  resale.  Hoenig,  who  had  extensive  experi- 
ence in  porcelain-die  making,  says  that  shortly  after  his  return  from 
Pittsburgh  he  cmiceived  the  device  of  the  issue,  and  about  November 
18  or  20,  commenced  to  make  a  die  to  be  used  in  producing  it.  He 
completed  the  die  near  January,  1915.  On  cross-examination  he 
exhibited  a  canceled  check  dated  November  18,  1914,  and  payable  to 
the  Baird  Machinery  Company,  for  the  purpose  of  supporting  his 
statement  that  he  had  paid  the  company  money  at  that  time.  After 
completing  the  die  he  assembled,  he  says,  two  knobs — the  insulators 
are  sometimes  spoken  of  as  knobs — in  the  manner  called  for  by  the 
claim  of  the  issue.  This  was  done,  he  declared,  in  the  presence  of 
C.  C.  Smith,  Worthen,  and  Lyde.  The  next  day  he  showed  the  as- 
sembled knobs  to  Hellyer,  J.  T.  Smith,  and  Hetzel. 

C.  C.  Smith  fully  corroborated  him  in  important  particulars.  He 
testified  that  he  was  a  porcelain-die  maker  of  several  years'  experi- 
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ence ;  that  he  was  employed  by  Hoenig,  and  commenced  work  on  the 
dies  about  the  1st  of  December,  1914.  Hoenig  supplied  him  sketches 
from  which  he  worked.  Along  near  the  middle  of  December  he 
learned  that  the  dies  on  which  he  was  employed  were  for  the  purpose 
of  producing  the  device  of  the  issue.  One  of  the  means  by  which 
he  recalled  the  dates  was  the  fact  that  at  the  time  he  worked  on  the 
dies,  he  also  did  some  work  for  the  Louthan  Supply  Company. 
This  he  remembers  because  from  the  work  doue  for  that  company 
Hoenig,  who  was  financially  embarrassed,  procured  the  money  to 
pay  him  wages  which  were  past  due  and  for  which  he  had  been 
compelled  to  institute  suit  against  Hoenig  before  one  Bennett 
(presumably  a  justice  of  the  peace,  though  he  calls  him  a  notary 
public)  some  time  before  Christmas,  1914.  He  says  that  he  saw 
Hoenig  put  a  die  on  the  press  and  crimp  two  nails  on  it  some  two 
weeks  after  work  on  the  dies  had  been  started  by  him.  Having  de- 
scribed the  die  which  was  used,  he  then  described  the  fins  produced 
by  it  on  the  nail.  He  said  in  that  connection  that  two  halves  of  a 
knob  were  put  together  with  a  nail  through  it,  and  after  the  nail  had 
been  punched  it  left  two  little  fins — the  struck-up  parts — one  on 
each  side  of  the  nail.  He  thus  indicated  the  invention  of  the  issue. 
His  testimony  shows  conception  and  disclosure  by  Hoenig  before  the 
middle  of  December,  1914,  and  reduction  to  practice  as  early  as 
January  1, 1915. 

J.  T.  Smith,  after  describing  the  invention  by  saying  that  it  was 
a  nail  put  through  two  parts  of  a  knob,  with  two  little  "  wickers  " 
pressed  on  the  nail,  declared  that  he  first  saw  it  in  Hoenig's  machine- 
shop  the  first  week  in  January,  1915,  and  he  fixes  the  time  by  the 
circumstance  that  Hoenig  was  then  back  in  his  payments  for  some 
real  estate  which  he  had  purchased  from  Smith  in  1918.  Hoenig  in 
attempting  to  excuse  his  failure  to  make  the  payments  when  they 
became  due,  showed  Smith  the  knob  as  a  thing  out  of  which  he  might 
get  the  money  necessary  to  discharge  the  debt. 

Worthen  testified  that  he  was  also  an  employee  of  Hoenig;  that 
he  had  talked  with  him  about  a  patent  knob  in  which  he  was  in- 
terested, and  then  he  described  the  knob  by  saying  that  it  had  a  nail 
run  through  it — 
and  flattened  out  on  the  end  or  near  the  end,  after  it  was  assembled. 

He  fixes  the  time  of  the  conversation  by  a  job  done  by  him  for  one 
Hammerton,  but  the  year  in  which  he  did  it  is  not  satisfactorily 
established. 

The  other  persons  referred  to  above  as  being  cognizant  of  what 
Hoenig  had  done  were  not  called,  but  there  is  nothing  to  show  that 
they  were  not  available  to  Parker  if  he  desired  them.  If  C.  C.  Smith's 
story  that  he  sued  Hoenig  for  his  wages  near  Christmas,  1914,  was 
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not  true,  it  was  very  easy  for  Parker  to  contradict  it.  He  tied  his  testi- 
mony to  Christmas.  It  is  most  improbable  that  the  things  related 
took  place  at  Christmas,  1915,  for  that  was  after  all  the  parties  to 
the  interference  had  filed.  On  the  other  hand,  if  they  transpired  at 
Christmas,  1913,  it  would  place  Hoenig  ahead  of  his  rivals  beyond  a 
doubt.  Hoenig  and  his  witnesses  were  not  mistaken.  They  either 
told  the  truth  or  deliberately  falsified,  and  there  is  nothing  in  the 
record  which  would  warrant  so  harsh  a  conclusion  as  the  latter. 
We  agree  with  the  Board  of  Examiners  that  the  invention  is  a  simple 
one  and  that  any  person  by  trying  a  specimen  could  determine  at 
once  whether  or  not  it  would  stand  the  strains  to  which  it  would  be 
subjected  in  actual  use.  The  record  establishes  that  Hoenig  conceived 
and  disclosed  the  invention  before  the  middle  of  December,  1914; 
that  he  reduced  to  practice  as  early  as  January  1,  1915,  and  was  dili- 
gent in  the  meantime. 

It  is  asserted  by  Parker  that  even  if  Hoenig  was  the  first  to  con- 
ceive and  reduce  to  practice,  he  abandoned  his  invention.  We  do  not 
think  so.  The  burden  of  aflSrmatively  providing  abandonment  is  on 
him  who  asserts  it.  {Hathaway  v.  Field,  C.  D.,  1919, 177 ;  261  O.  G., 
413,  48  App.  D.  C,  870,  and  cases  there  cited.)  The  only  evidence 
upon  which  Parker  relies  in  this  regard  is  the  failure  of  Hoenig  for 
about  ten  months  after  reducing  to  practice  to  file  his  application. 
This  failure,  we  think,  is  sufiiciently  explained  by  his  financial  con- 
dition already  referred  to. 

Tfie  decision  of  the  Patent  Office  is  reversed  and  priority  awarded 
to  Harry  Edward  Hoemg. 

Reversed, 

Mr.  Justice  Van  Orsdel  took  no  part  in  the  consideration  or  de- 
cision of  this  case. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

Lambert  v.  Hope  and  Lambert. 

Decided  June  2,  1920. 

278  O.  G.,  369;  50  App.  D.  C, ;  267  Fed.  Rep..  342. 

1.  Patents— Interference — ^Burden  of  Proof — Inadvertently-Granted  Patent. 

In  an  interference  between  an  inadvertently-granted  patent  and  an  appli- 
cation filed  Jointly  by  the  patentee  and  another  prior  to  the  filing  of  the 
application  on  which  the  patent  was  granted  the  burden  of  proof  is  heavily 
upon  the  patentee. 

2.  Same — Same — ^EMdbnce  of  Joint  or  Sole  Inventorship. 

In  an  interference  between  Lambert,  whose  patent  was  inadvertently 
granted  during  the  pendency  of  an  application  filed  jointly  by  him  and 
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Hope,  e\idence  considered  and  Seld  that  it  failed  to  sustain  Lambert's  con- 
tention that  he  was  the  sole  inventor. 

Mr,  Chas.  C.  Stauffer  for  the  appellant. 
Mr.  Hervey  S.  Knight  for  the  appellee. 

Van  Orsdel,  J. : 

This  appeal  is  from  an  award  of  priority  to  appellees  Hope  and 
Lambert  for  an  invention  relating  to  an  apparatus  for  drying  wood 
veneer,  consisting  of  a  rectangular  housing  in  which  the  material  to 
be  dried  is  placed,  and  heated  air,  acting  directly  upon  the  material,, 
is  drawn  through  the  housing  by  means  of  a  radiator  in  one  end  of 
the  housing  and  a  fan  in  the  other.  The  single  count  of  the  issue 
reads  as  follows: 

A  dry  kiln  comprising  a  rectangular  shaped  housing,  a  radiator  located  in 
one  end  of  said  housing  forming  an  end  way  thereof  and  provided  with  open- 
ing through  which  air  may  be  drawn,  the  opposite  end  of  said  housing  closed 
by  an  end  wall,  and  an  exhaust  fan  connecting  with  the  interior  of  said  housing 
through  said  wall. 

It  appears  that  Hope  and  Lambert  filed  a  joint  application  No- 
vember 29, 1915,  and  thereafter  Lambert  filed  an  individual  applica- 
tion on  May  8,  1916,  which  inadvertently  went  to  patent  June  6, 
1917,  while  the  joint  application  was  copending,  Lambert  gains  noth- 
ing by  the  issue  of  the  patent  to  him,  and,  being  the  junior  party 
and  in  the  position  of  assailing  a  prior  application  in  which  he 
joined  as  joint  inventor,  the  burden  is  heavily  upon  him. 

In  view  of  the  prior  art,  the  Commissioner  expresses  doubt  as  to 
the  disclosure  of  a  patentable  invention,  but  by  reason  of  the  issuance 
of  the  patent  to  Lambert  sustains  the  interference  on  the  authority 
of  in  re  Orcutt,  (C.  D.,  1909,  334;  141  O.  G.,  567;  32  App.  D.  C, 
345.)    On  this  point  the  Commissioner  said: 

The  small  advance  over  the  prior  art  in  accordance  with  this  decision  shall 
be  assumed  for  the  purpose  of  this  controversy  to  be  patentable,  but  the  verSr 
small  advance  should  be  kept  in  mind  in  reading  the  testimony,  for  example, 
Lambert  criticizes  Hope  because  he  (Hope)  does  not  state  specifically  the 
feature  or  features  he  contributed  or  suggested  to  the  joint  invention  of  Hope 
and  Lambert.  In  view  of  these  references  (patent  to  Zappert  of  May  19,  1896, 
and  patent  to  Soverhill  of  October  10,  1893)  it  is  questioned  if  Lambert  can 
specifically  state  what  novel  features  he  has  added  to  the  prior  art  and  as  he  Is 
entitled  to  claim  only  what  is  novel  as  his  invention,  his  testimony  as  to  what 
he  invented  must  be  weighed  in  the  light  of  the  prior  art 

The  testimony  has  taken  a  wide  range,  but  considering  only  that 
material  to  the  very  narrow  advancement  over  the  prior  art,  we  find 
no  basis  upon  which  the  contention  of  Lambert  can  be  sustained. 
He  totally  fails  in  his  attempt  to  carry  reduction  to  practice  back 
to  an  earlier  structure  of  1894.  In  his  effort  to  eliminate  Hope  from 
inventive  cooperation  in  the  present  1915  structure,  he  stands  alone; 
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while  Hope  is  corroborated  directly  by  his  father  and  indirectly  by 
Brown,  the  attorney,  who  prepared  the  joint  application. 

Without  stopping  to  review  the  somewhat  voluminous  testimony, 
we  fully  agree  with  the  conclusion  of  the  Commissioner  that — 

Lambert  joined  Hope  In  executing  the  joint  oath  that  they  were  joint  inventors. 
As  against  Lambert's  statement  that  this  oath  was  fraudulently  obtained,  the 
two  Hopes  and  Brown,  the  latter  Lambert's  own  witness,  deny  this.  The  joint 
oath  was  not  repudiated  until  Hope  and  Lambert  quarreled,  when  Lambert 
filed  his  sole  application.  There  Is  not  a  word  of  testimony  to  show  that 
Liaml)ert  instead  of  Hoj)e  and  Lambert  invented  anything  novel  over  the  prior 
art. 

The  decision  of  the  Comnussioner  of  Patents  is  affirmed^  and  the 
clerk  is  directed  to  certify  these  proceedings  as  hy  law  required. 
Affirmed. 


(Court  of  Appeals  of  the  District  of  Columbia.] 

The  Pbooter  and  Gamble  Company  v,  Eney  Shortening  Company. 

Decided  June  £,  19SiO. 
278  O.  a.,  8(»;  50  App.  D.  C, ;  287  Fed.  Rep.,  844. 

1.  Tbaoe-Masks — SiMiLAaiTY— "  Esco  "  and  '*  Cbisco." 

The  mark  "  Esco  "  is  so  similar  to  "  Crlsco  '*  as  to  be  likely  to  cause  con- 
fusion when  used  on  substantially  identical  goods. 

2.  Same — Sahe — Origin  Has  No  Beabing  on  Question  of  Identity. 

That  a  mark  is  made  up  of  the  Initials  of  the  corporation  applying  for 
registration  with  the  termination  "  Co."  has  no  bearing  on  the  question  of 
Its  Identity  with  another  mark. 

Mr.  Paul  Finckel  for  the  appellant, 
Mr.  E.  T.  Femoich  for  the  appellee. 

Smyth,  C?^.  e/.; 

From  a  decision  of  the  Patent  Office  overruling  the  opposition  of 
The  Procter  and  Gamble  Company  to  the  application  of  Eney  Short- 
ening Company  for  the  registration  of  the  sign  "  Esco  "  as  a  trader 
mark  for  a  lard  substitute,  the  former  appeals. 

The  opposer  shows  that  it  is  the  owner  of  the  sign  "  Crisco "  as 
a  trade-mark  for  a  lard  substitute,  and  alleges  that  as  its  goods  are 
of  the  same  descriptive  qualities  as  the  goods  of  the  applicant,  the 
marks  being  similar,  confusion  would  be  likely  to  result  in  the  minds 
of  the  public  with  respect  to  the  origin  of  the  goods  upon  which 
the  marks  appeared,  and  that,  in  consequence,  the  opposer  would  be 
damaged  thereby,  (33  Stat.  L.,  726,  chap.  592,  sees.  6  and  6.)  The  Ex- 
aminer of  Interferences  sustained  the  opposer,  but  he  was  reversed 
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by  the  First  Assistant  Commissioner,  who  held  that  no  likelihood  of 
confusion  had  been  shown. 

It  is  conceded  that  the  goods  are  substantially  identical.  The  only 
question,  then,  is  as  to  whether  or  not  the  two  marks  are  so  similar  as 
to  be  likely  to  produce  confusion  in  the  minds  of  purchasers  with 
r^pect  to  the  origin  of  the  goods  upon  which  they  are  used.  As  no 
testimony  was  taken  we  must  determine  it  by  an  inspection  of  the 
marks  themselves.  What  constitutes  objectionable  similarity  in 
marks  has  been  so  often  considered  by  this  court  {Wayne  County 
Preserving  Co.  v.  Burt  Olney  Canning  Co,^  C.  D.,  1909,  318;  140 
O.  G.,  1003;  32  App.  D.  C,  279;  Phoenix  Paint  <&  Varnish  Co.  v. 
John  T.  Lewis  <&  Bros.  Co,,  C.  D.,  1909,  303;  139  O.  G.,  990;  32  App. 
D.  C,  285;  Kaut-Reith  Shoe  Co.  v.  International  Shoe  Co.,  C.  D., 
1917,  162;  239  O.  G.,  939;  45  App.  D.  C,  545;  Thomas  Manufactur- 
ing Co.  V.  AeoUan  Co.,  C.  D.,  1918,  157;  249  O.  G.,  505;  47  App. 
D.  C,  376;  WUliam  Waltke  <&  Co.  v.  George  B.  Schafer  c&  Co.^  see 
ante,  167;  263  Fed.  Kep.,  650)  that  we  do  not  deem  it  necessary  to 
enter  upon  a  discussion  of  it  here.  For  the  reasons  given  in  those 
decisions  we  hold  that  the  use  of  the  marks  before  us  upon  the  goods 
to  which  they  are  applied  in  this  case  would  be  likely  to  produce 
confusion.  Even  if  we  doubted  it,  we  would  still  rule  in  favor  of 
the  opposition  on  the  authority  of  William  Waltke  <&  Co.  v.  George 
n.  Schafer  c&  Co.,  supra,  and  Lambert  Pharmacol  Co.  v.  Mentho- 
Listine  Chem.  Co.,  (C.  D.,  1918,  147;  247  O.  G.,  965;  47  App.  D.  C, 
197). 

The  applicant  says  that  its  mark  is  made  up  "  of  the  initials  of  the 
corporation  with  the  termination  Co. ;  Eney  Shortening  Co.,  Esco," 
and  seems  to  think  that  there  is  something  in  that  which  should 
entitle  it  to  have  the  mark  registered,  but  we  perceive  no  force  in  the 
suggestion.  The  trade-mark  statute  takes  no  account  of  the  origin 
of  a  mark.  The  question  is,  Would  its  use  be  likely  to  result  in  con- 
fusion? If  so,  it  is  unregistrable.  As  was  said  by  the  Examiner 
of  Interferences,  the — 

consuming  public  know  little  and  care  less  about  the  origin  of  any  mark  and 
very  seldom  if  ever  take  it  into  consideration. 

The  statute  does  not  contemplate  that  the  public  should  do  so. 
Th^  decision  of  the  Patent  Office  must  he  reversed  and  the  opposi- 
tion sust<mied. 
Reversed. 
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[Court  of  Appeals  of  the  District  of  Colambla.] 

HOENIG  t;.  Kendig. 

Decided  June  2, 1920, 

278  O.  a,  546;  60  App.  D.  C. ;  267  Fed.  Rep..  826. 

Patents — Intebfebxncb— Pbiosity. 

In  an  Interference  between  H.  and  K.  priority  of  invention  awarded  to 
H.  on  the  ground  that  he  was  the  first  to  conceive  and  was  diligent  up  to 
the  time  of  his  reduction  to  practice. 

Mr,  E,  Hvme  Tcihert  for  the  appellant. 
Mr.  /.  C.  Bradley  for  the  appellee. 

Smyth,  C,  «/.; 

Hoenig  appeals  from  a  decision  of  the  Patent  Office  awarding 
priority  to  Kendig.  The  invention  relates  to  two-part  insulators  and 
means  for  holding  the  parts  in  assembled  relationship.  It  is  ex- 
pressed in  one  count : 

In  combination  in  an  Insulator,  base  and  cap  portions  having  perforations 
extending  therethrough,  and  a  metal  fastening  member  comprising  a  shank 
extending  through  the  perforations  and  provided  at  the  end  carrying  the  cap 
with  an  Integral  head  which  will  not  pass  through  the  perforation  in  the  cap 
and  provided  at  the  other  end  with  a  point,  the  said  shank  being  provided  with 
a  struck-up  portion  positioned  so  as  to  engage  the  base  and  prevent  the  with- 
drawal of  the  fastening  member  therefrom. 

The  means  consist  of  a  nail  passing  through  perforations  in  the 
cap  and  base  portions,  and  a  struck-up  portion  on  the  shank  of  the 
nail  for  engaging  the  base  to  prevent  the  withdrawal  of  the  nail 
therefrom.  This  interference  is  a  companion  of  the  interference 
between  Hoenig  v.  Parker^  this  day  decided,  {ante^  234,)  and  was 
submitted  on  the  same  testimony.  The  Examiner  of  Interferences 
decided  in  favor  of  Kendig.  The  Board  of  Examiners  reversed 
him  and  awarded  priority  to  Hoenig.  The  First  Assistant  Commis- 
sioner overruled  the  Board  and  affirmed  the  action  of  the  Examiner  of 
Interferences. 

Hoenig  claims  conception  about  the  middle  of  November,  1914, 
and  reduction  to  practice  not  later  than  January  1,  1915.  Kendig's 
earliest  date  is  February  20,  1916.  In  the  companion  case  we  held 
that  Hoenig  was  entitled  to  conception  and  disclosure  before  the 
middle  of  December,  1914,  and  reduction  to  practice  as  early  as 
January  1,  1915,  and  that  he  was  diligent  in  the  meantime.  Our 
view  of  the  testimony  and  the  law  in  that  case  is  controlling  here. 

The  decision  of  the  Patent  Office  is  reversed^  and  priority  awarded 
to  Harry  Edward  Hoenig, 

Reversed, 

Mr.  Justice  Van  Orsdel  took  no  part  in  the  consideration  or  de- 
cision of  this  case. 

16752—21 16 
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[Court  of  Appeals  of  the  District  of  Colombia.] 

Wells  and  Huntki  v.  Honigmann. 

Decided.  June  «,  IBftO, 

280  O.  G.,  590;  50  App.  D.  C. ;  267  Fed.  Rep.,  748. 

1.  Patents — ^Renewal  Application  Bntttijcd  to  Benefit  or  Date  of  Original 

AS  A  CJONSTEUCTIVE  REDUCTION  TO  PRACTICE. 

A  renewal  application,  although  filed  twenty-three  months  after  the 
allowance  of  the  original  application,  is  entitled  to  the  henefit  of  the  filing 
date  of  the  original  as  a  constructive  reduction  to  practice,  notwithstand- 
i;Lg  the  fact  that  another  had  been  granted  a  patent  for  the  same  invention 
during  the  period  of  forfeiture,  in  the  absence  of  proof  of  facts  showing  an 
abandonment  of  the  invention. 

2.  SAifB— Renewal  Application — Patent  Granted  Ditrino  Forfeitxtrb — ^Aban- 

donment OF  Invention  a  Question  op  Fact. 
The  failure  of  an  applicant  to  renew  a  forfeited  application  for  twenty- 
three  months  after  allowance  of  the  original  does  not  of  itself  effect  an 
abandonment  of  the  invention  even  in  favor  of  one  who  takes  out  a  patent 
for  the  same  invention  during  the  period  of  forfeiture^  the  question  of 
abandonment  being  one  of  fact,  which  must  afilrmatively  appear  and  can- 
not be  presumed  fh>m  meie  delay. 

8.  Same — ^Estoppel — Copying  Claims  of  a  Patent. 

The  time  for  filing  a  divisional  application  for  matter  claimed  in  a  patent 
taken  out  by  another,  fixed  by  the  Court  of  Appeals  of  the  District  of 
Columbia  in  Rawntree  v.  Sloan,  (C.  D.  1916,  192;  227  O.  G.,  744;  45  App. 
D.  C,  207)  and  Wintroath  v.  Chapm^in  (C.  D.,  1918,  154;  248  O.  G.,  1004; 
47  App.  D.  C,  428)  at  one  year  from  the  date  of  the  patent,  in  analogy  to 
the  provisions  of  Revised  Statutes,  4894,  was  extended  by  the  Supreme 
Court  to  two  years  by  analogy  to  other  statutes  which  were  regarded  as 
more  pertinent. 

4.  Same — Same — Same. 

The  ruling  of  Rotimtree  v.  SUxm  (C.  D.,  1916,  192;  227  O.  G.,  744;  46 
App.  D.  C,  207)  could  not  properly  be  applied  to  the  case  of  a  renewal 
application,  since  the  statute  (see.  4897,  Rev.  Stats.)  expressly  gives  two 
years  within  which  a  renewal  application  may  be  filed. 

Mr.  Melmtte  Chwrch  for  the  appellants. 
Mr,  A.  S.  Pattison  for  the  appellee 

Van  Orsdel,  J. 

This  appeal  is  from  the  decision  of  the  Commissioner  of  Patents 
awarding  priority  of  invention  to  appellee  Honigmann,  The  counts 
involved  in  the  appeal  relate  to  certain  improvements  in  printing- 
presses.  It  is  unnecessary  to  set  out  the  counts  or  explain  the  in- 
vention, since  the  appeal  turns  upon  questions  of  law. 

The  application  here  involved  was  filed  September  2,  1914,  by 
Frederick  W.  Hunter  and  the  estate  of  Pierson  L.  Wells,  deceased. 
It  is  a  renewal  of  an  application  filed  by  Wells  and  Hunter  Decem- 
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ber  16, 1907,  and  allowed  September  28, 1912,  but  which  became  for- 
feited March  28,  1913.  On  December  1,  1914,  the  Patent  Office 
called  to  the  attention  of  Wells  and  Hunter  certain  claims  of  a  patent 
issued  to  Honigmann  on  October  7,  1918.  Wells  and  Hunter 
promptly  adopted  the  claims,  and  the  present  interference  was 
declared. 

Honigmann's  alleged  date  of  conception  was  subsequent  to  the 
date  of  the  original  Wells  and  Hunter  application.  Hence,  he  was 
ordered  to  show  cause  why  priority  should  not  be  awarded  Wells  and 
Hunter  on  the  face  of  the  record.  Honigmann  responded  with  a 
motion  to  dissolve  the  interference  on  the  ground  that  Wells  and 
Hunter  could  not  make  the  claims.  This  motion  was  denied  by  the 
Law  Examiner,  and,  upon  final  hearing  before  the  Examiner  of 
Interferences,  priority  was  awarded  to  Wells  and  Hunter. 

An  appeal  was  taken  to  the  Board  of  Examiners-in-Chief .  But, 
after  argument,  and  before  decision  was  reached,  Honigmann  filed  a 
motion  for  reargument.  The  case  had  been  submitted  upon  the 
single  ground  of  the  right  of  Wells  and  Hunter  to  make  the  claims, 
but  the  motion  contested  their  right  to  make  the  claims  in  view  of  a 
disclaimer  filed  February  8,  1910,  of  certain  claims  in  the  original 
application;  and  on  the  further  grounds  of  abandonment,  because 
the  Wells  and  Hunter  application  had  remained  in  a  forfeited  condi- 
tion for  twenty-three  months;  and  laches,  in  that  Wells  and  Hunter 
did  not  adopt  the  claims  of  the  Honigmann  patent  until  more  than  a 
year  had  elapsed  after  the  issue  of  the  patent.  Reargument  was 
granted,  and  the  Board  held  that  Wells  and  Hunter  had  a  right  to 
make  the  claims,  and  that  such  right  was  not  affected  by  the  dis- 
claimer. On  the  grounds  of  abandonment  and  laches  the  holding 
was  in  favor  of  Honigmann.  On  motion  of  Wells  and  Hunter,  the 
Commissioner  of  Patente  remanded  the  case  to  the  Examiner  of  In- 
terferences to  teke  testimony  on  the  questions  of  abandonment  and 
laches. 

The  Examiner,  on  the  testimony  taken,  decided  the  case  adversely 
to  Wells  and  Hunter  on  the  issues  of  abandonment  and  laches.  On 
appeal,  the  Board  of  £xaminers-in-Chief  reaffirmed  their  previous 
decision  holding  that  Wells  and  Hunter  had  the  right  to  make  the 
claims  and  were  not  barred  by  the  disclaimer  or  guilty  of  laches ;  but 
affirmed  the  Examiner  on  the  ground  that  there  had  been  an  abandon- 
ment between  the  forfeiture  of  Wells  and  Hunter's  original  applica- 
tion and  the  filing  of  the  renewal. 

On  appeal,  the  Commissioner  held  that  the  issuance  of  the  Honig- 
mann patent  during  the  time  the  Wells  and  Hunter  application  re- 
mained forfeited  amounted  to  abandonment  of  their  right  to  give 
the  renewal  application  the  benefit  of  the  filing  date  of  the  original 
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application  as  a  date  of  constructive  reduction  to  practice,  and 
further  that  they  were  guilty  of  laches  in  not  making  the  claims  of 
the  Honigmann  patent  until  seventeen  months  after  its  issue. 

We  agree  with  the  tribunals  below  in  holding  that  Wells  and 
Hunter  have  a  right  to  make  the  claims  in  issue  and  that  they  are 
not  estopped  from  making  the  claims  of  the  present  issue  by  the  dis- 
claimer of  February  8,  1910.  The  Commissioner,  holding  the  dis- 
claimed claims  broader  than  the  counts  of  the  issue,  and  therefore, 
not  a  bar,  declared  that  the — 

disclaimed  matter  is  in  broader  terms  than  the  counts,  and  although  this  broad 
Invention  might  have  been  made  by  Wells  alone,  that  does  not  negative  the 
proposition  that  the  more  specific  subject  of  the  issue  was  invented  by  Wells 
and  Hunter  Jointly,  but  even  if  the  disclaimer  had  covered  the  identical  inven- 
tion, that  would  not  pi-event  Wrtls  and  Hunter  from  recalling  and  canceling  the 
disclaimer  provided  it  was  done  before  the  public  or  a  third  party  came  Into 
possession  of  the  invention,  and,  as  pointed  out  by  the  Examiners-in-Ohlef,  Wells 
and  Hunter  In  filing  their  preliminary  statement,  as  well  as  in  their  act  of  mak- 
ing these  claims,  would  have  set  aside  the  effect  of  this  disclaimer,  ev«i  if  the 
disclaimer  had  reached  to  the  subject-matter  of  the  counts  which  it  did  not  for 
reasons  before  pointed  out 

We  come  now  to  the  more  difficult  question  of  forfeiture  or  aban- 
donment. It  appears  that  Wells  and  Hunter  permitted  their  appli- 
cation to  become  forfeited  on  March  28,  1913.  A  renewal  applica- 
tion was  filed  September  2, 1914,  about  twenty-three  months  from  the 
date  of  the  allowance  of  the  original  application.  Abandonment  is 
predicated  upon  the  delay  in  filing  the  renewal,  and  also  upon  the 
fact  that  the  Honigmann  patent  was  issued  during  the  period  when 
the  Wells  and  Hunter  application  remained  forfeited.  Section  4897, 
Revised  Statutes  United  States,  provides : 

Any  person  who  has  an  Interest  in  an  invention  or  a  discovery,  whether  as  an 
inventor,  discoverer,  or  assignee,  for  which  a  patent  was  ordered  to  issue  upon 
the  payment  of  the  final  fee,  but  who  fails  to  make  payment  thereof  within  six 
months  from  the  time  at  which  it  was  passed  and  aUowed,  and  notice  thereof 
was  sent  to  the  applicant  or  his  agent,  shaU  have  a  right  to  make  an  applica- 
tion for  a  patent  for  such  invention  or  discovery  the  same  as  in  the  case  of  an 
original  application.  But  such  second  application  must  be  made  within  two 
years  after  the  allowance  of  the  original  application.  But  no  person  shall  be 
held  responsible  in  damages  for  the  manufacture  and  use  of  any  article  or 
thing  for  which  a  patent  was  ordered  to  issue  under  such  renewed  application 
prior  to  the  issue  of  the  patent  And  upon  the  hearing  of  renewed  applications 
preferred  under  this  section,  abandonment  shall  be  considered  as  a  question 
of  fact. 

It  is  clear  that  Wells  and  Hunter  had  two  years  from  the  date  of 
the  allowance  of  the  original  application  to  file  a  renewal,  subject  to 
the  single  condition  of  abandonment,  which,  however,  can  only  "  be 
considered  as  a  question  of  fact."  It  is  not  seriously  contended  that 
the  evidence  discloses  any  intention  on  the  part  of  Wells  and  Hunter 
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to  abandon  their  invention.  The  original  application  was  forfeited 
upon  the  advice  of  counsel,  and  during  the  period  of  forfeiture  one 
Merrick,  who  contracted  with  Hunter  and  the  Wells  estate  for  an 
interest  in  the  patents  to  be  secured,  was  engaged  in  bringing  the 
machine  into  marketable  form.  Though  Merrick  seems  to  have  made 
slow  progress,  Hunter  and  one  Watson,  on  behalf  of  the  Wells  estate, 
were  constantly  urging  Merrick  to  speedier  action.  No  proof  has 
been  adduced  from  which  the  intention  of  abandonment  can  be 
inferred. 

The  tribunals  below  also  based  their  finding  of  abandonment  upon 
the  fact  that  during  the  period  of  forfeiture  Honigmann's  patent 
was  issued.  Wells  and  Hunter  are  here  standing  upon  an  affirmative 
statutory  right,  of  which  they  cannot  be  divested  except  in  a  way  pro- 
vided in  the  statute.  In  Cutler  v.  Leonard  (C.  D.,  1908,  483 ;  136 
O.  G.,  438;  31  App.  D.  C,  297)  this  court,  considering  the  rights  con- 
ferred by  section  4897,  said : 

This  right  can  be  taken  away  only  by  a  finding  of  abandonment,  which,  the 
statute  ordains,  must  be  determined  as  a  question  of  fact.  Where  an  affirmative 
right  is  conferred  by  law,  we  think  a  finding  of  abandonment  must  be  pred- 
icated (upon)  facts  and  circumstances  warranting  such  a  finding,  and  not 
upon  mere  presumption. 

Speaking  generally  of  the  rights  conferred  by  Congress  upon  in- 
ventors through  the  patent  statutes,  the  Court,  in  United  States  v. 
Telephone  Co.,  (C.  D.,  1897,442;  79  O.  G.,  1862;  167  U.  S.,  224)  said: 

A  party  seeking  a  right  under  the  patent  statutes  may  avail  himself  of  all 
their  provisions,  and  the  courts  may  not  deny  him  the  benefit  of  a  single  one. 
These  are  questions  not  of  natural  but  of  purely  statutory  right.  Congress, 
instead  of  fixing  seventeen,  had  the  power  to  fix  thirty  years  as  the  life  of  a 
patent.  No  court  can  disregard  any  statutory  provisions  in  respect  to  these 
matters  on  the  ground  that  in  its  Judgment  they  are  unwise  or  prejudicial  to 
the  interests  of  the  public. 

This  is  not  the  case  of  a  secreted  invention  brought  to  light  by  the 
issuance  of  a  patent  to  another,  as  in  Mason  v.  Hephum,  (C.  D.,  1898, 
510 ;  84  O.  G.,  147 ;  13  App.  D.  C,  86.)  There,  the  first  inventor  was 
not  protected  by  an  express  statutory  period,  as  in  the  present  case. 
The  mere  issuance  of  a  patent  to  another  will  not  interfere  with  the 
rights  of  an  inventor  during  the  period  of  forfeiture  provided  by 
section  4897,  except  upon  the  single  ground  of  abandonment  as  matter 
of  fact,  which  does  not  appear  in  this  case. 

But  the  Commissioner  held  Wells  and  Hunter  estopped  under  our 
decisions  in  Rowntree  v.  Sloan,  (C.  D.,  1916,  192;  227  O.  G.,  744; 
45  App.  D.  C,  207,)  and  Wintroath  v.  Chapman,  (C.  D.,  1918,  154; 
244  O.  G.,  1004;  47  App.  D.  C,  428.)  Our  position  in  these  cases 
has  been  rejected  by  the  Supreme  Court  in  the  recent  case  ofl 
Chapman  v.  Wintroath,  {post,  465;  272  O.  Q.,  913;  262  U.  S.,  126^ 
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present  term.)  In  these  cases  we  held  that  where  an  original  applica- 
tion discloses,  but  does  not  claim,  matter  contained  in  a  later  patent, 
the  time  for  filing  a  divisional  application  should  be  limited  to  one 
year  by  analogy  to  the  time  fixed  for  filing  amendments.  (Rev.  Stat. 
U.  S.,  sec.  4894.)  This  time  was  extended  to  two  years  by  the  higher 
court  by  analogy  to  other  statutes  which  were  regarded  as  more 
pertinent. 

There  was,  however,  no  basis  here  for  the  application  of  the  Eown- 
tree  case,  since  the  statute  (sec.  4897)  expressly  gives  two  years  within 
which  a  renewal  application  may  be  filed.  Hence,  there  is  no  room 
for  the  rule  of  analogy.  At  the  date  of  filing  the  renewal,  less  than 
two  years  had  elapsed  from  the  allowance  of  the  original  application, 
and  as  abandonment  in  fact  has  not  been  established.  Wells  and 
Hunter  were  well  within  their  statutory  rights. 

T?ie  decision  of  the  Couvmissioner  of  Patents  ie  reversed^  and  the 
clerk  is  directed  to  certify  these  proceedings  as  by  law  required. 

Reversed. 


[V.  S.  circuit  Court  of  Appeals — Sixth  Circuit.] 

D'Arcy  Spring  Co.  et  al.  v.  Marshauj  Vbntilatbd  Matt^ss  Co. 

Decided  January  7, 1919. 
270  O.  G.,  847;  259  Fed.  Hep.,  28a 

1.  Patents — Constbuction — VAUDmr. 

The  Marshall  patent,  No.  686,160,  for  a  mattress  comprising  a  cover  and 
a  plurality  of  transversely-extending  strips  of  material  stitched  at  Inter- 
vals to  form  pockets,  etc.,  and  spiral  springs  arranged  In  such  pockets, 
Held  valid,  showing  Invention. 

2.  Same — Descbiption — Sxjtficiency. 

Though  the  patentee  did  not  anticipate  the  use  to  which  the  patented 
article  could  be  and  was  pnt,  he  is  entitled  to  protection  for  such  use  where 
the  adaptability  was  Inherent  in  the  structure  shown  and  described  in 
claims  and  spedflcatlons. 

8.  Sams—Olaims — ^Limitation. 

Where  a  claim  defines  an  element  in  terms  of  its  form,  material,  loca- 
tion, or  function,  thereby  apparently  creating  an  express  limitation,  and 
the  limitation  pertains  to  the  inventive  step  rather  than  to  Its  environ- 
ment and  Imports  a  substantial  function  which  the  patentee  considered  of 
importance,  forms  excluded  cannot  be  considered  covered  by  the  patent 
under  the  doctrine  of  equivalency. 

4.  Same — Instbxjotion — LiMrrATiONS. 

The  Marshall  patent,  No.  685,160,  for  a  mattress  comprising  a  cover  and 
a  plurality  of  transversely-extending  strips  of  material  stitched  at  in- 
tervals to  form  pockets,  the  pocket  of  one  strip  alternating  with  those 
of  adjacent  strip,  and  spiral  springs  arranged  in  such  pockets,  Held  limited 
therein  to  that  form  of  arrangement  and  not  to  be  Infringed  by  a  mattress 
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similarly  constnicted  where  the  pockets  were  arranged  with  centers  equi- 
distant In  right-angled  directions,  so  that  there  was  no  nesting  of  the 
springs. 

6.  Same — ^Intbingkiobnt — Dakagbb. 

The  president  and  general  manager  of  a  corporation  which  Infringed  a 
patent  is  not  individnaUy  liable  for  damages  and  profits  on  infringement 
unless  he  inflicted  the  damages  or  received  the  profits  otherwise  than 
through  the  usual  relations  between  officer  and  corporation. 

6.  Same — Infringement  Suit — ^Defendant. 

In  a  suit  against  a  corporation  for  infringement  of  patent  the  president 
and  general  manager,  in  active  control  of  the  corporate  afE^rs,  may  be  made 
defendant,  so  that  he  may  be  personally  bound  and  enjoined. 

Appeal  from  the  District  Court  of  the  United  States  for  the  South- 
em  Division  of  the  Western  District  of  Michigan;  Clarence  W.  Ses- 
sions, judge. 

Suit  by  the  Marshall  Ventilated  Mattress  Company  against  the 
D'Arcy  Spring  Company  and  others.  From  a  decree  for  oomplain^ 
ant^  defendants  appeal.  Decree  reversed^  in  order  tfuU  new  decree 
may  be  entered^  modified  according  to  the  opinion. 

Mr.  Otis  A.  Earl  for  the  appellants. 
Mr.  Taylor  E.  Brown  for  the  appellee. 

Before  Wabrington,  Knapfen,  and  Dbnison,  Circuit  .Judges. 

Dbnison,  Cir.  J.: 

Patent  No.  685,160  was  issued  October  22,  1901,  to  Marshall,  and 
became  the  property  of  appellee,  who  was  plaintiff  below.  It  dis- 
closed a  mattress  or  other  cushion  having  a  suitable  cover,  and  the 
resilient  body  of  which  was  composed  of  a  mass  of  vertical  spiral 
springs ;  each  spring  being  contained  in  a  cylindrical  pocket  of  fabric 
closed  at  the  top  and  bottom,  and  several  of  the  pockets  being  fas- 
tened together  at  their  sides,  so  that  they  constituted  a  strip  or  row 
of  pockets.  This  was  accomplished  by  taking  two  strips  of  fabric 
of  suitable  width  and  imposing  one  upon  the  other,  or  by  folding 
longitudinally  upon  itself  a  strip  twice  as  wide,  and  then  stitching 
transversely  at  intervals  across  this  double  strip.  Thus  a  row  of 
pockets  was  created,  and,  after  the  springs  were  inserted  therein, 
the  ends  were  closed  by  whatever  further  stitching  might  be  neces- 
sary.   The  single  claim  is : 

A  mattress  comprising  a  cover  and  a  plurality  of  transversely  extending 
strips  of  textile  material  arranged  therein  and  stitched  at  intervals  to  form 
pockets  having  closed  ends,  the  pockets  of  one  strip  alternating  with  those  of 
the  adjacent  strip,  and  spiral  springs  arranged  in  said  po<^ets,  subetantlally  as 
described. 

The  court  below  found  validity  and  infringement,  and  the  de- 
fendants bring  this  appeal. 
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(1,2)  We  agree  with  the  court  below  that  the  patent  involves 
invention  and  should  be  sustained.  A  strip  of  fabric,  thus  trans- 
formed into  a  unitary  series  of  pockets  containing  springs,  was  new, 
and  it  has  proved  to  have  large  commercial  utility.  Perhaps  this 
utility  and  extensive  use  have  developed  from  a  method  of  business 
not  described  in  the  patent  or  anticipated  by  the  patentee,  viz.  selling 
the  prepared  spring-containing  strip  as  raw  material  suitable  to  be 
made  up  into  a  mattress  or  cushion;  but  this  adaptability  was  in- 
herent in  the  structure  shown  and  described,  and  the  patentee's  lack 
of  complete  prevision  is  not  important.  {Goshen  Co,  v.  Bissell  Co,^ 
C.  C.  A.  6;  72  Fed.  Rep.,  67;  19  C.  C.  A.,  13.) 

(3,4)  We  cannot  give  to  the  presence  in  the  claim  of  the  element, 
"  a  cover,"  the  limiting  effect  which  defendants  attribute  to  it.  The 
mattress-cover  shown  in  the  drawing  represented  only  the  familiar 
environment  or  field  provided  for  the  operation  of  the  mass  of 
covered  springs  which  represented  the  substance  of  the  invention; 
and  any  of  the  varieties  of  cover  found  in  the  defendants'  structures 
(when  finished  as  intended)  must  be  considered  within  the  inventor's 
meaning,  when  he  referred  to  a  "  cover.*' 

The  difficult  question  is  presented  by  the  clause  of  the  claim  which 
reads,  "the  pockets  of  one  strip  alternating  with  those  of  the  adja- 
cent strip."  Obviously,  there  are  two  ways  in  which  these  rows  or 
strips  of  pockets  may  be  assembled  in  order  to  make  a  quasi-unitary 
support  for  a  cushion-top:  They  may  be  put  together  alined,  with 
pocket-centers  equidistant  in  both  right-angled  directions,  or  the 
second  row  may  be  moved  longitudinally  one-half  the  width  of  a 
pocket,  and  then  each  pocket  will  enter  partially  between  two  pockets 
of  the  first  row.  In  the  former  case,  the  rows  are  wholly  distinct 
from  each  other  and  are  spaced  in  both  directions  the  extreme  width 
of  the  pocket;  in  the  latter  case,  the  pockets  of  one  strip  alternate 
with  those  of  the  adjacent  strip  and  the  strips  have  broken  joints,  or 
it  may  be  said  that  the  pockets  are  staggered  and  nested.  The  ques- 
tion is  whether  the  finding  of  infringement  should  be  confined  to 
those  structures  which  have  the  pockets  thus  staggered  (defendants' 
first  form,)  or  whether  those  which  have  the  pockets  of  the  first 
class  described  (defendants'  second  form)  are  so  fully  the  equivalent 
of  the  staggered  style  that  they  cannot  escape.  The  trial  court 
adopted  the  latter  view. 

The  rule  that  an  express  limitation  may  not  be  disregarded  and 
the  rule  that  a  form  equivalent  to  a  specified  form  also  infringes 
often  seem  to  come  into  conflict.  There  is  no  fixed  formula  by  which 
this  conflict  can  be  settled,  but  it  must  be  determined  by  finding  the 
true  meaning  of  "  equivalency  "  in  the  case  to  be  decided.  In  a  very 
fair  sense  and  as  to  most  of  the  functions  involved,  it  is  immaterial 
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whether  strips  of  pockets  are  arranged  in  alternate  or  opposite 
mutual  relation.  Considering  the  scope  of  the  actual  invention  and 
of  claims  which  might  well  have  been  formulated,  there  would  be 
little  difficulty  in  finding  in  defendants'  second  form  the  necessary 
equivalency  upon  which  to  predicate  infringement,  if  it  were  not  for 
the  expressly  stated  requirement  about  the  relative  positions  of  the 
strips.  We  assume,  as  hereafter  stated,  that  this  requirement  was 
not  inserted  under  such  circumstances  as  to  estop  the  patentee  from 
asserting  his  present  theory.  It  follows  that  the  case  is  to  be  treated 
as  one  of  voluntary  and  unnecessary  limitation. 

It  seems  worth  while  to  review  briefly  some  of  the  controlling  or 
leading  cases  upon  each  side  of  the  subject  and  upon  which  the 
parties,  respectively,  rely.  In  Winans  v.  Denmead  (15  How.,  341 ;  14 
L.  Ed.,  717)  a  claim  to  the  frustum  of  a  cone  was  held  to  include  as 
an  equivalent  the  frustum  of  an  octagonal  pyramid.  It  is  doubtful 
whether  there  was  so  much  discrepancy  between  the  letter  of  the 
claim  and  the  defendant's  form  as  has  been  thought,  since  a  cone  is  a 
pyramid  with  an  infinite  number  of  sides,  or,  as  cited  in  the  opinion^ 
"  a  polygon  of  many  sides  would  be  equivalent  to  a  circle ;  "  but,  pass- 
ing by  this  feature  of  identity,  it  is  clear  that  the  difference  was 
merely  in  form,  and  that,  in  operation  $ind  functions  and  effect,  the 
two  were  identical.  The  difference  in  form  did  not  stand  for  any- 
thing else,  and  a  rule  of  equivalency  so  strict  as  to  exclude  from  the 
monopoly  one  form  and  include  the  other  would  tend  to  raise  doubt 
as  to  the  existence  of  any  patentable  invention. 

In  MetaUic  Co.  v.  Brovm  (C.  C.  A.,)  18;  104  Fed.  Eep.,  845;  43 
C.  C.  A.,  568)  the  claim  called  for  an  element  located  at  the  side  of 
the  horizontal  roasting-chamber,  but  the  rule  of  equivalency  served 
to  bring  within  this  claim  a  structure  in  which  this  element  was  un- 
derneath the  chamber.  Here,  also,  it  may  be  noted  that  there  was  not 
even  a  literal  inconsistency,  since  the  word  "  side  "  is  often  applied 
to  the  top  and  bottom  sides  as  well  as  to  the  horizontal  sides ;  but 
again  there  was  no  function  whatever  indicated  by  the  location  at  the 
horizontal  side  as  distinguished  from  the  location  underneath.  There 
was  no  room  to  suppose  that  the  inventor  could  have  thought  that  the 
location  be  specified  was  material  to  his  invention  and  thus  no  room 
to  say  that  he  intended  to  make  it  material.  The  conclusion  was  not 
to  be  escaped  that  the  inventor  used  the  term  only  because  it  was  ap- 
propriate for  the  specific  form  which  happened  to  be  before  him. 

In  Bwndy  Co.  v.  Deln^oit  Co.  (94  Fed.  Kep.,  524;  86  C.  C.  A.,  876) 
this  court  disregarded  the  superficial  distinction  between  a  key  which 
is  rotated  and  one  which  is  pushed  longitudinally.  Here,  again,  there 
was  nothing  whatever  new  in  the  form  or  motion  of  the  key;  the 
inventor's  forward  step  pertained  to  another  feature  of  the  mecha- 
nism and  was  to  be  operated  equally  well  by  either  form  of  key.    It 
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was  in  effect  held  that  the  specific  form  of  claim  reference  to  an  ele- 
ment which  was  not  an  inherent  part  of  the  new  step,  but  only  per- 
tained to  a  working  field  therefor,  would  not  be  permitted  to  dominate 
except  in  the  plainest  case. 

In  SchielU  Co.  v.  CUrk  (C.  C.  A.  6;  217  Fed.  Rep.,  760;  183  C.  C. 
A.,  490)  the  claim  called  for  a  driving-shaft  in  combination  with  two 
pairs  of  running  wheels,  and  the  defendant  brought  the  driving-shaft 
into  direct  relation  with  one  pair  of  running  wheels  only ;  but  he  had 
liad  the  other  two  running  wheels  upon  his  structure,  and  all  their 
functions  with  relation  to  the  driving-shaft  were  performed  by  a 
pair  of  supplementary  and  otherwise  unnecessary  rollers.  The  case 
does  not  go  as  far  as  some  of  the  others  do  in  disregarding  distinc- 
tions plausibly  claimed. 

In  Keystone  Co.  v.  Phmnix  Co.  (C.  D.,  1887,  384;  12  O.  G.,  980;  96 
U.  S.,  274;  24  L.  Ed.,  344)  the  claim  called  for  "  wide  and  thin  drilled 
eyebars  *  *  *  applied  on  edge."  Defendant  used  round  bars, 
flattened  at  the  ends  where  eyes  were  drilled,  and  (apparently)  placed 
•on  edge.  Though  the  two  forms  were  equivalent  enough  in  a  general 
way,  yet  since  it  appeared  that  the  "  wide  and  thin  "  form  had  thereby 
additional  utility,  the  claim  was  limited  to  the  form  specified. 

In  WhUe  V.  Dunlw  (C.  D.,  1886,  494;  37  O.  G.,  1002;  119  U.  S., 
47 ;  7  Sup.  Ct.,  72)  the  claim  specified  a  lining  of  textile  fabric ;  de- 
fendant used  a  lining  of  paper.  The  main  object  of  the  invention 
w^as  accomplished  just  as  well  by  the  paper  as  by  the  cloth ;  but  the 
•court,  in  its  often-cited  "  nose  of  wax  "  opinion,  held  that  they  were 
5K)t  equivalents.  The  principle  seems  to  be  that  since  cloth  and  paper 
are  not  always  equivalent  and  since  cloth  ha^  distinctive  qualities 
which  the  patentee  might  have  considered  important,  he  would  not 
be  allowed  to  escai)e  his  express  declaration  that  he  claimed  cloth 
^nly.    This  court  has  often  applied  the  same  rule. 

A  recent  instance  is  found  in  Amold-Creager  Co.  v.  BarktoiU  Co.^ 
<246  Fed.  Rep.,  441;  168  C.  C.  A.,  505.)  Here  the  claim  provided 
that  certain  elements  should  be  located  on  the  end  of  the  material- 
reservoir,  while  defendant  located  them  upon  the  side.  This  court 
'Considered  the  change  sufficient  to  escape  infringement,  even  though, 
dn  a  broad  sense,  there  was  equivalency.  We  thought  that,  by  his 
•specification,  the  inventor  had  indicated  his  intent  that  the  elements 
should  be  upon  the  end  and  his  belief  that  there  was  substantial  and 
material  advantage  in  having  them  so  located ;  and  we  observed  that 
to  transfer  these  elements  to  the  side  would  require  considerable 
reorganization  of  the  machine  and  would  entirely  do  away  with 
certain  simplicities  of  construction  and  directness  of  action  which  the 
inventor  had  believed  important.  Under  those  circumstances,  we 
thought  we  could  not  disregard  the  distinction  which  the  patentee 
Tiad  adopted. 
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Two  of  our  decisions  are  urged  upon  us — one  by  each  party — as 
controlling;  but  we  do  not  so  regard  either,  when  applied  to  a  case 
of  voluntary  limitation.  Vanmannen  v.  Leonard  (248  Fed.  Rep., 
839;  161  C.  C.  A.,  67)  was  a  case  of  estoppel  by  proceedings  in  the 
Patent  Office.  Whether  the  patentee  would  have  been  held  so  closely 
to  his  specified  form  if  his  selection  had  been  voluntary  and  casual, 
rather  than  as  evidencing  the  ground  upon  which  he  distinguished 
the  reference  and  secured  his  patent,  need  not  be  considered.  The 
Vrooman-Penhallow  Case  (179  Fed.  Bep.,  296;  102  C.  C.  A.,  484)  is 
also  rightly  to  be  thought  of  as  presenting  the  question  of  estoppel. 
The  patent  issued  with  a  requirement  that  one  named  roller  should 
be  of  "  much  smaller  diameter  "  than  another  named  roller,  and  the 
defendant  had  the  two  of  the  same  size.  This  requirement  was  in- 
serted after  a  certain  reference  had  been  made,  but  the  court  thought 
it  did  not  in  fact  serve  to  distinguish  from  the  reference,  and  that 
since  it  could  not  have  been  plausibly  thought  to  import  differentia- 
tion and  since  the  reference  was  amply  distinguished  otherwise,  and 
the  difference  in  size  had  no  function  whatever,  the  patentee  could 
not  be  charged  with  having  represented  the  relative  size  of  the  rollers 
to  be  a  patentable  difference.  It  was  therefore  held  that  there  was  no 
estoppel  to  prevent  the  patentee  from  afterward  claiming  that  the 
two  forms  were  equivalent.  If  it  had  appeared  to  the  court  that 
the  "  smaller  diameter  "  was — or  that  the  inventor  probably  thought 
it  was — important  to  the  full  accomplishment  of  his  theory  of  the 
machine,  there  would  have  been  a  different  case  presented. 

From  a  review  of  these  and  other  familiar  cases,  we  think  it  is  safe 
to  deduce  the  proposition  that  where  the  claim  defines  an  element 
in  terms  of  its  form,  material,  location  or  function,  thereby  ap- 
parently creating  an  express  limitation,  where  that  limitation  per- 
tains to  the  inventive  step  rather  than  to  its  mere  environment,  and 
where  it  imports  a  substantial  function  which  the  patentee  consid- 
ered of  importance  to  his  invention,  the  court  cannot  be  permitted 
to  say  that  other  forms,  which  the  inventor  thus  declared  not  equiva- 
lent to  what  he  claimed  as  his  invention,  are  nevertheless  to  be  treated 
as  equivalent,  even  though  the  court  may  conclude  that  his  actual 
invention  was  of  a  scope  which  would  have  permitted  the  broader 
equivalency.  Applying  this  rule,  we  find  that  placing  the  transverse 
rows  of  pockets  in  this  alternate  nested  relation  requires  the  rows  to 
be  set  about  one-fourth  closer  together  than  if  alined,  and  therefore 
increases  the  cost  of  filling  the  required  cushion-surface.  Certainly 
this  disadvantage  would  not  have  been  specified,  unless  it  was  im- 
portant. Its  distinct  utility  lies  in  the  fact  that  a  large  part  of  the 
si>ace  which  would  otherwise  be  unoccupied  between  the  upper  coils 
of  the  springs  is  filled  with  similar  springs,  so  that  the  supporting- 
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surface  becomes  considerably  more  unitary  and  the  eflPect  is  corre- 
spondingly smoother  and  more  uniform,  and  in  the  farther  fact  that 
when  the  springs  are  thus  placed  in  much  closer  contact,  the  pocket 
is  more  especially  useful  in  preventing  intermeshing  of  the  springs, 
and  in  the  further  fact  that  when  thus  placed  the  spring-containing 
pockets  mutually  support  each  other  in  their  upright  position  in  dis- 
tinctly-greater degree  than  if  they  did  not  have  the  close-fitting  alter- 
nate relationship. 

We  think  the  conclusion  must  follow  that  the  expressly-stated 
limitation  cannot  be  overcome  by  applying  the  rule  of  equivalency, 
and  that  the  patentee  intended  and  understood  his  monopoly  to  be 
confined  to  a  structure  in  which  the  springs  had 'the  alternate  rela- 
tionship which  he  specified.  We  are  confirmed  in  this  conclusion  as 
to  his  intent  by  what  occurred  in  the  Patent  Office.  He  urged  upon 
the  Examiner  the  presence  of  this  limitation  as  a  reason  for  distin- 
guishing from  a  reference ;  the  Examiner  replied  that  the  distinction 
did  not  import  patentable  novelty,  and  the  subject-matter  was  there- 
after dropped  from  discussion,  yet  the  limitation  was  retained  until 
the  end;  and  Marshall,  therefore,  after  the  subject  had  come  to  his 
attention,  declared  his  belief  that  the  distinction  was  important. 
Though  there  may  not  be  much  real  difference  between  relying  upon 
an  existing  claim  detail  to  avoid  a  reference  and  inserting  a  new 
detail  for  the  same  purpose,  yet  it  is  the  latter  action  which  creates 
the  ordinary  estoppel,  and  we  assume,  without  deciding,  that  the 
record  does  not  show  that  technical  estoppel  which  often  has  been 
developed  in  this  class  of  cases. 

Plaintiff  urges  that  this  limitation  pertains  not  to  a  mechanical  ele- 
ment but  only  to  a  matter  of  location,  and,  hence,  that  a  more  liberal 
rule  of  equivalency  should  be  applied.  We  cannot  see  that  it  is  doc- 
trinally  important  whether  the  element  said  to  be  missing  in  defend- 
ants' structure  is  a  mechanical  element  or  any  other  kind  of  an  ele- 
ment. The  matter  of  location  or  mutual  arrangement  may  be  less 
often  vital  than  the  matter  of  presence  of  a  mechanical  part,  but  this 
will  be  because  of  the  peculiar  facts  of  the  case  and  not  because  of 
any  general  rule.  Plaintiff  also  urges  that  the  claim  is  sufficiently 
met  if  the  pockets  are  capable  of  alternation,  even  though  not  so 
assembled,  and  says  that  the  pockets  which  are  alined  in  defendants' 
cushion  (second  form),  as  marketed,  will,  with  use,  fall  into  nested 
position.  If  this  result  happens,  it  is  incidental  and  accidental.  Ow- 
ing to  the  difference  in  top  area  occupied  by  the  springs  in  the  two 
methods,  it  is  evident  that  any  partial  shifting  from  the  alined  to 
the  nested  position  injures  the  cushion.  This  cannot  be  intended* 
Marshall's  thought  that  the  cushion-cover  needed  that  more  perfect 
support  given  by  the  nested,  as  compared  with  the  alined,  form  is 
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further  shown  by  his  later  patent,  issued  on  a  copending  application, 
in  which  he  showed  and  claimed  the  alined  form,  provided  with  sup- 
plementary smaller  springs,  arranged  to  fill  the  openings  between  the 
larger  ones. 

The  second  form  must  be  held  to  be  non-infringing. 

(5,  6)  The  individual  defendant,  D'Arcy,  the  president  and  gen- 
eral manager  of  the  corporation,  was  held  personally  liable  for 
accounting  as  well  as  for  injunction.  This  is  complained  of  here, 
although  it  is  not  entirely  clear  that  the  point  was  ever  brought  to 
the  attention  of  the  district  judge.  It  is  the  rule  in  this  circuit  that 
such  individual  liability  for  damages  and  profits  on  infringement 
does  not  exist  unless  the  officer  inflicted  the  damages  or  received  the 
profits  otherwise  than  through  the  usual  relations  between  officer 
and  corporation.  {McSherry  Co,  v.  Dowagiac  Co,^  160  Fed.  Rep., 
948;  89  C.  C,  A.,  26.)  There  is  neither  allegation  nor  proof  of 
any  extraordiiiarj'  relation  in  this  respect,  and  the  accounting  for 
profits  and  damages  should  not  have  been  ordered  against  D'Arcy. 
As  to  the  propriety  of  making  such  a  managing  and  directing  officer 
as  D'Arcy  was  a  defendant  in  order  that  he  may  be  personally  bound 
and  enjoined,  we  have  already  expressed  our  approval  of  the  view 
in  the  first  circuit,  rather  than  that  m  the  seventh.  {National  Co.  v. 
Lela7id,  C.  C.  A.,  194  Fed.  Rep.,  502;  87  C.  C.  A.,  372;  Cazier  v. 
Mackie  Co.,  C.  C.  A.,  7;  138  Fed.  Rep.,  654;  71  C.  C.  A.,  104;  Proudfit 
Co.  V.  Kalarrvazoo  Co.,  C.  C.  A.,  6;  230  Fed.  Rep.,  120;  144  C.  C.  A., 
418.)  For  this  purpose  and  to  this  extent  we  consider  D'Arcy  an 
"active  participant,'.'  within  the  exception  specified  in  Western  Co. 
V.  Northern  Co.,  (C.  C.  A.,  6;  135  Fed.  Rep.,  80;  67  C.  C.  A.,  553.) 
If  so,  he  is  liable  for  the  costs  of  the  defense  which  he  actively 
directed.  The  exemption  from  costs  which  we  sanctioned  in  Ohmer 
Co.  V.  Ohmer  (238  Fed.  Rep.,  182;  151  C.  C.  A.,  258)  had  reference 
to  the  costs  of  this  court  on  appeal. 

An  injimction  is  now  immaterial,  the  patent  having  expired.  The 
decree  should  be  modified,  by  excepting  therefrom  articles  like  plain- 
tiff's Exhibit  17  and  by  denying  D'Arcy's  liability  to  account;  in 
other  respects,  it  should  be  affirmed. 

We  do  not  undertake  to  consider  the  extent  of  damages  involved 
in  a  cushion  in  which  part  of  the  strips  were  in  alternate  relation 
and  part  were  not.  That  question  has  not  been  argued  and  can  not 
be  considered  as  arising  on  this  record. 

The  decree  helow  is  reversed,  in  order  that  a  new  decree  may  ie 
entered,  modified  according  to  this  opinion.  Appellants  wUl  recover 
costs. 
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Knight  Soda  Fountain  Co.  v.  Walrus  Mfo.  Co. 

Decided  AprU  4,  1919, 

270  O.  G..  850 ;  258  Fed.  Hep.,  92». 

1.  Patents — Vaudity  and  Infbinoement — CJombined  Jab  and  Differ. 

The  Farles  patent,  No.  779,271,  for  a  Jar  and  clipper  for  serving  crushed 
fruit,  etc.,  claim  3  Held  not  Infringed.  Claims  4  and  5  Held  Invalid  for 
Indefinlteness  in  view  of  the  prior  art 

2.  Same— Measure  op  Invention — ^Definiteness  of  Claims. 

A  patent  is  sustained  not  for  what  the  inventor  may  have  done,  in  efCect, 
but  for  what  is  pointed  out  clearly  and  distinctly  in  his  claims.  As  much 
as  is  not  so  claimed  belongs  to  the  public. 

ApFBAii  from  the  District  Court  of  the  United  States  for  the  East- 
em  Division  of  the  Northern  District  of  Illinois. 

Suit  in  equity  by  the  Walrus  Manufacturing  Company  against  the 
Knight  Soda  Fountain  Company.  Decree  for  complainant^  and  de- 
fendant appeals.    Reversed, 

Mr.  Donald  M.  Carter  for  the  appellant. 
Mr.  Harry  Lea  Dodson  for  the  appellee. 

Before  Baker,  ALscHuiiER,  and  Evans,  Circuit  Judges. 

Evans,  Cir.J.: 

The  patent  to  Faries,  No.  779,271,  relates  to  a  jar  and  dipper  for 
serving  crushed  fruit,  etc.  Claims  3,  4,  and  5,  held  valid  and  in- 
fringed, read  as  follows : 

3.  The  combination  of  a  jar,  a  cover  for  the  jar,  a  rod  extending  below  the 
cover,  a  dipper  on  the  lower  end  of  the  rod,  with  its  dipping  edge  extended 
away  therefrom,  and  a  handle  above  the  cover,  rigidly  connected  with  the  rod 
and  shaped  to  aid  in  lifting  the  dipper  in  a  proper  fllUng  and  emptying  position. 

4.  The  combination  of  a  Jar  having  a  wide  mouth,  a  cover  for  the  mouth  of 
the  Jar,  a  rod  attached  to  the  cover  and  extended  downward  therefrom,  and  s 
dipper  on  the  lower  end  of  the  rod,  inclined  to  the  rod  at  such  an  angle  that, 
when  the  rod  is  against  a  side  of  the  mouth  of  the  jar,  the  dipper  may  be  made 
to  assume  an  approximately  horizontal  positi<m. 

5.  The  combination  of  a  Jar  having  a  wide  mouth,  a  cover  for  the  mouth  of 
the  jar,  a  rod  attached  to  the  cover  and  extended  obliquely  downward  there- 
from, and  a  dipper  on  the  lower  end  of  the  rod,  inclined  to  the  rod  at  such  an 
angle  that  the  dipper  may  be  made  to  assume  an  approximately  horizontal 
position  inside  the  jar. 

(1)  Unquestionably  the  patent  is  very  narrow.  Only  the  precise 
form  of  construction  described  in  each  claim  is  protected.  No  wide 
range  of  mechanical  equivalents  ci^n  be  indulged  in.    So  construing 
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the  dauDs  of  the  patent,  we  conclude  that  claim  3  is  uot  infringed^ 
because  neither  the  last-named  element — 

and  a  baadle  above  the  cover  rigidly  connected  with  the  rod  and  shaped  to  alA 
in  lifting  the  dipper  in  a  proper  filling  and  emptying  position, 

nor  its  mechanical  equivalent,  appears  in  the  appellant's  structures. 
As  to  claims  4  and  5  an  exammation  of  the  file- wrapper  is  instruc- 
tive.   As  first  presented,  patentee  sought  a  patent  covering,  among 
other  claims: 

The  combination  of  a  Jnr,  a  cover  for  the  Jur,  a  d^per  adapted  to  be  inserted 
into  the  Jar,  and  a  connection  between  the  dipper  and  the  cover. 

Upon  a  division  being  ordered,  and  with  several  patent  citations 
confronting  him,  applicant  amended  his  specifications  by  inserting: 

One  object  of  the  invention  is  to  provide  a  Jar  and  dipper  so  shaped  and  pro- 
portioned that  the  dipping  edge  of  the  dipper  may  be  presented  downward  to 
receive  a  filling  of  the  contents  of  the  Jar,  and  the  dipper  may  be  raised  in  an 
approximately  horizontal  position  by  placing  the  back  of  the  dipper  rod  against 
a  side  of  the  month  of  the  Jar. 

And  also: 

By  making  the  bottom  of  the  Jar  concave  and  shaping  the  ladle  to  conform  in 
a  general  way  to  the  concave  surface,  the  entire  contents  of  the  Jar  may  be 
readily  removed. 

Patentee  struck  from  his  specifications  the  language : 

One  object  of  the  invention  is  to  provide  a  Jar  with  a  combined  cover  and 
dipper  so  disposed  that  the  cover  will  always  be  on  when  the  dipper  Is  in. 

and — 

Another  object  is  to  provide  means  for  sastaining  the  Jar  in  a  vertical  posl- 
tion»  and  still  another  object  is  to  provide  a  readily  attachable  label  plate  to 
designate  the  contents  of  the  Jar. 

Claims  covering  generally  the  combination  of  the  jar,  the  cover, 
and  the  dipper,  with  the  latter  two  connected,  were  withdrawn  after 
the  broadest  claim  heretofore  quoted  was  rejected. 

Novelty,  if  any  exists  in  claim  4,  resides  in  the  combination  by 
virtue  of  the  last  clause  of  the  claim  describing  the  angle  formed 
by  the  attachment  of  the  dipper  to  the  lower  end  of  the  rod.  In 
view  of  the  use  of  the  word  "  oblique  "  in  claim  6,  the  word  "  down- 
ward  '*  in  claim  4  may  well  be  construed  as  meaning  perpendicular 
to  the  cover.    It  seems  to  us  that  the  element — 

and  a  dipper  on  the  end  of  the  rod  inclined  to  the  rod  at  snch  an  ang^  that 
when  liie  rod  is  against  a  side  of  the  month  (A  the  Jar  the  dipper  may  be  made 
to  assnme  an  approximately  horizontal  position — 

is  so  indefinite  and  vague  as  to  necessitate  rejection  of  this  daim. 

{%)  A  patent  is  the  creature  of  the  statate.  The  terxos  and  condi- 
tions upon  which  the  grant  is  made  are  fixed  by  the  statute.   Section 
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9432,  Compiled  Statutes,  1918,  requires  the  inventor  to  set  forth  his 
claims  in — 

such  fnll,  clear,  concise,  and  e^cact  terms  as  to  enable  any  person  skilled  In  tbe 
art    *    *    *    to  make,  construct,  compound,  and  use  the  same. 

What  is  not  claimed  distinctly  in  the  invention,  the  public  pos- 
sesses. A  patent  is  sustained,  not  for  what  the  inventor  may  have 
done  in  effect,  but  what  is  pointed  out  clearly  and  distinctly  in  his 
open  letter.  (White  v.  Dunbar,  C.  D.,  1886, 494;  37  O.  G.,  1002;  119 
U.  S.,  47,  61;  7  Sup.  Ct.,  72;  McCaTpy  v.  LeUgh  Y alley  R.  Co.^ 
C.  D.,  1895,  721;  73  O.  G.,  1707;  160  U.  S.,  110;  16  Sup.  Ct.,  240; 
Provdiit  Looseleaf  Co.  v.  Kalamazoo  Loo%eleaf  Binder  Oo.^  230  Fed. 
Bep.,  120;  144  C.  C.  A.,  418;  nouser  v.  Starr,  203  Fed.  Rep.,  264;  121 
C,  C.  A.,  462;  National  Cash  Register  Co.  v.  Gratigny,  213  Fed.  Rep., 
463;  130  C.  C.  A.,  109;  Harder  et  al  v.  United  States  Piling  Co.,  160 
Fed.  Rep.,  463;  87  C.  C.  A,,  447;  Avery  cfe  Sons  v.  /.  /.  Case  Plow 
Works,  148  Fed.  Rep.,  214;  78  C.  0.  A.,  110.) 

While  we  may  give  liberal  construction  to  the  language  used  to 
protect  the  inventor,  we  cannot  rewrite  the  claim,  or  insert  an  element 
or  modify  an  element  in  the  combination  upon  which  alone  validity 
depends.  Words  that  describe  a  result  may,  of  course,  be  adjective 
in  character,  that  is,  modifying  in  meaning,  yet  they  must  be  definite 
and  understandable.  In  this  claim  the  words  last  quoted  describe  an 
angle  formed  by  the  rod  and  the  dipper.  Just  what  angle  may  not 
necessarily  be  defined,  provided  it  is  ascertainable  by  placing  the 
rod  against  the  mouth  of  the  jar  and  the  dipper  assume  a  horizontal 
position.  Unfortunately  for  claims  4  and  5,  almost  any  angle  will 
meet  this  test,  especially  if  the  mouth  of  the  jar  be  made  wide 
enough  and  the  position  of  the  dipper  at  the  bottom  of  the  jar  be 
changed. 

Had  applicant  included  in  the  combination  a  jar  with  a  concave 
bottom,  and  the  dipper  so  attached  to  the  lower  end  of  the  rod  that 
it  would  fit  in  the  concave  bottom  of  the  jar  (such  as  was  contem- 
plated by  the  amended  specifications,)  and  the  other  elements  ap- 
peared, a  different  question  would  have  been  presented. 

In  claim  5  the  rod  extends  obliquely  downward  and  the  dipper  on 
the  lower  end  of  the  rod  is  inclined  at  such  an  angle  that  it  may  be 
made  to  assume  an  approximately  horizontal  position  inside  the  jar. 
Here  again  the  angle  formed  by  the  attachment  of  the  dipper  to  the 
rod  may  vary  widely  and  the  described  results  still  be  obtained, 
provided  the  mouth  of  the  jar  be  relatively  large  or  the  operator 
change  the  position  of  the  dipper. 

Nor  can  we  ignore  the  prior  art,  even  though  no  exact  anticipation 
appears  therein.    Wettstein,  in  his  patent,  No.  356,514,  covered  a 
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combination  quite  similar  in  purpose  and  in  construction.    In  his 
specifications  he  says: 

My  Invention  relates  to  a  device  for  measuring  and  conveying  liquids  and 
small  loose  soUd  substances  from  one  bowl  or  receptacle  into  another  In  an 
easy  manner,  and  to  provide  a  suitable  covering  for  the  same  where  required — 
such  as  cream  or  milk  pitchers,  sugar  bowls,  or  other  receptacles  containing 
liquid  or  solid  food — the  object  being  to  exclude  impurities  and  also  flies  and 
other  insects  and  vermin  therefrom ;  another  object  of  the  device  being  that  it 
Is  so  constructed  that,  when  the  spoon  or  scoop  is  replaced  into  its  proper 
receptacle,  the  cover  is  placed  thereon  at  the  same  time,  where  said  scoop  is 
used  in  combination  with  the  cover. 

White  secured  a  patent  covering  caps  and  spoons  for  mustard- 
bottles.  His  top  and  his  spoon  were  attached.  Necessarily  the  dip- 
per and  the  rod  constituting  the  spoon  formed  an  angle,  and  whether 
the  dipper  was  "  approximately  horizontal "  would  depend  upon  the 
position  of  the  rod  at  its  place  of  connection  with  the  top.  Like- 
wise the  width  of  the  mouth  of  the  container  necessarily  determined 
to  a  certain  degree  whether  the  dipper  would  assume  a  horizontal 
position. 

As  the  preempted  field  excluded  patentee  from  the  claims  by  him 
first  made,  and  later  withdrawn  after  rejection  by  the  Patent  Office, 
and  as  his  advance,  as  set  forth  in  his  claims,  is  represented  by  the 
use  of  jars  with  a  wide  mouth  (the  indefinite  and  uncertain  angle 
formed  by  the  attachment  of  the  rod  and  the  dipper  adding  noth- 
ing,) we  must  hold  claims  4  and  5  invalid. 

The  decree  is  reversed^  with  costs^  with  directions  to  dismiss  the 
bUl. 


[U.  8.  Circuit  Court  of  Appeals — Fourth  Circuit] 

BisiOHT  Co.  et  al.  v.  Onepiece  Bitocal  Lens  Co. 

Decided  January  20,  1919. 

270  O.  G.,  479;  259  Fed.  Rep.,  275. 

1.  Patents — ^Vaudity  of  Ciaim — ^Limitation. 

A  patent  claim  may  be  limited  by  reference  to  the  specifications. 

2.  Same— -Vauditt — Bitocal  Lens. 

The  Connor  machine  patent,  No.  836,486,  claim  1,  for  making  bifocal 
lenses,  as  limited  by  its  reference  to  the  specifications,  is  not  invalid  because 
too  broad. 

3.  Same — Infringement — Making  Bifocal  Lenses. 

The  CJonnor  machine  patent,  No.  836,486,  claim  1,  for  making  bifocal 
lenses,  Held  Infringed. 

4.  Same — Vaodity — ^Anticipation. 

The  Connor  machine  patent.  No.  836,486,  claim  1,  for  producing  bifocal 
lenses,  Is  not  anticipated  by  grlndlng-machlnes  In  remote  arts,  such  as 
1575^—21 ^17 
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grinding  buttons,  since  more  than  mechanical  skill  was  required  to  apply 
the  grinding  process  to  lenses. 

Cross-appeals  from  the  District  Court  of  the  United  States  for  the 
District  of  Maryland,  at  Baltimore;  John  C.  Rose,  judge. 

Suit  by  the  Onepiece  Bifocal  Lens  Company  against  the  Bisight 
Company  and  Benjamin  Mayer.  Decree  for  complainant^  {2i6  Fed. 
Bep.^  4^0,)  and  defendants  appeal^  with  cross-appeal  hy  complainants 
Decree  modified. 

Mr.  Victor  D.  Borst  {Mr.  WiUiam  M.  Stockbridge  and  Mr.  Cyrus 
N.  Anderson  on  the  brief)  for  the  appellants  and  cross-appellees. 

Mr.  V.  H.  Lockwood  and  Mr.  Edward  Rector  for  the  appellee  and 
cross-appellant. 

Before  Knapp  and  Woods,  Circuit  Judges,  and  McDowell,  District 

Judge. 
Woods,  Cir.  J. : 

Consideration  of  the  claims,  infringements,  and  defenses  set  up  in 
these  appeals  involve  very  fine  distinctions  of  the  application  of  the 
patent  law  to  bifocal  lenses.  Study  of  the  record  and  arguments 
satisfies  us  that  the  district  judge  reached  just  conclusions  as  to  most 
of  the  matters  in  controversy,  and  no  good  end  would  be  attained  by 
a  statement  of  our  reasons  for  approving  his  conclusions.  (246  Fed. 
Rep.,  450.). 

(1,2)  We  think,  however,  that  the  district  court  was  in  error  in 
holding  invalid  claim  1  of  the  Connor  machine  patent.  No.  836,486. 
That  claim  reads  as  follows : 

Apparatus  for  producing  bifocal  lenses  including  a  rotary  holder  for  the  lens 
crystal,  and  means  for  grinding  two  bifocal  surfaces  of  different  dioptrics 
simultaneously  on  one  face  thereof,  substantially  as  set  forth. 

The  district  court  held  this  claim  invalid,  because  the  rotary  lens- 
holder  is  old  in  the  art  and  the  claim  was  too  broad,  in  that  it  covered 
all  apparatus  which  will  make  the  product  described,  provided  only 
that  a  rotary  lens-holder  forms  a  part  of  them.  A  claim  may  be 
limited  by  reference  to  the  specifications  in  the  application.  {Sey- 
mour V.  Osborne,  11  Wall.,  516;  20  L.  Ed.,  33;  The  Corn-Planter 
Patent,  6  O.  G.,  392;  23  Wall.,  181;  23  L.  Ed.,  161.)  We  think 
the  broad  claim  is  so  limited  in  this  instance  by  the  words  "sub- 
stantially as  set  forth,"  referring  to  the  specifications  in  the  applica- 
tion which  it  is  conceded  describe  the  apparatus,  and  that  the  claim 
is  therefore  valid. 

(3)  We  are  of  opinion,  also,  that  the  defendant  has  infringed.  It 
is  true  that  in  Connor's  specifications  he  describes — 

a  crystal  holder  member,  and  rotary  grinding  member  col$perating  therewith 
and  having  a  spherically  disposed  grinding  surface  and  an  adjacent  nonspheri- 
cally  disposed  grinding  surface. 
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and  that  Mayer's  machine,  which  the  defendants  operate,  has  both 
surfaces  spherical.  Connor's  apparatus  being  the  first  to  accomplish 
the  desired  end,  or  at  least  an  important  generic  invention,  should 
not  be  so  narrowly  construed  as  to  permit  real  infringement  by  a 
variation  which,  if  substantial,  is  merely  an  inferior  application  of 
Connor's  invention.  {CoiUinental  Paper  Bag  Co.  v.  Eastern  Paper 
Bag  Co.,  C.  D.,  1908,  594;  136  O.  G.,  1297;  210  U.  S.,  405;  28  Sup.  Ct., 
748;  King  Ax  Co.  et  al.  v.  Uubhard,  97  Fed.  Rep.,  795;  38  C.  C.  A., 
423.) 

(4)  Connor's  invention  cannot  be  regarded  anticipated  by  grinding- 
machines  in  a  remote  art,  such  as  the  grinding  of  buttons.  Evidently 
something  more  than  mechanical  skill  was  required  to  apply  the 
grinding  process  to  lenses,  even  if  it  had  been  suggested  by  the 
apparatus  for  grinding  buttons.  (Ilobbs  v.  Beach,  C.  D.,  1901,  311; 
94  O.  G.,  2357;  180  U.  S.,  383;  21  Sup.  Ct.,  409.) 

7'he  decree  of  the  district  court,  with  this  7nodification,  protects  the 
plaintiff  in  the  exclusive  use  of  all  inventions  covered  by  its  patents, 
and  meets  fully  the  justice  of  the  case.  The  decree  of  the  district 
court  is  modified  accordingly. 

Modified. 

[U.  S.  Oxcuit  Court  of  Appeala— Sixth  Circuit.] 

Dunn  Wire-Cut  Lug  Brick  Co.  v.  Toronto  Fire  Clay  Co.  et  al. 

Decided  January  7,  1919;  on  motion  to  reopen  May  6,  1919, 

270  O.  G.,  480;  259  Fed.  Rep.,  258. 

1.  Patents — Pkesumption  of  Inventive  Novelty  from  Use — Attribution  to 

Product. 
Though  brick  of  a  certain  type,  which  have  gone  on  the  market  and  had  a 
large  sale,  are  the  product  of  the  patentee's  patented  machine,  which  has 
been  manufactured  by  him  and  sold  to  brickmakers,  such  credit  and  such 
presumption  of  inventive  novelty  as  arise  from  public  use  should  be  given 
to  the  product — the  bricks — and  not  to  the  machine. 

2.  Same — Validity — Inventive  Character — Paving  Bricks. 

Dunn's  patent,  No.  918,980,  for  wire-cut  paving-brick  having  wire-cut 
ribs  on  the  side,  Held  valid  because  the  concept  had  inventive  character,  as 
distinguished  from  mere  skill. 

3.  Same — New  Product — Variations  in  Method  of  Making. 

The  inventor  of  a  new  and  useful  product  or  article  of  manufacture  may 
have  a  patent  covering  it  and  giving  a  monopoly  upon  it  regardless  of  great 
variations  in  the  method  of  making.  ' 

4.  Same — Method  and  Product — Separate  Patents. 

In  the  ordinary  and  typical  case  the  method  of  manufacture  and  the 
product  manufactured  are  separable  inventions  supporting  separate  patents. 
one  of  which  may  be  valid  and  the  other  not. 
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6.  Same — Pboduct  Patent — Infringement  by  Manutactubino  Device. 

Dunn's  patent,  No.  918,980,  for  wire-cut  paving-brick  having  wire-cut  ribs 
on  the  side,  Held  infringed  by  the  product  of  defendant's  manufacturing 
device. 

6.  Same — Infringement — ^What  Constitutes. 

As  between  plaintiff's  earlier  and  defendant's  later  patent  a  finding  that 
the  earlier  device.  If  later,  would  not  have  infringed  the  later  patent  Is  not 
helpful  in  deciding  whether  defendant's  device  Infringes  plaintiff's  patent. 

On  motion  to  reopen, 

7.  Same — Late  Introduction  of  Evidence — Conditions  of  Permission. 

In  suit  for  infringement  of  patent  where,  after  direction  of  the  usual  in- 
terlocutory decree  on  finding  of  infringement,  defendants  present  foreign 
patents  said  to  anticipate  plaintiff's  product  and  ask  leave  to  apply  to 
reopen  the  case  and  put  them  into  the  record  on  account  of  the  public 
interest  and  the  Interest  of  the  courts  the  proposed  evidence  will  be  per- 
mitted to  be  brought  into  the  record  on  defendants'  meeting  additional  ex- 
penses of  another  trial,  their  showing  to  excuse  failure  to  put  In  the  evidence 
In  due  time  not  being  satisfactory. 

.Appeal  from  the  District  Court  of  the  United  States  for  the  East- 
em  Division  of  the  Southern  District  of  Ohio ;  John  E,  Sater,  judge. 

Suit  in  equity  for  infringement  of  patent  by  the  Dunn  Wire-Cut 
Lug  Brick  Company  against  the  Toronto  Fire  Clay  Company  and 
others.  From  decree  dismissing  the  hiU^  plaintiff  appecds.  Order 
entered  that  the  district  court  have  leave  to  reopen  the  case^  etc, 

Mr.  J,  C.  Sturgeon  and  Mr.  S.  H.  Tolles  for  the  appellant. 

Mr.  David  M.  Gruber  and  Mr.  Joseph  T.  Harrison  for  the  appel- 
lees. 

Before  Warrington,  Knappen,  and  Dbnison,  Circuit  Judges. 

Denison,  Cir.  J.: 

The  company  which  had  purchased  the  patent  appeals  from  the 
decree  dismissing  its  infringement  bill  brought  against  the  Toronto 
Company  and  Nicholson,  and  based  upon  Patent  No.  918,980,  issued 
April  20, 1909,  to  Dunn,  for  paving-brick.  The  trial  court  overruled 
the  defense  of  invalidity,  but  held  that  there  was  no  infringement, 
and  both  of  these  subjects  must  be  determined. 

Brick  were  originally  made  by  molding  or  pressing  in  individual 
dies  or  forms.  The  product  was  a  molded  brick  or  a  pressed  brick. 
It  was  found  to  be  cheaper  to  squeeze  the  plastic  clay  through  a  die 
shaped  like  a  cross-section  of  the  finished  brick  and  producing  a 
continuous  blank  from  which  pieces  could  be  cut  or  sliced  off  to  form 
separate  bricks.  Because  it  came  to  be  the  more  common  practice 
to  slice  off  these  bricks  from  the  blank  by  using  a  moving  wire  as  the 
cutting  edge  (either  one  wire  at  a  time  or  several  in  a  gang),  bricks 
of  this  class  came  to  have  the  name  "  wire-cut  bricks."  Whether  the 
cutting  was  done  by  wire  or  a  knife  or  a  saw  was  not  important,  be- 
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cause  these  methods  are,  in  any  broad  sense,  obviously  equivalent.  A 
cutting- wire  works  like  the  cutting  edge  of  a  knife,  and  the  cutting 
edge  of  a  knife,  is,  for  this  purpose,  a  wire;  hence  all  such  brick, 
whether  sliced  by  wire  or  knife  or  saw,  are,  in  the  trade,  universally 
called  "wire-cut  brick." 

For  paving,  it  is  desirable  that  the  brick  should  not  fit  close  to- 
gether, but  should  be  spaced  slightly  apart,  in  order  that  waterproof- 
ing and  adhesive  material  may  fill  the  interstices  and  make  a  per- 
fect bond.  Accordingly,  they  were  made  with  buttons,  ribs,  or  slight 
projections  of  other  forms  upon  one  or  both  of  the  vertical  faces  of 
the  two  adjacent  bricks.  These  were  formed  by  suitable  depressions 
in  the  dies  in  which  the  pressing  was  done ;  and,  up  to  Dimn's  time, 
all  paving-brick  with  lugs  or  ribs  had  been  re-pressed  brick.  Dunn 
observed,  and  seems  to  have  been  the  first  fully  to  understand,  that, 
for  the  purpose  of  paving,  the  brick  were  injured  by  this  re-pressing. 
The  surface  was  too  smooth,  the  comers  were  not  sharp  enough,  and 
the  texture  or  lamination  was  distorted;  but  the  ordinary  wire-cut 
brick  were  unsuitable  for  this  purpose,  because  they  had  no  spacing- 
ribs.  It  seems  fairly  to  be  inferred  that,  if  the  idea  of  putting  ribs 
on  wire-cut  brick  had  occurred  to  any  one,  it  had  been  rejected  be- 
cause of  the  difficulties  or  expense  involved.  In  ordinary  hand  opera- 
tion, to  get  this  result  would  necessarily  be  slow,  and  operating  upon 
such  material  would  be  likely  to  break  away  parts  of  the  brick  or 
ribs  and  produce  defective  brick. 

In  this  situation,  it  occurred  to  Dunn  that,  by  the  same  operation 
by  which  he  cut  off  the  brick  from  the  blank  by  sweeping  the  cutting- 
wire  across  its  face,  he  could  leave  ribs  along  the  face,  and  he  could 
accomplish  this  result  by  making  the  cutting  edge  irregular,  instead 
of  straight.  In  the  form  in  which  he  developed  his  idea,  he  carried 
the  wire  on  each  side  of  his  blank  of  clay  in  a  slot  which  was  straight 
most  of  the  way,  but  included  two  semicircular  offsets.  The  result 
was  a  brick,  plane  upon  each  side,  excepting  where  crossed  by  two 
projecting  ribs.  He  first  applied  for  a  patent  upon  the  machine 
accomplishing  these  results,  but,  while  that  application  was  pend- 
ing, filed  also  an  application  for  a  patent  upon  the  product  of  his 
machine.  This  is  the  patent  in  suit.  The  patent  upon  the  machine 
was  not  issued  until  September  7,  1909.  The  first  claim  of  the 
patent  in  suit  is  : 

As  an  article  of  manufacture,  a  wire-cut  brick  having  wire-cut  ribs  on  the 
side  thereof,  substantially  as  set  forth. 

(1)  Dunn's  product  has  been  very  largely  accepted  as  a  better 
paving-brick  than  before  existed.  Although  the  brick  of  this  type 
which  have  gone  on  the  market  and  had  this  large  and  wide  sale  are 
the  product  of  his  patented  machine,  which  has  been  manufactured 
by  him  and  sold  to  brickmakers,  yet  such  credit  and  such  presump- 
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tion  of  inventive  novelty  as  arise  from  public  use  should  be  given 
to  the  product,  and  not  to  the  machine.'  There  would  be  no  use  for 
the  machine,  unless  the  product  were  desired.  We  therefore  give 
some  weight  to  this  wide  public  use  as  bearing  on  the  patent's 
validity. 

(2)  We  think  Dunn's  concept  had  inventive  character  as  distin- 
guished from  mere  skill.  The  fact  that  this  very  simple  product, 
which  proved  to  be  so  useful,  never  had  been  developed  during  all 
the  progress  of  the  art,  goes  far  to  give  it  character.  Re-pressing, 
with  its  cost  and  disadvantages,  was  avoided  and  a  better  brick  was 
produced  by  simple  means.  We  agree  with  the  district  judge  in 
saying : 

His  brick  is  new  and  useful,  and  Involved  invention  in  no  mean  degree,  and 
entitles  him  to  the  breadth  of  equivalency  pertaining  to  an  invention  of  that 
character — 

and  agree  also  with  his  summary  quoted  in  the  footnote.^ 

Without  regard  to  whether  a  patent  upon  a  product  may  be  wholly 
independent  of  any  thought  of  the  means  by  which  it  is  produced, 
there  can,  in  this  case,  be  no  such  independence.  Some  degree  of 
reference  to  the  method  of  the  production  is  carried  into  the  claim 
by  the  words  "wire-cut  ribs."  Where  a  process  or  a  machine  will 
produce  only  a  specific  product,  and  where  a  given  product  can  be 
produced  only  by  the  specific  process  or  machine,  (if  there  are  such 
cases;  see  Mdcbeth-Evans  Glass  Co.  v.  G&nerdi  Electric  Co.^  C.  D., 
1918,  239;  248  O.  G.,  501;  C.  C.  A.  6;  246  Fed.  Rep.,  695;)  it  is  diffi- 
cult to  see  much  lack  of  identity  between  the  invented  process  or 
machine  and  the  invented  product,  and  such  situations  have  given 
rise  to  some  rather  casual  and  seemingly  obiter  statements  that 
process  and  product  or  machine  and  product  constitute  only  one 
invention,  {e,  ^.,  Downes  v.  Teter-Heany^  C.  C.  A.  3 ;  150  Fed.  Rep., 
122 ;  80  C.  C.  A.,  76.)  It  is  thought  that  every  such  case  will  be  found 
to  depend  upon  this — actual  or  supposed — necessary  identity  of  the 
means  and  the  result.* 


*  Dunn  conceived  and  producod  a  wirr-cut  brick  with  wholly  wire-rut  Iusr,  thereby  dis- 
poiisinK  entirely  w^lth  the  re-pressing  process  nnd  with  the  expenditure  necepsary  to  effect 
the  Fame.  The  development  of  his  concept  Involved  much  study  and  experimentation.  lie 
was  hampered  not  merely  by  want  of  funds,  but  by  the  distrust,  discoura^n^  conduct,  and 
opposition  of  brlclcmakers  and  engineers.  However,  by  persistent  energy  and  determina- 
tion ho  overcame  the  obstacles  encountered  and  eventually  won  recognition  by  practically 
demonstrating  the  commercially  successful  character  of  his  brick  and  the  mode  of  Its  pro- 
duction. The  rou^yhness  of  the  sides  of  the  brick,  which  at  first  provoked  opposition,  waa 
found  in  actual  experience  to  be  advantageous,  as  the  Uller  was  thereby  enabled  more 
firmly  to  set  and  more  securely  to  hold  than  is  possible  with  the  smoother  surfaced  brick. 
The  demand  for  his  brick,  following  the  test  of  actual  service,  was  such  that  the  output 
rose  from  2,223,000  in  1010,  to  138,000.000  in  1015.  In  the  same  period  be  granted  33 
licenses  to  manufacturers. 

«  We  find  no  authoritative  decision  lending  more  color  of  support  to  the  Idea  that  a  pat- 
ent for  a  product  is  to  be  confined  to  the  result  of  the  described  process,  than  may  be 
derive<i  from  some  of  the  language  in   Goodyear  Co.  v.  Davis,   (102  U.  S.,  222 ;   26  I*. 
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(3,  4)  Certain  it  is,  in  view  of  the  weight  of  authority  and  the 
latest  decisions,  that  the  inventor  of  a  new  and  useful  product  or 
article  of  manufacture  may  have  a  patent  which  covers  it  and  gives  a 
monopoly  upon  it  regardless  of  great  variations  in  the  method  of 
making  {Powder  Co.  v.  Powder  Wka.^  C.  D.,  1879,  856;  16  O.  G., 
289 ;  98  U.  S.,  126 ;  Leeds  Co.  v.  Victor  Co.,  C.  D.,  1909,  636 ;  144  O.  G., 
1089 ;  213  U.  S.,  301 ;  29  Sup.  Ct.,  495 ;  Durand  v.  SchvZze,  C.  C.  A.  8 ; 
61  Fed.  Eep.,  819;  10  C.  C.  A.,  97;  M(mrer  v.  Diokerson,  C.  C.  A.  3; 
113  Fed  Rep.,  870;  61  C.  C.  A.,  494;  Larn^  v.  Lamby  C.  C.  A.  6;  120 
Fed.  Rep.,  267 ;  66  C.  C.  A.,  647 ;  Samtas  Co.  v.  Voifft,  C.  C.  A.  6 ;  139 
Fed.  Rep.,  661 ;  71  C.  C.  A.,  636 ;  Acme  Co.  v.  Commercial  Co.,  C.  C.  A. 
6 ;  192  Fed.  Rep.,  821 ;  112  C.  C.  A.,  673)  and  that  in  the  ordinary  and 
typical  case,  the  method  and  the  product  are  separable  inventions, 
supporting  separate  patents,  one  of  which  may  be  valid  and  the  other 
not,  {Rubber  Co.  v.  Goodyear,  9  Wall.,  788;  19  L.  Ed.,  666.)  It  is 
therefore  the  duty  of  the  court  to  find,  if  it  reasonably  can,  for  a 
product  patent  some  construction  and  scope  which  shall  avoid,  on 
the  one  hand,  destroying  its  value — if  not  its  validity — by  confining 
it  to  the  precise  method  of  making  which  the  patent  has  happened 
to  show,  and  avoid,  on  the  other  hand,  a  construction  so  broad  as  to 
make  it  invalid  because  for  an  old  product.  As  illustrated  by  the 
present  case,  if  Dunn  is  confined  to  wire-cut  brick  with  wire-cut  lugs 
produced  precisely  as  shown  by  him,  the  patent  is  commercially 
worthless  because  easily  avoided;  while,  if  it  is  construed  to  cover  a 
wire-cut  brick  which,  before  burning,  has  had  irregularities  produced 
upon  its  face  by  any  cutting  or  carving  means  whatever,  it  would  be 
void  because  of  common  practice  relating  to  all  kinds  of  tile,  brick 
and  pottery. 

The  theory  that  this  patent  extends  only  to  the  output  of  the 
method  shown  in  the  machine  patent  is  inconsistent  with  the  action 
of  the  Patent  Office.    Dunn  first  claimed — 

a  wire-cut  brick  having  wire-cut  ribs  on  one  side  thereof  formed  complete  dur- 
ing the  operation  of  cutting  the  brick. 

This  was  rejected  as  "  claiming  the  article  by  the  method  of  making 
it."  The  Patent  Office  recognized  and  applied  the  rule  above  stated. 
Dunn  then  substituted  the  claim  allowed  and  issued. 


Kd.,  149.)  It  was  there  said  :  "  The  invention  Is  a  product  or  manufacture  made  In  a  de- 
fined manner.  It  is  not  a  product  alone,  separated  from  the  process  by  which  it  Is 
created."  This  conclusion  was  the  rpsult  of  an  exhaustive  study  of  the  facts  of  the  par- 
ticular case,  and  was  Intended  to  refer  to  those  facts.  The  claim  was  for  "  the  plate  of 
hard  rubber  or  vulcanite,  or  its  equivalent."  The  defendant  did  not  use  hard  rubber  or 
TUlcanite,  and  the  question  was  whether  celluloid,  an  article  unknown  when  the  patent 
Issued,  was  an  equivalent.  The  case  does  not  hold  that  if  the  defendant  had  employed  a 
bard  rubber  plate  be  could  have  escaped  because  he  manufactured  this  bard  rubber  by  a 
process  different  from  that  described  by  Cummlngs.  Nothing  which  was  not  made  by  the 
process  of  vulcanization  could  be  the  equivalent  of  the  "  hard  rubber  or  yulcanlte  "  of  the 
elaim.     The  process  of  vulcanization  was  imported  into  the  claim  by  its  very  terms. 
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(6)  The  true  scope  of  the  claim  can  best  be  developed  by  tracing 
it  from  the  form  shown  in  the  drawing  to  the  form  used  by  defend- 
ant. It  is,  doubtless,  more  economical  to  have  the  same  stroke  of 
the  wire  or  cutter  sever  the  brick  from  the  blank  and  produce  the 
ribs;  but  the  claim  cannot  be  so  restricted  without  destroying  the 
differentiation  between  the  patent  for  the  machine  and  the  patent 
for  the  product.  We  think  it  clear  that  the  patented  product  would 
be  produced  just  the  same  if  Dunn  took  a  brick  which  had  already 
been  severed  from  the  blank  on  both  sides  by  some  other  wire-cut- 
ting machine,  and  passed  that  brick  through  his  machine,  using  his 
wire  cutter  to  completely  reshape  one  entire  side  of  that  brick.  The 
brick  would  be  wire-cut,  and  the  ribs  would  be  wire-cut,  although 
one  face  of  the  brick  would  have  been  treated  twice  instead  of  once. 
This  would  not  be  an  unnatural  treatment,  if  it  was  desired  to  have 
the  ribs  upon  any  face  excepting  the  one  produced  by  the  cutting- 
wire.  When  we  admit  the  equivalency  between  the  cutting-knife  and 
the  cutting-wire,  we  see  that  this  supposititious  treatment  is  that 
which  defendant  Nicholson  has  adopted  (and  the  Toronto  Company 
uses) .  He  first  cuts  his  blank  into  separate  brick  by  the  usual  wire- 
cutting  process,  then  passes  his  severed  brick  along  a  feed-table  and 
over  a  cutter  which  he  calls  a  knife,  the  form  of  which  is  shown  by 
29,  30  in  the  following  Figures  3  and  6  taken  from  the  patent  issued 

Fiif,  S. 


Fig,  6. 


to  him.  No.  1,148,529  of  August  3,  1915.  This  cutter  or  knife  is  the 
perfect  equivalent  for  this  purpose  of  a  wire  bent  into  the  same  form. 
Defendant  suggests  no  difference  in  operation  excepting  that  he 
thinks  such  sharp  comers  could  not  be  put  on  the  ribs  of  a  wire 
cutter ;  and  this  is  immaterial.  We  must  infer  that  this  knife  wholly 
reshapes  that  surface  of  the  brick  and  transforms  a  plane  surface  into 
a  surface  with  ribs.    It  seems  improbable  that  the  blank  of  plastic 
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material  can  travel  forward  over  this  knife,  with  the  uncut  portions 
or  ribs  depending  into  the  depressions  30  of  the  cutter  and  with  the 
necessary  resulting  distortion  of  the  material,  without  filling  these 
depressions  and  causing  the  entire  ribs  to  be  formed  and  shaped  by 
the  knife.  If  possibly  this  does  not  completely  occur,  yet  it  is  cer- 
tain that  the  sides  of  the  ribs  are  thus  formed  and  shaped,  and  that, 
at  the  most,  only  their  extreme  tops — a  very  small  fraction  of  their 
whole  surface — escapes  this  knife  or  wire-cutting  origin,  and  these 
rib  tops  have  already  been  "  wire-cut."  We  are  convinced  that,  in  the 
true  sense  of  the  patent,  in  the  sense  necessary  for  its  right  construc- 
tion, the  ribs  on  defendants'  brick  are  "wire-cut;"  the  extent  to 
which  they  may  fail  to  be  so  formed  is  comparatively  negligible. 
Thus  we  see  that  the  patent  grant  may  fairly  be  construed  to  cover  a 
method  of  production  slightly  variant  from,  but  practically  equiva- 
lent to,  that  described  in  the  patent,  and  yet  that  its  monopoly  will 
leave  untouched  wire-cut  brick  with  ribs  produced  by  hand  carving 
or  by  cutting  out  mere  channels  or  by  any  method  which  is  not,  in 
substantial  effect,  the  simultaneous  creation  of  the  plane  surface  and 
the  ribs  thereon  by  a  cutting  edge  which  sweeps  through  the  body 
of  the  clay.  Just  where  the  dividing-line  might  be  between  that 
which  thus  infringes  and  that  which  would  not,  is  not  involved,  and 
perhaps  t]ie  question  will  never  arise. 

The  defendants'  product  is  the  result  of  a  two-step  wire-cutting 
process;  plaintiff's  patent  describes  a  one-step  process  for  making 
his  product;  and  it  is  said  that  for  this  reason  infringement  is 
avoided.  We  cannot  find,  either  in  the  specification  or  claim  or  in 
the  Patent  Office  action  or  in  the  history  of  the  art,  any  reason  for 
limiting  the  patent  in  accordance  with  this  theory.  We  are  con- 
vinced that  to  do  so  would  not  only  be  to  disregard  the  basis  of  the 
existence  of  product  patents  as  a  class  by  themselves,  but  also  would 
be  to  reissue  this  patent  with  the  very  claim  which  was  rejected  by 
the  Patent  Office  and  discarded  by  the  applicant.  The  cases  cited  in 
support  of  restricting  the  patent  to  the  one-step  process  are  Pltmh- 
mer  v.  Sargent,  (120  U.  S.,  442;  7  Sup.  Ct.,  640;  30  L.  Ed.  737;) 
Royer  v.  Cottpe,  (C.  D.,  1893,  154;  62  O.  G.,  318;  146  U.  S.,  524;  13 
Sup.  Ct.,  166;)  U.  S.  Glass  Co.  v.  Atlas  Glass  Co.,  (C.  C.  A.  3;  90 
Fed.  Eep.,  724;  83  C.  C.  A.,  254.) 

In  our  judgment,  these  cases  do  not  support  the  argument.  In  the 
Plmnmer  case,  the  patent  was  for  a  process  of  lacquering  or  japan- 
ning, consisting,  according  to  the  claim,  of  "  the  application  of  oil 
and  heat,  substantially  as  described."  In  order  to  sustain  this  patent 
against  the  defense  of  anticipation,  it  was  necessary  to  limit  the 
process  rather  closely  to  the  succession  of  particular  steps  described 
in  the  specification,  and  it  was  held  that,  when  the  patent  was  so 
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limited,  defendant's  process  was  not  equivalent.  In  the  Boyer  case 
there  was  also  a  patent  for  a  process  which  was  claimed  as  a — 

treatment  of  the  prepared  rawhide  in  the  manner  and  for  the  purposes  set  forth. 

It  was  held  that  the  process,  in  its  broadest  aspect,  was  old ;  that — 

the  only  subject-matter  of  invention  which  the  plaintiff  could  properly  claim 
was  the  whole  process  described  in  his  patent,  comprising  the  different  steps 
therein  set  forth ; 

and  that — 

in  that  view,  it  must  be  shown  that  the  defendant  used  all  the  different  st^NS 
of  that  process,  or  there  could  be  no  infringement. 

Obviously,  if  the  patentee's  finished  hide  had  been  identified  by 
some  physical  characteristics,  and  he  had  claimed  an  article  of  manu- 
facture thus  identified,  there  would  have  been  a  different  question. 

In  the  Glass  Co.  case  it  appeared  that  the  process  patented  was 
confined  by  the  claim  to  a  succession  of  specific  steps,  and  that  the 
defendant  omitted  two  of  these  steps.  The  conclusion  was  inevitable 
that  "identity  of  method  cannot  exist." 

(6)  It  is  also  suggested  that  the  device  of  the  patent  in  suit,  if 
it  had  been  later  than  the  patent  issued  to  Nicholson,  would  not  have 
infringed  that  patent,  and,  hence,  that  defendants'  device  does  not 
infringe  plaintiff's  patent.  Electric  Co.  v.  Pittsburgh  Co.  (126  Fed. 
Kep.,  926;  60  C.  C.  A.,  636)  is  cited  to  support  this  transposition  and 
modification  of  the  familiar  rule — "  that  which,  if  later,  would  in- 
fringe, will  anticipate,  if  earlier."  The  case  seems  hardly  to  support 
the  citation;  the  language  used  by  Judge  Coxe  (125  Fed.  Eep.,  930; 
60  C.  C.  A.,  636)  is  only  a  method  of  saying  that  the  two  things  were 
wholly  foreign  to  each  other.  If  we  could  lay  out  of  view  the  fact 
that  plaintiff's  patent  is  for  a  product  and  Nicholson's  later  patent  is 
for  a  machine,  it  would  still  be  true  that  anticipation  depends  upon 
the  nature  and  extent  of  the  earlier  disclosure  while  infringement 
depends  upon  the  character  of  the  grant  as  fixed  by  the  claim.  The 
later  patent  is  necessarily  relatively  specific  as  compared  to  an  earlier 
invention ;  and  a  finding  whether  the  earlier  device,  if  later,  would 
have  infringed  the  later  patent,  is  not  helpful  in  determining  whether 
the  device  of  the  later  patent  infringes  the  earlier  one.  The  two  ques- 
tions have  no  necessary  relation  to  each  other.  We  have  had  occasion 
to  point  out  that  in  this  situation  equivalency  is  not  mutual.  {Gen- 
eral Co.  V.  Electric  Co.,  243  Fed.  Eep.,  188,^1007;  156  C.  C.  A.,  54 
664;  Curr^y  v.  Union  Co,,  230  Fed.  Rep.,  422;  144  C.  C.  A.,  564.) 

Nor  does  the  fact  that  Nicholson  uses  his  hands,  in  transferring  his 
brick  from  the  first  wire-cutting  device  to  the  second,  control  the 
question  of  infringement.  It  is  true  that  in  Broxon  v.  Davis  (116 
U.  S.,  237 ;  6  Sup.  Ct.,  379 ;  29  L.  Ed.,  659)  the  use  of  the  human  hand 
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is  relied  upon  as  demonstrating  non-infringement ;  but  in  that  case 
one  of  the  elements  of  the  claim  sued  upon  was  a  peculiar  lever,  and 
defendant  dispensed  with  the  lever  and  used  his  hand.  This  was  the 
common  case  of  omission  of  one  of  the  elements  of  the  claim. 

There  should  he  the  usual  injunction  and  accounting  as  to  defend- 
ants'' hrick  produced  in  the  marvner  which  we  have  described^  and  to 
pemdt  the  entry  of  such  decree  helow^  the  existing  decree  should  he 
set  aside. 

on  motion  to  reopen. 
Per  Curiam: 

(7)  By  opinion  filed  January  7,  1919,  we  sustained  the  patent  in 
suit  and  directed  the  usual  interlocutory  decree.  The  defendants  now 
present  three  German  patents  which  are  said  to  anticipate,  and  ask 
leave  to  apply  to  the  court  below  to  reopen  the  case  and  put  these  into 
the  record.  The  showing  to  excuse  the  failure  to  find  this  evidence 
in  due  time  is  not  satisfactory.  It  is  not  clear  that,  in  the  search 
made  in  preparation  for  the  answer,  any  effort  was  made  to  examine 
foreign  patents.  A  generally  similar  showing  could  be  made  in  every 
case  where  there  is  a  later  discovery,  and,  if  none  but  the  parties 
were  concerned,  we  should  hesitate  to  grant  the  motion.  ( Westing- 
hmise  Co.  V.  Stanletj  Co.,  C.  C.  A.  1 ;  138  Fed.  Eep.,  823;  71  C.  C.  A., 
189;  Kissinger  Co.  v.  Bradford  Co.,  C.  C.  A.  6;  123  Fed.  Rep.,  91; 
59  C.  C.  A.,  2%1]  Novelty  Co.  v.  Buser,  C.  C.  A.  6;  158  Fed.  Eep.,  83; 
85  C,  C.  A.,  413;  14  Ann,  Cos.,  192.) 

However,  others  than  the  parties  are  interested.  At  least  one  of 
the  German  patents  is  superficially  pertinent  enough  so  that  the 
validity  of  the  patent  in  suit  would  be  likely  to  be  litigated  over 
again  by  the  next  alleged  infringer,  both  in  the  trial  and  appellate 
courts.  In  the  meantime,  the  public  would  be  uncertain  whether  the 
industry  was  or  was  not  subject  to  this  burden.  In  the  interest  of 
the  public  concerned  with  the  patent,  and  in  the  interest  of  the  courts, 
we  think  the  proposed  evidence  should  be  brought  into  this  record, 
{Firestone  Co.  v.  Seiherling,  C.  C.  A.,  6;  245  Fed.  Rep.,  937;  158 
C.  C.  A.,  225 ;)  but  the  plaintiff  ought  not  to  suffer  damage  from  what 
is  not  its  fault.  It  will  be  put  to  the  additional  expense  of  another 
trial  in  the  district  court  and  perhaps  another  appeal,  and  a  great 
part  of  this  will  be  duplication  which  could  have  been  avoided  if  the 
original  defense  had  been  more  thorough.  As  a  condition  of  allow- 
ing the  belated  defense  to  be  now  made,  the  defendants  should  meet 
this  additional  expense.  The  amount  thereof  is  affected  by  so  many 
uncertainties  that  it  must  be  somewhat  arbitrarily  fixed.  We  appar- 
ently have  the  same  opportunity  as  the  trial  court  would  have  to 
make  a  reasonable  estimate.  We  think  $300  is  certainly  not  too  much 
to  make  the  plaintiff  good  against  the  greater  expense  and  delay 
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which  will  result  if  the  case  is  reopened  and  reheard  upon  the  modi- 
fied record,  than  there  would  have  been  if  the  entire  defense  had  been 
originally  presented. 

2" he  order  will  he  tliat  the  district  court  have  leave  to  reopen  the 
case  and  admit  the  proposed  evidence  and  such  further  proofs  as  may 
be  offered  hy  either  party  in  relation  thereto  and  thereupon  again 
determine  the  issue  in  the  case  upon  the  record  as  thus  supple- 
mented— all  upon  condition  that  the  defendant  pay  to  plaintiffs 
within  such  time  as  the  court  below  may  fix^  the  sum  of  $300, 


[U.  S.  circuit  Court  of  Appeals— Third  Circuit.] 

Paramount  Hosiery  Form  Drying  Co.  v.  Moorhead  Knitting  Co. 

Decided  October  IS,  1919. 

270  O.  G..  619;  260  Fed.  Rep.,  841. 

pBOCESs  OF  Drying  and  Shaping  Hosiery  Articles — Function  of  Apparatus. 
The  claim  of  the  Collis  patent,  No.  1,204,945,  reading  as  follows:  "A 
method  of  treating  hosiery  articles,  consisting  in  heating,  from  within,  and 
to  a  predetermined  fabric-drying  temperature,  a  metallic  form  having  its 
sides  relatively  narrow  in  cross-section  and  converging  into  substantially 
reduced,  crease-producing  edges;  then  superposing  upon  said  form  a 
hosiery  article  and  subjecting  the  same  to  the  action  of  heat  Imparted 
Internally  thereto  by  the  form  for  producing  a  substantially  flattened  and 
creased  article,"  Held  void  as  covering  nothing  more  than  the  function  of 
an  apparatus  which  was  the  subject  of  a  separate  patent  which  had  been 
held  Invalid  because  of  prior  Invention  and  use.  "The  process  In  this 
case  is  as  clearly  the  whole  value,  the  sole  purpose  of  the  apparatus,"  as 
in  the  case  of  Busch  v.  Jones  (C.  D.,  1902,  585;  99  O.  G.,  229;  184  U.  S.. 
598)  "  the  process  was  the  whole  value,  the  sole  purpose  of  the  press.'* 

Appeal  from  the  District  Court  of  the  United  States  for  the 
Middle  District  of  Pennsylvania;  Charles  B.  Witmer,  judge. 

Suit  in  equity  by  the  Paramount  Hosiery  Form  Drying  Company 
against  the  Moorhead  Knitting  Company.  Decree  for  defendant^ 
{251  Fed,  Kep.^  897 s)  and  complainant  appeals.    Affirmed, 

Mr.  Robert  F.  Rogers^  Mr.  Charles  H.  Howson^  and  Mr.  Edmund 
H.  Parry  for  the  appellant. 

Mr,  Henry  N,  Paul  and  Mr.  Joseph  C.  FroHey  for  the  appellee. 

Before  Buffington,  Woollet,  and  Haight,  Circuit  Judges. 

Haight,  Cir.  J.: 

In  the  court  below  the  appellant  sued  the  appellee  for  an  alleged 
infringement  of  two  patents,  numbered  1,114,966  and  1,204,945. 
granted  to  it  as  assignee  of  one  George  Collis,  on  October  27,  1914, 


Digitized  by 


Google 


PARAMOUNT  HOSIERY  FORM  DRYING  CO.  V.  MOORHEAD  KNITTING  CO.    269 

and  November  14,  1916,  respectively.  The  last  patent  was  issued 
on  a  division  of  the  application  for  the  first.  The  earlier  patent  will 
hereafter,  for  convenience,  be  referred  to  as  '^  the  apparatus  patent," 
and  the  later  one  as  ^^  the  process  patent."  Generally  speaking,  one 
covers  an  apparatus  for  simultaneously  drying  and  finishing  hosiery 
articles,  in  the  sense  of  stretching,  shaping,  smoothing,  and  creasing, 
and  the  other  a  method  for  accomplishing  the  same  purpose. 

In  the  court  below  the  claims  in  suit  of  both  patents  were  held  to 
be  invalid,  and  a  decree  dismissing  the  bill  was  entered.  The  appel- 
lant has  acquiesced  in  the  decree  so  far  as  its  effect  was  to  invalidate 
the  apparatus  patent,  and  appeals  from  only  that  part  which  dis- 
missed the  bill  as  to  the  process  patent.  Infringement  is  not  seri- 
ously denied.  Some  question  as  to  an  estoppel  was  presented  in  the 
court  below,  and  decided  adversely  to  the  appellant,  as  was  likewise 
decided  adversely  to  the  appellee  a  counter-claim  interposed  by  it. 
The  appellant  has  abandoned  its  claim  that  the  appellee  is  estopped 
to  deny  the  validity  of  the  process  patent,  and  the  appellee  has  not 
appealed  from  the  decree  dismissing  its  counter-claim.  The  only 
question,  therefore,  to  be  considered  on  this  appeal,  is  the  validity  of 
the  process  patent. 

The  original  application  for  apparatus  patent  was  filed  on  June 
27, 1911.  After  a  rather  stormy  career  in  the  Patent  Office,  a  patent 
containing  forty-five  claims  was  issued  on  October  27,  1914.  Three 
days  before  its  issue  a  division  of  the  original  application  was  filed, 
which  eventuated  on  November  14,  1916,  in  the  process  patent,  con- 
taining five  claims,  the  last  three  of  which  are  in  the  suit.  The 
learned  judge  ot  the  court  below  accepted  the  month  of  September, 
1910,  as  the  date  of  the  CoUis  invention.  We  shall  do  likewise. 
Passing  for  the  moment  the  exact  state  of  the  art  at  the  time  CoUis 
made  his  alleged  invention,  we  will  refer  briefly  to  what  Collis  as- 
sumed that  he  had  invented. 

It  had  been  for  many  years  the  custom  to  remove  as  much  as 
possible  of  the  moisture,  with  which  dyed  or  bleached  hosiery  and 
other  similar  textile  articles  become  saturated  in  the  dyeing  or  bleach- 
ing process,  by  means  of  a  centrifugal  machine  known  as  a  "  whiz- 
zer,"  and  to  finish  the  drying  by  drawing  the  articles  over  wooden 
forms  or  boards  and  then  depositing  them  in  dry -boxes.  The  latter 
were  compartments  supplied  with  interior  heating-coils  and  fans  to 
insure  circulation  of  the  air.  After  the  articles  had  been  thus  thor- 
oughly dried,  they  were  removed  from  the  boards,  and  finally  shaped, 
smoothed,  and  given  the  crease  necessary  to  make  them  marketable, 
by  placing  them  in  a  press  and  there  subjecting  them  to  pressure  for 
various  periods  of  time,  depending  upon  the  character  of  press  used. 
The  apparatus  described  in  the  Collis  patents  was  designed  to,  and 
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in  practice  actually  did,  accomplish  the  ultimate  drying  and  finish- 
ing in  one  operation. 

Without  referring  to  the  supplemental  housing  or  casing  described 
in  the  patents  (Avhich  is  of  no  materiality  in  this  case),  the  Collis 
apparatus  consists  of  hollow  metal  forms,  similar  in  shape  to  the 
wooden  forms  before  mentioned,  and  internally  heated  by  steam  or 
other  means.  Over  these  the  wet  hosiery  article  is  drawn.  The 
forms  are  narrow  relatively  to  their  width,  and  have  their  opposite 
narrow  edges  substantially  sharp.  The  forms  being  heated  inter- 
nally, the  hosiery  mounted  on  them  is  dried,  and  the  sharp  edges 
produce  the  before-mentioned  finish.  The  utility  of  the  apparatus 
of  the  first  patent,  and  the  advance  which  its  use  in  the  art  of  finish- 
ing hosiery  made,  were  fully  recognized  by  the  court  below,  and  is 
not,  as  indeed  it  could  not  very  well  be,  disputed.  The  court  below 
found,  however  (and,  as  before  stated,  the  appellant  accepts  such 
finding,)  that  Collis  was  not  the  fii*st  to  conceive  and  practically  de- 
velop the  apparatus  covered  by  his  patent,  and  therefore  the  appa- 
ratus patent  was  held  to  be  invalid.  Indeed,  as  appears  from  the 
opinion  of  the  learned  judge  of  the  court  below,  appellant  abandoned 
during  the  trial  any  claim  to  the  validity  of  that  patent. 

The  patented  prior  art,  as  Collis  admitted  during  the  prosecution 
of  his  application  for  the  apparatus  patent,  exhibits  several  examples 
of  hollow  metal  forms  designed  to  dry  hosiery  and  textile  articles  by 
the  application  of  internal  heat.  The  evidence  also  abundantly 
demonstrates  that,  long  prior  to  the  earliest  date  claimed  for  the 
Collis  invention,  internally-heated  metal  forms  with  sharp  edges,  to 
produce  the  necessary  creases,  had  been  designed  and  used,  although 
not  patented,  by  several  concerns  for  the  finishing  of  silk  gloves  and 
silk  hosiery.  The  proof  of  the  prior  uses  of  an  apparatus  similar 
to,  if  not  identical  in  all  respects  with,  that  covered  by  the  patent,  in 
a  suit  instituted  by  the  present  appellant  against  one  Walter  Snyder 
and  the  Walter  Snyder  Company,  was  so  overwhelming  as  to  cause 
the  appellant  to  voluntarily  abandon  that  suit,  although  the  forms 
manufactured  and  sold  by  the  alleged  infringers  unquestionably  in- 
fringed the  Collis  apparatus  patent. 

The  process  patent,  in  the  language  of  the  specification,  describes 
the  method  sought  to  be  covered  by  it  as  follows : 

A  method  of  treating  hosiery  articles,  consisting  in  heating,  from  within, 
and  to  a  predetermined  fabric-drying  temperature,  a  metalUc  form  having  Its 
sides  relatively  narrow  in  cross-section  and  converging  Into  substantiaUy  re- 
duced, crease-producing  edges;  then  superposing  upon  said  form  a  hosiery 
article  and  subjecting  the  same  to  the  action  of  heat  Imparted  Internaly  thereto 
by  the  form  for  producing  a  substantially  flattened  and  creased  article. 

Notwithstanding  the  invalidity  of  the  apparatus  patent  because  of 
anticipation,  it  is  sought  to  avoid  a  like  result  as  to  the  process  patent 
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on  the  theory  that,  although  it  was  old  in  the  finishing  of  silk  gloves 
and  silk  hosiery  to  smooth  and  crease  them  on  internally-heated  me- 
tallic forms  with  sharp  edges,  and  although  the  prior  art  exhibited 
internally-heated  metal  forms  for  tiie  drying  of  hosiery,  the  method 
or  process  of  simultaneously  drying  (in  the  sense  of  extracting  the 
excess  moisture  acquired  during  the  dyeing  or  bleaching  process  and 
not  removed  by  the  "  whizzer  "  and  ordinary  evaporation)  and  finish- 
ing (in  the  sense  of  stretching,  smoothing,  and  creasing)  hosiery 
through  the  use  of  internally-heated  metallic  forms,  with  crease- 
producing  edges,  had  not  been  conceived  by  any  one  before  CoUis. 

It  will  be  noted  that  the  court  below  based  its  judgment  that  the 
process  patent  was  invalid,  both  upon  the  ground  that  it  covered  noth- 
ing more  than  the  function  of  the  patented  apparatus,  and  that  the 
before-mentioned  prior  use  of  the  forms  covered  by  the  apparatus 
patent  anticipated  the  method  or  process  of  the  process  patent.  If  it 
be  true,  as  appellant  contends,  that  these  sharp-edge,  crease-producing 
forms  of  the  prior  art  were  not  designed  or  used  for  drying  hosiery 
in  the  sense  before  mentioned,  although  capable  of  performing  that 
function,  but  only  for  finishing  and  creasing  silk  gloves  and  hosiery 
from  which  all  moisture  had  been  extracted,  and  which  it  was  neces- 
sary to  again  dampen  before  the  finishing,  and  that  the  process  patent 
was  not,  therefore,  anticipated  by  their  prior  use,  {Carnegie  Steel  Co. 
V.  Camhria  Iron  Co.,  C.  D.,  1902,  592;  99  O.  G.,  1866;  185  U.  S.,  403; 
22  Sup.  Ct.,698,)  it  is  apparent  that  the  invention  of  that  patent,  if 
any  there  is,  resides  simply  in  taking  that  part  of  the  prior  art  which 
exhibits  apparatus  for  drying  wet  hosiery  and  coupling  it  with  that 
part  of  the  prior  art  which  used  the  same  forms,  different  only  in  that 
their  edges  were  sharp,  to  produce  the  necessary  crease  or  finish  on 
articles  which  had  already  been  dried. 

We  shall  not  pause  to  consider  whether  this  constituted  patentable 
invention,  or  whether  the  use  of  the  prior-art  crease- producing  forms 
to  finish  textile  articles  which  had  already  been  dried,  but  which 
proper  practice  required  should  again  be  moistened,  in  order  that 
they  could  be  properly  finished,  was  the  practising  of  the  process  or 
method  of  the  Collis  process  patent,  or  whether  the  process  patent 
can  relate  back  to  the  date  of  the  filing  of  the  original  application  for 
the  apparatus  patent,  and  thus  avoid  anticipation  due  to  the  use  of 
Ermentrout's  forms,  because  we  think  that  the  decree  of  the  court 
below  must  be  aifirmed  on  the  other  ground,  namely,  that  the  process 
patent  covers  merely  the  function  of  the  apparatus  described  and 
covered  by  the  apparatus  patent.  In  this  connection,  it  may  be  well 
to  briefly  review  some  of  the  circumstances  surrounding  the  acquisi- 
tion of  the  Collis  application  by  the  appellant,  and  some  of  the  events 
that  transpired  thereafter. 
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It  appears  that  one  Ermentrout,  of  Reading,  Pa.,  having  seen  a 
circular  put  out  by  a  concern  known  as  the  Curtin-Hebert- Anthony 
Company,  which  had  before  the  earliest  date  claimed  for  the  Collis 
invention  manufactured  and  sold  internally-heated,  sharp-edged, 
crease-producing  metal  forms,  to  certain  concerns  engaged  in  manu- 
facturing silk  gloves  and  silk  hosiery,  began  in  the  autumn  of  1911 
the  manufacture  of  internally-heated  hosiery-forms,  substantially 
identical  with  those  shown  in  the  two  Collis  patents.  They  were  de- 
signed to  be  used  for  the  same  purpose  as  the  forms  of  the  patent. 
Some  of  them  found  their  way  into  the  factory  of  the  Paramount 
Hosiery  Company,  and  worked  so  well  that  the  oflScers  of  that  con- 
cern determined  to  purchase  Ermentrout's  business  and  a  limited  pat- 
ent, relating  to  a  specific  type  of  coupling  between  the  form  and  a 
Bteam-supply  pipe,  which  he  had  secured.  A  company  was  subse- 
quently formed  for  the  purpose  of  carrying  on  the  business  which  had 
been  begun  by  Ermentrout.  In  the  course  of  selling  some  of  such 
forms,  the  original  Collis  application,  which  was  then  pending  iii  the 
Patent  Office,  was  discovered.  The  appellant  thereupon,  on  Decem- 
ber 24, 1913,  in  order  to  protect  itself,  purchased  the  same  for  a  com- 
paratively small  sum,  and  thereafter  prosecuted  the  original  applica- 
tion and  the  subsequent  division  thereof.  It  was  not  until  the  follow- 
ing June,  although  the  application  had  then  been  pending  for  three 
years,  that  the  division  was  suggested.  In  the  meanwhile,  the  prior 
act,  so  far  as  it  was  accessible  to  the  Patent  Office,  had  been  quite 
thoroughly  reviewed,  and  the  slight  field  of  invention  left  open  to 
Collis  made  manifest.  In  the  early  or  middle  part  of  1914,  Walter 
S.  Snyder,  who  was  engaged  in  manufacturing  laundry  machinery 
in  Philadelphia,  began  the  manufacture  of  drying-forms  for  laundry 
purposes,  and  subsequently  extended  his  business  to  the  manufactur- 
ing of  these  forms  for  hosiery  manufacturers. 

In  1916,  the  present  appellant  began  suit  against  Snyder  and  the 
Walter  Snyder  Company,  alleging  that  the  forms  which  were  thus  be- 
ing manufactured  by  them  infringed  the  apparatus  patent  in  suit  in 
this  case.  That  suit  was  voluntarily  discontinued  under  the  circum- 
stances before  mentioned.  Most  of  the  forms  manufactured  by  the 
appellant  are  distributed  to  those  who  use  them,  under  license  agree- 
ments which  provide  for  the  payment  of  certain  royalties,  baaed  on 
the  amount  of  hosiery  articles  dried  on  the  forms.  The  appellee  had 
acquired,  under  such  an  agreement,  a  number  of  the  appellant's 
forms.  Subsequently  it  acquired  some  of  the  forms  manufactured 
by  the  Walter  Snyder  Company,  and  used  both  in  its  business.  After 
the  appellant  abandoned  its  suit  against  the  Snyder  Company,  it  be- 
gan this  suit,  basing  the  alleged  infringement  upon  the  appellee's 
use  of  the  forms  which  it  had  purchased  from  the  Snyder  Company. 
It  is  thus  apparent  that  the  appellant  is  attempting  in  this  suit  by 
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means  of  the  process  patent  to  secure  a  monopoly  in  the  use  of  an 
apparatus  which  admittedly  could  not  be  the  subject-matter  of  a 
valid  patent  at  the  earlest  date  at  which  it  is  claimed  that  CoUis  in- 
vented it,  because  the  only  way  shown  in  the  patent,  or  otherwise,  for 
practising  the  method  covered  by  the  process  patent,  is  the  use  of  the 
particular  apparatus  described  and  covered  by  the  apparatus  patent. 
The  process  is,  in  reality,  nothing  but  the  use  of  the  apparatus.  That 
is  manifest  by  reference  to  the  before-quoted  portion  of  the  specifica- 
tion  of  the  process  patent,  as  well  as  the  following  extract  therefrom, 
viz: 

From  the  foregoing,  it  will  be  seen  that  the  procedure  followed,  in  treating 
hosiery  articles  under  my  Improved  method,  is  first  to  eflfect  a  heating  (from 
within  and  to  a  predetermined  drying  temperature)  of  a  hollow  form,  prefer- 
ably constructed  of  metal,  and  having  its  sides  narrow  in  cross-section  and  con- 
verging into  substantially  reduced-edge  portions;  then  manually  stretching  a 
hosiery  article  longitudinally  thereon  and  retaining  the  same  on  the  form  for 
the  fabric-drying  i^eriod,  during  which  the  fabric  of  the  article  is  simultane- 
ously dried,  shaped,  and  creased  at  two  oppositely  disposed  portions,  and  then 
removing  or  stripping  the  article  from  the  form. 

Moreover,  the  apparatus  patent  specifies,  and  in  fact  claims,  the 
function  of  the  apparatus  as  the  simultaneous  drying,  creasing,  and 
finishing  of  the  textile  article  mounted  on  the  exterior  thereof.  It 
is  impossible  for  us  to  perceive  how  this  process  can  be  considered 
in  any  other  light  than  the  mere  function  of  the  apparatus.  The 
inevitable  result  of  any  other  conclusion  would  be  to  give  validity  to 
a  patented  process  which  consists  solely  in  the  use  of  an  apparatus 
which  cannot  be  the  subject-matter  of  a  valid  patent. 

It  would  serve  no  useful  purpose,  and  would  unduly  burden  this 
opinion,  to  review  the  authorities  which  have  differentiated  between 
the  mere  function  of  a  machine  or  apparatus  and  a  patentable  process, 
which  could  be  practised  by  the  use  of  the  apparatus  or  machine,  and 
to  attempt  to  distinguish  those  cases  from  this.  It  is  sufficient,  we 
think,  to  refer  to  Busch  v.  Jones^  (C.  D.,  1902,  585;  99  O.  G.,  229; 
184  U.  S.,  598,)  and  particularly  to  the  remarks  of  Mr.  Justice  Mc- 
Kenna  on  page  607,  (22  Sup.  Ct.,  611;  46  L.  Ed.,  707.)  In  the  case 
at  bar,  the  dependence  is  the  process  upon  the  apparatus,  and  not  the 
apparatus  upon  the  process,  just  as  the  process  in  that  case  was  de- 
pendent upon  the  press.  It  is  equally  true  that  the  process  in  this 
case  is  as  clearly  the  whole  value,  the  sale  purpose  of  the  apparatus, 
as  in  that  case  "  the  process  was  the  whole  value,  the  sole  purpose  of 
the  press."  We  are  accordingly  of  the  opinion  that  the  claims  in  suit 
of  the  process  patent  cover  nothing  but  the  mere  function  of  a  ma- 
chine or  apparatus,  and  hence  are  invalid. 

Tfie  decree  appealed  from  is  therefore  (sfjirmed^  with  coats. 
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[U.  S.  Clxcait  Court  of  Appeals — Sixth  Circuit.] 

Fetzer  &  Spies  Leather  Co.  v  I.  T.  S.  Rubber  Co. 

Decided  October  7,  1919. 

271  O.  G.,  157 ;  260  Fed.  Rep.,  989. 

1.  Reissue — ^Delay  in  Filing. 

A  delay  of  about  nine  months  in  filing  an  application  for  reissue 
(Reissue  No.  14,049,  to  TufFord)  Held  reasonable,  no  patents  having  been 
taken  out  or  applied  for  and  no  manufacture  or  sale  of  a  similar  device 
having  occurred  in  the  interval. 

2.  Sake — Same  Invention — ^New  Claims  Added — ^Addition  to  Descbiption  and 

Slight  Changes  in  Drawings. 
The  Tufford  reissue  patent,  No.  14,049,  Held  to  be  for  the  same  Invention 
as  the  original  patent,  since  the  features  specified  in  the  new  claims  were 
all  set  out  with  reasonable  clearness  In  the  original  specification,  and  the 
changes  made  in  the  drawing  are  slight  and  immaterial,  and  the  additions 
to  tlie  specification  merely  bring  out  the  idea  disclosed  in  the  original  patent 
with  greater  clearness,  and  certain  statements  in  the  reissue  application, 
while  not  strictly  correct,  were  approximately  so,  and  the  departure  from 
the  exact  truth  being  without  any  material  importance. 

Appeal  from  the  District  Court  of  the  United  States  for  the 
Eastern  Division  of  the  Northern  District  of  Ohio;  D.  C.  Westen- 
haver,  judge. 

Suit  in  equity  by  the  I.  T.  S.  Rubber  Company  against  the  Fetzer 
&  Spies  Leather  Company.  Decree  for  complahiant^  and  defendant 
appeals.    Affirmed. 

Mr.  Burton  W.  Gary  and  Mr.  Horace  Van  Everen  for  the  appel- 
lant. 

Mr.  F.  O.  Rickey  and  Mr.  Charles  A.  Brown  for  the  appellee. 

Before  Warrington,  Knappen,  and  Denison,  Circuit  Judges. 

Per  Curiam  : 

We  approve  and  adopt  the  opinion  of  the  district  judge,  save  in 
the  particulars  to  be  inferred  from  what  we  later  say;  but  certain 
points  have  been  pressed  upon  us  by  appellant  with  such  force  as  to 
call  for  a  summary  statement  of  our  conclusions. 

1.  Nerger  discloses  a  form  which  we  think  essentially  closer  to 
Tufford  than  any  other  earlier  patent  shows.  The  substantial  differ- 
ence between  Nerger  and  Tufford  is  that  the  lift  of  the  former  was 
scoop-shaped  and  that  of  the  latter  saucer-shaped.  These  are  un- 
technical  and  not  very  accurate  terms  of  description,  but  they  serve 
to  distinguish  as  well  as  any  two  words  may.  They  may  be  made 
clearer  by  assuming  that  all  the  descriptive  words  are  used  with 
reference  to  the  horizontally-placed  plane  of  the  bottom  of  the 
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permanent  heel  to  which  the  lift  is  to  be  attached.  It  is  character- 
istic of  the  saucer  shape  that  there  should  be  a  somewhat  centrally- 
disposed  low  spot,  so  that  if  the  upper  edges  of  the  lift  were  put  in 
contact  with  the  horizontal  bottom  of  the  heel,  as  far  a^  may  be 
without  using  force  to  distort  the  normal  shape  of  the  lift,  any  con- 
tained liquid  would  be  retained  in  this  lowest  spot,  because  the  edge 
of  the  lift  toward  the  breast  of  the  heel  would  be  higher.  It  is  char- 
acteristic of  the  scoop  shape,  under  the  same  conditions,  that  the 
line  from  the  low  spot  to  the  edge  of  the  lift  at  the  breast  would  be 
substantially  horizontal,  and  the  liquid  would  run  out.  The  effect 
of  this  distinction  is  that,  when  the  central  part  of  the  depression  is 
forced  up  against  the  bottom  of  the  heel,  there  is  a  distinctly  greater 
tendency  with  the  saucer  shape  than  with  the  scoop  shape  for  the 
breast  edges  of  the  lift  to  maintain  tight  contact  with  the  heel.  If 
the  surfaces  are  smooth  enough,  this  excludes  the  air,  the  atmos- 
pheric pressure  holds  the  lift,  flattened  out,  against  the  heel,  and  we 
have  the  result  called  "  suction." 

We  do  not  regard  this  suction  as  of  decisive  importance  in  itself, 
because  after  one  or  two  leather  lifts  had  been  removed,  the  rough- 
ness of  the  leather  and  the  overlapping  by  the  rubber  would  make 
it  doubtful  whether  the  suction  adherence  would  be  of  much  practical 
use;  but  the  suction  test  is  of  distinct  value  as  determining  whether 
the  rubber  lift  has  or  has  not  that  quality  which  distini^uished  Tufford 
from  Nerger.  The  distinction  between  the  two  is  fairly  well  expressed 
by  the  statement  that  Nerger  is  of  concavo-convex  form  upon  lateral 
cross-sections,  while  Tufford  is  of  this  concavo-convex  form  also 
upon  longitudinal  cross-sections.  This  advance  made  by  Tufford 
over  Nerger  seems  very  small — in  looking  forward,  it  might  have 
been  thought  unsubstantial;  but  the  actual  events  seem  to  demon- 
strate that  it  was  very  important,  and  we  have  no  doubt  that  it 
should  be  considered  to  involve  invention.  This  conclusion  is  in 
accord  with  that  of  the  Circuit  Court  of  Appeals  of  the  First 
Circuit  in  /.  T,  S.  Co.  v.  Panther  Co,  {post,  283;  271  O.  G.,  512; 
260  Fed.  Rep,  934.) 

The  best  that  can  be  said  of  Nerger's  patent  disclosure  is  that 
it  is  not  inconsistent  with  a  lift  concavo-convex  in  longitudinal 
cross-section  also,  and  that  his  lift  therefore  might  or  might  not 
have  had  that  form.  This  uncertainty  was  removed  by  the  evi- 
dence as  to  what  Nerger  did.  The  lifts  which  he  made  and  sold 
were  scoop-shaped,  and  his  business  was  not  successful.  We  prefer 
to  rest  the  elimination  of  Nerger  upon  the  difference  between  his 
form  and  Tufford's  rather  than  upon  the  ground  of  abandoned  ex- 
periment. 

2.  The  original  specification  sufficiently  discloses  the  ideas  to 
which  the  added  claims  of  the  reissue  are  directed,  as  these  claims 
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are  interpreted  in  our  opinion  in  United  States  Rubber  Co.  v.  /.  T. 
S.  Co.  (260  Fed.  Sep.,  947,)  filed  herewith.  The  drawing  is  rather 
blind,  but  the  specification  contains  descriptive  matter  which  ap- 
propriately applies  to  these  features.  If  there  were  doubt  about 
it,  it  would  be  solved  by  the  proof  that  Tufford,  from  the  begin- 
ning, never  made  any  form  of  lift,  excepting  that  form  which  con- 
tains these  particular  features,  and  samples  of  this  form  were  the 
basis  of  the  proceedings  in  the  Patent  Office.  Hence  it  is  clear  that 
any  such  doubt  will  not  defeat  the  reissue. 

3.  Plaintiff  does  not  appeal  from  the  award  of  only  nominal  dam- 
ages. 

The  decree  wUl  be  afflnned;  but  the  affirmcunce  wiU  be  without 
prejudice  to  further  considering  in  the  court  below  whether  any  of 
the  defendants  forms  escape  infringement  of  claim  10^  for  the 
reason  given  in  the  U,  S,  Rubber  Co.  case. 


The  opinion  below  of  Westenhaver,  district  judge,  is  as  follows: 

The  bill  In  this  oaso  chargos  infrlngomont  by  defendnnt  of  United  States  Re- 
issue I^etters  Patent  No.  14,049,  issued  January  11,  1916.  to  complainant,  as  as- 
signee of  John  G.  TufFord.  The  defenses  are:  (1)  that  this  reissue  patent  is  void, 
because  not  for  the  invention  covered  by  the  original  patent,  and  because  the 
application  therefor  was  unduly  delayed  without  sufficient  excuse;  (2)  that 
it  is  invalid  for  lack  of  invention  and  lack  of  novelty;  and  (3)  that  defend- 
ant's construction  does  not  Infringe. 

TufFord*s  invention  relates  to  rubber  shoe  heels.  Technically  and  in  the 
shoe  trade  it  is  called  an  elastic  or  resilient  heel  lift.  A  lift  in  the  shoe  trade 
is  one  layer  of  the  leather  making  up  the  finished  heel,  and,  as  ordinarily  ap- 
plied, a  rubber  heel  lift  is  approximately  the  depth  of  two  layers  of  leather. 
The  upper  part  or  face  of  the  lift  is  the  attaching  face.  The  forward  ed?:^  is 
calloil  the  breast. 

The  rubber  heel  lift  in  common  use,  and  the  only  one  commercially  known 
or  sold  prior  to  Tufford's,  was  of  the  flat  type.  Many  disadvantages  are 
said  to  exist  in  this  type  of  heel  lift.  When  attached,  it  has  a  pronounced 
tendency  to  separate  at  its  tdgis  from  the  leather  heel,  and  also  to  spread  and 
expand  beyond  the  leather  heel.  This  not  only  is  unsightly  in  appearance,  but 
produces  a  gap  and  oflfset  between  the  rubber  and  leather  into  which  dirt  and 
water  will  enter.  The  heel  becomes  uneven,  and  its  connection  with  the  shoe 
he<»l  proper  is  weakened.  This  is  said  to  be  due  to  several  causes.  One  is  that, 
if  the  nails  be  driven  inwardly  from  the  edge,  so  as  to  avoid  the  rows  of  nails 
in  the  leather,  the  compres-sion  in  the  center  part  of  the  rubber  heel  lift  has  a 
tendency  to  cause  the  lift  at  its  outer  edges  to  draw  away  from  the  leather. 
Furthermore,  it  is  said,  while  cements  are  made  which  will  firmly  unite  rubber 
to  rubber  and  leather  to  leather,  no  cement  is  made  which  will  firmly  unite 
rubber  to  leather;  when  cement  is  necessary,  and  Is  used  in  attaching  the  flat 
tyiK*  of  he<»l  lift,  it  is  found  that  the  action  of  wear  and  water  destroys  the 
cement  and  produces  the  objectionable  gap  between  the  rubber  and  leather 
above  noted.  Attaching  the  flat  heel,  in  doing  which  cement  is  necessary,  i.^ 
also  a  relatively  slow  operation  as  compared  with  the  attaching  of  heel  lift  of 
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the  Tufford  type.  Attaching  a  lift  with  cement  requires  a  careful  preparation 
of  the  attaching  face  of  the  heel  lift  and  of  the  surface  of  the  leather  heel 
pr(>[>er,  and  an  interval  of  some  15  to  20  minutes  between  the  api)ll<*ation  of  the 
cement  and  the  time  when  it  has  dried  sufficiently  to  be  attached  must  bo 
allowed  In  the  operation. 

Tufford's  rubber  heel  lift  was  invented  by  him  to  overcome  these  difficulties 
its  most  important  features  as  claimed  by  him  are  Us  peculiar  and  original 
shape  and  the  suction  thereby  obtained  when  it  is  attache<l.  In  form  it  Is 
uniformly  cun'e<l  on  all  cross-sections  thereof.  The  upper  face  is  concave,  so 
that  the  entire  heel  lift  lies  below  a  plane  passing  through  the  rear  upper  edge 
and  breast  corners.  It  is  of  uniform  thickness,  and  its  lower  or  convex  face  lies 
pnrallel  to  tlie  upper  or  concave  face.  A  construction  in  this  form  of  resilient 
or  elastics  rubber  will,  when  compressed  against  a  flat  surface,  adhere  thereto. 
The  air  in  the  cavity  between  the  concave  face  and  the  flat  surface  is  thus 
exclude<l,  and  the  air  pressure  called  "suction"  retains  it  permanently  in 
place.  The  natural  tendency  of  the  lieel  lift  thus  constructed  to  assume  Its 
natural  curved  position  is  said  to  be  1  likewise  present,  arid,  as  a  result  of  thesp^ 
forces,  this  heel  lift  adheres  closely  at  the  edges  at  all  times  to  the  leather 
heel  proper,  keeps  its  shape,  and  has  unusual  wearing  qualities. 

The  specifications  show  other  features  or  elements  of  the  Invention  which  it  is 
not  necessary  to  describe  in  detail,  because  the  controversy  here  revolves  around 
the  features  or  elements  above  described.  These  additional  features,  it  may, 
however,  be  noted,  apply  to  the  position  of  the  nails  distributed  about  the  center 
of  the  heel  lift  and  at  a  substantial  distance  from  the  edges,  the  shape  and 
location  of  the  washers  embedded  In  the  heel  lift  in  which  the  nails  are  to  be 
driven,  the  diminutive  size  of  the  nail  holes,  which  are  sufficient  only  to  act  as 
guides  for  the  nails,  and  so  small  as  to  prevent  the  escape  of  any  appreciable 
amount  of  air  to  or  from  the  suction  area  of  the  heel  lift.  In  addition,  shallow 
channels  are  cut  or  molded  In  the  concave  face  In  the  form  of  a  shield  with  a 
cross  therein,  which  are  said  to  create  four  additional  separate  and  distinct 
suction  areas  cooperating  with  tlie  suction  area  of  the  entire  upper  face*. 

On  this  hearing  TuflCord  demonstrated  the  manner  In  which  he  made  this 
Invention.  In  1913,  and  for  many  years  prior  thereto,  he  was  a  cobbler  in  a 
shoe  store  in  Elyrla,  Ohio.  In  following  his  trade  he  came  to  know  all  the 
different  forms  of  rubber  heel  lifts,  and  observed  the  respects  In  which,  as  he 
says,  all  were  more  or  le.ss  unsatisfactory.  He  conceived  the  Idea  that,  If  a 
heel  lift  were  made  having  the  suction  features  claimed  for  his  Invention,  it 
would  be  an  improvement  over  all  existing  t5T)es  of  heeL  In  developing  this 
conception  he  provided  himself  with  the  round  or  globular  type  of  a  newel  post, 
and  over  this  top  he  nailed  a  flat  disk  of  rubber.  In  the  exact  top  of  the 
st»ction  of  a  sphere  thus  created,  he  outlined  first  a  heel  lift  of  the  desired 
size,  and  then  cut  and  tiled  away  the  rubber  within  these  outlines  to  a  perfe<*tly 
flat  surface.  He  next  cut  out  the  heel  lift,  which,  when  free,  immediately 
assumed  the  concave  shai)e  of  his  patenteil  Invention,  uniformly  curve<l  on  each 
cross-.sectlon  thereof.  The  other  side  was  then  cut,  filed,  and  trimmed  to  a 
uniform  thickness.  The  finished  heel  lift  retained  its  shape,  and,  when  applied 
to  a  flat  surface,  adhered  thereto  in  the  manner  above  described.  This  he 
applied  to  a  pair  of  his  own  shoes,  which  he  wore  continuously,  and  which  he 
says  gave  entire  satisfaction,  and  demonstrated  all  the  advantages  now  claimed 
for  his  invention.  He  made  two  other  pairs  by  hand,  which  he  applied  to 
shoes  worn  by  two  different  clerks  employed  In  the  same  store  with  him. 
They  also  were  found  to  be  satisfactory.  Later,  and  after  he  had  completed 
his  device  by  developing  the  form  and  location  of  the  washers  and  nail  holes 
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and  the  channels  or  grooves  in  the  form  of  a  shield  with  a  cross  therein,  as 
above  described,  he  applied  for  a  patent.  His  application  Is  dated  July  21^ 
1913,  and  was  Issued  September  15,  1914. 

Some  time  during  the  year  1914  TufFord  presented  samples  of  his  heel  to  Mr. 
Richard  Griffith,  superintendent  of  the  Miller  Rubber  Company  of  Akron,  Ohio, 
in  order  to  induce  this  company  to  make  molds  and  engage  in  the  manufac- 
ture of  these  heel  lifts.  Mr.  Griffith  refused,  because  the  shape  of  the  heel 
lift  presented,  he  thought,  unusual  difficulties  in  constructing  a  mold,  and  he 
was  not  willing  that  the  company  he  represented  should  Itself  undertake  the 
task  of  making  molds  and  guaranteeing  a  satisfactory  product.  He  directed 
Mr.  Tufford  to  invent  a  mold  himself.  Later  Mr.  Tufford  returned  with  a 
single  cavity  mold  of  the  desired  shape  and  form,  and  thereupon  the  Miller 
Rubber  Company  had  similar  molds  made,  manufactured  a  number  of  sample 
heel  lifts,  and  determined  for  itself  that  the  heel  lift  could  be  made  commer- 
cially In  conformity  to  the  sample  presented. 

The  first  heels  for  commercial  use  were  manufactured  for  complainant  by  the 
Miller  Rubber  Company  early  in  1915.  Complainant's  first  sales  were  made  In 
March  of  that  year.  The  commercial  success  of  this  heel  lift  has  been  phts- 
nomenal.  The  prices  agreed  upon  between  complainant  and  the  Miller  Rubber 
Company  at  the  beginning  of  their  business  relations  have  continued  to  the 
time  of  the  trial  and  are  still  in  force.  The  prices  at  which  the  heel  lifts  were 
first  sold  to  the  trade  In  February,  1915,  have  not  been  changed  and  are  still  in 
force.  Complainant  has  not  resorted  to  any  method  of  advertising,  except  to 
furnish  some  cards  to  shoe  dealers  and  to  submit  occasional  exhibits  at  shoe- 
finding  conventions.  In  the  early  months  of  1914  Mr.  Tufford  himself,  and 
perhaps  others,  made  some  trips  to  Cleveland  and  elsewhere  to  call  the  lift 
to  the  attention  of  shoe  dealers  and  jobbers ;  but,  except  to  that  extent,  no  force 
of  traveling  or  soliciting  salesmen  has  been  employed. 

The  sales  of  the  Tufford  lift  in  February,  1915,  were  6,C96  pairs,  and  for  the 
entire  year  748,189  pairs.  The  sales  for  the  year  1916  were  4,529,518  pairs; 
for  1917  they  were  12,733,567  pairs;  and  for  the  first  six  months  of  the  year 
1918,  13,893,245  pairs.  For  the  month  of  June  alone,  1918,  the  number  sold 
were  2,279,045  pairs.  Complainant  has  put  In  capital  from  first  to  last  of 
less  than  $30,000.  Its  undivided  profits  January  1,  1918,  were  $800,000.  Its 
net  earnings  alone  for  the  year  1917  were  $482,000.  The  Miller  Rubber  Com- 
pany began  with  10  or  15  persons  in  its  press  room  in  February,  1915,  making 
these  heel  lifts ;  it  now  has  160  employees  so  engaged.  Its  investment  for  this 
purpose  totals  a  half  million  dollars.  It  was  making  at  the  time  of  trial 
75,000  pairs  a  day,  and  trying  to  reach  an  output  of  120,000  pairs  a  day.  Mr. 
Griffith  says  the  company  has  never  been  able  to  keep  up  with  the  public 
demand  for  this  heel  lift 

Numerous  witnesses  support  Tufford's  contention  that  his  invention  has 
accomplished  the  results  claimed  for  It.  Its  edges  do  adhere  closely  to  the 
contacting  leather  of  the  heel  proper.  Its  edges  do  not  spread  beyond  the 
heel  proper ;  the  tendency  of  the  edges  of  the  flat  rubber  heel  lift  to  gap  from 
the  leather  Is  overcome,  either  by  suction  or  by  the  tendency  of  the  lift  to 
crowd  or  compress  toward  the  center.  It  may  be  applied  quickly  and  easily 
and  without  the  use  of  cement.  It  has  unusual  wearing  qualities  as  com- 
pared with  other  forms  of  rubber  heel  lifts,  and  keeps  its  shape  and  form 
until  it  is  worn  down.  The  evidence  also  shows  that  its  phenomenal  sale  is 
not  due  to  advertising  or  business  methods,  but  Is  exclusively  due  to  Its  in- 
herent excellence.  The  evidence  also  shows  that  the  well-known  0*SulUvan 
flat  rubber  heel  has  been  extensively  advertised  in  magazines  and  by  street 
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car  placards,  but  that,  during  the  period  the  sales  of  the  Tufford  heel  have 
been  growing  so  enormously,  it  has  merely  maintained  a  standard  volume  of 
sales. 

Invention  is  presumed  from  the  issue  of  the  Letters  Patent,  and  defendant 
does  not,  as  I  understand,  contend  that  this  patent  would,  standing  alone  in 
the  art,  be  void  for  lack  of  invention,  but  does  contend  that,  in  view  of  the 
prior  art  it  is  not  a  sufficient  advance  to  be  patentable,  and  has  been  antici- 
pated by  that  prior  art.  Defendant  relies  on  United  States  Letters  Patent  No. 
638,228,  issued  December  5,  1889,  to  Cara  S.  Ferguson,  and  United  States 
Letters  Patent  No.  661,129,  issued  November  6,  1900,  to  Frederick  Nerger.  A 
brief  examination  of  each  of  these  patents  needs  to  be  made. 

The  prior  art  embodied  in  these  two  patents  was  taken  into  consideration 
by  Tufford  in  constructing  his  original  device.  In  the  specifications  of  his 
patent  he  says  that  he  is  aware  that  a  cushion  lift  having  a  concave  upper  sur- 
face to  be  applied  to  the  lower  face  of  the  shoe  heel  proper  has  been  proposed, 
but  that  he  does  not  believe  that  any  practical  or  satisfactory  means  has  up 
to  the  time  of  his  inventi<m  been  discovered  and  employed  for  attaching  the 
same.  One  of  the  methods  he  says  has  been  to  embed  circular  washers  in  the 
lift  and  use  nails  or  other  securing  elements  driven  through  these  washers  b)to 
the  shoe  heel.  These  circular  washers  he  says  have  been  so  arranged  that 
after  a  short  use  the  edges  thereof  will  be  exposed  at  the  tread  surface  of  the 
heel  lift  This  is  an  element  of  the  Ferguson  patent  His  specifications  and 
drawings  disclose  a  circular  washer  of  substantially  the  same  outline  as  the 
heel  lift  with  the  center  of  it  cut  away. 

Another  method  employed,  Tufford  says  in  his  specifications,  has  be^ti  to 
embed  in  the  heel  lift  a  metal  plate  conforming  in  contour  to  the  cavity  of 
the  heel  lift,  and  then  secure  the  heel  lift  in  place  by  driving  nails  or  screws 
through  these  plates  and  into  the  leather  heel  proper.  In  this  form  of  construe* 
tion  he  says  that  when  pressure  is  placed  on  the  heel  it  will  tend  to  flatten  out 
the  plate,  thereby  causing  Its  edges  to  cut  through  the  lift,  besides  weakening 
and  loosening  the  nails  or  screws.    This  is  an  element  of  the  Nerger  invention. 

An  examination  of  the  drawings  and  specifications  of  the  Ferguson  patent 
shows  a  rubber  heel  lift  substantially  scoop-shaped  in  form.  It  is  difficult  to 
say,  from  an  examination  of  the  drawings  and  specifications,  whether  or  not 
the  upper  face  is  concave  on  every  cross-section  thereof,  or  that  it  lies  entirely 
below  a  plane  passing  through  the  rear  edge  and  breast  comers.  Certainly  it 
Is  not  the  shape  and  form  of  the  Tufford  heel.  It  is  not  uniformly  curved  on 
every  cross-section,  and  the  samples  constructed  of  that  form  without  the  metal 
washer,  introduced  and  demonstrated  at  this  hearing,  do  not  have  the  quality 
of  adhesion  or  suction  present  at  all  times  in  the  Tufilord  heel  lift  Ferguson, 
it  is  true,  anticipated  in  some  degree  Tufford*s  conception  that  a  concavo-convex 
heel  lift  will  cling  closely  to  the  leather  of  the  heel,  due  to  its  natural  tendency 
to  assume  its  normal  curved  form.  He  depended,  however,  upon  two  important 
elements  not  present  in  Tuflord's  heel  lift  to  accomplish  this  result.  One  of 
these  is  a  raised  marginal  portion  continuous  about  the  margin  or  outline  of 
the  heel  section  on  its  concave  side.  Another  is  a  metallic  spring  frame  or 
washer,  having  the  substantial  outline  of  the  heel  section,  with  the  center  cut 
away,  and  which  is  curved  or  bent  to  correspond  to  the  curvature  of  the  heel 
lift  It  was  on  these  two  elements  that  Ferguson  relied  to  overcome  the  usual 
tendency  of  flat  rubber  heel  lifts  to  draw  away  from  the  leather,  creating  a 
gap  at  the  meeting  edges.  These  features  are  both  omitted  from  Tulford*s  heel 
lift,  and  are  themselves  wholly  adequate  to  distinguish  the  two  inventions. 

The  Ferguson  patent  has  been  considered  by  tliis  court.  The  Panther  Rubber 
Company,  as  assignee  of  the  Ferguson  patent,  sued  herein  the  I.  T.  S.  Rubber 
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Company,  charging  that  the  Tufford  heel  lift  Infringed  the  Ferguson  patent. 
On  hearing  July  8,  1916,  Judge  (now  Mr.  Justice)  Clarke  held  that  it  did  not 
infringe.  On  appeal  to  the  circuit  court  of  appeals  this  holding  was  affinned  in 
an  opinion  filed  March  15,  1918.  In  a  per  curiam  opinion  that  court  says  that 
the  raised  marginal  portion  in  Ferguson's  specifications  is  an  important  and 
controlling  element,  of  his  invention ;  that  not  only  are  the  two  constructions 
very  dissimilar  in  appearance,  but  that  it  is  not  conceivable  that  the  depression 
in  the  form  of  a  shield  witli  a  cross  therein  in  the  concave  center  of  the  lift  can 
perform  the  same  functions  claimed  for  the  depression  within  the  raised  mar- 
ginal portion  of  Ferguson's  heel;  and  that,  notwithstanding  it  is  insisted  that 
Ferguson  was  original  in  bringing  in  the  element  of  a  concavo-convex  lift,  his 
patent  has  no  claim  for  that  feature,  exc^t  in  combination  with  the  element 
of  a  raised  marginal  portion.  This  is  true  of  the  first  claim,  and  of  the  second 
claim  the  element  of  the  concavo-convex  form  Is  claimed  only  in  combination 
with  a  correspondingly  concaved  spring  metallic  frame  embedded  wltliln  said 
heel  section.  Furtliermore,  on  this  hearing  it  appeared  that  the  Ferguson  heel 
had  never  been  manufactured  and  sold  commercially  in  the  concavo-convex  form 
of  his  patent,  but  that  the  commercial  article  was  a  flat  heel  with  the  embedded 
metallic  frame,  and  with  an  abrupt  depression  in  the  center  of  the  upper  face ; 
in  other  words,  the  patented  construction  has  not  been  accepted  by  the  public 
as  a  solution  of  the  rubber  heel  lift  problem. 

Defendant's  main  reliance  herein  is  on  the  Nerger  patent.  It  is  difficult  lo 
resist  the  impression  that  this  reliance  is  not  because  Nerger  more  nearly  antici- 
pates than  Ferguson,  for  the  contrary  Is  undoubtedly  true,  but  is  because  of  the 
decision  of  the  circuit  court  of  appeals  above  noted.  Nerger's  heel  lift  is  de- 
scribed as  being  of  concavo-convex  form,  but  not  as  being  concavo-convex  on 
every  cross-section  thereof.  The  upper  face  does  not  lie,  however,  below  a  plane 
passing  through  the  rear  upper  edge  and  the  breast  corners.  All  the  edges  are 
substantially  straight  and  the  deepest  part  of  the  concavity  is  not  in  the  center 
of  the  lift,  but  on  the  line  of  its  breast.  Heels  of  this  form  and  shape  were  made 
and  sold  in  small  quantities  at  retail  in  Chicago  in  the  years  1901  to  1902,  and 
samples  have  been  produced  and  demonstrated  before  me.  It  is  manifestly  im- 
possible that  this  heel  could  have  the  suction  or  adhering  qualities  of  the  Tufford 
heel,  nor  did  the  Inventor  attempt  to  obtain  these  qualities  by  the  power  of  suc- 
tion or  adhesion.  Nerger  relied  primarily  on  a  spring  metallic  frame  of  the  same 
curvature  of  the  heel  lift  embedded  therein  to  perform  this  function  and  to  ob- 
tain a  close-fitting  heel  lift  which  would  not  in  use  gap  away  from  the  leather 
heel  proper.  This  metallic  frame  has  lateral  arms  extending  outwardly  toward 
the  edges,  and  this  frame,  it  is  observed,  in  use  has  a  tendency  to  weaken  and 
destroy  the  heel  and  to  obtrude  through  the  wearing  surface  of  the  heel  lift. 

I  have  examined  the  testimony  in  deposition  form  showing  previous  sale  and 
use  of  the  Nerger  heel.  Nerger  ordered  from  Morgan  &  Wright,  rubber  manu- 
facturers of  Chicago,  during  the  years  1901  and  1902.  some  600  pairs  of  heel^ 
These  were  peddled  by  him  or  one  or  another  of  his  sons  to  shoe  cobblers  in  and 
about  Chicago.  Nerger.  his  sons,  and  one  or  two  other  witnesses  also  testify  tliat 
these  heels  gave  satisfaction,  adhered  closely  at  the  edges,  did  not  gap  away 
from  the  leather,  and  did  not  spread  beyond  the  leather  and  wore  well.  Giving: 
full  weight  to  these  statements,  but  taking  this  testimony  as  a  whole,  I  am 
convinced  that  the  Nerger  heel  lift  was  neither  successful  nor  practicable,  that 
a  limited  number  only  were  sold,  and  that,  owing  to  the  Inherent  defects  therein* 
It  failed  to  meet  or  solve  the  problem  of  a  desirable  heel  lift.  Nerger  brought 
this  heel  lift  to  the  attention  of  different  persons  in  his  efforts  to  o)list  their 
cooperation  in  making  and  selling  them,  but  always  without  success.  His  inv«i- 
tion  must  be  regarded  as  a  practical  failure. 
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Moreover,  even  if  the  Ferguson  or  Nerger  heel  lifts  had,  in  practice,  accom- 
plished the  same  results  as  the  Tufford  heel  lift,  the  latter  is,  in  my  opinion, 
still  such  an  advance  over  the  prior  art  therein  disclosed  as  would  amount  to 
patentable  Invention.  The  metallic  circular  washer  of  the  Ferguson  and  the 
metallic  spring  frame  with  lateral  arms  of  the  Nerger  heel  are  obvious  disad- 
vantages, and  the  evidence  shows  that  no  rubber  heel  lift  embodying  these  fea- 
tures is  or  could  be  successful  in  practice.  They  destroy  in  large  part  the  resili- 
ency of  the  heel,  w^hich  is  the  main  purpose  of  all  rubber  h^I  lifts.  They 
shorten  the  life  of  the  heel  lift,  and  Increase  the  rapidity  with  which  it  wears 
out.  They  enhance  substantially  the  cost  of  manufacture,  for  a  heel  lift  carrying 
a  metallic  plate  cannot  be  molded  at  a  single  operation  from  one  piece  of 
rubber,  but  must  be  molded  in  two  sections  with  two  operations. 

I  am  of  opinion  that  complainant*s  patent  embodies  Invention  and  was  not 
anticipated.  The  presumption  of  patentable  Invention  flowing  from  the  allow- 
ance of  the  application  and  the  granting  of  a  patent  by  the  Patent  Office  authori- 
ties is  strengthened  to  an  unusual  degree  by  the  actual  proceedings  in  this  case. 
During  the  pendency  of  the  reissue  application  Ferguson  and  Nerger  were  botli 
cited  against  it.  The  Examiner  repeatedly  rejected  the  application,  first  because 
of  Ferguson  and  Nerger  patents,  and  later  on  Nerger*s  alone,  and  it  was  not 
until  after  he  had  seen,  inspected,  and  demonstrated  the  Nerger  and  Tufford 
heels  that  he  passed  the  application.  The  applicant  did  not  modify  or  limit 
bis  claims  as  a  result  of  these  repeated  rejections  and  finally  the  Examiner,  upon 
further  consideration,  admitted  his  error  and  the  patent  was  issued.  In  these 
circumstances,  the  granting  of  the  patent  carries  more  than  the  usual  weight. 

Furthermore  the  distinctive  change  in  shape,  form,  and  proportion  in  the 
Tufford  heel  lift  over  both  the  Ferguson  and  Nerger  form  is  so  great  as  in  my 
opinion  to  amount  to  invention.  In  these  respects  it  falls  within  the  class  of 
cases  of  which  the  following  are  types:  Faultless  Rubber  Co,  v.  Star  Rubber 
Co.,  (C.  C.  A..  6;  202  Fed.  Rep.,  927;  121  C.  C.  A.,  285;)  Diamond  Rubber  Co,  v. 
Consolidated  Rubber  Co.,  (Grant  rubber  tire  patent,  C.  D.,  1911,  538;  166  O.  G., 
251;  220  U.  S.  428;  31  Sup.  Ct.,  444.)  In  addition  the  acceptance  by  the  public 
and  the  phenomenal  commercial  success  of  the  Tufford  heel  lift  would,  if  the 
question  of  invention  were  otherwise  doubtful,  carry  great,  if  not  controlling, 
weight. 

Defendant's  contention  that  the  reissue  patent  is  invalid,  because  not  for  the 
same  invention  as  was  disclosed  in  the  original,  and  because  of  undue  delay  in 
applying  therefor,  remains  to  be  considered.  Tufford*s  original  application  was 
filed  July  21,  1913,  and  the  patent  thereon  was  issued  September  15,  1914.  The 
application  for  the  reissue  was  filed  June  22,  1935  and  the  patent  was  granted 
.January  11, 1916 ;  a  period,  it  thus  appears,  of  only  nine  months  intervened  from 
the  granting  of  the  original  to  the  application  for  the  reissue  patent.  The  evi- 
dence also  shows  that  this  rubber  heel  lift,  as  now  manufactured  and  sold,  is 
precisely  the  same  heel  lift  as  was  originally  designed  and  Invented  by  Tufford, 
and  that  no  changes  have  been  made  In  Its  shape  form,  or  proportion  since  the 
first  samples  were  made  up  by  the  Miller  Rubber  Company  and  sold  to  the  public. 
The  date  of  these  first  sales  w^as  February,  1915.  In  the  interval  between  that 
date  and  the  filing  of  the  reissue  application  no  patents  were  applied  for  or 
taken  out  by  any  other  person  embodying  any  of  these  features  of  the  Tufford 
Invention,  nor  did  any  person  in  this  interval  manufacture  or  sell  any  heel  lift 
of  like  shape,  form  or  proportion.  Defendant's  contention  that  there  was 
undue  delay  In  applying  for  the  reissue,  or  that  the  reissue  patent  Is  void  by 
reason  thereof,  cannot  be  sustained. 

Defendant's  contention  that  the  reissue  patent  is  for  a  new  Invention,  not 
embodied  in  the  original  patent,  is  not  sound.    The  original  patent,  it  is  true 
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contained  only  four  claims,  and  these  are  the  first  four  of  the  reissue  patent. 
The  latter  contains  six  additional  claims,  being  5  to  10,  both  inclusive.  In  the 
four  original  claims  of  the  original  patent  the  main  features  of  the  invention 
herein  considered  were  not  claimed;  they  are  claimed  in  the  new  claims  of 
the  reissue  patent.  Tufford*s  original  invention,  however,  not  only  included 
these  features,  but  all  of  them  were  set  out  with  reasonable  clearness  in  his 
original  specifications.  The  changes  made  in  Figure  2  of  the  drawings  of  the 
reissue  patent  ftre  slight  and  immaterial,  and  scarcely  perceptible  to  the  un- 
trained eye.  The  additions  made  to  the  specifications  are  from  lines  83  to 
105,  Inclusive,  on  the  second  page.  An  examination  of  these  added  lines  and 
a  comparison  thereof  with  the  original  does  not  show  the  introduction  of  any 
new  idea  not  disclosed  in  substance  in  the  original.  These  lines  were  added 
only  to  bring  the  same  out  with  greater  clearness. 

Criticism  is  also  made  of  the  statement  in  these  added  lines  that  uniform 
pressure  is  exerted  on  the  heel  of  a  shoe  when  the  lift  is  placed  on  the  heel  and 
the  convex  face  thereof  depressed  to  fiatten  the  heel  lift.  This  is  said  to  be 
untrue,  and,  because  untrue,  the  patent  is  invalid.  That  the  pressure  at  the 
breast  comers  and  at  the  rear  edge  of  the  heel  is  greater  than  at  the  other 
portions  of  the  edges  is  probably  true.  Mechanically  it  is  probably  necessary 
that  the  heel  lift  should  be  circular  in  shape  to  get  an  absolute  uniform  pres- 
sure. The  heel  lift,  however,  when  applied  as  directed  to  a  flat  surface,  does 
create  the  impression  of  producing  uniform  pressure.  The  statement  of  the 
application  is  approximately  correct,  and  its  departure  from  the  exact  truth  is, 
it  seems  to  me,  without  any  material  importance. 

My  conclusion  is  that  claims  5  to  10  are  not  for  a  new  invention,  not  disclosed 
in  the  original  application.  All  the  conditions  justifying  a  reissue  pat^it  are 
here  present,  and  none  of  the  grounds  upon  which  such  patents  have  been 
held  void  have  been  here  shown  to  exist.  Adequate  authority  for  this  conclu- 
sion is  found  in  American  Autoniotoneer  Co.  v.  Porter,  (C.  O.  A.,  6;  232  Fed. 
Rep.,  456;  146  C.  C.  A.,  450.) 

Coming  to  the  question  of  infringement,  the  rubber  heel  lift  sold  by  the  de- 
fendant was  manufactured  by  the  Foster  Rubber  Company  and  Imown  as  the 
"  cat*s  paw  "  heel  lift.  Defendant  is  a  shoe  dealer  in  the  city  of  Cleveland, 
Ohio.  Immediately  upon  receipt  of  notice  from  complainant  of  the  alleged 
infringement,  it  ceased  to  make  sales,  and  later  returned  to  the  Foster  Rubber 
Company  such  stock  as  it  had  on  hand.  Defendant  did  not,  however,  enter  a 
disclaimer  as  to  the  charge  of  infringement,  nor  give  any  assurance  of  an 
intention  to  refrain  therefrom  in  the  future.  On  the  other  hand,  the  defense 
in  this  action  was  undertaken  by  the  Foster  Rubber  Company,  and  the  validity 
of  complainant's  patent  put  in  issue  and  complainant  put  upon  full  proof 
thereof.  The  infringing  heel  lift  is  of  a  small  size,  corresponding  to  com- 
plainant's size,  "k,"  and  is  used  on  ladies'  shoes  and  boots.  It  is  an  exact 
duplicate  of  complainant's  heel  of  the  same  size.  It  is  uniformly  curved  on 
every  cross-section  thereof.  Its  upper  or  concave  face  lies  in  a  plane  below 
the  rear  edge  of  the  heel  and  the  breast  comers.  It  is  of  uniform  thickness, 
and  has  the  same  qualities  as  complainant's  heel  lift  of  the  same  size.  In  my 
opinion  infringement  is  fully  shown. 

A  decree  wUl  he  entered^  sustaining  the  validity  of  claims  6  to  10,  inclusive, 
of  the  patent,  and  a/warding  an  injunction,  hut  in  view  of  the  small  sales  and 
necessarily  insignificant  profits  made  by  defendanit  from  the  infringement,  an 
order  of  accounting  is  w>t  justified  and  will  not  he  had.  In  lieu  of  an  ctccount- 
ing,  nominal  damages  of  $1  are  awarded,  and  may  he  included  in  the  decree. 
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[U.  8.  Clrcait  Court  of  Appeals — ^Flrst  Circuit.] 

I.  T.  S.  EuBBER  Co.  V.  Panther  Rubber  Mfg.  Co. 

Decided  May  26,  1919;  rehearing  denied  July  23,  1919. 

271  O.  G.,  512 ;  260  Fed.  Rep.,  934. 

1.  Molds  for  Forming  Rubber  Heels — ^Patent  Valid  and  Infringed. 

The  Tufford  patent,  No.  1,177,833,  for  a  mold  for  making  rubber  heels. 
Held  not  anticipated  and  to  disclose  patentable  invention ;  also  infringed. 

2.  Scope  of  Patent — Effect  of  Failure  to  State  Mode  of  Operation   of 

Device. 
A  patentee's  failure  to  state  in  the  patent  the  new  mode  of  operation 
which  his  device  in  fact  contains  and  which  produces  a  new  and  beneficial 
result  does  not  prohibit  the  court  from  taking  these  merits  Into  considera- 
tion in  determining  the  scope  of  the  invention  or  the  validity  of  the  patent 

3.  Claims — Language  Construed  in  the  Light  of  the  Specification. 

Where  the  language  of  a  claim  Includes  elements  described  in  general 
terms,  the  court  may  look  to  the  specification  for  the  purpose  of  construing 
the  language  and  ascertaining  its  meaning.  "  Concave  '*  and  "  convex  '* 
may  be  used  in  a  restricted  and  technical  sense  or  may  be  used  loosely.  In 
view  of  the  specification  in  this  case  Held  that  they  refer  to  surfaces  which 
are  spherical  throughout  their  areas. 

Appeal  from  the  District  Court  of  the  United  States  for  the  Dis- 
trict of  Massachusetts;  Frederic  Dodge,  judge. 

Suit  in  equity  by  the  I.  T.  S.  Rubber  Company  against  the  Panther 
Rubber  Manufacturing  Company.  Decree  for  defendant^  and  com- 
plainant appeals.    Reversed. 

Mr.  F.  O.  Rickey  and  Mr.  Charles  A,  Brown  {Mr.  F.  A.  Tennant 
on  the  brief)  for  the  appellant. 

Mr.  Horace  Van  Everen  {Mr,  Burton  W.  Cary  on  the  brief)  for 
the  appellee. 

Before  Bingham,  Johnson,  and  Anderson,  Circuit  Judges. 

Bingham,  Cir.  J.: 

(1)  The  plaintiff,  the  I.  T.  S.  Rubber  Company,  is  the  owner  of 
United  States  Letters  Patent  No.'  1,177,833,  issued  to  John  G.  Tuf- 
ford, and  complains  of  its  infringement  by  the  defendant,  the 
Panther  Rubber  Manufacturing  Company.  The  patent  is  for  a  mold 
for  making  rubber  heels.  There  are  twelve  claims  in  the  patent,  but 
the  only  one  in  issue  is  No.  11,  which  reads  as  follows : 

A  mold  for  forming  heel  lifts  Including  assembled  parts,  one  of  which  is  pro- 
vided with  a  molding  chamber  having  the  general  outline  of  a  heel  lift,  one  wall 
of  the  molding  chamber  being  concave  and  the  opposed  wall  of  said  chamber 
having  a  convex  surface  coacting  with  said  concave  wall,  one  of  said  walls 
being  provided  with  washer  supporting  devices. 


Digitized  by 


Google 


284       DECISIONS  OF  THE  U.  S.  COURTS  IN  PATENT  CASES,  1»20. 

In  the  district  court  it  was  held:  (1)  that  the  device  was  not 
patentably  new  as  it  was  anticipated  by  the  Nerger  mold;  (2)  that^ 
inasmuch  as  the  claim  in  issue,  by  its  terms,  covered  all  concavo- 
convex  molds  whether  the  surfaces  of  the  opposing  walls  were 
spherical  or  not,  the  claim  was  invalid;  (3)  that  if  the  claim  could 
be  regarded  as  valid  by  being  limited  to  the  particular  structure 
shown  and  described  in  the  patent,  the  defendant's  mold  did  not 
infringe  it;  and  (4)  if  it  could  be  regarded  as  valid  without  being 
thus  limited,  the  defendant's  mold  did  infringe. 

The  specification  and  claims  as  originally  filed  in  the  Patent  Office 
related,  not  only  to  the  mold  to  be  employed  in  the  manufacture  of 
rubber  heels,  but  to  the  method  of  acting  upon  the  rubber  to  produce 
the  heels.  The  claims  for  the  method  were  later  stricken  out,  and  a 
patent  was  issued  for  the  mold,  but  the  description  of  the  method  was 
left  in  the  specification. 

In  the  specification  the  patentee  declares : 

The  object  of  the  invention  is  to  produce  a  resilient  heel,  which  will  have  its 
attaching  face  concave  throughout  its  area  whereby,  when  the  heel  or  lift  is 
placed  against  the  flat  under  surface  of  a  leather  or  other  shoe  heel  and 
pressure  applied  to  the  resilient  heel  or  lift,  a  vacuum  or  suction  cup  may  be 
formed  whereby  the  heel  or  lift  will  be  held  to  the  shoe  temporarily  until  the 
nails  can  be  applied.  A  further  object  of  the  invention  is  to  produce  a  heel 
which,  when  applied  to  n  shoe,  will  have  a  flat  tread  surface,  and  which  may 
be  equipped  with  fastening  devices  so  located  that  the  heel  can  be  easily  trimmed 
down  to  a  required  size. 

He  further  states  that — 

the  invention  resides  in  certain  novel  features  of  a  mold  such  as  is  illustrated 
in  the  accompanying  drawings. 

In  the  drawings  he  shows  a  base-plate  1,  an  intermediate  plate  2, 
and  a  top  plate  3  in  which  are  cooperating  instrumentalities  whereby 
the  complete  heel  is  produced. 

The  base  plate  1  is  provided  in  its  upper  surface  with  a  recess  or  cavity  4 
which  is  a  true  section  of  a  sphere,  and  from  the  concave  surface  of  which  rises 
pins  5  grouped  near  the  deepest  point  or  center  of  the  recess  or  cavity  and 
provided  intermediate  their  ends  with  annular  shoulders  or  supports  6.  The 
intermediate  plate  or  mold  member  2  is  formed  on  its  under  side  with  a  convex 
projection,  indicated  at  7,  of  a  curvature  which  will  permit  it  to  fit  snugly  in  the 
concave  recess  or  chamber  4  in  the  base  plate.  The  upper  face  of  the  interme- 
diate member  2  is  provided  with  a  circular  depression  or  recess,  indicated  at  8, 
and  this  concave  circular  recess  or  depression  alines  axlally  with  the  convex 
projection  7  on  the  under  side  of  the  plate.  A  central  opening  9  is  formed 
through  the  intermediate  plate  or  mold  member,  and  this  opening  9  has  an 
outline  corresponding  to  the  usual  outline  of  a  shoe  heel  or  lift.  The  said 
intennediate  plate  or  mold  member  is  further  provided  in  Its  upper  face  with 
a  shallow  circular  overflow  cavity  or  recess  10,  the  purpose  of  which  will 
presently  appear.  The  top  plate  or  mold  member  3  is  provided  on  Its  under 
side  with  a  convex  projection  11  the  convex  surface  of  which  is  a  true  section 
of  a  sphere  and  an  exact  complement  of  the  concave  chamber  or  recess  4  and 
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adapted  to  fit  in  the  concave  depression  8  of  the  intermediate  member.  Upon 
the  apex  or  deepest  portion  of  this  convex  projection  11,  I  provide  ribs  12 
which  preferably  define  a  space  of  the  same  sliape  as  a  shoe  lieel  and  extend 
parallel  or  concentric  with  the  walls  of  the  opening  9.  Within  the  space  so 
defined,  I  provide  Intersecting  ribs  13,  the  purpose  of  which  will  presently 
appear. 

In  the  practice  of  the  invention,  the  several  plates  or  mold  members  are 
superimposed,  ♦  ♦  ♦  and  to  cause  them  to  aline  with  exactness  the  inter- 
mediate plate  is  provided  on  both  Its  upper  and  lower  surfaces  with  studs  or 
lugs  14  adapted  to  engage  openings  or  sockets  15  and  16  in  the  top  plate  and 
the  base  plate,  respectively. 

In  preparing  the  mold  for  operation,  the  specification  states : 

The  base  plate  1  and  the  intermediate  plate  2  are  assembled  in  their  proper 
positions.  •  *  ♦  Small  metallic  washers,  indicated  at  18,  are  slipped  over 
the  ends  of  pins  5  so  as  to  rest  upon  the  shoulders  6  and  project  beyond  the 
edges  of  said  shoulders  either  before  or  after  the  said  plates  are  assembled,  and 
rubber  or  composition  is  then  placed  in  the  chamber  formed  by  the  cavity  4  and 
the  opening  9  so  as  to  completely  till  the  said  opening.  The  top  plate  Is  then 
placed  in  position  over  the  intermediate  plate  with  its  convex  projection  11 
entering  the  depression  8  and  bearing  directly  upon  the  plastic  mass  in  the 
opening  9.  The  plates  are  steam  heated  at  all  times  so  as  to  be  maintained 
at  a  high  temperature,  and  after  the  several  plates  or  mold  members  are  assem- 
bled, pressure  is  applied  to  the  plates  by  means  of  a  hydraulic  press  or  other 
machine  so  that  the  plastic  mass  in  the  opening  9  will  be  compressed  and  solidi- 
fied, the  heat  of  the  plates  serving  to  vulcanize  the  mass  to  such  an  extent  that 
it  will  be  rendered  very  tough  and  durable  but,  at  the  same  time,  will  retain 
its  resiliency. 

After  an  interval  sufficient  to  permit  the  desired  vulcanization  of  the  mass, 
the  several  plates  are  separated  [and  the  heel  Is  removed.] 

It  is  further  stated  that — 

the  ribs  12  and  13  upon  the  top  plate  will  •  *  *  produce  grooves  In  the 
upper  face  of  the  heel,  and  these  grooves  will  mark  off  separate  suction  areas 
at  the  center  of  the  heel,  while,  at  the  same  time,  the  entire  upper  attaching 
face  of  the  heel  will  form  a  suction  area  so  that  the  heel  may  be  readily  placed 
In  position  upon  a  shoe  and  will  set  positively  in  its  position  while  nails  or 
other  fastening  devices  are  being  driven  through  the  openings  formed  by  the 
pins  5 — 

and  that — 

the  heel  produced  •  •  •  will  have  a  concave  attaching  face  and  a  convex 
tread  face  throughout  its  area  and,  when  it  is  placed  against  a  flat  shoe  heel,  a 
sharp  blow  delivered  thereon  will  flatten  its  opposite  faces,  so  that  the  air 
contained  between  the  attaching  face  of  the  rubber  heel  or  lift  and  the  leather 
surface  of  the  shoe  will  be  driven  out,  and  the  rubber  heel  or  lift  held  to  the 
shoe  by  the  suction  thus  produced. 

The  evidence  shows  that  in  practice  the  device  is  operated  as  fol- 
lows: Washers  are  placed  upon  the  washer-pins  of  the  lower  plate, 
forming  what  is  termed  a  table ;  the  intermediate  plate  is  placed  upon 
the  bottom  plate ;  a  blank  piece  of  rubber  or  composition,  either  cir- 
cular in  shape  or  having  the  general  outline  of  a  heel-lift,  and  of 
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sufficient  volume  to  fill  the  cavity  of  the  mold,  is  placed  on  the 
washer-pins ;  the  top  plate  is  placed  in  position  and  held  in  aline- 
ment  by  the  dowel-pins  shown  in  Figure  1,  so  that  the  convex  portion 
11  engages  the  rubber;  pressure  is  applied  to  the  plates  by  means 
of  a  hydraulic  press ;  the  plates  are  kept  steam-heated  at  all  times ; 
and  after  a  given  time  the  pressure  is  released  and  again  suddenly 
applied  for  the  purpose  of  driving  out  the  air  and  still  further  press- 
ing and  solidifying  the  material.  The  release  and  sudden  applica- 
tion of  the  pressure  is  termed  "  bumping  "  and  is  repeated  several 
times.  This  is  the  way  in  which  the  operator  handles  the  mold, 
and  is  the  way  commonly  pursued  in  the  prior  art,  except  that  in 
operating  the  plaintiff's  mold  the  bumping  is  repeated  a  greater 
number  of  times. 

The  evidence  further  shows,  and  we  find,  that  the  mode  of  oper- 
ation peculiar  to  the  plaintiff's  device — ^that  is,  the  treatment  of  the 
material  by  the  mold — ^is  as  follows :  The  convex  surface  of  the  upper 
plate  engages  and  forces  itself  into  the  center  of  the  stock,  driving 
the  material  toward  the  edges  of  the  mold  and  trapping  air  beneath 
the  stock  and  between  it  and  the  bottom  of  the  cavity  in  the  concave 
member  of  the  mold ;  as  the  convex  member  is  pressed  farther  down, 
the  trapped  air  resists  the  pressure  and  further  tends  to  drive  the 
material  toward  the  edges;  the  pressure  compresses  and  solidifies 
the  plastic  mass  and  the  heat  vulcanizes  it ;  and  as  a  result  of  this 
mode  of  operation  the  outer  edges  of  the  heel  are  rendered  more 
dense  but  still  retain  their  resilient  qualities. 

Rubber  heels  thus  produced  wear  longer  and  are  tougher  and  more 
durable  at  the  edges.  It  is  the  air  trapped  in  the  cavity  of  the  lower 
surface,  acting  in  conjunction  with  other  elements,  that  drives  the 
material  to  the  outer  edges  of  the  mold  and  there  solidifies  and  com- 
presses it.  The  mode  of  operation  found  to  exist  in  the  plaintiff's 
device  does  not  depend  upon  the  shape  of  the  rubber  blank  at  the  time 
it  is  placed  in  the  cavity  of  the  mold,  for  it  operates  upon  the  stock 
in  its  plastic  state  and  forces  it  to  the  outer  edges  of  the  mold.  The 
essential  characteristic  of  the  rubber  blank  is  that  it  shall  be  of  suffi- 
cient volume  to  fill  the  cavity  of  the  mold.  It  is  at  the  edge  of  the 
heel  that  the  greatest  wear  comes,  and  it  is  especially  desirable  to 
overcome  this  as  far  as  possible  and  still  keep  the  heel  resilient.  This 
result  was  accomplished  in  a  substantial  manner  through  the  peculiar 
mode  of  operation  of  the  plaintiff's  device,  and  we  think  it  involved 
invention. 

(2)  The  patent  is  for  a  structure,  and  the  plaintiff  is  entitled  to 
the  benefit  of  all  the  advantages  which  it  possesses  over  the  prior 
structures  intended  to  accomplish  a  similar  purpose;  and  the  pat- 
entee's failure  to  state  in  the  patent  the  new  mode  of  operation  which 
his  device  in  fact  contains,  and  which  produces  a  new  and  beneficial 
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result,  does  not  prohibit  the  court  from  taking  these  merits  into  con- 
sideration in  determining  the  scope  of  the  invention  or  the  validity 
of  the  patent.  (Warren  Stewm  Pump  Oo.  v.  Blake  <&  Knowles 
Steam  Pump  Works^  163  Fed.  Eep.,  263;  91  C.  C.  A.,  19.) 

Another  result  accomplished  was  to  give  the  heel  the  quality  of 
closely  attaching  itself  to  a  flat  shoe-heel  by  suction  when  placed 
against  such  heel  and  given  a  sharp  blow.  This  was  a  beneficial 
result,  as  it  did  away  with  the  necessity  of  using  cement  and  excluded 
dirt  and  water,  as  the  clinging  effect  continued  after  the  heel  was 
permanently  affixed  to  the  shoe  with  nails  or  other  attaching  means. 

The  proofs  show  that  the  heel  produced  by  the  mold  met  with  imme- 
diate commercial  success;  that  the  number  of  heels  manufactured  a 
month  in  1915  was  50,000;  and  at  the  time  of  the  trial  in  May,  1917, 
about  100,000  a  day,  or  3,000,000  a  month ;  that  the  number  of  molds 
in  use  increased  from  13,  with  600  cavities,  in  March,  1915,  working 
10  hours  a  day,  to  68  molds,  with  3,100  cavities,  in  May,  1917,  work- 
ing 22  hours  a  day ;  and  that  this  was  due  to  the  merit  of  the  article 
rather  than  business  enterprise. 

(3)  It  is  contended  on  the  part  of  the  defendant  that  the  claim 
in  suit  is  invalid,  that  the  words  "  concave  "  and  "  convex  "  are  not 
limited  in  their  application  to  surfaces  which  are  spherical,  and 
that  so  to  limit  the  claim  would  be  to  read  into  it  a  new  element. 
We  recognize  that  it  is  not  the  province  of  the  court  to  add  to  a  claim 
an  element  not  embraced  within  its  language;  but,  where  the  lan- 
guage of  a  claim  includes  elements  described  in  general  terms,  we 
understand  that  it  is  the  province  of  the  court,  for  the  purpose  of 
construing  the  language  and  ascertaining  its  meaning,  to  look  to 
the  specification.  (Bates  v.  Coe^  C.  D.,  1879,  365;  15  O.  G.,  337;  98 
U.  S.,  31;  StUlwell'Bierce  &  Smith-Voile  Co.  v.  Eufofula  Cotton 
OU  Co.,  117  Fed.  Kep.,  410;  54  C.  C.  A.,  584;  Lamh  KnU  Goods  Co. 
V.  Lamb  Glove  <&  Mitten  Co.,  120  Fed.  Eep.,  267;  56  C.  C.  A.,  547.) 
The  words  "  concave  "  and  "  convex,"  as  applied  to  surfaces,  in  their 
more  restricted  and  technical  sense,  mean  surfaces  every  line  of  which 
and  at  every  point  are  concave  or  convex,  in  the  manner  of  a  sphere 
(Century  Dictionary)  or  of  an  egg-shell,  (Webster'^s  Standard  Dic- 
tionary.)  They  are  also  loosely  used  to  define  cavities  or  projec- 
tions which  do  not  possess  concave  or  convex  qualities  throughout 
their  surfaces.  The  meaning  of  the  language  employed  in  the  claim 
being  doubtful,  we  think  resort  may  properly  be  had  to  the  specifi- 
cation to  ascertain  the  sense  in  which  the  words  in  question  were 
used.  The  specification  frees  the  matter  from  doubt,  for  there  the 
concave  and  convex  surfaces  of  the  opposing  walls  are  shown  to  be 
spherical  throughout  their  areas. 

The  defendant  further  contends  that  the  claim  is  anticipated  by 
the  prior  art  as  shown  in  the  mold  of  Nerger ;  but  this  is  clearly  not 

Digitized  by  LjOOQ IC 


288       DECISIONS  OF  THE  U.  S.  COURTS  IN  PATENT  CASES,  1920. 

SO  when  the  claim  is  understood  in  the  sense  in  which  we  have  con- 
strued it.  The  surfaces  of  the  opposing  walls  of  the  Nerger  mold 
are  not  spherical,  nor  are  they  concavo-convex,  in  the  more  restricted 
meaning  of  the  words.  The  line  of  the  breast  of  the  heel  in  both 
the  upper  and  lower  plates  is,  no  doubt,  concavo-convex  across  the 
heel;  but  no  line  drawn  lengthwise  of  these  plates  possesses  those 
qualities,  and  the  outer  edges  of  the  surfaces  are  in  the  same  plane 
throughout.  On  the  other  hand,  in  the  plaintiff's  and  the  alleged 
infringing  device  of  the  defendant,  the  edges  of  the  opposing  sur- 
faces at  every  point  are  concavo-convex.  It  is  manifest  that  in  the 
Nerger  mold  means  for  pocketing  the  air  that  will  produce  the  mode 
of  operation  found  in  the  plaintiff's  device  do  not  exist.  We  think, 
therefore,  that  neither  the  Nerger  mold,  nor  any  of  the  molds  relied 
on  in  the  prior  art,  anticipate  the  mold  of  the  plaintiff. 

It  was  found  in  the  court  below  that  the  defendant's  mold  in- 
fringes claim  11  of  the  plaintiff's  patent,  if  it  could  be  regarded  as 
valid  without  being  limited  to  the  particular  structure  shown  and 
described  in  the  patent.  This  claim  does  not  embody  certain  special 
features  shown  and  described  in  the  specification  pertaining  to  the 
upper  and  lower  sides  of  the  intermediate  plate.  These  are  mere 
details  of  construction,  and  not  essential,  as  other  means  well  known 
in  the  art  may  be  employed.  The  essential  means  for  producing  this 
mode  of  operation  are  set  out  in  the  claim,  and,  as  we  regard  it  as 
valid,  we  have  no  hesitation  in  finding  that  it  is  infringed  by  the 
defendant's  mold;  the  curvature  of  whose  opposing  surfaces  are 
spherical  throughout  their  areas  and  are  mathematically  the  same. 

The  decree  of  the  district  court  is  reversed,  and  the  case  is  re- 
manded  to  that  court  for  further  proceedings  not  inconsistent  with 
this  opinion^  with  costs  in  this  court  to  the  appellant. 


[V.  S.  Circuit  Court  of  Appeals— Fifth  Circuit] 

Reed  v,  Hughes  Tool  Co. 

Decided  October  6, 1919;  rehearing  denied  December  fi,  1919. 

272  O.  G.,  373;  261  Fed.  Rep.,  192. 

1.  Patents — Patbnt  fob  Well-Drills  Valh)  and  Infringed. 

The  Griffin  patent,  No.  1,195,209,  and  the  Hughes  patent,  No.  1,124,241, 
each  for  a  rotary  well-boring  drill,  Held  not  anticipated,  valid,  and  in- 
fringed. 

2.  Same — Vaijbitt  op  Patent  Not  Affected  by  Non-Useb. 

The  validity  of  a  patent  is  not  affected  by  non-user  of  the  patented  device 
if  it  has  utility  in  the  sense  of  being  capable  of  successful  mechanical  opera- 
tion. 
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3.  Same — Iicfboveicent,  Thoxtoh  Patented,  May  Infringe  Pbzob  Patent. 

An  improver  cannot  appropriate  the  invention  of  his  predecessor,  who 
has  obtained  a  patent,  as  a  base  for  his  improvement  without  infringement, 
even  though  the  Improvement  has  been  patented. 

AppEAii  from  the  District  Court  of  the  United  States  for  the 
Southern  District  of  Texas;  Waller  T.  Bums,  judge. 

Suit  in  equity  by  the  Hughes  Tool  Company  against  Clarence  E. 
Reed  and  others.  Decree  for  complainant^  and  defendant  named  ap- 
peals.   Affirmed. 

Mr.  G,  A.  Teagle^  Mr.  Edwin  T.  Merrick^  Mf.  Ralph  J.  Schwarz^ 
Mr.  Philip  Gensler^  Jr.^  and  Mr.  William  F.  Hall  for  the  appellant. 

Mr.  John  A.  Mobley  and  Mr.  Jesse  R.  Stone  {Messrs.  Andrews^ 
Streetman^  Logue  cfe  Mohley  on  the  brief)  for  the  appellee. 

Before  Walker  and  Batts,  Circuit  Judges,  and  Grubb,  District 

Judge. 
Per  Curiam  : 

This  is  an  appeal  from  a  decree  of  the  District  Court  of  the  United 
States  for  the  Southern  District  of  Texas,  Houston  Division,  in  favor 
of  the  plaintiff  (appellee),  and  against  one  of  the  defendants  (ap- 
pellant) ,  establishing  the  validity  of  two  certain  patents  sued  on  by 
the  plaintiff,  namely,  Patent  No.  1,195,209,  issued  to  T.  J.  Griffin  on 
August  22,  1916,  and  Patent  No.  1,124,241,  issued  to  Howard  R. 
Hughes  on  January  5,  1915,  and  determining  that  the  appellant, 
Clarence  E.  Reed,  had  infringed  certain  of  the  claims  of  each  of  the 
patents  sued  upon.  The  patents  related  to  rotary  boring-drills  used 
in  the  drilling  of  oil-wells.  The  appellant's  alleged  infringing  device 
had  also  been  patented  by  him. 

The  principal  grounds  upon  which  the  validity  of  each  of  the  two 
patents  sued  upon  by  the  appellee  were  assailed  by  the  appellant  were 
that  both  had  been  anticipated  by  the  prior  art,  and  a  number  of 
prior  patents  were  cited  and  relied  upon  by  the  appellant  to  show 
anticipation,  and  that  the  patents  in  suit  had  never  been  successfully 
and  conmiercially  exploited  by  appellee. 

(1)  One  of  the  two  patents  sued  on  was  issued  to  Thos.  J.  Griffiai 
on  August  22,  1916,  and  the  other  was  issued  to  Howard  R.  Hughes 
on  January  5,  1915.  The  application  for  the  former  was,  however, 
filed  on  June  11,  1913,  while  that  for  the  latter  was  not  filed  until 
November  1, 1913.  The  plaintiff  was  the  owner  of  both  patents  when 
the  bill  was  filed.  The  inventions  covered  by  the  patents  consisted 
of  a  bit  for  drilling  wells  which  had  a  cylindrical  head  with  two 
cutting-disks  in  the  base  of  the  head,  the  disks  being  offset  relatively 
to  the  axis  of  rotation  of  the  head,  for  the  purpose  of  affording 
clearance  to  the  bit.  The  claim  of  novelty  was  based  on  the  arrange- 
15752—21 ^19 
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ment  of  the  cutter-disks  relatively  to  each  other  and  the  shape  of  the 
disks  themselves.  The  plaintiff  contended  that  this  arrangement  and 
shape  of  the  disks  performed  the  two  functions  of  shearing  off  the 
material  by  the  action  of  a  sharp  advancing  edge  and  of  pulverizing 
or  disintegrating  the  sheared-off  material  by  the  action  of  a  broad 
crushing- face,  curved  to  bear  across  the  entire  width  of  the  bore-hole, 
and  which  also  prevented  the  rapid  wearing  away  of  the  edge.  The 
plaintiff  contended  that  no  such  arrangement  with  corresponding 
functions  existed  in  the  prior  art  in  boring-drills. 

The  appellant  relied  upon  a  number  of  prior  patents,  some  of 
which  covered  stone-dressing  tools,  and  some  rock-boring  drills.  We 
have  examined  these  patents,  as  bearing  upon  the  state  of  the  prior 
art  at  the  time  the  patents  in  suit  were  applied  for.  Probably  what 
is  designated  as  the  Litaker  patent  comes  nearer  to  anticipating  the 
invention  disclosed  by  the  patents  in  suit  than  any  of  those  cited  and 
relied  upon.  An  examination  of  the  claims  of  that  patent  differen- 
tiates it  from  the  Griffin  and  Hughes  patents  in  suit,  in  that  there  is 
an  absence  in  the  Litaker  disks  of  any  crushing-surfaces,  such  as  are 
present  in  the  disks  of  the  Griffin  and  Hughes  patents,  and  also  an 
absence  of  any  provision  for  the  disintegrating  of  the  material  that 
is  cut  away  by  the  action  of  the  cutting-disks,  so  that  it  can  be 
removed  in  suspension  by  the  water  used  for  flushing. 

The  patents  in  suit  have  the  feature  peculiar  to  them  of  rotary 
revolving  disks,  so  placed,  formed,  and  operated  as  to  make  a  hole 
with  a  cup-shaped  bottom,  which  is  deepened  by  cutting  or  shearing 
or  scraping  material  from  the  sides  and  grinding  it  up  in  the  bottom 
so  fine  that  it  can  be  removed  in  suspension  from  the  drill  by  a  flush- 
ing stream  of  water.  The  Litaker  patent  discloses  a  cutting-disk 
that  performs  only  the  single  function  of  cutting  or  shearing  away 
the  material  from  the  bottom  of  the  bore-hole,  and  is  without  anj' 
provision  for  crushing  or  pulverizing  the  material  as  it  is  cut  away 
in  the  operation  of  the  device.  The  Litaker  drill,  according  to  the 
language  of  its  claims,  provides  disks  only  as  cutting  elements  and 
for  the  removal  of  the  loosened  material  without  crushing  or  disin- 
tegration before  removal.  Certainly  in  the  art  of  well-boring  the 
patents  in  suit  were  the  first  that  had  this  feature,  and  we  think  it  has 
sufficient  importance  and  novelty  to  give  it  the  quality  of  invention, 
and  that  it  was  not  anticipated  by  any  of  the  earlier  patents  cited, 
including  the  Litaker  patent. 

(2)  We  conclude  from  the  record  that  the  bits  constructed  accord- 
ing to  the  Hughes  and  Griffin  patents  were  physically  operative  de- 
vices Ccapable  of  successful  practical  use.  There  is  evidence  that  they 
had  not  been  commercially  developed,  possibly  because  of  their  com- 
paratively high  cost,  and  the  conservatism  of  well-drillers.     The 
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validity  of  the  patents  is  not  affected  by  non-user  of  the  patented 
devices,  if  they  have  utility  in  the  sense  of  being  capable  of  successful 
mechanical  operation.  {Continental  Paper  Bag  Co.  v.  Eastern  Paper 
Bag  Co.,  C.  D.,  1908,  594 ;  136  O.  G.,  1297 ;  210  U.  S.,  405 ;  28  Sup.  Ct., 
748;  Lewis  Machine  Co.  v.  Premium  Mfg.  Co.,  163  Fed.  Rep.,  954; 
90C.  C.  A.,310.) 

We  conclude,  as  did  the  district  judge,  that  either  the  Griifin  or 
the  Hughes  patent  on  each  of  which  the  plaintiff  sued,  was  a  valid 
patent. 

Coming  to  the  question  of  infringement,  we  think  that  the  Reed 
drill  was  substantially  identical  in  structure  and  functions  with  the 
drills  of  the  patents  in  suit.  It  has  a  cylindrical  head,  with  two  cut- 
ting-disks housed  in  slots  in  the  base  of  the  head,  and  arranged  with 
an  offset  in  the  same  manner  as  the  devices  of  the  patent  in  suit.  The 
cutting-disks  are  substantially  the  same,  except  that  the  edge  of  the 
Reed  cutter  is  beveled.  The  Reed  drill  has  an  improvement  upon 
the  drills  disclosed  by  the  patents  in  suit,  consisting  of  the  closing 
of  the  slot  at  the  rear  edge  of  each  of  the  cutting-disks,  thus  afford- 
ing a  restricted  passage  for  the  flushing- water,  thereby  preventing  a 
clogging  of  the  disks.  It  is  conceded  that  this  constitutes  an  im- 
provement upon  the  drills  covered  by  both  the  Grifiin  and  Hughes 
patents.  It  is  also  true  that  a  patent  has  been  issued  to  Reed  to  cover 
this  improvement.  The  Reed  bit,  however,  appropriates  for  the  base 
of  this  improvement  the  invention  of  the  patents  in  suit. 

(3)  The  law  is  settled  that  an  improver  cannot  appropriate  the 
invention  of  his  predecessor,  who  has  obtained  a  patent,  as  a  base  for 
his  improvement,  without  the  consent  of  the  patentee,  and  without 
infringement,  even  though  the  improvement  has  become  the  subject- 
matter  of  a  patent.  In  the  case  of  Cantrell  v.  Wallick  (C.  D.,  1886, 
207 ;  36  O.  G.,  871 ;  117  U.  S.,  689 ;  6  Sup.  Ct.,  970)  the  Supreme  Court 
said: 

Two  patents  may  both  be  valid,  when  the  second  is  an  improvement  on  the 
first,  in  which  event,  if  the  second  includes  the  flrst,  neither  of  the  two  patentees 
can  lawfully  use  the  invention  of  the  other  without  the  other's  consent. 

In  the  case  of  Cochrane  v.  Deener  (C.  D.,  1877,  242;  11  O.  G.,  687; 
94  U.  S.,  780)  the  Supreme  Court  said: 

The  defendants  admit  that  the  prowss  produced  a  revolution  in  the  manu- 
facture of  flour,  but  they  attribute  that  revolution  to  their  improvements.  It 
may  be  as  they  say,  that  It  is  greatly  due  to  these.  But  it  cannot  b«*  seriously 
denied  that  Cochrane's  invention  lies  at  the  bottom  of  these  improvements,  is 
involved  in  them,  and  was  Itself  capable  of  beneficial  use,  and  was  put  to  such 
use.  It  had  all  the  elements  and  circumstances  necessary  for  sustaining  the 
patent,  and  cannot  be  appropriated  by  the  defendants,  even  though  supple- 
mented by  and  enveloped  in  very  Important  and  material  improvements  of 
their  own. 
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In  the  case  of  Yancey  v.  Enright  (230  Fed.  Kep.,  641,  647;  145 
C.  C.  A.,  51,  57)  this  court  said: 

The  addition  of  an  improving'  feature  does  not  excuse  the  appropriation  of  the 
appellant's  invention,  covered  by  the  patent,  since  we  have  construed  the  ap- 
pellant's idea  to  be  more  than  a  mere  improvement  in  form,  and  a  distinct  and 
valuable  advance  in  the  art. 

As  we  are  of  the  opinion  that  the  patents  in  suit  are  valid  patents 
and  have  been  infringed  by  the  appellant,  the  decree  of  the  district 
court  appealed  from  is  affirmed, 

Batts,  Cir.  e/.,  did  not  take  part  in  the  decision  of  this  ease. 


[U.  S.  Circuit  Court  of  Appeals— Seventh  Circuit.] 

Rodman  Chemical  Co.  v.  Deeds  Commercial  Laboratories. 

Decided  October  7, 1919, 

272  O.  G.,  374;  261  Fed.  Rep.,  189. 

1.  Patents — ^Pbiob  Use. 

Rodman  patent,  No.  1,076,453,  for  a  method  for  making  case-hardening 
material.  Held  not  invalid  on  the  ground  of  prior  use. 

2.  Same — Infringement — Case-hardening  Material. 

The  Rodman  patent,  No.  1,076,453,  for  a  case-hardening  material,  which 
material  was  composed  of  carbonaceous  pellets,  Held  infringed. 

3.  Same — Anticipation. 

The  Rodman  patent,  No.  1,076,453»  for  a  case-hardening  material,  claims 
1,  7, 17,  22,  and  25,  consisting  of  pellets  of  carbon,  etc.,  Held  not  anticipated 
and  to  show  invention. 

4.  Same — Claim  Omitting  Reference  to  Essential  Element. 

Claim  10  of  the  Rodman  patent.  No.  1,076,453,  for  "  the  method  of  adapt- 
ing finely  divided  material  for  dry  packing  for  use  as  carbonizing  material, 
which  consists  in  mixing  the  material  with  a  binding  agent  and  separatiog 
the  resulting  mass  into  relatively  small  masses  of  appreciable  size,  which 
omits  the  element  whereby  the  product  will  retain  Its  identity  under  heat, 
found  In  the  other  claims.  Held  void,  as  being  incomplete  and  vague. 

Appeal  from  the  District  Court  of  the  United  States  for  the  Dis- 
trict of  Indiana. 

Bill  by  the  Rodman  Chemical  Company  against  the  Deeds  Com- 
mercial Laboratories.  From  a  decree  dismissing  the  biU^  complain- 
ant appeals.    Reversed  and  remanded. 

Mr.  Fred  W,  Winter,  for  the  appellant. 
Mr.  V,  H.  Lockwood  for  the  appellee. 

Before  Baker,  Mack,  and  Evans,  Circuit  Judges. 

Mack,  Cir,  J,: 

Letters  Patent  No.  1,076,453,  granted  to  appellant,  as  assignee  of 
Hugh  Kodman,  on  October  21,  1913,  are  entitled  as  for  a  "method 
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of  making  case-hardening  material."    In  the  specifications,  the  in- 
vention, it  is  stated — 

relates  to  Improvod  methods  of  manufacturing  carbonizing  material  for  dry 
packing. 

The  product  sought  to  be  obtained  by  the  patented  method  was 
small  masses  or  pebbles  of  carbonizing  material,  made  out  of  what 
was  theretofore  largely  waste  dust.  The  advantage  over  other  car- 
bonizing products  was  its  reduced  cost,  due  to  the  utilization  of  a 
waste  product,  its  greater  thermal  conductivity,  easier  handling  over 
powdered  or  dusty  carbonizing  materials,  and  especially  its  reten- 
tion of  identity  under  heat. 

While  the  preferred  method  indicated  in  the  specifications  necessi- 
tated the  use  of  powdered  coking-coal,  and  made  the  internal  coking 
thereof  a  step  in  the  method  of  manufacturing  the  product,  the  in- 
ventor specified  also  the  use  of  powdered  charcoal  as  a  substitute, 
with  the  omission  of  coking  as  a  necessary  step  in  the  method. 

Claims  1, 7, 10, 17, 22,  and  25  are  in  suit.    Claim  1  reads  as  follows : 

1.  The  method  of  adapting  linely  divided  material  for  use  as  carbonizing 
material^  which  consists  in  mixing  the  material  with  a  binding  agent  and  form- 
ing small  masses,  which  will  maintain  their  identities  when  heated. 

Claim  22  differs  only  in  describing  the  binding  agent  as  "  tacky," 
and  claim  25  by  adding  after  the  words  "  binding  agent "  the  phrase 
"  such  as  molasses." 

In  claim  7,  the  method  of  forming  "small  rounded  pebbles,"  in- 
stead of  "  small  masses,"  is  stated  as  "  tumbling  to  form." 

In  claim  10,  the  finely-divided  material  is  limited  by  adding  "  for 
dry  pac  king,"  and  in  lieu  of  the  final  clause  in  claim  1,  "  forming 
*  *  *  heated,"  there  is  substituted  "  separating  the  resulting  mass 
into  relatively  small  masses  of  appreciable  size." 

Claim  17  reads : 

17.  The  method  of  preparing  carbonizing  material  which  consists  in  fashion- 
ing finely  divided  material  into  substantially  smooth-surfaced  pebbles  and  in 
then  applying  heat  thereto. 

A  bill  to  enjoin  alleged  infringement  was  dismissed  for  want  of 
equity.  No  opinion  was  filed.  The  defenses  relied  upon  were  prior 
use,  anticipation  and  invalidity  for  lack  of  invention,  and  non- 
infringement. 

(1)  1,  Prior  use. — While  there  is  some  evidence  tending  to  show 
use  and  sales  of  this  product  more  than  two  years  before  the  appli- 
cation for  patent  was  filed,  not  only  does  it  fall  far  short  of  the 
dear  proof  required  to  sustain  this  defense,  but  we  are  satisfied  that 
it  is  clearly  and  conclusively  controverted.  Plaintiff  manufactured 
successively  and  contemporaneously  several  kinds  of  carbonizing 
materials;  the  product  from  the  method  of  the  patent  in  suit  was 
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the  final  and  most  successful  one;  it  differed  both  in  substance,  in 
form,  and  in  quality  from  the  others;  each  marked  an  advancing 
step  in  the  manufacture  of  a  valuable  commercial  product;  each  was 
produced  by  a  definitely  distinct  method.  The  proof  is  clear  that 
neither  the  method  in  suit  nor  the  product  thereof  was  used  by  plain- 
tiff prior  to  1912. 

(2)  ^.  Infringement — Concededly  there  is  infringement,  except 
as  to  claim  7,  if  the  claims  are  to  be  broadly  interpreted.  Defendant 
uses  charred  carbonaceous  materials  in  powdered  form  and  a  solu- 
tion of  molasses  and  water;  they  are  mixed  in  a  mixing-machine; 
small  balls  or  pills  are  thereby  produced.  The  proper-sized  ones  are 
first  air-dried,  and  are  then  dried  in  a  revolving  drum  with  heat 
applied.  While  the  alleged  purpose  of  the  final  heating  is  to  dry  out 
excess  moisture,  the  effect  thereof  in  this  revolving  drum  is  to  reduce 
the  size  of  the  pills  and  to  compact  and  harden  them.  Whether  this 
be  technically  a  "  tumbling  "  operation  or  not,  it  is  the  clear  equiva- 
lent thereof ;  the  sole  purpose  of  tumbling  is  to  compact  and  harden 
the  pill ;  whether  this  be  accomplished  in  one  operation  during  their 
formation  as  pills,  or  in  two,  is  immaterial.  As  heretofore  stated, 
plaintiff  is  not  confined  to  the  use  of  such  carbonaceous  material  as 
requires  coking;  defendant's  use  of  coked  or  charred  powder  as 
against  plaintiff's  preferential  method  of  using  coking-coal  dust  does 
not  therefore  avoid  infringement.  While  some  carbonaceous  mate- 
rials, like  charred  leather,  require  no  special  preparation,  others,  like 
charcoal,  coke,  or  coal,  require  for  commercial  use  at  any  practicable 
temperature  the  addition  of  a  chemical,  called  energizer,  such  as  lime, 
in  order  to  activate  the  carbon.  But  the  patent  is  not  limited  to  the 
use  of  a  carbonaceous  material  requiring  the  addition  of  an  ener- 
gizer; the  carbonizing  material  in  each  of  the  claims  covers  as  well 
carbonaceous  materials,  such  as  charred  leather  or  corncobs  used  by 
defendant,  having  in  themselves  sufficient  energy  to  activate  the 
carbon. 

(3)  3,  Anticipation  and  want  of  invention. — Case-hardening  is  a 
species  of  carbonizing.  If  it  be  desired  to  harden  the  metal  through- 
out, a  carbon  is  dissolved  into  the  molten  metal.  If,  however,  only 
the  surface  is  to  be  hardened,  so-called  case-hardening,  the  finished 
product  is  packed  in  dry  carbonizing  material ;  the  box  is  sealed  and 
placed  in  a  red-hot  furnace  for  several  hours ;  the  carbon  gases  pro- 
duced are  absorbed  ohly  by  the  surface  of  the  metal.  When  the 
required  depth  of  carbonization  is  secured,  the  article  is  dropped, 
red  hot,  into  cold  water ;  this  makes  the  carbon  skin  or  "  case  "  per- 
fectly hard.  The  interior  of  the  article,  not  having  been  carbonized, 
remains  soft  and  tough.  The  desirable  and  sought-after  product 
for  case-hardening  was  one  that  would  be  susceptible  of  repeated 
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use;  the  small  pill,  maintaining  its  identity  when  heated,  answered 
this  need.  The  uniform  distribution  of  carbon  and  energizer,  re- 
sulting from  their  use  in  powdered  form,  and  the  maintenance  of 
this  relation  by  the  permanent  binding  together  of  the  particles,  as 
well  as  the  freedom  from  dust,  were  additional  advantages  of  this 
pill  or  pellet  formation.  Moreover,  a  waste  material,  the  coal  or 
coke  dust,  theretofore  discarded,  was  utilized. 

A  new  product  was  thus  created;  a  product  of  commercial  value 
for  definite  uses. 

Earlier  patents,  Dodds,  British,  No.  671,  Aube,  British,  No.  738, 
Demenge,  No.  564,053,  Logan,  Germany,  No.  181,531,  all  of  which 
mention  incidentally  case-hardening  and  Meyer,  No.  524,904,  while 
referring  to  the  use  of  carbonizing-briquets  made  of  powdered  mate- 
rials or  of  balls  of  carbonizing-paste,  give  no  hint  that  these  products 
will  not  be  completely  absorbed  in  a  single  carbonizing  process,  or 
that  they  will  maintain  their  identity  imder  heat ;  nothing  whatever 
is  said  in  any  of  them  as  to  the  method  of  manufacture.  In  our 
judgment,  they  are  different  products  than  those  made  under  the 
process  of  the  patent  in  suit. 

Eodman's  own  earlier  process  and  product  patents,  Nos.  949,442 
and  949,448,  and  others,  are  likewise  for  a  different  product  and 
process. 

Wliile  each  step  in  the  process  of  making  these  pellets  may  be 
old  as  applied  to  other  articles,  the  conception  of  this  novel  product, 
Hnd  of  the  combination  of  acts  necessary  to  produce  it  is  novel. 

That  the  possible  hints  given  by  the  patents  cited  were  never 
grasped,  that  tons  of  coal  and  coke  dust  were  allowed  to  go  to  waste, 
strengthen  the  presumption,  inherent  in  the  grant  of  the  patent,  that 
the  conception  involved  an  exercise  of  the  inventive  faculties  and 
was  not  an  obvious  deduction. 

In  the  light  of  the  present  knowledge,  it  may  have  been  a  simple 
matter  for  defendant's  expert,  from  a  reading  of  the  earlier  patents, 
to  create  a  product  identical  with  that  of  the  process  in  suit  and  by 
the  same  means ;  this,  however,  is  no  demonstration  that  the  product 
or  method  would  have  been  obvious  to  one  skilled  in  the  art  but 
ignorant  of  the  patent  in  suit. 

Plaintiff's  essential  contribution  to  the  art  through  the  patent  in 
suit  was  the  step  by  which  the  identity  of  the  small  pellets  was  main- 
tained, and  their  continued  use,  in  actual  practice  for  some  five  hun- 
dred hours,  made  possible.  Defendant  made  a  substantially  iden- 
tical product  by  a  substantially  identical  method. 

Of  the  claims  in  suit,  all  except  claim  10  cover  the  entire  process 
of  manufacturing  the  product  that  will  retain  its  identity  under 
heat;  in  claim  17,  the  final  application  of  heat  is  expressly  specified 
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as  a  step  in  the  process.  Each  of  them  must  be  held  valid  and 
infringed. 

(4)  Claim  10,  however,  omits  this  element;  it  is  incomplete  and 
vague,  and  must  be  adjudged  invalid. 

TJie  decree  will  be  reversed^  and  the  cause  remanded  for  further 
proceedings  consonant  with  the  views  herein  expressed. 


[U.  S.  circuit  Court  of  Appeal*— Ninth  Circuit.] 

Smith  Cannery  Machines  Co.  v,  Seattle- Astoria  Iron  Works  et  d. 

Decided  November  SO.  1919. 

272  O.  G.,  376;  261  Fed.  Rep..  85. 

1.  Patents — Infringement — Fish-Dressing  Machine. 

The  Smith  patent,  No.  979,103,  for  a  fish-dressing  machine,  claims  38,  39, 
40,  and  41  Held  valid  and  infringed. 

2.  Same — Same — Equivalents — Range. 

Protection  against  the  use  of  mechanical  equivalents  In  a  combination  1» 
governed  by  the  same  rules  as  in  case  of  other  patents,  and  where  a  com- 
bination patent  marks  a  distinct  advance  in  the  art  the  term  *'  mechaolcal 
equivalent"  should  have  a  reasonably  broad  and  generous  interpretation. 

3.  Same — Same — ^Mere  Addition  or  Imfbovxmbnt  Dobs  Not  Avoid. 

That  an  Infringing  machine  is  superior,  more  useful,  and  more  acceptable 
to  the  public  than  that  of  a  patent  does  not  avoid  infringement  where  the 
essential  features  of  the  patented  machine  are  used,  unless  its  superiority 
is  due  to  a  difference  in  function  or  mode  of  opcraton  or  some  essential 
change  in  character. 

4.  Same— Same. 

That  a  part  of  defendant's  device  performs  a  function  additional  to  a 
corresponding  part  of  plaintiff's  device  does  not  avoid  infringement. 

ApFisAL  from  the  District  Court  of  the  United  States  for  the  North- 
em  Division  of  the  Western  District  of  Washington;  Edward  E. 
Cushman^  judge. 

Suit  in  equity  by  the  Smith  Cannery  Machines  Company  against 
the  Seattle-Astoria  Iron  Works,  Thomas  A.  Heckman,  and  N.  C. 
Nicholsen.  Decree  for  defenda^nts  and  complainam,t  appeals.  Re- 
versed. 

Messrs.  Grosscup  (&  Morrow  and  Mr.  Hiram  E.  Hadley  for  the  ap- 
pellant. 

Messrs.  Farrell^  Kane  <6  Stratton  for  appellee  Seattle- Astoria  Iron 
Works. 

Mr.  C.  H.  Hanford  for  appellees  Heckman  and  Nicholsen. 

Before  Gilbert,  Ross,  and  Hunt,  Circuit  Judges. 

GiLBEBT,  Cir.  J.: 

(1)  The  appellant  brought  a  suit  for  infringement  of  two  Letters 
Patent,  which  it  owned  as  the  assignee  of  the  inventor,  E.  A.  Smith. 
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The  patents  are  each  for  fish-dressing  machine,  the  first  of  which  is 
No.  796,538,  issued  on  August  8,  1905,  and  the  second  is  No.  979,103, 
issued  on  December  20, 1910.  The  court  below  found  that  there  was 
no  infringement  and  dismissed  the  bill. 

The  machines  described  in  the  patents  are  complicated*,  and  the 
claims  are  many,  for  the  reason  that  they  include  various  operations 
in  cleaning  and  preparing  the  fish,  such  as  removing  the  heads,  tails, 
and  dorsal  and  ventral  fins,  as  well  as  opening  and  cleansing  the  fish. 
The  controversy  centers  about  that  portion  of  the  combination  which 
relates  to  cutting  open  the  fish.  Numerous  prior  patents  had  issued 
for  fish-dressing  machines,  none  of  which  had  gone  into  successful 
use,  for  the  reason  that  they  all  were  deficient  in  automatic  means  for 
handling  and  opening  fish  of  different  sizes.  The  appellant's  patents 
were  the  first  to  overcome  that  difficulty,  and  the  appellant's  machines 
went  into  universal  use  in  the  salmon-packing  industry  on  the 
Pacific  coast.  At  the  time  of  the  trial  there  were  in  use  283  machines 
under  the  appellant's  patents.    Said  the  court  below : 

The  deTlces  of  the  patent  iu  suit  weU-nlgh  took  the  entire  field  uijon  Its 
introductloD,  and  plaintiff  is  entitled  to  a  Uberal  range  of  equivalents. 

The  feature  that  distinguished  the  appellant's  machine  from  those 
which  had  preceded  it  is  its  flexibility,  its  capacity  to  receive  and 
operate  upon  various  sizes  of  fish  as  they  come  to  the  machine,  and 
the  essence  of  that  portion  of  the  combination  which  produces  this 
result  is  that  the  cutting-saw  which  rips  open  the  belly  of  the  fish 
is  protected  from  cutting  too  deeply  by  a  device  which  rests  upon 
the  body  of  the  fish,  and  takes  advantage  of  resistance  upon  the 
solid  back  of  the  fish;  it  being  at  the  same  time  essential  that  in 
the  operation  the  solid  portion  of  the  fish  back  of  the  visceral  cavity 
shall  not  be  cut. 

In  the  appellant's  machine,  after  the  preparatory  service  of  cut- 
ting off  head,  fins,  and  tail,  the  fish  is  fastened  on  its  back  on  a 
circular  carrier  and  moved  thereon  tail  end  first.  It  approaches  the 
splitter  held  by  gripping  devices  and  guides  so  adjusted  that  the 
fish  is  gradually  and  firmly  centered,  so  that  the  splitter,  which  is 
a  small  circular  saw,  will  cut  along  the  medial  line  of  the  fish- 
belly,  beginning  at  the  vent.  The  splitter  is  operated  in  a  frame 
at  the  free  end  of  a  pivoted  arm  which  has  no  lateral  movement, 
but  is  permitted  movement  to  and  from  the  carrier.  Attached  to 
the  frame  is  a  shoe  consisting  of  two  parallel  plates  between  which 
the  saw  rotates.  The  plates  are  so  formed  and  placed  as  to  permit 
the  saw  to  begin  its  splitting  function,  and,  after  the  splitting  has 
progressed  a  short  distance,  the  lower  edges  of  the  plate  press  on 
the  inside  of  the  back  of  the  fish,  and  so  adjust  the  movement  of 
the  saw  that  it  shall  not  mutilate  the  back  of  the  fish.    But,  before 
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the  plates  enter  the  cavity  of  the  fish,  the  depth  of  the  cut  is  regulated 
by  pressure  on  the  outside  of  the  fish,  accomplished  by  means  of 
fiared  sides  on  the  forward  extension  of  the  plates.  The  rear  ends 
of  the  plates  are  so  shaped  that  they  turn  the  sides  of  the  fish  over 
outwardl]^  after  it  has  been  split  open,  throwing  the  belly  inside 
out,  and  so  holding  it  open  for  the  operation  of  the  cleaning  mech- 
anism. 

The  appellees'  machine  is  covered  by  a  patent  issued  on  February 
27, 1917,  to  N.  C.  Nicholsen  and  T.  A.  Heckman,  Letters  No.  1,217,809, 
The  appellees'  apparatus  is  mounted  on  a  quadrilateral  frame,  length- 
wise of  which  is  a  V-shaped  trough,  in  the  bottom  of  which  chains 
are  carried  by  sprockets.  On  each  link  of  the  chain  is  set  a  sharp- 
ened pin  so  placed  as  to  engage  the  fish  near  the  back  as  it  comes 
upon  the  trough,  and  carry  it  the  length  of  the  trough.  A  spring- 
presser  holds  the  fish  against  the  chains,  and  aids  in  centering  and 
fastening  the  fish  back  downward  firmly  against  the  chains.  The 
fish-splitting  mechanism  is  described  as  of  the  form  of  a. plow  of 
two  moldboards,  so  formed  as  to  turn  furrows  in  opposite  direc- 
tions, the  perpendicular  sides  of  which  moldboards  are  parallel 
and  in  close  proximity,  leaving  between  them  a  slot  in  which  a  cir- 
cular saw  is  revolved.  The  plow,  together  with  the  saw,  is  attached 
to  the  free  end  of  a  shaft,  the  other  end  of  which  is  pivotally  at- 
tached to  and  supported  on  the  main  frame.  The  pivotal  attachment 
permits  the  splitting  device  to  move  to  and  from  the  trough,  and  it 
has  no  lateral  movement. 

As  the  fish,  with  its  head  removed,  approaches  the  saw,  head  end 
foremost,  the  toe  of  the  plow  enters  the  ventral  cavity,  and  by  gravity 
presses  upon  the  back  of  the  fish,  and  the  saw  which  revolves  in  the 
same  frame  to  which  the  plow  is  attached,  automatically  accommo- 
dates itself  to  the  size  of  the  fish,  the  varying  depth  of  the  fish-body 
moving  the  saw  up  and  down,  and  thus  regulating  the  depth  of  the 
cut.  As  the  fish  is  ripped  open,  the  moldboards  of  the  plow  spread 
it  open  and  turn  the  fish  inside  out,  during  which  operation  the  base 
of  the  plow  rests  upon  the  solid  back  of  the  fish;  the  periphery  of 
the  saw  being  slightly  above  the  base  of  the  plow.  In  the  rear  of 
the  plow  and  above,  over  the  trough,  there  are  forked  arms  pivotally 
supporting  two  metallic  rods,  which  are  not  fastened  to  the  mold- 
boards  of  the  plow,  but  come  in  such  proximity  to  it  to  engage  the 
inner  surface  of  the  fish-belly  as  it  is  spread  open  outwardly,  and 
then  hold  the  fish  so  as  to  permit  the  action  of  the  fish -cleansing  de- 
vices. The  toe  of  the  plow  is  a  necessary  part  of  the  automatic  mecha- 
nism by  which  the  depth  of  the  splitting-saw  is  regulated,  and  by 
which  the  defendants'  machine  is  susceptible  of  operation  on  fish  of 
different  sizes. 
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The  following  are  the  claims  of  the  appellant's  patent,  No.  979,103, 
which  are  principally  involved: 

38.  In  a  fish-dressing  machine,  a  frame,  a  carrier  supported  thereon  for 
movement,  means  on  the  carrier  for  holding  a  body,  a  splitter  arranged  in  the 
path  of  said  carrier,  means  swinglngly  connected  with  the  frame  for  support- 
ing said  splitter,  and  shoes  on  opposite  side  of  said  splitter  swingingly  con- 
nected to  said  last  means. 

39.  In  a  flsh-dressing  machine,  a  main  frame,  a  carrier  supported  thereon 
for  movement,  means  on  the  carrier  for  holding  a  body,  a  frame  swingingly  sup- 
ported on  said  main  frame,  a  splitter  supported  by  said  last  frame,  a  yield- 
ingly pressed  means  connected  with  said  last  frame  for  Independent  movement 
toward  and  from  the  carrier,  and  shoes  on  said  last  means  disposed  to  engage 
the  fish  body  to  regulate  the  depth  of  cut  of  said  splitter. 

Claims  40  and  41  add  to  the  elements  of  the  foregoing  claims  the 
members  whose  function  it  is  to  spread  the  cut-open  body  of  the  fish 
and  expose  the  whole  cavity  to  the  body-cleansing  devices. 

We  think  that  the  appellant's  claims  are  readable  upon  the  ap- 
pellees' machine,  notwithstanding  the  fact  that  in  the  operation  of 
the  appellant's  machine  the  fish  go  tail  end  first,  while  the  reverse 
is  true  of  the  appellees'  machine.  The  claims  of  the  appellant's 
patent  contain  no  limitation  to  either  mode  of  operation.  Compar- 
ing the  two  machines  we  find  that  the  plates  between  which  ap- 
pellant's splitting-saw  revolves  extend  slightly  below  the  periphery 
of  the  saw  and  yieldingly  press  upon  the  inside  of  the  back  of  the 
fish  after  the  first  cutting  movement.  This  pressure  regulates  the 
movement  of  the  plates  to  and  from  the  fish,  and  the  flaring  tops  of 
the  plates  engage  the  fish  before  it  is  sufficiently  opened  to  permit 
the  bottom  of  the  plates  to  perform  their  function.  This  function 
in  the  appellees'  machine  is  performed  by  the  bottom  of  the  plow 
which  constitutes  the  means  which  by  pressure  on  the  body  of  the 
fish  govern  the  movement  of  the  appellees'  frame  to  and  from  the 
fish,  and  thus  regulate  the  depth  of  the  cut.  The  appellees  have 
thus,  we  think,  availed  themselves  of  the  essential  features  of  the 
appellant's  combination, 

(2,  3)  Where  a  combination  patent  marks  a  distinct  advance  in 
the  art  to  which  it  relates,  as  does  the  appellant's  invention  here,  the 
term  "mechanical  equivalent"  should  have  a  reasonably  broad  and 
generous  interpretation,  and  protection  against  the  use  of  mechanical 
equivalents  in  a  combinattion  patent  is  governed  by  the  same  rules  as 
patents  for  other  inventions.  {Imhaeuser  v.  Buerk^  C.  D.,  1880,  362; 
17  O.  G.,  795;  101  V,  S.,  647.)  The  fact,  if  it  be  a  fact,  that  the 
infringing  machine  is  superior,  more  useful,  and  more  acceptable  to 
the  public  than  that  of  the  appellant,  does  not  avoid  infringement,  so 
long  as  the  essential  features  of  the  appellant's  patented  machine  are 
used,  unless  its  superiority  is  due  to  a  difference  in  function  or  mode 
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of  operation  or  some  essential  change  in  character.  {Morley 
Machine  Co.  v.  Lancaster,  C.  D.,  1889,  380;  47  O.  G.,  267;  129  U.  S., 
263 ;  9  Sup.  Ct.,  299 ;  Hoyt  v.  Home,  C.  D.,  1892,  435 ;  59  O.  G.,  1764 ; 
145  U.  S.,  302;  12  Sup.  Ct.,  922;  Lourie  Implement  Co.  v.  Lenhart, 
130  Fed.  Rep.,  122;  64  C.  C.  A.,  456;  Diamond  Match  Co.  v.  Ruby 
Match  Co.,  C.  C;  127  Fed.  Rep.,  341;  ^yhitehJ  v.  Fadner,  C.  C;  73 
Fed.  Rep.,  486.) 

The  trial  court,  referring  to  the  "yieldingly  pressed  means"  in 
appellant's  claim  39  connected  with  the  saw-frame  "  for  independent 
movement  toward  and  from  the  carrier,"  reached  the  conclusion  that 
the  "  independent  movement "  of  the  shoe  distinguishes  the  appel- 
lant's patents  from  that  of  the  appellees',  and  observed  that  without 
such  "  independent  movement "  there  would  be  nothing  to  distinguish 
the  appellant's  cutting  device  from  that  of  the  prior  Haigh  patent, 
No.  673,255.  To  this  we  are  unable  to  agree.  The  words  "inde- 
pendent movement,  toward  and  from  the  carrier,"  as  shown  by  the 
plans  and  specifications  of  the  appellant's  patents,  is  not  a  movement 
independent  of  the  cutting- frame ;  but  the  expression  "  independent 
movement "  is  used  to  indicate  that  the  movement  of  the  "  yieldingly 
pressed  means  "  is  not  subject  to  control  by  other  means  than  by  pres- 
sure on  the  fish,  and  not  that  it  is  independent  of  the  movement  of 
the  saw-frame  to  and  from  the  carrier.  The  shoe  in  the  Haigh 
patent,  a^  indicated  by  the  drawing  thereof,  is  a  shoe  which,  it  is 
true,  has  the  same  purpose  as  have  the  shoes  in  the  patents  here  in- 
volved ;  that  is,  to  regulate  the  depth  of  the  cut  of  the  saw.  But  it 
plainly  appears  from  the  drawing  that  Haigh's  shoe  rides  on  the 
surface  of  the  trough  in  which  the  fish  travels,  and  not  on  the  body 
of  the  fish.  In  that  distinction  is  found  the  advance  which  Smith 
made  in  the  art,  and  which  made  his  combination  successful. 

(4)  The  decision  of  the  court  below  was  influenced,  also,  by  the 
consideration  that  the  appellees'  plow,  in  addition  to  the  function  of 
regulating  the  movement  of  the  saw  and  spreading  the  side  flaps 
of  the  split  fish,  performs  the  additional  function  of  removing  the 
viscera.  But  this  does  not  avoid  infringement.  In  Pedersen  v. 
Dundon  (220  Fed.  Rep.,  309;  136  C.  C.  A.,  143)  this  court  said: 

Neither  the  Joinder  of  two  elements  of  a  patented  combination  into  one  inte- 
gral part,  accomplishing  the  purpose  of  both,  nor  the  separation  of  one  integral 
part  into  two,  which  together  accomplish  substantially  what  was  done  by  the 
single  element,  will  avoid  a  charge  of  infringement — citing  Bvndy  Mfg.  Co.  v. 
Detroit  Time  Register  Co.,  (94  Fed.  Rep.,  524;  36  C.  C.  A.,  375;)  Standard 
Caster  d  Wheel  Co.  v.  tiocket  Co.  (113  Fed.  Rep.,  162;  51  C.  C.  A.,  109;)  H.  F. 
Brammer  Mfg.  Co.  v.  Witte  Hardware  Co.,  (159  Fe<l.  Rep.,  726 ;  86  0.  C.  A.,  202.) 

It  is  our  conclasion  that  the  appellees  have  infringed  claims  38,  39, 
40,  and  41  of  the  appellant's  patent.  No.  979,103. 

The  decide  of  the  court  helow  is  reversed,  and  the  cause  is  re- 
nuinded,  with  instructions  to  enter  a  decree  in  accordance  therewith. 
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[  U.  S.  Circuit  Court  of  Appeals— Seventh  Circuit.] 

WoLT,  Sater  &  Heijler,  Inc.,  v.  United  States  Slicino  Mach.  Co. 

Decided  October  7,  1919, 
272  O.  G.,  733;  261  Fed.  Rep..  195. 

1.  Patents — ^Meat-Slicino  Machines — Vaud  and  Infringed. 

The  Van  Berkel  patents,  Nos.  806,603  and  895,213,  for  meat-slicing  ma- 
chines with  removable  meat-plates.  Held  valid  and  infringed  as  to  claim  2 
of  the  earlier  patent  and  claims  8,  9,  and  10  of  the  later. 

2.  Same — Laches  Barring  Reco\'ery  for  Infringement. 

Where  the  owner  of  patents  notified  one  who  was  already  infringing 
that  suit  would  be  brought  If  improvement  patents  controlled  by  the  owner 
were  infringed  and  no  suit  was  brought  for  seven  years,  during  which  the 
infringers  continued  to  make  and  vend  the  Infringing  machines,  no  re^ 
covery  for  that  period  of  Infringement  of  the  original  patents  can  be  al- 
lowed, the  owner  being  barred  by  laches.  While  such  acquiescence  in  in- 
fringement amounted  to  a  parole  license.  It  was  revoked  by  the  bringing  of 
the  suit,  and  damages  were  recoverable  for  Infringement  accruing  after  suit 
was  brought 

3.  Same — Corporations — Ratification  by  Corporation  of  Acts  of  Unincort 

PORATED  Predecessor. 
Complainant  corporation,  which  was  the  owner  of  patents,  Held  to  have 
ratified  the  acts  and  statements  of  a  representative  of  its  unincorporated 
predecessor  with  reference  to  suit  for  infringement  of  improvement  patents, 
which  amounted  to  acquiescence  in  infringement  of  original  patents. 

4.  Same — Knowledge  of  and  Consent  to  Infringement — Parous  Licensed- 

Revocable. 
Where  a  representative  of  the  owner  of  a  patent  notified  an  infringer 
that  if  improvement  patents  were  infringed  suit  would  be  brought  and  the 
infringer  continued  to  make  and  vend  the  Infringing  machines  for  a  num- 
ber of  years,  Held  that  the  statement  amounted  to  no  more  than  a  parole 
license  to  the  infringer,  which  was  revoked  when  Infringement  suit  was 
begun.  Hence,  though  the  owner  was  barred  by  laches  from  recovering 
damages  for  the  past  infringement,  he  might  recover  damages  for  infringe- 
ment occurring  after  the  suit,  the  conduct  of  the  owner  and  statement  of 
its  representative  not  amounting  to  an  estoppel. 

Appeal  from  the  District  Court  of  the  United  States  for  the  East- 
em  Division  of  the  Northern  District  of  Illinois. 

Bill  by  the  United  States  Slicing  Machine  Company  against  Wolf. 
Sayer  &  Heller,  Incorporated.  From  a  decree  for  complainant  {2It9 
Fed.  Rep.^  £4S)  defendant  appeal.  Modified^  and^  as  m^dified^ 
afp/nned* 

Mr,  Max  W.  Zabel  for  the  appellant. 

Mr,  Frank  T.  Brown  for  the  appellee. 

Before  Baker,  Alschuler,  and  Evans,  Circuit  Judges. 

Evans,  Cir.  J.: 

(1)  The  decree  from  which  this  appeal  is  taken  sustains  two  pat- 
ents involving  meat-cutting  machines  known  as  the  Van  Borkel 
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patents,  Xos.  806,603  and  895,213.    The  opinion  of  the  district  court, 
appearing  in  249  Fed.  Rep.,  245,  so  far  as  it  deals  with  questions  of 
validity  and  infringement,  meets  with  our  approval.     We  see  no 
reason  for  any  further  discussion  of  these  two  questions. 
(2)  The  decree  provides  for  a  reference  and — 

that  the  plaintiff  recover  from  the  defendant  •  •  ♦  the  profits,  gains,  and 
advantages  which  said  defendant  has  derived  ♦  ♦  ♦  since  February  3, 
1911,  etc. 

Appellants  insist  that,  even  though  validity  be  found  and  in- 
fringement appear,  appellee's  rights  have  been  lost  by  its  laches,  and 
further  urges  that  this  court  should  at  least  deny  all  relief  for  past 
infringements. 

While  the  record  does  not  establish  the  facts  as  conclusively  as  we 
might  wish,  we  feel  justified  in  concluding  that  appellee,  the  succes- 
sor to  an  unincorporated  company  of  the  same  name,  has  since  1909 
been  the  United  States  representative  of  the  owner  of  the  patents  in 
suit  and  possessed  certain  exclusive  rights  for  this  territory;  that  its 
president  was  associated  with  patentee  and  his  exclusive  licensee  ia 
Great  Britain  prior  to  taking  charge  of  the  business  in  the  United 
States,  and  was  at  the  time  of  the  interview,  hereinafter  detailed, 
authorized  to  speak  for  the  owner  of  the  patent  and  its  licensee  in 
this  country;  that  in  April  or  May,  1909,  the  president  of  appellee 
called  upon  the  president  of  the  appellant  company,  and,  to  quote 
the  former's  language — 

threatened  him  with  an  infringement  suit  ♦  ♦  *  If  he  copied  any  of  our 
improvement  patents ; 

that  the  meaning  of  the  expression  "  improvement  patents  "  is  clearly 
shown  by  a  reference  to  a  machine  then  in  appellant's  possession  em- 
bodying the  then  latest  improvements  in  meat-cutting  machines ;  that 
the  machine  embodying  the  Van  Berkel  patents  here  involved  was 
sold  prior  to  this  date  under  a  license  from  Van  Berkel  to  the  Amer- 
ican Slicing  Machine  Company ;  that  appellant  was  at  that  time  also 
making  a  meat-slicing  machine  which  infringed  the  Van  Berkel  pat- 
ents here  involved,  and  the  president  of  appellee  in  the  same  conver- 
sation, and  by  way  of  explanation  of  what  was  meant  by  "  our  im- 
provement patents,"  said: 

But  if  he  insisted  on  copying  our  machine,  as  he  had  already  copied  the  Van 
Berkel  machine  sold  hy  the  American  Slicing  Machine  Company,  I  wouhl  cer- 
tainly po  to  the  court  on  the  patent ; 

that  after  this  conversation  appellant  delivered  to  appellee  the  ma- 
chine which  it  had  in  its  possession,  and  which  embodied  "our  im- 
provement patents  "  above  referred  to,  and  was  paid  therefor  by  ap- 
pellee :  that  thereafter  ap])ellant  continued  to  make  and  sell  in  large 
quantities  meat-slicing  machines  of  the  style  and  design  referred  to 
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as  the  American  Slicing  Machine  Company's  machine^  an  infringe- 
ment of  the  two  Van  Berkel  patents,  and  was  so  engaged  up  to  the 
commencement  of  this  suit,  July  7,  1915. 

From  this  conversation  appellant  was  justified  in  concluding  that 
appellee  acquiesced  in  the  continued  making  of  a  machine,  which 
merely  infringed  the  two  Van  Berkel  patents  in  suit,  and  which  was 
a  copy  of  the  machine  made  by  the  American  Slicing  Machine  Com- 
pany, but  that  legal  proceedings  would  follow  any  attempt  to  embody 
the  improvement  patents  controlled  by  appellant.  During  all  the 
succeeding  years,  from  1909  to  1915,  appellee  knew  of  appellant's  mak- 
ing and  selling  the  other  model,  and  frequently  replaced  such  ma- 
chines with  new  ones  of  its  own  make. 

We  have  given  due  consideration  to  the  argument,  most  forcibly 
urged  by  appellee,  that  the  machine  made  by  appellant  and  referred 
to  in  the  conversation  above  quoted  did  not  in  fact  infringe  the  Van 
Berkel  patents.  But  a  careful  examination  of  the  record  convinces  us 
that  the  appellant's  machine  made  prior  to  1909,  and  continuously 
thereafter,  was  the  same  machine,  so  far  as  these  patents  are  in- 
volved, as  the  one  of  which  complaint  is  made  in  this  suit. 

(3)  We  have  also  given  attention  to  the  contention  that  the  repre- 
sentative of  the  unincorporated  company,  known  as  the  United 
States  Slicing  Machine  Company,  had  no  authority  in  1909  to  repre- 
sent or  to  bind  either  Van  Berkel  or  appellee.  Such  a  position  is 
exactly  contrary  to  the  one  taken  by  appellant  at  the  time  the  testi- 
mony was  offered.  This  testimony  was  received  on  the  theory  that 
the  witness  came  to  the  United  States  with  authority  from  the  owner 
of  the  patents  to  organize  a  company  to  handle  the  meat-slicing  ma- 
chine business  under  the  Van  Berkel  patents.  While  the  first  United 
States  Slicing  Machine  Company  was  unincorporated,  and  therefore 
a  distinct  entity  from  the  subsequently  incorporated  company  of  the 
same  name,  yet  the  witness  stated  that  it  was  lack  of  familiarity 
with  the  laws  of  this  country  that  prevented  an  earlier  incorporation, 
and  that  the  subsequently  incorporated  company,  the  appellee  herein, 
operating  under  the  same  name,  acquired  the  rights  of  the  predecessor 
company.  That  he  was  speaking  in  1909  for  the  company  in  which 
he  was  largely  interested  can  not  be  denied,  and  his  subsequent  con- 
duct as  the  chief  officer  of  appellee,  as  well  as  his  testimony  and  his 
attitude  upon  the  trial,  indicates  most  clearly  that  these  statements 
were  duly  ratified  by  appellee. 

(4)  But  it  does  not  follow  that,  because  appellee  failed  to  assert 
its  rights  for  seven  or  more  years,  it  should  be  denied  any  and  all 
relief  in  this  suit.  {Menendez  v.  HoU^  C.  D.,  1889, 344 ;  46  O.  G.,  971 ; 
128  U.  S.,  514;  9  Sup.  Ct.,  143 ;  McLean  v.  Fleming,  C.  D.,  1878,  262; 
13  O.  G.,  913;  96  U.  S.,  245.)  The  conversation  relied  upon  by  ap- 
pellant constituted  at  most  merely  a  parole  license  to  the  infringer 
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to  construct  machines,  which  it  otherwise  had  no  right  to  make,  and 
was  terminable  upon  notice.  This  termination  of  the  parole  license 
occurred  when  suit  was  begim. 

The  evidence,  we  think,  discloses  such  laches  as  to  prevent  appellee 
from  collecting  damages  for  past  infringements,  but  fails  to  estab- 
lish an  estoppel.  We  conclude,  therefore,  that  the  decree  should  be 
modified,  by  denying  appellee's  right  to  recover  damages  for  in- 
fringements prior  to  the  commencement  of  the  suit. 

The  decree  is  modified  by  inserting  "  July  7, 1916  "  for  the  words 
^^  February  5,  1911^'^  appearing  in  the  fourth  paragraph^  and  as  so 
modified^  is  affirmed;  appellant  to  recover  costs  on  this  appeal. 


[U.  S.  Circuit  Court  of  Appeals — Second  Circuit.] 

^OLiAN  Co.  V.  Schubert  Piano  Co. 

Decided  June  X3,  1919. 

273  O.  G.,  186 ;  261  Fed.|  Rep.,  178. 

1.  Patents — Music-Sheet  Guide — Valid  and  Infringed. 

The  Thomson  patent.  No.  841,356,  for  a  muslc-sheet-guidlng  device  for 
mechanical  piano  and  organ  players,  Held  to  cover  a  patentable  improve- 
ment on  prior  devices  and  entitled  to  a  fair  construction  and  a  reasonable 
range  of  equivalents;  also  Held  infringed. 

2.  Same — Suit  for  Infringement  Not  Barred  by  Laches. 

a  delay  of  four  or  five  years  after  defendant's  device  was  placed  on  the 
market  Held  not  such  laches  as  barred  a  suit  for  infringement. 
Ward,  circuit  judge,  dissenting. 

Appeal  from  the  District  Court  of  the  United  States  for  the  South- 
ern District  of  New  York. 

Suit  in  equity  by  the  JEolian  Company  against  the  Schubert  Piano 
Company.  Decree  for  defendant,  and  complainant  appeals.  Re- 
versed. 

Mr.  J.  Edgar  Bull  and  Mr.  O.  A.  Weed  for  appellant. 

Mr.  Louis  W.  Southgate,  Mr.  George  D.  Beattys^  and  Mr.  E.  W. 
Scherr^  Jr.^  for  the  appellee. 

Before  Ward,  Rogers,  and  Manton,  Circuit  Judges. 

Manton,  Cir.  J. : 

(1)  In  order  that  there  may  be  a  clear  understanding  of  the  patent 
in  suit  and  its  contribution  to  the  art,  it  is  well  to  consider  music- 
sheet-guiding  devices  and  the  musical  instruments,  such  as  the  organ 
or  piano,  which  play  automatically  and  upon  which  it  is  used.  An 
automatic  piano  or  organ  is  constructed  by  having  a  series  of  little 
motors  incorporated  therein,  each  of  which  is  connected  to  operate 
one  particular  action  or  sound-producing  mechanism.    One  of  its 
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features  is  a  tracker-bar.  This  is  a  smooth  piece  of  metal  having  a 
series  of  little  apertures  in  transverse  line.  Each  aperture  is  con- 
nected to  control  one  of  the  motor&  A  perforated  music-sheet  is 
drawn  longitudinally  over  the  tracker.  The  music-sheet  consists  of 
a  long  strip  of  paper  having  a  series  of  perforations  cut  therein  cor- 
responding in  arrangement  and  spacing  to  the  notes  of  the  music 
composition  which  is  to  be  rendered.  Which  notes  are  to  be  played 
is  determined  by  the  lateral  positions  of  the  perforations  in  the 
music-sheets,  and  the  length  of  the  various  perforations  determines 
the  time  the  particular  note  shall  be  held.  The  music-sheet  roll  con- 
sists of  a  spool  upon  which  the  perforated  music-sheet  is  wound  up. 
These  music-rolls  are  sold  and  treated  as  compositions,  and  can  be 
played  interchangeably  in  the  instrument.  The  end  of  the  perforated 
music-sheet  is  connected  to  a  winding-roll  arranged  below  the  tracker- 
bar,  which  roll  is  rotated  by  a  motor.  As  a  perforated  note-sheet  is 
drawn  longitudinally  forward  over  the  smooth  face  of  the  apertured 
tracker,  the  perforations  in  the  music-sheet  will  imcover,  in  sequence, 
the  corresponding  apertures  in  the  tracker;  thus  the  notes  of  the  in- 
strument will  be  played  in  the  order  of  the  cutting  of  the  perfora- 
tions in  the  music-sheet  and  the  musical  composition  will  be  rendered. 
After  playing  the  perforated  music-sheets,  the  sheet  is  drawn  longi- 
tudinall}'  backward  and  rewound  on  the  spool. 

The  music-sheet  of  standard  arrangement  is  eleven  and  one- 
fourth  inches  wide  and  is  so  arranged  as  to  accommodate  eighty- 
eight  apertures  in  line  in  the  tracker,  and  therefore  eighty-eight 
notes  of  the  piano  may  be  played.  The  construction  provides  me- 
tallic bridges  between  the  apertures  in  the  tracker-bar  of  about  one- 
fiftieth  of  an  inch.  In  organs  of  the  JEolian  type,  such  as  the  in- 
ventor Thomson  purchased,  as  hereinafter  stated,  a  music-sheet  of 
ten  and  one-eighth  inches  wide  is  employed  and  the  tracker  has  116 
apertures.  It  would  be  recognized  at  once  that,  if  the  perforated 
music-sheet  during  its  longitudinal  forward  travel  should  slip  side- 
wise  or  deflect  longitudinally  a  greater  distance  than  one  of  the 
minute  bridges  between  two  adjacent  apertures  in  the  tracker,  a 
given  perforation  in  the  music-sheet  would  uncover,  not  only  its 
proper  aperture  in  the  tracker,  but  the  one  adjacent  thereto,  and 
thus  discord  would  be  produced.  The  need,  therefore,  to  keep  the 
music-sheet  during  its  longitudinal  travel  forward  in  correct  lateral 
position  on  the  tracker  required  an  appliance  to  instantly  correct 
any  deflection,  so  that  the  continued  forward  longitudinal  travel  of 
the  music-sheet  would  always  be  in  correct  lateral  position  on  the 
tracker.  The  purpose  of  the  appellant's  invention,  a  music-sheet- 
guiding  device,  is  to  cause  the  perforated  music-sheet  to  travel  longi- 
tudinally forward  over  the  apertured  tracker,  always  in  exact  side- 
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wise  register  and  to  correct  any  sidewise  deflection  thereof  before 
discord  can  be  produced.  The  guiding  device  is  used  only  when  the 
music-sheet  is  moving  forward,  or,  in  other  words,  while  the  piano 
is  playing.  When  the  music-sheet  is  being  rewound  around  the 
spool  or  moving  longitudinally  backward,  the  guiding  device  is 
thrown  out  of  operation;  the  backward  movement  is  at  high  speed. 
A  device  to  accomplish  these  objects  must  necessarily  be  a  very 
delicate  and  nicely-operated  piece  of  mechanism,  for  it  works  on  a 
moving  strip  of  perforated  paper,  which  it  must  keep  in  con-ect 
lateral  position  within  the  dimensions  of  a  bridge  in  minute  meas- 
urement. 

The  pioneer  inventor  of  the  music-sheet-guiding  device  was  O'Con- 
nor. He  had  granted  to  him  Patent  No.  789,053,  on  May  2,  1905, 
and  two  reissues  thereof.  No.  13,283,  August  15, 1911,  and  No.  13,398, 
April  2,  1912.  They  have  been  the  subject  of  litigation  and  were 
before  this  court  in  Autopiano  Co.  v.  Amphion  Piano  Co,^  (186  Fed. 
Rep.,  159;  108  C.  C.  A.,  291 ;)  Autopiano  Co.  v.  American  Co.^  (C.  D., 
1916,  243 ;  217  O.  G.,  1055 ;  222  Fed.  Rep.,  276 ;  138  C.  C.  A,  38,)  and 
Autopiano  Co.  v.  Claviola  Co.,  (284  Fed.  Rep.,  314;  148  C.  C.  A., 
216.)  Instruments  of  this  character,  known  in  the  art,  work  pneu- 
matically. The  pneumatic  operation  has  taken  the  form  of,  first, 
the  pressure  system,  which  employs  air-pressure  above  that  of  the 
atmosphere;  and  the  other,  a  suction  system,  which  employs  air- 
exhaust  below  that  of  the  atmosphere.  These  systems,  known  equiva- 
lents, are  both  used  as  the  manufacturer  desires.  The  suction  system 
is  employed  on  player-pianos,  and  the  pressure  system  is  commonly 
employed  on  organs.  The  O'Connor  construction,  referred  to,  works 
on  the  suction  plan.  Since  O'Connor  was  the  pioneer  inventor,  we 
will  refer  to  his  construction. 

It  is  the  claim  of  the  appellant  that  the  Thomson  patent  is  an 
improvement  on  the  O'Connor.  O'Connor  adjustably  secured  a  block 
to  the  right-hand  part  of  the  tracker,  which  block  had  an  opening 
called  a  control  or  guiding  opening,  and  which  block  was  adjusted  so 
that  the  control-opening  would  come  just  under  the  right-hand  sur- 
face of  the  music-sheet.  This  control-opening  connected  by  a  tube  to 
control  a  valve  arranged  to  connect  and  disconnect  the  suction-chest 
through  another  tube,  with  an  actuating  pneumatic  arranged  on  the 
right-hand  end  of  the  tracker,  and  connecting  to  the  right-hand  end 
of  the  shaft  of  the  music-sheet  roll.  While  the  music-sheet  is  travel- 
ing longitudinally,  if  it  should  wander  to  the  left,  this  right-hand 
control-opening  is  uncovered,  the  valve  opens  the  suction-chest  con- 
necting to  the  actuating-pneumatic,  which  then  is  deflected  to  pull 
the  music-sheet  roll  to  the  right,  and  hence  adjust  the  traveling  music- 
sheet  to  the  right,  to  remedy  its  deflection  to  the  left.    So  as  to  pro- 
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vide  operation  in  the  other  direction,  there  was  adjustably  mounted 
another  block  on  the  left-hand  end  of  the  tracker,  which  had  a 
control-opening,  and  which  block  was  adjusted  so  that  the  control- 
opening  would  come  just  under  the  left-hand  surface  of  the  music- 
sheet.  This  connected  by  tube  to  control  another  valve,  which  was 
arranged  to  connect  and  disconnect  the  suction-chest  through  another 
tube,  with  another  actuating-pneumatic  arranged  on  the  left-hand 
end  of  the  tracker  and  connected  to  the  left-hand  end  of  the  shaft 
of  the  music-sheet  roll,  so  that  if  the  perforated  music-sheet,  during 
its  travel,  should  wander  to  the  right,  the  left-hand  control-opening 
would  be  uncovered,  the  left-hand  valve  open  the  suction-chest  con- 
nected to  the  left-hand  actuating-pneumatic,  which  would  then  be 
deflected  to  pull  the  music-sheet  to  the  left,  and  hence  adjust  the 
traveling  music-sheet  to  the  left  to  remedy  its  deflection  to  the  right. 

In  this  way,  the  surface  of  the  sheet  was  employed  to  cover  and 
uncover  control-openings.  In  the  construction  of  the  O'Connor  de- 
face, the  mechanism  is  duplicated,  and  as  one  mechanism  is  employed 
for  adjustment  to  the  right  and  another  mechanism  for  adjustment 
to  the  left,  the  sheet-music  expands  and  contracts  with  changes  in 
the  temperature  and  humidity,  requiring  adjustment  of  the  blocks, 
and  these  adjustments  are  difficult,  as  they  have  to  be  relative  to  each 
other  to  account  for  the  expansion  and  contraction,  and  also  have  to 
be  made  relative  to  the  apertures  in  the  tracker  to  keep  the  music- 
sheets  normally  and  in  proper  relation  thereto.  Then,  too,  there  was 
some  variation  in  the  width  of  the  music-sheet  during  its  entire 
length,  and  there  was  danger  that  the  device  might  not  work  prop- 
erly, as  its  operation  depends  upon  the  operation  of  the  two  blocks 
to  a  given  width  of  music-sheet.  In  other  words,  the  O'Connor  device 
provided  a  double-surface  method  of  control  by  means  of  the  two 
guiding  devices,  one  on  each  side.  When  Thomson,  the  inventor  of 
the  patent  in  suit,  at  one  time  purchased  an  organ  for  his  home,  and 
found  that  the  O'Connor  device  did  not  track  properly  the  music- 
sheet  over  the  tracker-bar,  and  did  not  serve  the  purpose  of  his 
automatic-playing  organ,  he  set  about  to  invent  a  device  which  would. 
He  has  succeeded,  and  in  our  opinion  he  has  invented  an  improve- 
ment over  O'Connor,  and  has  contributed  to  the  art. 

The  claims  in  suit  are  as  follows : 

1.  A  uiiislc  slipet  puI(Ung  device  comprising  meuns  normally  operative  to 
move  the  shet»t  laterally  In  one  direction  (the  spring)  and  means  Including 
a  part  bearing  against  an  edge  of  the  sheet  movable  laterally  thereby  for 
governing  said  ghoet-movlng  means  (lever  valve,  and  actuating  pneumatic.) 

2.  A  music  sheet  guiding  device  comprising  pneumatically  actuated  means 
(actuating  pneumatic  and  spring)  for  moving  the  sheet  laterally,  a  movable 
part  (lever)  against  which  the  sheet  bears  %then  laterally  deflected  from  Its 
path,  and  connections  between  said  movable  part  and  said  moving  means  for 
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control Ung  the  latter  j?ald  connections  including  a  pneumatic  valve  moved  by 
snid  part. 

3.  A  music  sheet  guiding  device  comprising  means  normally  operative  to 
move  the  sheet  laterally  in  one  direction  (the  spring),  a  movable  part  (lever) 
against  which  the  sheet  bears  when  moved  by  said  means  from  its  path,  and 
connections  between  said  movable  part  and  said  sheet-moving  means  (valve  and 
actuating  pneumatic)  for  controlling  the  latter. 

4.  A  music  sheet  guiding  device  comprising  means  including  an  actuating 
pneumatic  and  suitable  connections  (levers,  links,  etc.)  for  moving  the  sheet 
laterally,  and  means  including  a  movable  part  (lever)  against  which  the  sheet 
bears  when  deflected  from  its  path  and  a  valve  connected  to  said  movable 
part,  and  pneumatic  connections  (tubes  and  connections)  between  said  valve 
and  said  actuating  pneumatic  for  governing  the  latter. 

The  inventor  states : 

My  invention  relates  to  music  sheet  guiding  devices  such  as  are  used  In 
mechanical  instrument  players  and  mechanical  players  for  musical  Instru- 
ments. Such  players  are  ordinarily  controlled  by  a  i)erf orated  music  sheet 
moving  over  the  tracker. 

The  object  of  the  present  invention  Is  to  guide  the  sheet  laterally  during  its 
longitudinal  movement,  so  as  to  insure  the  exact  registration  of  the  perfora> 
tlons  In  the  sheet  with  the  corresponding  ducts  In  the  tracker,  or,  more 
broadly  speaking,  to  Insure  such  relative  movement  of  the  sheet  and  the 
tracker  transversely  of  the  path  of  the  sheet  as  will  secure  their  proper  aline- 
ment.  It  Is  of  course  obvious  that  any  considerable  lateral  deviation  of  the 
music  sheet  would  interfere  with  or  destroy  the  proper  rendition  of  the  music. 

The  patent  describes  the  working  of  the  invention  of  the  device 
on  the  pressure  system,  but  also  points  out  that  the  invention  can 
be  employed  just  as  well  on  the  suction  system.  It  is  the  control 
of  the  sheet,  by  guiding  it  from  one  side  alone,  that  is  claimed  to 
be  the  improvement.  The  inventor  claims  only  that  he  has  invented 
a  "  certain  new  and  useful  improvement  in  music  sheet  guiding  de- 
vices." The  first  element  of  construction  consists  of  a  compression- 
spring  placed  in  the  l^earing,  which  supports  the  left-hand  plunger 
for  the  left-hand  end  of  the  music-roll.  This  spring  is  under  com- 
pression and  is  normally  operative  to  move  the  music-sheet  in  one 
direction.  Pushing  on  the  left-hand  side  of  the  music-sheet  roll,  it 
always  tends  to  push  the  music-sheet  to  the  right  so  that  when  there 
is  no  pneumatic  pressure  in  the  instrument,  the  music-sheet  roll  and 
the  music-sheet  are  pushed  to  the  extreme  position  to  the  right. 
Likewise,  there  is  a  compression-spring  on  the  left-hand  axis  of  the 
winding-roll.  There  is  an  actuating-pneumatic  having  connections 
to  the  shaft,  which  carries  the  right-hand  end  of  the  music-sheet  roll. 
The  left-hand  wall  of  the  actuating-pneumatic  is  movable,  and  the 
connections  of  the  music-sheet  roll  extend  from  the  movable  wall. 
This  actuating-pneumatic  has  a  light  pull-spring  tending  to  deflate 
the  same,  which  spring  thus  makes  the  pneumatic  double-acting ;  that 
is.  when  pressure  is  admitted  to  the  pneumatic,  it  expands  to  the 
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left  and  pulls  on  the  spring,  and  when  the  pressure  is  discontinued, 
and  the  pneiunatic  connects  to  the  atmosphere,  the  spring  pulls  the 
pneumatic  to  the  right  and  deflates  the  same.  The  spring  thus  acts 
in  conjunction  with  the  compression-spring  at  the  left  of  the  music- 
sheet  roll,  and  acts  to  move  the  music-sheet  to  the  right. 

The  actuating  pneumatic  is  made  of  a  size  so  that,  when  it  is 
called  into  operation  for  making  an  adjustment,  its  operative  force 
is  greater  than  the  action  of  the  compression-spring.  There  is  a 
normally-operative  force  in  springs  to  push  the  music-sheet  roll  and 
hence  the  music-sheet  to  the  right,  which  normally-operative  force  is 
opposed  by  a  superior  force;  that  is,  the  inflation  of  the  actuating- 
pneumatic.  The  music-sheet  moves  in  space,  being  normally  im- 
pelled to  the  right  by  the  action  of  the  spring,  and  being  pushed  to 
the  left  by  the  actuating-pneumatic  when  called  into  operation.  The 
device  then  provides  a  movable  member  bearing  against  the  edge  of 
the  music-sheet  and  carrying  a  pneumatic  valve  for  governing  the 
operation  of  the  actuating-pneumatic.  This  member  bearing  against 
the  edge  of  the  music-sheet  comprises  a  pivoted  lever  having  a  shoe, 
against  which  the  left-hand  edge  of  the  music-sheet  rubs.  This  lever 
carries  a  pneumatic  valve  at  its  inner  end,  and  a  light  spring  is  em- 
ployed to  pull  the  pneumatic  toward  its  seat.  Pneumatic  connec- 
tions are  arranged  between  the  valve  and  the  actuating-pneumatic. 
These  parts  are  so  combined  that,  when  the.  music-sheet  is  too  far 
to  the  right,  the  pneumatic  valve  is  pulled  toward  its  seat,  and  the 
operative  pneumatic  pressure  is  connected  to  the  actuating-pneu- 
matic. As  a  result  of  this  combination,  the  actuating-pneumatic 
operates  the  music-sheet  to  the  left  until  the  valve  is  open  suffi- 
ciently to  stop  this  action  of  the  pneumatic.  This  provides  that  the 
music-sheet  roll  is  always  impelled  to  the  right  by  the  action  of  the 
normally-operative  spring,  and  pushed  to  the  left  against  the  spring 
by  the  operation  of  the  actuating-pneumatic,  and  this  later  opera- 
tion is  governed  by  the  left-hand  edge  of  the  music-sheet  rubbing  on 
the  moving  part  and  operating  the  pneumatic  valve. 

By  this  combination  the  operation  is  governed  by  one  edge  of  the 
traveling  music-sheet  rubbing  on  the  movable  part  carrying  the 
pneumatic  valve.  Therefore,  if  the  music-sheet  during  its  longi- 
tudinal forward  travel  should  slip  to  the  right,  the  left-hand  edge 
of  the  music-sheet  would  move  away  from  the  movable  part,  and  the 
pneumatic  valve  would  be  pulled  toward  its  seat  by  the  light  spring 
pulling  on  the  valve  bringing  the  actuating-pneumatic  into  opera- 
tion, so  that  it  will  expand  to  push  the  music-sheet  to  the  left  to  its 
correct  position,  and  thus  cure  its  deflection  to  the  right;  and,  on  the 
other  hand,  if  the  music-sheet  during  this  longitudinal  forward 
travel  should  slip  to  the  left,  the  left-hand  edge  of  the  music-sheet, 
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pushing  on  the  movable  part,  will  hold  the  valve  in  a  wide-open 
position,  and  will  cut  the  aotuating-pneiimatic  out  of  operation,  so 
that  the  spring  will  push  the  music-sheet  to  the  right,  back  to  its 
normal  position.  This  provides  the  proper  guiding  during  its  longi- 
tudinal forward  travel. 

By  this  combination  and  operation,  an  improvement  over  O'Con- 
nor's double-surface  method  of  control  was  established.  It  avoids 
the  duplication  of  parts,  and  there  is  no  lost  motion  in  connections 
as  the  spring  or  springs  are  pushed.  Since  it  operates  entirely  from 
one  edge  of  the  music-sheet,  it  is  only  necessary  to  set  one  pivoted 
lever  in  proper  position  relatively  to  the  tracker-bar.  If  the  music- 
sheet  varies  in  width,  the  operation  will  not  be  materially  interfered 
with.  It  operated  by  contact  of  the  traveling  edge  of  the  music- 
sheet  with  a  movable  part.  A  very  small  lateral  movement  of  the 
music-sheet  will  move  said  part,  whereas  the  movement  of  the  music- 
sheet  required  in  O'Connor's  device  must  be  enough  to  cover  one  of 
the  control-openings  a  considerable  distance. 

That  it  has  been  an  improvement  over  the  O'Connor  device  is  best 
exemplified  by  the  results  obtained.  The  witnesses  say  it  worked 
successfully  and  satisfactorily,  and  there  were  some  thirty  thousand 
sold  beginning  June,  1911.  It  should  be  given  a  fair  construction 
and  a  reasonable  range  of  equivalents.  {Dowagiac  Mfg.  Co.  v. 
Mmn.-Moline  Plow  Co.,  C.  D.  1915,  320;  212  O.  G.,  327;  118  Fed. 
Rep.,  136;  55  C.  C.  A.,  86;  Nat  Hollow  Brake-Beam  Co,  v.  Inter- 
changeabU  B,  Co.,  C.  D.,  1897,  739 :  81  O.  G.,  1423 ;  106  Fed.  Rep., 
693;45C.  C.  A.,  544.) 

The  appellee's  guiding  device,  constructed  under  the  Dickinson 
patent,  No.  1,194,725,  works  on  the  suction  system,  instead  of  on  the 
pressure  system.  Thomson,  however,  in  his  patent,  says  this  is  im- 
material, and  points  out  that  one  familiar  with  the  art  may  readily 
change  to  the  suction  system.  In  appellee's  device,  the  first  element 
consists  of  a  compression-spring  placed  in  the  bearing  which  sup- 
ports the  left-hand  plunger  or  shaft  for  the  left-hand  end  of  the 
music-sheet  roll.  The  spring  is  under  compression  and  is  normally 
operative  to  move  the  sheet  in  one  direction.  This  compression- 
spring,  pushing  on  the  left-hand  shaft  of  the  music-sheet  roll, 
always  tends  to  push  the  music-sheet  to  the  right.  When  there  is  no 
suction  in  the  instrument,  the  sheet-roll  and  the  music-sheet  are 
pushed  to  an  extreme  position  to  the  right.  This  is  the  same  action 
as  the  spring  in  the  Thomson  device. 

In  appellee's  device,  the  next  operative  element  is  the  actuating- 
pneumatic  having  connections  to  the  shaft  which  carries  the  right- 
hand  end  of  the  music-sheet  roll.  It  has  three  walls,  the  two  outer 
walls  of  which  are  movable,  and  are  connected  by  a  link  to  move  as 
one  part,  and  the  connections  to  the  music-sheet  roll  extend  from  the 
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right-hand  wall.  There  are  two  bellows  or  chambers  in  appellee's 
actuating-pneumatic.  The  bellows  which  operates  to  adjust  the 
music-sheet  roll  is  the  left-hand  bellows.  The  appellee's  actuating- 
pneumatic  operating  by  suction,  when  this  adjustment  is  made,  will 
move  to  the  right;  hence  any  connection  from  the  actuating-pneu- 
matic to  the  shaft  of  the  music-sheet;  a  chain-motion  device,  a  cam, 
is  employed.  The  actuating-pneumatic  moving  to  the  right  by  suc- 
tion, and  having  chain-motion  connections  to  the  right-hand  end  of 
the  music-sheet  roll,  is  the  same  mechanically  as  Thomson's  actuat- 
ing-pneumatic expanding  to  the  left  under  pressure  and  connected  by 
direct  connections  to  the  right-hand  end  of  the  music-roll.  It  makes 
the  pneumatic  double-acting,  so  that,  when  the  operating-section  is 
disconnected  from  the  left-hand  bellows  of  the  pneumatic,  the  right- 
hand  bellows  moves  the  parts  to  the  left  to  inflate  the  left-hand 
bellows;  the  right-hand  bellows  thus  acts  in  conjunction  with  the 
compression-spring  at  the  left  of  the  music-sheet  roll  and  acts  to 
draw  the  music-sheet  to  the  right.  This  pneumatic  is  of  such  a  size, 
when  called  into  operation  for  making  an  adjustment,  its  operative 
force  is  greater  than  the  action  of  the  compression-spring  to  the  left 
of  the  music-sheet  roll.  When  the  actuating-pneumatic  thus  operates 
to  make  an  adjustment,  it  pushes  the  music-sheet  roll  and  stores 
energy  in  the  spring.  Therefore,  there  is  normally  an  operative 
force,  the  spring  normally  operative  to  push  the  music-sheet  roll  to 
the  right,  which  normally-operative  force  is  opposed  by  superior 
force,  the  deflection  of  the  left-hand  bellows  of  the  actuating-pneu- 
matic, the  normally-operative  force  and  the  actuating-pneumatic 
force  opposed  to  each  other. 

When  the  music-sheet  floats  in  space,  being  normally  impelled  to 
the  right  by  the  action  of  the  spring,  it  is  pushed  to  the  left  by  the 
actuating-pneumatic  when  called  into  operation.  The  appellee's  de- 
vice then  arranges  a  movable  part  bearing  against  the  edge  of  the 
music-sheet  and  carrying  the  pneumatic  valve  for  governing  the 
operation  of  the  actuating-pneumatic.  The  part  bearing  against  the 
edge  of  the  music-sheet  and  movable  laterally  thereby  comprises  a 
pivoted  lever  having  a  surface  against  which  the*  left-hand  edge  of 
the  music-sheet  rubs.  This  lever  carries  the  pneumatic  valve  at  its 
inner  end,  and  the  light  spring  is  arranged  to  pull  the  pneumatic 
valve  toward  its  seat.  Pneumatic  actions  are  arranged  between  the 
valve  and  the  actuating-pneumatic.  The  parts  are  .combined,  so 
that,  when  the  music-sheet  is  too  far  to  the  right,  the  pneumatic  valve 
is  pulled  toward  its  seat  and  the  operative  pneumatic  suction  is  con- 
nected to  the  left-hand  bellows  of  the  actuating-pneumatic ;  thus  the 
same  result  is  obtained  as  provided  for  in  the  Thomson  patent. 

In  appellee's  apparatus,  only  one  relay  is  employed  in  the  connec- 
tion between  the  pneumatic  and  other  actuating  parts,  while  the 
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Thomson  employs  two  relays  in  the  connection  between  his  pneu- 
matic valve  and  the  actuating-pneumatic.  A  relay  is  a  mechanism 
employed  when  desired  in  pneumatic  connections  to  amplify  the 
action,  so  that  a  small  gust  of  air  is  amplified  up  into  a  larger  gust. 
The  relays  are  added  parts  increasing  the  efficiency  of  the  operation. 
There  is  a  slight  oscillating  or  wavering  of  the  music-sheet  when  it 
is  traveling  in  correct  position  on  the  tracker.  It  is  about  one  two- 
hundredths  of  an  inch,  as  testified  to;  it  is  variously  estimated  as 
from  one  two-hundred-and-twenty-fifth  to  one  two-hundred-and- 
fiftieth  of  an  inch.  It  is  so  slight  as  to  be  immaterial,  because  it  is 
much  less  than  the  bridge  between  the  apertures  and  the  tracker, 
which  is  usually  one-fiftieth  of  an  inch.  Whether  or  not  the  relays 
are  used  is  merely  a  matter  of  manufacture.  The  appellant  used 
the  Thomson  device  with  and  without  them.  With  the  use  of  relays. 
a  quicker  action  is  obtained,  and  the  cost  of  the  relay  is  about  from 
fifty  cents  to  one  dollar. 

We  do  not  think  a  proper  comparison  between  two  devices  involves 
the  degree  of  trembling  or  wavering  of  the  music-sheet  when  travel- 
ing correctly  in  normal  position.  The  proper  comparison  is  between 
the  devices  when  each  functions  to  adjust  the  traveling  music -sheet 
to  correct  a  sidewise  deflection.  To  attempt  to  distinguish  the  devices 
as  the  appellee  does,  by  calling  the  operation  of  the  appellant's  device 
that  of  the  law  of  the  pendulum,  and  that  of  the  appellee's  the  law 
of  the  bleeding-port,  based  upon  the  immaterial  trembling  balance  in 
Thomson's  device,  we  do  not  think  sound.  The  test  is  whether  the 
appellee's  apparatus  employs  the  combinations  which  Thomson  has 
invented. 

(2)  We  think -that  claims  1,  2,  3,  and  4  have  been  infringed,  and 
that  the  parts  specified  in  these  claims  are  identical  in  appellee's 
devices,  and  operate  the  same  way  to  produce  the  same  result.  We 
are  of  the  opinion  that  Thomson  was  the  first  to  grasp  the  idea  that 
edge  control  could  be  used  for  music-sheets,  and  that  such  control 
could  be  made  from  the  one  edge  only.  His  invention  is  not  antici- 
pated by  the  O'Conner  patent,  but  is  an  improvement  thereon,  and 
is  entitled  to  take  its  place  in  the  art  under  all  rules  of  fair  construc- 
tion. We  are  of  the  opinion  that  the  appellant  is  not  guilty  of  laches, 
and  may  maintain  this  suit  as  late  as  May,  1916,  at  a  period  of  some 
four  or  five  years  after  the  appellee  placed  its  device  complained  of, 
on  the  market.  There  is  no  rule  of  law  that  requires  a  patentee  to 
sue  infringers  upon  all  the  patents  he  owns  at  the  same  time,  or  that 
deprives  him  of  equitable  relief  if  he  delays  his  suit  for  the  period 
specified  here.  {Ide  v.  Trorlicht^  115  Fed.  Eep.,  137 ;  53  C.  C.  A., 
.341 ;  Edison,  etc.,  Co.  v.  Sawyer,  etc.,  Co.,  53  Fed.  Rep,,  692;  3  C.  C. 
A.,  605.) 

Judgment  reversed. 
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Wahd,  Vir.  e/.,  (dissenting:) 

In  Autopiano  Co.  v.  American  Player  Piano  Co.  (C.  D.,  1915,  243 ; 
217  O.  G.,  1055;  222  Fed.  Rep.,  276;  138  C.  C.  A.,  38)  we  held  the 
O'Connor  patent^  second  reissue,  13,398,  to  be  entitled  to  a  most  lib- 
eral range  of  equivalents  as  a  pioneer.  I  think  edge  control  is  there- 
fore to  be  regarded  as  equivalent  to  surface  control.  Persons  who 
had  acquired  intervening  rights  while  the  first  reissue  was  in  force, 
of  whom  the  defendant  is  one,  are  entitled  to  immunity  for  this 
reason. 

In  Autopiano  Co.  v.  Claviola  Co.  (234  Fed.  Eep.,  314 ;  148  C.  C.  A., 
216)  we  held  the  O'Connor  patent  good  against  edge-control  devices 
operated  pneumatically  by  O'Connor's  means. 

The  present  suit  is  upon  Thomson,  841,356,  which  is  a  method  of 
edge  control  operated,  in  my  opinion,  by  the  same  means  as  O'Connor, 
and  therefore  an  infringement.  But  Thomson  is  an  improvement 
and  patentable  as  such,  so  that,  if  the  defendant  uses  an  equivalent 
device  to  his,  it  infringes. 

I  think  the  district  judge  was  right  in  holding  that  the  defend- 
ant's device  is  different.  Thomson  uses  a  spring  to  shift  the  music- 
sheet  roll  to  the  right,  and  pneumatic  bellows  to  shift  it  to  the  left. 
There  is  a  constant  struggle  between  these  two  forces;  the  one  alter- 
nately overcoming  the  other  and  so  causing  a  continual  oscillation 
of  the  music-sheet  as  it  travels  longitudinally.  The  defendant's  de- 
vice, on  the  other  hand,  shifts  the  music-sheet  roll  in  both  directions 
by  the  pneumatic  bellows,  and  there  is  no  oscillation  of  the  sheet 
while  it  travels  longitudinally.  True,  there  is  a  spring  at  the  left  end 
of  the  music-roll,  but  it  is  not  intended  to  function  in  the  shifting, 
and  if  it  actually  does  so  its  cooperation  is  negligible.  Such  a  spring 
is  used  on  all  piano-players,  however  operated,  for  the  mere  purpose 
of  enabling  the  music-sheet  roll  to  be  put  in  and  taken  out  of  the 
structure. 

Therefore  I  think  the  defendant  does  not  infringe^  and  the  decree 
shmild  he  afjirrried. 


[XJ.  S.  circuit  Court  of  Appeals— Third  Circuit.] 

Consolidated  Window  Glass  Co.  -v.  Window  Glass  Mach.  Co.  et  cH. 

Decided  October  13,  1919. 

273  O.  G.,  807 ;  261  Fed.  Rep.,  862. 

1.  Patents — ^Anticipation — ^Pbiob  Unsuccesstol  Device  Not  an  Anticipation. 
Patents  for  a  machine  and  process  for  drawing  glass  for  windows 
mechaDieally  are  not  anticipated  by  patents  for  earlier  and  abortive  devices 
and  methods  where  the  patents  in  suit  were  the  first  that  were  successful, 
and  such  patents  must  be  given  a  broad  and  liberal  construction,  the  in- 
ventors being  pioneers  in  the  art 
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2.  Same — Drawing  Window-Glass — Patents  Valid  and  Infringed. 

The  Lubbers  patent,  No.  702,013,  claims  1,  2,  3,  5,  8,  9,  10.  12,  13,  15.  16, 
17,  and  18,  as  well  as  Patent  No.  702,014,  claims  2,  3,  4,  5,  8.  9,  11,  and  13, 
the  first  of  which  was  for  an  apparatus  for  mechanically  drawing  window- 
glass  and  the  latter  being  a  method  patent,  Held  valid  and  infringed. 

3.  Same — IVIechanical  Drawing  of  Glass — Patent  Valid  and  Infringed. 

The  Lubbers  divisional  patent,  No.  702,015,  which  showed  the  use,  Id 
connection  with  his  shield  in  the  forehearth,  of  floating  rings,  all  of  which 
apparatus  was  used  for  the  mechanical  drawing  of  glass.  Held  valid  and 
Infringed. 

4.  Sa2ice — Drawing  Glass — ^Patent  Valid  and  Infringed. 

The  Lubbers  patent.  No.  886,618,  for  an  air-Vent  hole  in  the  apparatus 
for  mechanlcf^Uy  drawing  glass,  claims  20,  21,  23,  24,  and  26  Held  valid  and 
Infringed. 

5.  Same — Improvement  of  Apparatus  for  Drawing  Glass — Patent  Valid  and 

Infringed. 
The  Lubbers  patent,  No.  886,618,  for  an  air-vent  hole  In  the  apparatus 
for  mechanically  drawing  glass,  the  application  for  which  was  filed  May  21, 
1903,  and  which  was  granted  May  5,  1908,  after  the  patentee,  at  the  sug- 
gestion of  the  Patent  Office,  later  made  a  divisional  application  of  that 
patent,  applying  for  Patent  No.  1,020,920,  and  filing  nearly  three  years 
late  additional  claims  for  his  original  patent.  Held  valid,  it  appearing 
that  the  whole  art  was  In  a  state  of  flux  and  experiment  and  it  being  im- 
possible to  say  with  deflnlteness  that  Lubbers  had  satisfactorily  worked 
out  the  open-vent  solution  more  than  two  years  in  advance  of  his  applica- 
tion. 

6.  Same — Improvement  of   Method   of   Drawing   Glass — Patent   Valid  and 

Infringed. 
The  Chambers  patent,  No.  782,880,  for  a  method  for  gradually  Increasing 
the  speed  of  the  drawing  operation  for  the  mechanical  drawing  of  glass. 
Held  valid  and  infringed. 

7.  Same — Regulating  Speed  of  Drawing  Gt*\ss — Patent  Valid  and  Infringed. 

The  Lubbers  patent,  No.  822,678,  for  a  method  of  regulating  the  speed  for 
the  mechanical  drawing  of  glass.  Held  valid  and  Infringed. 

8.  Same — Regulating  Drawing  of  Gi.xss — Patent  Valid  and  Infringed. 

The  Lubbers  patent,  No.  914,586,  for  an  appliance  to  regulate  the  mechan- 
ical drawing  of  glass,  so  that  the  surface  tension  on  the  bait  would  be 
equalized.  Held  valid  and  infrl-nge<l. 

9.  Same — Capping  Glass  Cylinders — Patent  Valid  and  Infringed. 

The  Hitner  patent,  No.  821,861,  for  a  device  for  capping  off  glass  cylin- 
ders, Held  valid  despite  the  contention  that  H  had  been  placed  on  sale  more 
than  two  years  before  application,  and  also  Held  Infrlngetl. 

10.  Same — Hoisting  Di-:\'I(e — Pat^jnt  Valid  and  Infringed. 

The  Hitner  patent.  No.  822,452.  for  a  hoisting  device  to  move  large  cjiln- 
ders  of  glass  mefhanically  drawn,  Held  valid  and  infringed. 

il.  Samk— Holding  Glass  (-yltndkrs — Patent  Valid  as  to  Certain  Claims. 
The  Bridge  patent,  No.  1.006,995,  for  an  apparatus  for  holding  the  large 
mechanlailly-drawn  glass  cylinders,  which  was  fit  for  use  when  the  cylin- 
ders were  divided  Into  segments,  Held  valid  as  to  claims  1,  2,  and  4, 
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12.  Samis — Evidence  of  Invention — Simplicity  of  Device. 

The  Lubbers  patent,  No.  886,618,  for  an  air- vent  hole  in  an  apparatus  for 
mechanically  drawin;?  rIiiss.  claims  20,  21,  23,  24,  and  26  Held  to  involve 
an  invention  of  a  hijrh  order.  "  The  simplicity  of  the  use  of  an  open  vent, 
which  simplicity  is  cited  as  evidence  of  lack  of  Invention,  to  our  mind 
shows  the  high  order  of  novelty  and  invention,  in  thus  making  use  of  a 
simple  opening,  instead  of  coniplicatefl  mechanical  appliances,  in  order  to 
accomplish  a  really  remarkable  result." 

13.  Same — ^Anticipation — Method  of  Blowing  Glass  by  Mechanical  Means 

Not  Anticipated  by  Hand-Blowing  Methods. 
Claim  5  of  the  Lubbers  patent.  No.  702,014,  for  a  methml  of  forming 
hollow  glass  articles,  Held  to  be  physically  and  functionally  different  from 
the  hand-blowing  method  of  the  prior  art.  in  which  the  hand-blower  took 
advantage  of  a  swinging  motion  imparted  to  the  article  and  of  gravity, 
while  according  to  the  method  of  the  claim  an  increased  air-supply  was 
relied  upon. 

Appeals  and  cross-appeals  from  the  District  Court  of  the  United 
States  for  the  Western  District  of  Pennsylvania;  W.  H.  Seward 
Thomson,  judge. 

Suits  by  the  Window  Glass  Machine  Company  and  another  against 
the  Consolidated  Window  Glass  Company,  against  the  Pennsylvania 
Window  Glass  Company,  and  against  the  Kane  Glass  Company, 
which  were  consolidated.  From  a  decree  for  complainant^^  but 
which  denied  »ome  of  the  relief  sought^  the  several  defendants  ap- 
peal^ and  complainants  assign  cross-errors.     Modified  and  affirmed. 

Mr,  Marshall  A.  Christy^  Mr,  Rohei't  D,  Totten,  and  Mr.  Charles 
^eave  {Mr.  James  I.  Kay  and  Mr.  A.  IF.  Bright  of  counsel)  for  the 
appellants. 

Mr.  Clarence  P.  Byrnes  and  Mr.  George  H.  Parm^elee  {Mr.  Lvv- 
ingston  Gifford  of  counsel)  for  the  appellees. 

Before  Buffington,  Woolley,  and  Haigiit,  Circuit  Judges. 

BuppiNGTON,  Cir.  J. : 

This  case  concerns  window-glass,  a  product  which  enters  into  prac- 
tically every  home  and  structure  in  the  country.  It  covers  a  great 
pioneer  step  in  this  universal  art,  when  to  its  customary  and  time- 
used  method  of  blowing  such  window-glass  by  human  skill,  "  man- 
blown  glass,"  there  was  added  the  mechanical  exactness  and  increased 
production  of  "  machine-drawn  glass."  That  step  gave  to  a  machine 
and  a  mechanical  process  the  equivalent  of  the  fine  skill  of  the  most 
skillful  of  artisans,  and  of  artisans  who  dealt  with  the  most  difficult 
to  handle  of  products,  viz.,  molten  glass,  which  was  changing  its 
nature  every  second  it  was  handled.  This  step  freed  the  window- 
glass  art  and  its  univei*sally-used  product  from  the  absolute  domina- 
tion and  monopoly  of  a  small  body  of  skilled  artisans,  whose  organ- 
ization absolutely  controlled  its  operation  and  the  amount  and  price 
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of  its  output.  This  change  enabled  some  seventy  ordinary  mechan- 
ical employees,  with  the  help  of  machinery,  to  produce  the  product 
theretofore  made  by  substantially  six  hundred  blowers,  whose  exact- 
ing work  was  often  done  at  the  expense  of  their  health,  for  the  glass- 
blower's  work,  with  its  abnormal  lung  expansion,  often  caused  physi- 
cal decline.  This  change  also  brought  about  a  decreased  price  of  a 
universally-used  product.  The  machine-drawn  output  is  now  two- 
thirds  of  the  window-glass  product  of  the  United  States,  and  this 
machine-drawn  process  and  apparatus  have  been  such  that  within  a 
few  years  after  they  began  in  the  latter  country  they  have  been 
adopted  and  used  in  England,  France,  Germany,  Austria,  Italy, 
Bussia,  Spain,  Portugal,  Japan,  and  also  in  Canada. 

The  width  of  the  change  from  the  hand-blown  process  of  the  new 
is  best  illustrated  by  a  brief  description  of  both.  To  make  a  square 
sheet,  from  which  panes  of  window-glass  can  be  cut,  it  is  necessary 
to  have  a  cylinder  or  roller  whose  sides  are  of  uniform  thickness 
and  whose  length  is  about  four  or  five  feet.  Such  a  cylinder,  or  sec- 
tional cylinder,  must  be  then  split  or  parted  on  a  straight  line  through 
its  entire  length,  and  then  placed,  with  such  split  uppermost,  in  a 
heated  furnace.  As  the  glass  softens,  the  sides  of  the  cylinder  re- 
cede from  this  longitudinal  split,  and  we  have  the  rectangular  sheet 
of  glass  desired,  from  which,  after  certain  flattening,  annealing, 
and  cleaning  processes  have  been  applied  to  it,  panes  of  window- 
glass  of  appropriate  size  may  be  cut.  The  formation  of  such  cylin- 
ders, or  sectional  cylinders,  is  the  aim  of  both  the  hand-blowing 
and  machine-drawing  methods;  but  the  blower  could  only  make 
one  cylinder  at  a  time,  and  this  of  a  length  limited  to  say  four  or 
five  feet,  and  a  diameter  of  say  ten  inches,  while  by  the  machine- 
drawn  method  a  cylinder  of  say  thirty-eight  feet  in  length  and 
thirty-eight  inches  in  diameter,  and  capable  of  being  cut  into  five 
or  nine  subsections  or  rollers,  could  be  produced.  In  doing  this, 
the  blower  used  a  tool  called  a  blowpipe,  which  consisted  of  a  hol- 
low stem  through  which  he  blew,  and  a  bell-shaped  enlargement  at 
its  end,  on  which  he  manipulated  the  molten  glass.  Taking  this 
blowpipe,  a  workman,  called  a  "gatherer,"  first  inserted  the  bell- 
shaped,  heated  end  of  the  blowpipe  into  a  pot  or  tank  of  molten 
glass,  and  rotated  it  so  as  to  gather  a  small  mass  of  such  molten 
glass  on  such  end.  The  pipe  was  then  taken  to  the  cooling-tub, 
where  the  pipe  shaft  or  stem  was  cooled,  and  the  glass  shaped  or 
cooled  on  the  surface.  This  operation  was  repeated  three  times, 
which  gave  to  the  mass  successive  layers  of  glass  like  the  skin 
of  an  onion.  The  glass  lump,  which  still  remained  plastic,  was 
then  shaped  by  turning  it  in  a  suitably-cooled  wooden  or  metal 
block  having  a  shaped  cavity.  The  blower  then  took  the  tool  with 
the  glass  mass  on  its  end,  and  blew  in  some  air  by  his  lungs,  while 
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still  turning  the  mass  on  the  blower-block.  This  gave  it  a  rough 
pear  shape.  The  glass  was  then  reheated  in  the  "blow-furnace," 
and  the  blower  then  swung  the  depending  plastic  mass  in  a  trench, 
and  while  turning  or  twirling  the  pipe  blew  into  it  at  intervals. 
By  this  operation,  the  size  of  the  glass  structure  was  determined 
by  the  air  blown  in,  the  glass  being  meanwhile  elongated  by  grav- 
ity and  the  centrifugal  effect  of  swinging,  and  at  the  same  time 
the  whole  mass  was  kept  symmetrical  in  form  by  twirling.  During 
such  manipulation  the  glass  became  too  cold  to  work,  and  it  was 
again  reheated  in  the  blow-furnace,  and  again  elongated  by  the 
intermittent  steps  of  swinging,  twirling,  and  blowing,  until  a  cyl- 
inder of  equal  diameter  and  thickness  through  its  entire  length  was 
formed.  When  this  was  done,  the  end  of  the  cylinder  or  "  roller  " 
thus  formed  was  heated  in  the  blow-furnace,  and  the  closed  end 
blown  open.  The  roller  was  then  laid  horizontally  on  a  horse  or 
rack,  and  the  blowpipe  was  broken  or  cracked  off  the  one  end, 
and  the  other  or  rounded  end  of  the  cylinder  was  then  "capped 
off,"  or  severed  by  wrapping  around  it  a  thread  of  hot  glass  and 
touching  it  with  a  cold  iron;  the  expansion  by  reason  of  the  hot 
thread  and  the  contraction  by  reason  of  the  cold  iron,  resulting 
in  a  straight  cut  of  the  cylinder  on  a  line  at  right  angles  with  the 
horizontal  length  of  the  cylinder  itself.  These  rollers  or  small 
cylinders,  so  produced  by  glass-blowers,  were,  as  we  have  said,  from 
five  to  six  feet  in  length,  and  eight  or  ten  inches  in  diameter,  and 
weighed  about  twenty  pounds,  though  their  weight  in  glass  of  double 
strength  might  run  over  fifty  pounds.  The  rapid  and  skillful 
handling  of  this  swiftly-changing,  molten  mass,  the  difficulties  and 
skill  of  manipulation,  and  the  requirement  that  the  finished  prod- 
uct should  be  of  even  thickness  throughout,  manifestly  necessitated 
work  of  the  highest  skill,  coupled  with  great  strength  and  endur- 
ance. This  skill  was  of  such  a  character  that  three  years  of  ap- 
prenticeship was  often  required  to  learn  it,  even  by  a  man  who  was 
familiar  with  the  work  incident  to  such  blowing,  and  the  workmen 
were  so  restricted  in  numbers  and  of  such  individual  skill  that  they 
formed  a  labor  organization  which  absolutely  dominated  that 
industry.^ 

*  Q.  What  was  the  condition  as  to  the  labor  organizations  to  which  theso  blowers  and 
gatherers  belonged? 

A.  At  that  time,  there  were,  if  I  recall  correctly,  two  labor  organizations,  both  of  them 
trying  to  outdo  each  other  In  arbitrariness.  They  formulated  rules  for  the  operation  or 
your  factory,  which  you  were  obliged  to  live  up  to.  You  were  restricted  in  the  amount 
of  glass  that  your  men  should  blow  in  the  eight-hour  turn.  They  were  required  to  lay  off 
a  certain  portion  of  each  eight-hour  turn.  The  number  of  cylinders  they  were  allowed  to 
make  was  limited,  and  the  number  of  boxes  of  glass  for  the  week's  work  was  limited,  and 
an  excess  production  over  the  limit  was  punished  by  severe  penalties  inflicted  on  the  work- 
men. But  the  shortage  of  men  made  the  workmen  very  arbitrary.  They  wanted  their 
glass  cut  in  sices  which  made  them  the  most  money,  Irrespective  of  whether  these  sizes 
were  the  sizes  which  the  trade  required.    The  larger  the  size  the  glass  was  cut  into,  the 
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A  visit,  at  the  time  of  the  argument  of  this  case,  of  the  members  of 
this  court  to  a  glass  factoiy  near  Pittsburgh,  showed  them  the  ma- 
chine-drawing method  of  making  window-glass.  The  extent  of  the 
operations  of  this  factory,  and  the  call  for  molten  glass,  were  such 
as  to  necessitate  the  use  of  a  tank  to  keep  up  the  supply  of  glass  re- 
quired. This  tank,  of  course,  had  nothing  to  do  with  the  patents 
here  involved ;  but,  as  a  part  of  a  practically  continuous  process  from 
the  raw  material  to  the  flattened  sheets  of  window-glass,  we  note 
that  such  a  vital  element  as  the  tank  and  the  process  therein  em- 
ployed, for  keeping  up  the  continuous  supply  of  glass,  will  be  found 
described  in  the  case  of  Siemens  v.  Chambers^  (C.  D.,  1893,  214;  62 
O.  G.,  1361;  C.  C;  51  Fed.  Eep.,  902,)  a  case  decided  in  this  cir- 
cuit, and  in  that  connection  it  is  in  evidence  in  this  case  that  one  of 
the  beneficent  effects  of  the  installation  and  successful  use  of  the 
machine-drawn  process  was  to  permit  the  use  of  the  tank,  and  the 
savings  and  product  increase  due  to  that  economical  agent  of  effi- 
ciency and  to  the  use  of  which  the  glass-blowers  had  always  objected. 
In  this  tank  a  huge  bowl  at  the  end  of  a  long  handle,  which  was  sus- 
pended by  a  chain  from  an  overhead  runway  was  dipped  into  the 
tank-mouth  and  filled  with  molten  glass.  The  dipper  was  then 
swung  around  and  the  glass  carried  to  a  glass-pot,  from  which  the 
molten  glass  was  to  be  machine-drawn.  It  will  here  be  noted  that  the 
use  of  this  pot,  situate  at  some  distance  from  the  tank,  was  the 
method  used  in  this  particular  factory,  while  the  alleged  infringing 
method  used,  and  with  wliich  we  are  here  concerned,  consisted  in 
working  the  molten  glass,  not  in  a  pot,  but  in  a  structure  situated 
alongside  of  and  drawing  its  glass  directly  from  the  tank. 

But,  to  return  to  the  factory  visited,  it  will  be  noted  that  the 
machinery  by  which  this  draw  is  there  effected  was  centered  in  a 
platform  about  forty  feet  above  the  molten  glass.  This  platform 
contained  the  different  mechanisms  required,  and  had  suspended  from 
it  the  mechanical  semblance  of  a  glass-blower's  tool.  This  tool  was  a 
hollow  pipe  about  five  or  six  feet  in  length,  at  the  bottom  of  which 
was  a  circular  piece  of  steel,  the  whole  tool  somewhat  resembling  a 
mushroom-stem,  with  the  top  or  lunbrella  inverted.  From  a  cage  in 
front  of  the  mechanism,  where  the  single  operator,  who  controls  the 

(greater  were  the  earnings  of  the  blower  and  garhen>r  and  flattcner.  In  addition,  a  man 
could  make  more  money,  and  mako  It  easier,  blowing  double  Rtrength  than  slnn^le  strength. 
and,  while  the  normal  lequlremonts  of  the  country  were  always  considered  to  be  about 
one-fourth  double  and  three-fourths  sinKle,  lots  of  factories,  our  own  Included,  were  pro- 
ducing between  40  and  50  per  cent,  double,  instead  of  25,  because  we  could  get  double 
strength  blowers  when  we  couldn't  gi*t  men  who  would  blow  the  single.  Thu  business 
from  a  manufacturing  standpoint  was  chaotic. 

Q.  15.  How  difficult  was  it  to  obtain  membership  in  these  unions? 

A.  Both  the  unions  enforced  the  rule  that  no  one  could  learn  the  trade,  could  learu  any 
of  the  trades,  what  is  termed  the  four  tr&des,  the  blowing  trade,  the  gathering  trade,  the 
flattening  trade,  and  the  cutting  trade,  unless  he  was  a  father,  son,  or  brother  of  a  mem- 
ber of  the  union. 
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operation,  watched  and  operated,  the  drawing-tool  or  bait,  as  it  is 
technically  termed,  was  caused  to  slowly  descend.  As  the  cage  or 
mechanism  was  lowered  along  giiideways  which  reached  nearly  to 
the  pot,  the  inside  of  the  steel  bait  dipped  into  the  molten  glass, 
which  entered  and  filled  the  interior  of  the  bait.  As  the  bait  had 
an  interior  edge  or  knuckle  at  its  lower  part,  a  circular  rim  of  glass 
was  at  once  formed  by  the  molten  glass  coming  in  contact  with  the 
cooling  steel.  This  solid  rim  thus  formed  was  the  start  and  support 
for  the  drawing  operation  which  followed.  As  the  bait  slowly 
emerged  from  the  pot  of  molten  glass,  a  cylinder  began  to  form,  in 
a  shape  resemliling  a  great  demijohn ;  that  is,  first  the  neck,  then  the 
gradually-expanding  shoulders,  then  the  main  or  cylinder  body 
•proper,  which  slowly  increased  until  a  diameter  of  about  thirty- 
eight  inches  was  reached.  As  the  "  bait "  continued  rising,  a  molten- 
glass  cylinder  was  slowly  drawn  upward  from  the  pot,  and  this 
cylinder,  now  thirty-eight  inches  in  diameter,  slowly  and  majestically 
was  drawn  upward  and  upward  until  it  reached  a  height  of  about 
thirty-eight  feet.  The  slow  emergence  of  these  cylindrical  walls  of 
even  thickness  from  a  bath  of  molten  fluid,  mounting  to  such  a 
height,  self-supporting  and  changing  gradually  from  fluid  to  plastic, 
then  to  solid,  glass,  impressed  one  as  a  real,  veritable  miracle,  as  the 
great  cylinder  stood  erect,  of  predetermined  thickness,  and  of  clear 
transparency.  It  stopped  substantially  forty  feet  above  the  ground, 
supported  by  its  own  sides,  and  those  sides  resting  on  a  fluid  bed 
of  molten  glass  at  its  foot.  We  stop  at  this  point  to  place  in  a  note 
in  the  footnote*  an  extract  from  the  testimony  of  Dr.  Bishop,  pro- 

'  Q.  Wlien  you  began  this  Inyestlgation,  what  Impressed  you  at  first  as  the  main  physi- 
cal factors  involved,  or  what  particularly  impressed  you  mainly  in  the  operation? 

A.  Well,  the  whole  process,  from  the  time  they  commenced  to  feed  the  jrlasH  into  the 
enormous  tank  of  molten  glass  until  the  time  the  process  wns  complete.  But  to  a  physi- 
cist, who  has  been  obliged  to  handle  glass,  and  knows  Its  brittle  character  and  the  strains 
that  are  produced  in  it,  this  drawing  of  a  glass  cylinder  from  a  bath  of  molten  glass 
strlkel  one  as  being  really  a  marvelous  performance.  I  recall  very  distinctly  the  first 
time  I  visited  this  plant  and  observed  the  bait  lowered  into  the  glass,  and  marveled  at  the 
ease  with  which  the  glass  was  fastened  to  it ;  and  as  the  bait  was  drawn  upward  the 
tendency  was  to  watch  the  bait  and  the  attached  glass  cylinder  and  nee  how  «oon  it  would 
fall  down.  After  I  became  accustomed  to  that,  I  then  watched  to  see  what  was  ?oing  on 
in  the  bath  of  molten  plass.  It  naturally  separated  itself  in  this  way :  We  have  the 
molten  liquid  glass,  then  a  zone  that  we  might  call  the  meniscus  zone ;  then  above  this 
the  plastic  zone,  where  the  glass  is  flexible  and  moves  with  the  greatest  ease,  something 
like  a  leaf  in  the  wind ;  above  this  plastic  sone  comes  the  setting  zone ;  and  then  passes 
Into  window  glass  in  the  upper  part  of  the  cylinder.  Now,  I  was  impressed  with  the  fact 
that  the  mechanical  appliances  must  be  quite  remarkable,  and  there  must  be  a  very  close 
correlation  and  coordination,  not  only  between  the  various  physical  factors  which  enter 
Into  this,  but  between  the  eye  and  the  hand  of  the  operator  and  the  machines  which  cor- 
related these  Tarious  factors. 

Q.  You  have  referred  to  rhe  physical  factors  involved  In  this  process.  I  will  ask  you 
to  state,  from  your  study  of  these  methods,  what  you  consider  to  be  the  main  physical 
factors  involved. 

A.  After  a  prolonged  study  of  this  subject,  I  decided  that  the  main  essentia]  factors 
are:  (1)  The  bath  of  molten  glass.  (2)  Heating  to  maintain  tlie  glass  in  a  liquid  state 
at  a  proper  drawing  temperature.  (3)  Shielding  the  heat  from  the  drawing  point.  <4) 
Chilling  of  the  glass  in  the  bath.     (5)  Surface  tension.     (6)  Viscosity.     (7)  Flexibility  of 
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fessor  of  physics  and  dean  of  the  School  of  Engineering  of  the 
University  of  Pittsburgh,  who  has  admirably  stated,  not  only  the 
outward  and  visible  features  of  the  drawn-glass  process,  but  the 
great  range  of  occult  and  invisible  functional  elements  which  tend 
to  make  or  mar  such  a  process. 

What  shall  be  done  with  this  immense  cylinder?  A  cold  bar  of 
steel  is  run  around  the  lower  end  of  the  cylinder,  and  it  is  at  once 
cut  oflf  from  the  plastic  glass,  which  falls  back  into  the  pot.  We 
here  note  that  the  glass  which  falls  back  into  the  pot,  and  which  is 
called  the  ^^  aftermath,"  does  not  concern  us  in  the  present  case;  but 
the  character  of  that  aftermath  and  the  conditions  necessary  for  its 
treatment  were  matters  which  had  to  be  reckoned  with  in  effecting 
the  industrial  and  economical  success  of  the  drawing  process  under 
consideration.  A  large  hoop,  padded  with  asbestos,  is  then  run 
around  the  severed  end  of  the  cylinder.  To  this  is  attached  an  over- 
head line.  The  lower  end  of  the  cylinder  is  drawn  out  from  the  pot 
into  mid-air,  and  as  it  is  drawn  out  the  cage,  with  the  bait^  is  lowered 
until  the  great  cylinder  reaches  a  horizontal  position.  Then  the  bait 
is  detached,  and,  although  its  weight  is  well  upon  to  one  hundred 
pounds,  it  is  held  suspended  by  the  cylinder  itself.  The  cylinder  is 
then  dropped  into  a  long  horse  or  supporting-rack,  which  consists  of 
upright  stems  having  semicircular  hoops  at  their  upper  end,  which 

the  glass  in  the  plastic  zone.  (8)  Homogeneity  of  the  glass ;  and  under  this  two  sub- 
heads: (a)  uniform  mass  density;  (5)  uniform  thermal  density.  (9)  Symmetrical  segre- 
gation of  the  glass  at  the  drawing  point.  (10)  Speed  of  draw,  and  its  relation  to  the 
temperature  conditions  in  the  receptacle.  (11)  Relative  air  pressure  within  and  without 
the  cylinder  and  controlled  by  vent.  (12)  Strains:  (a)  produced  in  the  glass  while 
drawing;  (b)  taking  down  strains.  (13)  Cool  glass  remaining  in  the  receptacle  at  the 
end  of  the  draw ;  that  is,  the  aftermath. 

Q.  Have  you  arranged  any  classification  of  these  factors  you  have  enumerated? 

A.  Of  course,  these  factors  entered,  with  perhaps  one  or  two  exceptions,  simultane- 
ously in  a  drawing  operation.  But  it  is  possible,  I  think,  to  perhaps  systomatizc  these 
somewhat  roughly  under  four  heads :  (a)  factors  affecting  the  glass  in  the  receptacle ; 
(h)  factors  affecting  the  glass  during  the  drawing;  (c)  foctors  affecting  the  glass  during 
the  taking  down ;  (d)  factors  preliminary  to  the  next  draw.  Now,  if  you  go  back  to  these 
same  18  factors  which  I  have  enumerated,  you  can  perhaps  classify  them  somewhat  under 
this  arrangement :  Under  (a)  "  factors  affecting  the  glass  in  the  receptacle,'*  we  have : 
(1)  the  bath  of  liquid  glass;  (2)  heating  to  maintain  the  glass  in  the  bath  in  a  liquid 
state;  (3)  shielding  the  heat  from  the  drawing  point;  (4)  chilling  of  the  glass  in  the 
bath;  (8)  homogeneity  of  the  glass  in  regard  to  its  mass  density  and  thermal  density  ; 
(9)  symmetrical  segregation  of  the  glass  at  the  drawing  point.  The  factors  which  have 
to  do  with  the  cylinder  that  is  being  drawn — that  is,  the  ones  that  come  under  (6)  — 
are;  (6)  surface  tension ;  (6)  viscosity;  (7)  elasticity;  (10)  speed  of  draw;  (11)  rela- 
tive air  pressure  and  vent  control.  The  factors  which  enter  during  the  taking  down, 
under  class  (c)  are :  (12)  strains  which  exist  in  the  glass  due  to  the  method  of  the  forma- 
tion of  the  cylinder,  and  those  which  nre  introduced  by  the  method  employed  to  take  the 
cylinder  down  and  lay  it  in  a  horizontal  position.  Those  factors  which  are  preliminary 
to  the  next  draw — that  is,  class  (d) — are  those  which  result  from  the  necessity  of  re- 
moving the  cool  glass  remaining  in  the  receptacle  at  the  end  of  the  draw.  This  involves 
either  a  new  factor  in  heating,  if  the  aftermath  is  to  be  melted  back  and  refined  in  place, 
or  If  the  device  which  produced  the  symmetrical  segregation  of  the  glass  at  the  drawing 
point  is  to  be  removed,  and  a  new  one  put  in  Its  place.  /  want  to  be  very  dear  thats  in 
attempting  to  classify  these,  that  does  not  mean  that  one  class  occurs,  and  then  another 
class  occurs,  and  so  on,  hut  practically  all  of  th^e  occur  all  the  time  during  the  operation. 
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are  so  spaced  as  to  support  the  cylinder  when  lowered  onto  them. 
At  this  point  a  workman  takes  a  capping-tool,  and,  beginning  with 
the  upper  end  of  the  cylinder,  next  the  bait,  caps  or  cuts  the  cylinder 
along  the  desired  lines.  These  large  cylinder-sections  are  then  moved 
away  to  separate  horses  or  racks,  and,  after  being  longitudinally 
cut  are  subjected  to  the  treatment  of  flattening,  ironing,  annealing, 
and  cleaning,  which  were  followed  in  the  course  of  the  small  single 
cylinders  of  the  glass-blower's  art.  To  those  interested  in  the  sub- 
ject the  number  of  the  National  Oeographic  Magazine  of  May,  1919, 
contains  illustrations  and  descriptions  of  this  process. 

(1)  The  proofs  in  this  case  show: 

First,  that  while  the  suggestion  of  machine-drawn  glass  had  been 
made  and  was  recognized  in  the  literature  of  the  art  as  early  as  the 
fifties,  no  practical  method  of  machine-drawing  window-glass  had 
been  evolved  in  the  fifty  years  following,  and  the  highest  achieve- 
ment of  the  art  and  the  only  method  of  making  window-glass  was 
the  hand-blown  process  first  described.  Interestiug,  therefore,  as 
these  prior  suggestions  were,  suggestive  as  they  may  have  been,  in 
practice  they  got  nowhere.  It  therefore  follows  that  the  men  who 
in  1894  began  a  systematic  and  costly  campaign  to  draw  glass  by  ma- 
chinery were  absolutely  pioneers  in  that  field,  so  far  as  accomplish- 
ment was  concerned.  It  follows,  also,  that  these  prior  patents,  none 
of  which  solved  the  problem  of  machine-drawn  window-glass,  should 
have  no  effect  in  anticipating,  qualifying,  or  defeating  the  claims  for 
patent  protection  of  those  whose  subsequent  effort  actually  produced 
machine-drawn  window-glass.  Nor  should  these  earlier,  but  certain, 
attempts  which  resulted  iu  absolutely  nothing,  shield  and  protect 
from  infringement  and  accounting  those  who  copied  not  the  abortive 
failures,  but  the  successful  steps  of  the  originators  of  machine-drawn 
glass. 

Second,  while,  of  course,  many  of  the  general  principles  on  which 
the  hdnd  glass-blower  formed  the  cylinder,  must  in  the  nature  of 
things  be  the  same  as  those  by  which  the  machine  formed  the  same 
cylinder  out  of  the  same  material,  yet  it  will  be  seen  that  the  hand- 
blown  art  and  the  machine  art  are  essentially  different.  In  that 
respect,  the  trial  judge  below  well  said  : 

While  there  are  certain  analogies  between  the  hand-blowing  and  machine 
operation  of  drawing  glass  cylinders,  the  former  having  taught  certain  princi- 
ples, as  the  regulation  of  the  size  of  the  cylinder  by  internal  air  pressure,  and 
control  of  the  thickness  of  the  glass  by  elongation,  yet  there  are  many  funda- 
mental and  vital  differences  between  the  two  systems. 

Third,  the  machine-drawn  window-glass  is  produced  by  one  con- 
tinuous, progressive  operation.    There  is  no  reheating.    The  diameter 
and  length  of  the  cylinder  are  so  different  that  it  is  evident  that  the 
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magnitude  of  the  article  handled,  the  continuous  operation  in  hand- 
ling, and  the  size  of  the  product  produced,  in  themselves  are  factors 
indicating  that  the  problems  involved  in  this  continuous  process, 
their  interrelation  to  each  other,  the  elements  of  air  distention,  the 
glass  heat,  and  its  rapid  changes,  unite  with  many  other  factors  to 
make  the  whole  process  so  correlated  and  interwoven  that  each  ele- 
ment or  invention  which  contributes  to  the  successful  end  cannot  be 
considered  as  an  isolated  inventive  act,  but  must  be  viewed  from  the 
standpoint  of  all  the  parts  of  an  interrelated,  correlated,  combina- 
tion whole.    In  that  respect,  the  trial  judge  well  said : 

It  is,  perhaps,  true  that  few,  if  any,  of  the  arts  presented  so  many  perplexing 
problems  as  the  drawing  of  glass  cylinders  by  machinery  from  a  molten  bach. 
These  problems  appeared  at  the  very  beginning  of  the  operation,  and  rose  up 
persistently  all  along  the  way.  The  inventor  had  to  deal  with  elemental 
actions,  forces,  and  properties  of  matter;  with  things  in  the  nature  of  heat, 
cold,  the  properties  of  solids,  liquids,  and  gases ;  heat  applied  to  the  glass,  and 
cold  applied  to  the  molten  liquid;  the  properties  and  physical  constitution  of 
the  glass  as  it  passed  from  the  soUd  to  the  liquid  condition,  through  the  plastic 
condition  up  to  the  solid  state  again ;  the  application  of  air  under  condltioDs 
of  pressure,  and  under  conditions  of  pressure  varied  by  heat.  He  must  con- 
sider the  uniformity  or  nonuniformity  of  the  temperature  of  the  glass  in  the 
furnace  at  different  places  and  at  different  times ;  the  conditions  under  which 
the  intense  heat  from  the  furnace  must  be  guarded  from  the  drawing  point, 
and  the  systematic  segregation  of  the  glass  at  that  point.  If  the  draw  Is  from 
a  pot,  the  relation  betwe^  the  diameter  of  the  pot  and  the  diameter  of  the 
cylinder  being  drawn;  the  rate  of  cooUng  of  the  glass  in  the  rec^tacle  from 
which  the  draw  is  being  made;  the  speed  of  the  draw,  having  relation  to  the 
temperature  conditions  in  the  drawing  receptacle,  as  well  as  in  the  cy Under 
being  drawn ;  the  action  of  the  air  on  the  cylinder,  both  within  and  without ; 
the  temperature  of  the  air  when  admitted  to  the  cylinder,  and  the  heating  effect 
on  the  air  after  it  has  been  admitted;  the  regulation  of  the  air  pressure  in 
the  cylinder  to  procure  uniformity  of  diameter  and  to  eUminate  the  **  breath- 
ing*' of  the  cylinder,  with  the  resultant  corrugations  in  the  glass;  the  sym- 
metrical heating  during  the  draw  to  prevent  the  lateral  movement  of  the  cyUn- 
der,  and  the  melting  back  of  the  aftermath  or  residuum  between  the  draws; 
the  surface  tension  of  the  glass,  and  the  strains  produced  in  the  cylinder  while 
forming,  and  while  being  taken  down.  These  problems  were  not  only  numer- 
ous and  complex,  but  many  of  the  difficulties  were  latent  and  were  only  located 
after  repeated  experiments  and  failures.  When  the  difficulty  had  been  definitely 
determined  and  located,  the  remedy  had  to  be  found. 

The  patient  hearing  and  consideration  of  this  case  by  Judge  Thom- 
son, and  his  able  opinion  in  its  many  phases,  lead  us  to  feel  that 
the  foregoing  extract  from  his  opinion  points  out  the  proper  attitude 
of  a  court  toward  the  patents  which  have  bridged  the  great  chasm 
between  the  hand-blown  and  machine-drawn  window-glass,  and  to 
this  admirable  statement  of  Judge  Thomson's  we  add  that  of  Judge 
Pollock,  who  had  these  same  patents  before  him,  where  he  said : 

Considering  then:  (1)  all  the  patents  involved  in  this  suit  as  unified  In 
purpose  to  carry  forward  the  process  devised,  or  as  mechanical  aids  essential 
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to  the  conduct  of  such  process,  therefore  merely  incidental  thereto;  (2)  that 
by  the  process  involved  there  was  accomplished  for  the  first  time  the  new 
and  useful  result  of  mechanically  drawing  glass  cylinders  from  a  molten 
receptacle  of  glass  of  such  size,  thickness,  diameter  of  cylinder,  and  degree 
of  perfection  as  to  successfully  compete  with  hand-blown  cylinders  In  trade 
and  commerce;  (3)  because  of  the  far-reaching  importance  of  this  old  result 
accomplished  in  a  new  and  hitherto  unknown  way,  making  It  of  the  largest 
economic  consequence,  value,  and  Importance  In  the  trade  and  In  labor  sav- 
ing— the  patents  covering  the  process  must  and  should,  I  believe,  be  regarded 
of  the  highest  Importance  and  be  accorded  the  largest  degree  of  credit  given 
by  the  law  to  patents;  and  (4)  Indulging  In  favor  of  the  validity  of  the 
patents  themselves  these  presumptions  which  arise  In  law  from  the  admitted 
facts  of  this  case,  such  as  (a)  the  legal  presumption  as  to  the  validity  of  the 
patents,  (&)  the  creation  of  a  new  mechanical  Industry,  (c)  arrived  at  aftei 
years  of  ceaseless  experimentation  and  Investigation  under  great  difficulties 
and  at  large  expense,  (d)  In  dealing  with  a  product  of  nature  of  such  dellcate- 
and  fragile  texture  as  glass,  (e)  wherein  the  operation  carried  through  the 
process  was  the  first  to  employ,  regulate,  and  successfully  control  natural  forces 
and  devote  them  to  a  useful  end,  if)  at  a  time  when  such  forces  were  little 
understood  and  progress  was  Impeded  at  every  step  by  latent  difficulties,  hard, 
lo  discover  and  harder  to  overcome,  all  of  which  presumptions  must  be  Indulged, 
in  this  case  under  the  rules  established  In  the  adjudicated  cases. 

When  we  consider  that  this  machine-drawn-window-glass  process 
and  apparatus  were  the  outcome  of  years  of  courageous  and  original 
experimentation,  and  that  in  those  experiments  several  million  dol- 
lars were  sunk,  we  can  see  that  we  are  dealing  not  only  with  a  great 
contribution  to  a  great  art,  but  with  the  creation  of  a  new  art,  and 
that  the  steps  involved  are  of  a  radical,  basic,  and  pioneer  character^ 

Turning,  then,  to  the  machine-drawn-window-glass  process  and 
the  mechanism  which  we  have  described  above  and  seeking  to  find  the- 
basic  principles  and  locate  the  dominant  factors  involved  therein,  we^ 
may  say  that  the  general  problem  attempted  was  to  mechanically^ 
and  continuously  draw  from  a  body  of  molten  glass  a  self-supporting 
cylinder  of  substantially  uniform  diameter  and  substantially  uni* 
form  wall  thickness,  in  size  so  much  larger  than  the  glass  cylinder 
of  the  hand-blown  art  as  to  increase  output  and  decrease  cost.  la 
approaching  thffe  problem  of  an  art  which  existed  only  in  contempla- 
tion, it  is  clear  the  inventors  departed  abruptly  from  the  art  of 
hand-blown  window-glass  by  ignoring  certain  principles  and  dis- 
pensing with  certain  agencies  there  regarded  as  fundamental  and 
indispensable. 

In  the  art  of  hand-blown  window-glass,  the  size  and  shape  of  the 
glass  cylinder  or  "roller" — ^the  primary  structure — were  attained 
chiefly  by  resort  to  certain  laws  of  nature.  The  cylinder,  on  being- 
swung  in  the  trench,  was  elongated  by  gravity ;  it  was  distended  by 
air-pressure  from  the  blower;  its  symmetrical  form  was  made  and 
maintained  by  the  centrifugal  effect  of  turning  and  twirling.  Rather 
instinctively  the  blower  supplied  the  requisite  quantity  of  air  to 
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effect  distention ;  thereafter  his  skill  merely  supplemented  the  natural 
operations  of  centrifugal  force  and  the  law  of  gravitation.  To  the 
control  and  use  of  these  natural  forces,  the  hand-blower  applied  his 
skill ;  without  them,  he  could  not  exercise  his  skill,  and  he  could  not 
make  glass.  Gravity  and  centrifugal  force  were  therefore  the  basic 
elements  or  agencies  on  which  the  art  of  hand-blown  window-glass 
was  built. 

In  searching  first  for  the  problems  of  machine-drawn  window- 
glass,  and  then  for  the  solution  of  those  problems,  the  inventors  in 
this  case  wholly  discarded  centrifugal  force  as  a  factor  in  main- 
taining symmetry  i*n  the  cylinder.  They  obtained  the  requisite 
symmetry  by  mechanically  causing  the  motions  of  the  cylinder  to 
be  vertical  and  steady,  instead  of  oscillatory  and  revolving.  They 
also  discarded  the  law  of  gravitation  as  a  means  for  lengthening  the 
cylinder.  They  not  only  discarded  this  natural  law,  but  they  pro- 
ceeded in  direct  opposition  to  it  by  employing  means  to  cause  the 
cylinder,  in  its  elongation,  to  arise  from  a  molten-glass  base,  instead 
of  to  descend  from  such  a  base.  In  a  word,  they  substituted  mechani- 
cal means  for  natural  forces;  and  for  the  human  element,  by  which 
air  in  varying  volume  was — instinctively,  intuitively,  or  intelli- 
gently— supplied  to  the  growing  cylinder,  the  inventors  also  sub- 
stituted mechanism.  In  thus  dispensing  with  human  intelligence  or 
intuitions,  and  in  proceeding,  not  only  without  the  aid  of  natural 
forces  previously  relied  on,  but  actually  in  opposition  to  them,  the 
conceptions  of  the  inventors  were  more  than  novel ;  they  were  auda- 
cious, and,  being  practical,  they  involve  invention  of  the  highest 
order. 

In  working  out  the  conception  of  drawing  window-glass  mechani- 
cally, without  the  aid  of  elements  of  the  old  art,  the  inventors  found 
that  the  controlling  agencies  were :  (1)  temperature  of  glass  and  air; 
(2)  distending  air;  (3)  speed  of  draw.  Considering,  therefore, 
these  three  basic  factors  and  their  subdivisions,  let  us  turn  to  an  ex- 
amination of  the  inventive  steps  of  those  who  contributed  to  final 
success — for  manifestly,  such  a  result  could  only  be  Born  of  investi- 
gation— and  see,  first,  whether  such  inventive  efforts  are  embodied 
in  the  patents  here  in  issue ;  second,  what  protection  has  been  given 
that  invention  in  the  way  of  claims;  third,  are  the  features  thus  in- 
vented, and  protected  by  claims,  found  in  defendants'  process  and 
mechanism. 

The  real  pioneers  in  this  great  advance  were  Lubbers,  who  was  a 
glass-flattener  and  inventor,  and  James  A.  Chambers,  who  was  an 
experienced  glass-man  and  whose  means  were  placed  at  Lubbers's 
disposal.  Lubbers  began  his  experimental  work  in  1894  or  1895, 
arid  interested  Chambers  therein.  The  hidden  difficulties  of  the 
^I'oBlem  which  confronted  these  daring  men  are  well  illustrated  by 
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the  fact  that  Lubbers  believed  at  that  time  he  could  put  machine- 
drawn  window*glass  on  the  market  in  three  months,  and  Chambers 
was  willing  to  invest  large  siuns  of  money  on  the  faith  of  that  belief. 
Indeed,  the  difficulties  that  were^from  time  to  time  encountered  by 
these  two  men  were  almost  superhuman,  and  it  was  not  until  1901, 
and  after  a  million  dollars  had  been  sunk  in  experimenting,  that  they 
were  able  to  draw  cylinders  eight  or  ten  inches  in  diameter  and  only 
five  or  six  feet  in  length ;  in  other  words,  to  do  just  what  the  glass- 
blower  could  do.  And  while  the  results  were  such  as  to  encourage 
them  to  go  farther,  the  stupendous  difficulties  confronting  them  are 
apparent,  when  it  is  considered  that,  with  all  this  outlay  of  effort, 
inventive  skill,  and  money,  they  were  not  able  even  then  to  produce 
machine-drawn  window-glass  on  a  successful  commercial  scale.  Ad- 
dressing our  attention  to  that  period  of  development,  let  us  consider 
in  serial  order  the  inventions  made  and  the  patents  granted  during 
that  time  in  the  three  basic  fields  above  stated,  viz :  (a)  temperature 
of  glass  and  air;  (6)  distending  air;  and  (c)  speed  of  draw. 

Turning  first  to  the  basic  question  of  temperatures.  Lubbers  was 
confronted  with  radically  new  conditions  and  problems  bearing  on 
heat,  both  of  the  molten  glass  in  the  pot  before  it  was  drawn  and 
in  the  cylinder  as  it  was  being  drawn.  We  say  "  radically  different  ^* 
because,  while  the  hand-blower  had  to  meet  varying  heat  conditions 
when  he  took  his  molten  glass  from  the  tank  or  the  pot,  the  problem 
of  the  glass  remaining  in  the  tank  or  the  pot  no  longer  concerned 
him,  and  while,  of  course,  he  had  to  meet  changing  heat  conditions 
of  the  mass  he  was  handling  as  he  progressively  developed  his  cylin- 
der, yet  it  will  be  observed  the  blower  was  able  to  apply  heat  anew 
three  different  times  to  the  glass  mass  he  was  working,  as  the  process 
advanced.  In  the  case  of  machine-drawn  glass,  on  the  contrary, 
the  maintenance  and  control  of  the  necessary  heat  conditions  was  an 
absolute  essential,  not  only  in  the  glass  being  drawn,  but  in  the  pot, 
also,  because  the  process  was  a  continuous  one,  and  the  pot  was  con- 
tinuously being  drawn  from.  Hence  the  maintenance  and  control 
of  heat  in  the  pot  was  vitally  essential  to  the  success  of  a  continuous 
process.  In  the  same  way,  the  maintenance  and  control  of  heat 
essential  to  drawing  a  cylinder  were  equally  essential  and  became 
more  difficult  because  the  glass  in  the  cylinder  could  not  be  subjected 
to  reheating  as  the  process  went  on.  Lubbers,  therefore,  began  with 
the  tank,  which  was  the  necessary  base  of  a  continuous  process,  and 
devised  something  that  was  wholly  new  in  the  tank  art,  namely,  a 
forehearth  or  sidewise  extension,  whereby  the  glass  was  withdrawn 
from  the  main  body  of  the  tank  and  segregated  in  a  place  where  it 
could  be  conveniently  handled  in  a  continuous  process.  But,  while 
the  forehearth  afforded  a  convenient  means  of  reaching  the  glass. 
Lubbers  found  that  the  glass  being  removed  from  the  intense  regen* 
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erative  gas  heat  of  the  tank  became  colder  at  the  outside  wall  of  the 
forehearth  and  hottest  in  the  part  near  the  tank  itself.  To  meet 
such  objectionable  heat  variations,  three  different  agencies  or  proc- 
esses were  at  various  times  devised,4o  wit,  a  turntable  pot,  a  pot-and- 
kiln  method,  and  the  forehearth  method  already  referred  to ;  but.  as 
the  question  of  infringement  here  involved  concerns  the  latter,  the 
forehearth  method  alone,  we  restrict  ourselves  to  showing  Lubbers's 
<>ontribution  to  that  problem. 

(2)  In  taking  up  this  heat  problem,  as  well  as  the  other  problems 
concerned  in  the  case,  it  is  to  be  noted  that  the  inventions  made 
involve,  as  stated  by  Judge  Thomson  in  the  extract  quoted  above, 
the  unusual  feature  of  first  locating  or  discovering  the  difficulty  to  be 
overcome  and  its  relation  to  the  whole  problem,  before  any  inventive 
steps  were  taken  to  solve  it.  In  other  words,  these  patents  involve, 
so  to  speak,  two  series  of  inventions :  first,  discovering  the  difficulty ; 
and,  second,  discovering  means  to  overcome  that  difficulty,  for  the 
proofs  show  that,  while  the  mischief  or  difficulty  was  time  and  again 
seen  in  the  broken  or  imperfect  cylinders  made,  the  completion  of  the 
process,  the  many  factors  affecting  it,  and  the  difficulties  incident  to 
studying  molten  glass,  all  united  to  so  obscure  and  confuse  that  it 
was  impossible  to  locate  the  real  cause  of  an  objectionable  result. 
To  this  temperature  problem  Lubbers's  Patent  No.  702,013,  for  an  , 
apparatus  for  drawing  glass,  applied  for  September  28, 1900,  granted 
June  10,  1902,  was  addressed.  Without  entering  into  a  detailed  dis- 
cussion of  it  and  its  companion  method  patent.  No.  702,014,  we  may 
say  that  Lubbers  therein  disclosed  drawing  the  glass  from  the  fore- 
hearth of  a  tank-furnace,  and  that  the  use  of  the  forehearth 
necessarily  required  that  some  provision  for  the  regulation  of  tank 
heat  be  made.  To  that  end.  Lubbers  provided  a  heat-shield  and 
a  water-cooled  ring,  for  the  purpose  of  securing  symmetrical  heating, 
symmetrical  cooling,  and  symmetrical  proper  temperature  generally, 
at  the  point  where  the  cylinder  was  being  drawn.  The  process  and 
apparatus  were  wholly  novel  in  use  in  the  problem  of  machine-  I 
drawing  window-glass.  The  judge  below  found  the  claims  here  in-  j 
volved,  to  wit,  claims  1,  2, 3,  6,  8,  9, 10, 12, 13, 15, 16, 17,  and  18,  valid.  | 
This  apparatus  patent  was  a  companion  to  method  Patent  No. 
702,014.  The  judge  below  found  claims  2,  3,  4,  8,  9, 11,  and  13  valid, 
a  conclusion  in  which  we  concur.    He  found  claim  5,  which  is  for — 

the  method  of  forming  hollow  plass  articles,  consisting  In  drawing  a  hollow 
article  from  a  bath  of  molten  glass,  supplying  air  to  the  interior  of  the  article, 
and  increasing  the  rate  of  air  supply  as  the  article  increases  in  length,  sub- 
stantially as  described — 

invalid,  in  that  regard  saying : 

It  is  undoubtedly  true  that  the  elongating  cylinder  gradually  cools,  causing 
shrinkage  in  volume  of  the  compressed  air,  and  that  there  is  a  gradual  decrease 
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In  the  amount  of  heat  imparted  to  the  air  as  the  cylinder  lengthens,  thereby 
lessening  the  expansion.  It  is  also  true  that  to  meet  these  conditions  there 
must  be  an  increase  in  the  air  supply  as  the  cylinder  lengthens.  Plaintiffs 
claim  that  this  conception,  covered  by  claim  5  of  this  method  patent.  Is  n^w 
in  the  art.  I  cannot  concur  in  this  view,  even  If  this  broad  claim  is  read  in- 
dependently of  the  specifications  defining  the  invention,  wherein  the  inventor 
declared  that  to  keep  the  cylinder  of  substantially  uniform  size  it  was  neces- 
sary  to  automatically  control  the  air  supply,  so  as  to  regulate  it  according  to 
the  length  of  the  cylinder  being  drawn,  and  that  the  supply  of  air  should  be 
slowly  and  gradually  Increased  during  the  drawing  operation.  That  the 
diameter  of  the  forming  glass  cylinder  must  be  maintained  by  air  pressure  Is 
an  old  and  well  recognized  basic  proposition  In  the  art  of  glass  making.  The 
glass-blower  by  hand  was  perfectly  familiar  with  the  principle.  He  knew  that 
to  enlarge  the  cylinder  the  air  pressure  must  be  increased,  and  to  lessen  it  the 
pressure  must  be  diminished.  But  he  also  knew,  and  put  Into  constant  practice, 
the  principle  that  to  maintain  the  cylinder  of  uniform  diameter  the  air  pressure 
must  increase  as  the  cylinder  lengthens.  Had  he  not  known  and  practised 
this  principle  constantly,  the  fine  art  of  hand-blowing  window  glass  cylinders 
could  not  have  developed.  Without  such  knowledge  no  merchantable  cylinder 
could  have  been  blown  at  all.  It  was  basic  and  fundamental  In  the  art.  That 
the  hand  blower  might  not  have  been  able  to  assign  the  scientific  reasons  there- 
for Is  not  Important.  He  knew  the  principle  and  applied  it.  Those  who  at- 
tempted to  do  by  machinery  what  the  hand  blower  had  done  successfully  for 
generations  presumptively  knew  the  fundamental  principles  upon  which  that 
art  had  been  built. 

In  this  conclusion  we  feel  the  court  below  was  mistaken.  The 
claim  is  limited  to  the  process  of  drawing  from  a  bath  of  molten 
glass,  and  the  method  claimed  was  in  substance  for  supplying  air  to 
the  interior  of  a  machine-drawn  cylinder  and  increasing  the  air- 
supply  as  such  drawn  cylinder  increased  in  length.  The  judge 
below  found  that  the  same  thing  was  done  in  the  manual  drawing 
of  the  glass-blowing  art.  Possibly  this  is  true.  The  blower  may 
have  instinctively  supplied  air  as  he  found  the  need  of  air,  but  the 
proofs  do  not  show  that  the  blower  so  increased  the  air  with  the  in- 
crease in  the  length  of  the  cylinder.  But  in  the  hand-blowing  of 
cylinders  there  was  the  additional  potent  factor  of  a  swing,  as  well 
as  the  blowing,  to  maintain  the  diameter  of  the  cylinder  as  it  in- 
creased in  length.  No  such  swing,  and  therefore  no  such  means,  of 
cylinder-lengthening  by  gravity  exists  in  the  machine-drawn  process. 
It  is  evident,  therefore,  that  Lubbers's  method  of  meeting  the  diffi- 
culty was  physically  and  functionally  different  from  the  hand- 
blower's  method.  It  therefore  seems  to  us  that  claim  5  should  be 
held  valid. 

(8)  In  connection  with  the  process  patent,  No.  702,014,  Lubbers 
was  granted  a  divisional  patent,  No.  702,015,  which  showed  the  use, 
in  connection  with  his  shield  in  the  forehearth,  of  floating  rings; 
the  ring  and  shield  having  a  sealing- joint  whereby  the  surface  of 
the  glass  within  the  ring  is  practically  shut  oflF  or  segregated  from 
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the  surrounding  heat.  This  apparatus  was  protected  by  six  claims, 
all  of  which  were,  found  novel  and  inventive  in  character  by  the 
judge  below,  a  conclusion  in  which  we  concur.  We  are  not  xinmind- 
ful  that  the  use  of  floating  rings  in  tank- furnaces  was  old,  but  in  the 
tank-furnace  they  floated  generally  over  the  whole  glass-surface, 
and  their  principal  function  was  not  to  segregate  or  protect  from 
heat,  but  to  keep  the  glass  within  them  free  from  objectionable  sub- 
stances. But  Lubbers  used  them  in  a  different  way,  in  that  they 
were  necessarily  confined  to  one  place,  and  that  place  was  in  the 
forehearth,  and  they  were  used  in  connection  with  shields  which  he 
also  devised,  and  their  use  was  here  for  the  purpose  of  heat  control 
alone. 

(4)  Turning  next  to  the  problems  relating  to  the  regulation  of  air 
and  the  solution  thereof,  we  note  that  claim  6  of  Patent  No.  702,014 
was  an  air  problem,  and  under  the  order  of  discussion  pointed  out 
earlier  in  this  opinion,  would  regularly  be  discussed  under  this 
present  head.  Begarding  that  claim,  therefore,  as  a  part  of  this 
present  subject,  and  as  here  discussed  by  reference,  we  next  turn 
to  Lubbers's  Patent  No.  886,618  for  an  air- vent  hole.  The  difficulty 
to  which  this  patent  was  addressed  was  a  fimdamental  one,  and  one 
which  threatened  to  defeat  the  practical  commercial  success  of  the 
machine-drawing  of  window-glass.  The  difficidty  that  arose  from 
air-pressure  was  that  exceedingly  slight  variations  led  to  the  en- 
largement and  corrugation  of  the  cylinder,  which  of  course  made 
it  practically  unusable.  Efforts  had  been  made  to  overcome  this 
difficulty  by  means  of  mechanical  valves,  of  which  Lubbers's  appa- 
ratus and  method  patents,  No.  702,016  and  No.  702,017,  in  which 
Lubbers  essayed  to  meet  the  difficulty,  are  examples;  but  the  air- 
pressure  was  so  light,  and  the  necessity  of  adjustment  so  exact, 
that  such  mechanical  valves  had  proved  failures. 

In  this  dilemma  Lubbers  made  the  simple  and  novel  discovery 
that  nature  itself  could  solve  the  difficulty  if  an  open  vent  was  pro- 
vided, and  that  such  vent  would  automatically  take  care  of  air- 
pressure,  and  would  prevent  corrugations  and  bumps,  or  breathing, 
as  it  was  termed.  In  other  words,  that  where  an  overpressure  of  air 
was  passing  down  the  bait-stem  such  overpressure  would  find  a 
safety-valve  in  a  continuously-open  vent  located  in  the  path  of 
supply.  It  was  a  novel,  daring,  and  original  suggestion,  and  in  our 
judgment  went  to  the  very  heart  of  the  success  of  machine-drawing. 
Indeed,  the  simplicity  of  the  use  of  an  open  vent,  which  simplicity 
is  cited  as  evidence  of  lack  of  invention,  to  our  mind  shows  the 
high  order  of  novelty  and  invention,  in  thus  making  use  of  a  simple 
opening,  instead  of  complicated  mechanical  appliances,  in  order  to 
accomplish  a  really  remarkable  result.  Substantially  there  is  nothing 
to  the  patent  except  the  vent,  used  in  the  connection  it  is ;  but  that 
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very  simplicity,  originality,  and  effectiveness  of  the  use  evidence  a 
high  order  of  invention  in  employing  such  a  simple  appliance  to 
accomplish  such  a  vital  result.  As  to  the  invention,  the  patentee 
states : 

The  Invention  also  relates  to  the  exhaust  or  relief  of  a  small  portion  of  the 
air  suppUed  to  the  Interior  of  the  article  during  drawing,  through  a  small 
hole  which  is  opened  by  the  operator  after  the  forming  of  the  cap,  so  that  a 
constant  opening  is  provided  through  which  the  excess  air  is  passed  out  as  it 
becomes  heated  within  the  article.  This  has  been  found  desirable,  especially 
in  connection  with  the  graduating  valve  by  which  the  supply  of  air  is  con- 
trolled, since  the  small  outlet  prevents  enlarging  of  the  article  during  drawing 
which  is  otherwise  liable  to  occur  on  account  of  variations  of  pressure  In  the 
cylinder. 

The  broad  character  of  the  invention  was  recognized  by  the  Patent 
Office  in  awarding  a  generic  claim  such  as  No.  20 : 

In  glass-drawing  apparatus,  an  air  supply  pipe  having  an  op«i  outlet  for 
air,  arranged  to  equalize  pressure  in  the  article  being  drawn,  substantially  as 
described. 

This  claim,  and  Nos.  21,  23,  24,  and  26,  were  all  foimd  valid  by 
the  court  below,  a  conclusion  in  which  we  concur. 

(6)  We  have  not  overlooked  the  able  argument  of  counsel  that 
Lubbers  was  not  entitled  to  this  claim,  by  reason  of  certain  proceed- 
ings in  the  Patent  Office.  The  history  of  the  proceeding  was  that 
Lubbers  applied  on  May  21,  1903,  for  Patent  No.  886,618,  granted 
May.  5, 1908.  At  the  suggestion  of  the  Office,  he  later,  and  on  a  di- 
visional application  of  that  patent,  applied  for  Patent  No.  1,020,920, 
and  the  claims  noted  above  were  filed  on  April  26, 1906,  which,  it  will 
be  noticed,  is  almost  three  years  after  the  original  application  was 
filed.  We  have  carefully  considered  the  subject,  and  see  no  reason  to 
feel  that  this  second  application  of  Lubbers  was  not  properly  made, 
in  connection  with  his  original  application.  It  was  germane  to  it. 
The  whole  art  was  in  a  state  of  flux  and  experiment.  New  difficulties 
were  being  discovered,  and  it  took  time  to  locate  what  was  the  cause 
of  these  difficulties,  as  well  as  to  devise  means  for  meeting  them.  Cer- 
tainly this  whole  matter  of  venting  was  an  open,  unsolved  subject 
during  this  experimental  season,  and  we  find  no  time  we  can  place 
our  hands  on  with  definiteness  when  Lubbers  had  satisfactorily 
worked  out  this  open-vent  solution,  which  time  is  more  than  two 
years  in  advance  of  his  application. 

(6)  Turning  next  to  the  speed  of  draw,  which  we  have  found  one 
of  the  basic  elements  of  success  in  the  process,  we  note  the  Patent  No. 
762,880,  granted  to  James  A.  Chambers  June  21,  1904,  for  a  method 
of  drawing  glass  articles.    The  claims  involved  are : 

First: 

The  method  of  shaping  glass  articles,  consisting  in  drawing  them  from  a  glass 
bath  and  gradually  increasing  the  speed  of  drawing  through  the  drawing  op- 
eration, sabstaatially  as  described. 
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Second : 

The  method  of  shap]n<^  glass  articles,  consisting  in  drawing  them  upwardly 
from  a  bath  of  molten  glass  and  gradually  and  automatically  increasing  the 
speed  of  the  drawing  operation,  substantially  as  described. 

The  court  below  found  the  two  claims  invalid.  Our  study  of  this 
art  brings  us  to  a  different  conclusion.  It  is,  of  course,  clear  that  it 
is  a  self-evident  fact  that  the  faster  a  draw  of  molten  glass  is  made 
the  thinner  the  resultant  article,  and,  of  course,  the  slower  the  draw 
the  thicker  the  glass.  But  from  the  time  these  experiments  were  be- 
gun by  Lubbers  no  one  seems  to  have  thought  of  applying  that  gen- 
eral principle  in  a  practical  way  to  the  new  art  of  drawing  that  was 
being  experimentally  developed,  until  Chambers,  who  was  a  practical, 
experienced,  and  pioneer  operator  in  glass,  suggested  his  solution. 
Chambers's  account  of  the  art  that  Lubbers  had  up  to  that  time  de- 
veloped in  blown  articles,  and  his  remedy,  are  set  forth  in  his  appli- 
cation.   He  says: 

My  invention  relates  to  the  drawing  of  glass  articles  from  a  molten  bath,  and 
is  designed  to  increase  the  output  of  drawing  machines  and  to  make  the  thick- 
ness of  the  glass  more  uniform  throughout  the  cylinder  or  article  being  drawn. 
Heretofore  in  the  drawing  of  cylinders  and  similar  articles  from  receptacles 
containing  a  molten  glass  bath,  the  bait  has  been  drawn  upwardly  at  substan- 
tially the  same  speed  throughout  the  drawing  of  the  article.  In  such  cases, 
especially  where  a  cylinder  is  drawn  two  or  three  times  the  length  of  a  roller, 
the  glass  of  the  lower  portion  of  the  cylinder  is  thicker  than  that  in  the  upper 
portion.  I  have  found  that  this  difference  in  thickness  is  due  to  the  gradual 
chilling  of  the  glass  in  the  bath,  the  glass  gradually  growing  stiffer  through  the 
time  occupied  in  the  drawing  operation,  and  that  by  gradually  increasing  the 
speed  o^the  bait  during  the  drawing  operation  I  can  reduce  the  time  occupied 
in  drawing  and  produce  the  article  having  a  more  uniform  thickness  of  glass 
throughout  its  length. 

Chambers  disclosed  a  practical  method  of  employing  his  principle 
by  the  use  of  a  conically-shaped  drum,  rotated  at  uniform  speed. 
The  drawing  began  when  the  line  was  around  the  small  end  of  the 
conical  drum,  and  as  it  proceeded  the  successively-larger  portions 
of  the  drum  over  which  the  drawing-line  passed  automatically  in- 
creased the  speed  at  which  the  bait  was  drawn  upwardly.  Cham- 
bers's method  solved  a*real  difficulty,  and  his  principle  of  difference- 
in-speed  drawing  made  it  possible,  even  with  the  molten  glass  grow- 
ing stiffer,  to  make  the  entire  length  of  these  great  cylinders  more 
uniform  in  thickness.  It  will,  of  course,  be  seen  that  the  application 
of  this  speed  principle  to  the  mechanical  process  of  drawing  from 
a  molten  bath  was  novel,  for,  while  the  abstract  principle  of  differ- 
ence In  speed  as  affecting  thickness  was  known,  an  experienced  man 
like  Lubbers,  confronted  by  failure  of  his  valuable  principles  and 
patents  by  reason  of  the  non-uniformity  of  his  cylinder-walls,  had 
not  thought  of  any  practical  application  of  that  principle  to  keep  his 
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cylinder-walls  from  thickening  as  they  were  drawn.  His  cylinders 
were  becoming  longer,  but  with  the  longer  cylinder  came  the  thicken- 
ing of  the  glass.  It  was  then  that  Chambers  stepped  in  and  applied 
the  old,  but  unthought-of ,  principle  to  this  new  process,  which  was 
a  drawing  and  not  a  blowing  operation.  Lubbers  had  formed  the 
cylinder  initially  by  blowing.  He  was  getting  a  longer  cylinder,  but 
the  increase  in  length  was  accompanied  by  an  increase  in  thickness, 
and  it  was  at  this  point  that  Chambers,  by  speeding  up  the  drawing, 
helped  to  save  the  process  from  failure.  The  claims  involved  the 
limitation  of  drawing  from  a  glass-bath.  It  was  to  the  drawing  art 
that  Chambers  applied  in  a  novel  way  the  principle,  and  contributed 
his  important  part  in  making  the  entire  drawing  system  a  success. 

Conceding*  that  the  blower  had  a  conception  that  the  longer  his 
article  was  made  the  thicker  it  became,  we  find  no  reason  therefrom 
to  minimize  what  Chambers  did.  The  blower  was  dealing  with  a 
fixed  quantity  of  glass,  and  he  had  a  fixed  thickness  to  get  from  that 
limited  quantity  of  glass.  He  had  the  benefit  of  a  swing  to  thin  his 
glass  as  he  operated  it,  and  it  was  his  practice  to  subject  it  to  heat 
three  different  times  during  the  blowing  process.  In  the  machine- 
drawing  method,  the  problem  was  essentially  different.  There  was 
no  fixed  quantity  of  glass  to  be  operated  on,  but  a  pot  filled  with  a 
molten  mass  which  was  liable  to  be  drawn  in  thinner  or  thicker  form, 
according  to  its  heat.  There  was  no  method  of  recharging  or  re- 
applying the  heat.  The  factors,  therefore,  which  confronted  Cham- 
bers in  the  drawing  art,  were  altogether  different  from  those  of  the 
blower,  and  Chambers  met  the  problem  by  drawing  small  quantities 
of  molten  glass  into  the  cylinder-zone  during  the  earlier  stages  of  the 
operation  when  the  glass  was  at  a  higher  heat,  and  compensated  for 
the  loss  of  heat,  and  the  consequent  larger  thickness  of  glass  drawn, 
by  a  more  rapid  drawing,  which  became  rapid  automatically,  during 
the  latter  stages  of  the  operation.  It  was  a  simple,  novel,  and  effec- 
tive means  of  meeting  the  difficulty.  It  was  one  of  the  links  that 
made  a  chain  of  success  possible.  We  are  of  opinion  Chambers's 
patent  waa  valid. 

(7)  The  orderly  consideration  of  the  speed  of  drawing  next  brings 
us  to  consider  the  patent  to  Lubbers,  No.  822,678.  Chambers,  as  we 
have  seen,  in  his  patent  just  considered,  had  shown  how  the  body  of 
a  long  cylinder,  which  was  to  be  cut  into  rollers,  could  be  kept  of 
uniform  thickness,  while  the  draw  was  going  on  by  gradually  and 
automatically  speeding  up  the  draw  of  the  cylinder- walls  themselves. 
Dut,  in  addition  to  the  necessity  of  regulating  the  draw  of  the  main 
body  of  the  cylinder,  difficulties  developed  themselves  in  the  cap  at 
the  top  of  the  cylinder,  and  also  in  the  lower  part  of  the  cylinder, 
just  over  the  molten  mass.  These  difficulties  arose  as  an  attempt  was 
made  to  draw  cylinders  of  longer  length,  for  when  such  longer 
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cylinders  were  attempted  to  be  drawn  it  was  found  that  the  cap 
which  had  to  support  the  whole  weight  of  the  cylinder  gave  way 
under  the  strain.  Lubbers's  solution  of  that  problem  was  to  use  three 
speeds  in  the  operation. 

First,  a  low  speed  in  drawing  the  cap.  Regarding  this  feature, 
Lubbers  says  in  his  specification : 

I  have  also  discovered  that  by  using  the  lower  speed  in  starting  the  drawing 
of  the  cylinder  I  can  draw  cylinders  of  a  length  equal  to  at  least  two  or  three 
of  the  cylinder  rollers  which  had  pi^vloualy  been  blown  by  hand.  I  can  tlnis 
draw  a  cylinder  of  several  times  the  length  of  an  ordinary  roUer,  and  then  sever 
the  cylinder  at  an  intermediate  point,  or  points,  to  give  rollers  of  a  length 
desirable  for  flattening  and  working  up. 

It  will  thus  be  seen  that  the  strengthening  of  the  cap  by  slow  draw- 
ing was  an  important  factor  in  the  development  of  the  new  art  of 
drawing  very  long  cylinders.  Of  the  drawing  of  the  main  cylinder- 
body,  Lubbers  says : 

In  drawing  cylinders  with  this  form  of  apparatus,  the  blowpipe  is  lowered 
into  the  bath  and  causes  the  glass  to  adhere  thereto,  and  the  pipe  is  then  drawn 
up  with  a  small  amount  of  air  admitted  to  form  a  neck  portion  7.  More  air  is 
then  admitted  to  swell  out  the  glass  being  drawn  to  the  size  of  the  cylinder 
desired,  thus  forming  what  is  called  the  "cap."  During  the  forming  of  the 
neck  and  the  cap,  and  during  the  first  part  of  the  drawing  of  the  cylinder  proper, 
the  drawing  frame  is  lifted  at  slow  speed  by  suitably  controlUng  the  fluid 
l>assed  to  the  motor  or  in  any  other  desirable  manner. 

Second,  in  drawing  the  main  body  of  the  cylinder,  Lubbers  speeded 
up  the  draw,  preferably  gradually,  all  of  which  were,  of  course, 
features  also  shown  by  Chambers.    He  says : 

After  the  cylinder  proper  is  started,  the  speed  of  the  drawing  frcune  la  in- 
creased, preferably  gradually,  until  it  reaches  the  full  normal  drawing  speed« 
which  may  then  be  continued  until  the  complete  cylinder  is  drawn  of  the  desired 
length. 

When  the  end  of  the  cylinder  proper  was  reached,  and  it  was  de- 
sired to  form  the  cylinder  end  which  dipped  into  the  molten  glass, 
and  which  was  to  be  "  capped  off  "  eventually  from  the  main  cylinder- 
body.  Lubbers  suggested  that  this  cap  or  end  should  be  drawn  thin, 
so  that  it  might  be  easily  sheared  or  cut  off  and  dropped  back  into  the 
molten  mass.  To  do  this  he  changed  to  a  third  and  still  higher  speed, 
saying  in  his  specification  of  that  operation : 

The  speed  is  then  increased  to  a  considerable  extent,  such  as  to  draw  a  thin 
iwrtlon  of  glass  at  the  lower  end,  which  may  be  easily  severed  from  the  glass 
in  the  tank  by  shearing,  cutting  off  with  the  flame,  or  otherwise. 

Referring  to  these  three  relative  speeds,  Lubbers  points  out  his 
method  of  use  as  follows  : 

The  relative  speeds  which  I  prefer  to  employ  are  about  as  foUows:  If  the 
motor  gives  about  100  revolutions  per  minute  in  drawing  the  first  portion,  I 
preferably  increase  this  to  about  600  revolutions  in  drawing  the  major  portion 
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of  tbe  cylinder  length.  The  speed  at  the  end  to  thin  the  glass  is  pr^erably 
much  higher,  preferably  about  2,400  revolutions  per  minute.  The  speed  which 
1  have  employed  during  the  main  drawing  operation  is  about  90  Inches  per 
minute,  with  600  revolutions.  After  cutting  off,  the  drawing  frame  Is  lowered 
and  the  glass  removed  in  the  ordinary  manner.  By  this  method  the  cylinder 
is  made  stronger  and  thicker  in  the  upper  part,  so  as  to  support  a  long  cylinder 
without  breaking,  and  the  change  from  the  slow  speed  to  faster  speed  is  pref- 
erably gradual,  so  as  to  prevent  excessive  Jerks  which  would  injure  the  cylinder, 
I  am  thus  enabled  to  draw  a  cylinder  of  at  least  two  or  three  times  the  length 
of  an  ordinary  hand-blown  roller,  which  cylinder  I  then  crack  off  at  an  inter- 
mediate point  or  points  and  cap  off  at  its  ends,  thus  forming  several  glass 
rollers  or  cylinders,  which  are  cracked  longitudinally  and  flattened  in  the 
ordinary  manner.  By  thus  drawing  a  cylinder  of  more  than  ordinary  length, 
I  am  enabled  to  increase  the  output  and  cheapen  the  product 

It  will  be  observed  that  the  gradual  increase  of  speed  during  the 
second,  or  cylinder  proper,  process,  was  not  original  with  Lubbers, 
but  was  disclosed  by  Chambers.  But  Lubbers  proposed  to  use  in  com- 
bination with  this  second  or  main-cylinder-body  drawing,  and  to  use 
in  one  continuous  operation,  a  lower  speed  in  making  his  upper  cap 
and  a  higher  speed  in  making  his  lower  cap,  with  the  practical  and 
commercial  result  of  making  the  long  cylinders,  without  which  the 
process  would  have  been  a  commercial  failure. 

The  claims  here  involved  do  not  cover  the  second  or  Chambers 
method,  standing  alone,  but  only  in  combination  with  the  lower  speed 
in  forming  the  upper  cap,  which  elements  are  embodied  in  claims 
1, 2, 3,  and  6,  or  in  combination  with  the  forming  of  the  upper  cap  at 
lower  speed  and  the  lower  cap  at  higher  speed,  which  elements  in 
combination  are  embodied  in  claims  5,  7,  and  8.  In  connection  with 
both  the  slower  speed  in  the  upper  cap  and  the  higher  speed  in  the 
lower  cap,  this  particular  Lubbers  patent  showed  new  combinations 
which  the  lower  court  foimd  were  valid,  a  conclusion  with  which  we 
concur. 

(8)  We  have  already  seen  that  the  problem  of  obtaining  cylinders 
of  substantially  uniform  thickness  was  effected  by  positive  con- 
trolling agencies  which  involved  (a)  temperature,  (6)  the  distending 
air,  and  (c)  speed,  and  the  patents  on  these  separate  elements  have 
already  been  discussed.  But  in  addition  to  these  positive  controlling 
agencies,  which  had  to  be  devised,  the  development  of  this  art  dis- 
closed serious  and  obscure  other  difficulties  of  apparently  an  in- 
explicable nature,  which  had  to  be  eliminated,  overcome,  or  neu- 
tralized. For  example,  the  natural  thing,  of  course,  was  to  let  the 
bait  drop  into  the  center  of  the  pot  and  draw  the  glass  from  that 
pointj  but  for  some  inexplicable  reason  it  was  found  in  practice  that 
the  cylinder  as  it  was  drawn  began  to  shift  from  this  central  posi- 
tion in  an  unaccountable  way,  with  the  result  of  producing  glass  of 
uneven  thickness  on  opposite  sides  of  the  cylinder.  This  difficulty 
was  finally  located,  its  cause  explained,  and  the  trouble  caused  thereby 
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overcome  by  Lubbers  in  his  Patent  No.  914,588.  Briefly  stated,  Lub- 
bers found  that  the  cooler  portion  of  the  molten  glass  has  what  is 
called  a  surface  tension,  or  draw,  of  greater  power  than  the  hotter 
portion,  and  the  tendency  of  this  cooler  and  stronger  portion  was  to 
shift  the  location  of  the  bait  from  the  center  of  the  pot  toward  such 
cooler  surface.  Referring  to  this  difficulty,  in  his  patent  Lubbers 
says: 

In  such  drawing  operations  It  has  been  found  difficult  to  make  the  glass  of  the 
same  thickness  In  the  different  portions  of  the  circumference  of  the  hollow 
article.  *  *  *  The  glass  thus  drawn  is  often  of  the  "thick  and  thin" 
variety.  This  forming  of  thick  and  thin  portions  during  the  drawing  operation 
is  not  only  objectionable  on  account  of  the  variations  in  thickness,  but  it  causes 
a  large  amount  of  breakage,  both  during  the  drawing  and  the  subsequent  treat- 
ment. It  also  Injures  the  quality  of  the  glass,  by  making  It  very  difBcult  to 
flatten  properly,  where  cylinders  are  formed  producing  waste  in  cutting,  and 
sometimes  prevents  cutting  the  glass  in  the  desired  way. 

The  cause  of  this  shifting  Lubbers  explains  in  his  patent  as  fol- 
lows : 

I  have  found  that  where  the  glass  is  fed  into  a  receptacle,  for  example,  a 
refractory  pot,  the  glass  may  be  of  a  different  temperature  and  stiffness  in 
one  portion  of  the  pot  from  that  in  another  portion,  and  the  heat  of  the  pot 
may  vary  in  different  parts  thereof.  There  may  also  be  variations  in  the  char- 
acter of  the  pot  material  in  different  portions  of  its  walls,  and  other  causes 
also  lead  to  a  difference  In  the  surface  tension  In  different  parts  of  the  article 
being  drawn.  I  have  found  that,  by  adjusting  the  pot  and  drawing  mechanism 
relatively  to  each  other,  I  can  reduce  and  avoid  these  difficulties  to  a  large 
extent.  With  proper  care  in  the  adjusting,  I  can  practically  eliminate  thick 
and  thin  glass  and  its  consequent  difficulties  and  objections.  The  importance 
of  this  will  be  understood  when  it  Is  considered  that  in  changing  shifts  of  men 
all  of  the  conditions  surrounding  the  feeding  of  glass  into  the  pot  and  the 
drawing  operations  are  changed.  These  operations  still  depend  to  a  consider- 
able extent  on  the  skill  and  familiarity  of  the  workmen.  For  example,  if  the 
glass  is  ladled  from  the  tank  into  the  drawing  pots,  one  operator  may  become 
accustomed  to  ladling  the  glass  from  a  portion  of  the  bath  which  is  at  a  cer- 
tain distance  from  the  wall  of  the  lank.  His  successor  on  the  next  shift  may 
be  accustomed  to  ladling  from  a  different  point  In  a  different  manner  and  tinder 
other  conditions.  For  these  reasons,  it  has  been  found  that,  where  the  draw- 
ing was  proceeding  in  the  proper  manner  with  one  ladler,  it  might  draw  in 
an  entirely  different  manner  with  the  next  ladler.  For  some  time  it  was  not 
understood  what  caused  this  difference,  which  led  to  such  important  variations 
in  the  drawing  of  the  glass.  I  have  found  that,  by  adjusting  the  pot  and  draw- 
ing tool  or  bait  relatively  to  each  other  in  a  lateral  direction,  I  can  to  a  large- 
degree  compensate  for  these  differences,  owing  to  individual  peculiarities  in  the 
workmen,  and  with  proper  care  can  practically  eliminate  thick  and  thin  glass* 
Similarly,  I  can  overcome  the  troubles  arising  from  variations  in  the  heat  con* 
ditions  and  material  of  the  pot. 

To  overcome  these  diflSculties,  Lubbers  devised  a  simple  drawing^ 
apparatus,  by  which  the  bait  was  made  adjustable  in  lateral  direc- 
tions. When  it  was  found  that  the  bait  and  the  cylinder  were  being: 
drawn  to  one  side  by  surface  tension,  he  started  the  next  draw  a  cor- 
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responding  distance  away  from  the  center,  so  that  the  effect  of  the 
surface  tension  was  to  center  the  draw  in  the  center  of  the  pot  and 
thus  make  a  cylinder  of  uniform  thickness.  Speaking  of  his  ap- 
paratus and  of  its  method  of  use,  Lubbers  says : 

I  thus  obtain  two  horizontal  adjustments  at  right  angles  to  each  other,  by 
which  I  can  taring -the  blo%Ypii)e  or  bait  to  any  desired  position  relative  to  the 
walls  of  the  pot.  If,  on  starting  a  sliift,  It  is  found  that  the  glass  is  drawing 
thick  and  thin  upon  a  pot,  I  loosen  the  adjustable  screws  for  the  blowpipe  snp- 
lH)rt  of  this  pot,  and  shift  the  position  of  the  blowpipe  to  compensate  for  the 
differing  conditions  of  tension  at  the  different  parts  of  the  surface  of  the  bath. 
For  example,  if  the  glass  is  of  a  lower  temperature  at  one  side  of  the  bath 
than  at  the  op])osite  side,  the  blowpipe  will  be  moved  toward  the  hotter  side. 
The  cooler  and  stiffer  portion  of  the  glass  will  have  a  greater  surface  tension 
than  the  hotter  portion,  and  consequently  by  moving  the  blowpipe  toward  the 
hotter  portion  I  can  compensate  for  this  difference  in  the  condition.  Similarly, 
If  the  cavity  or  wall  of  the  pot  Is  hotter  on  one  side  than  the  other,  thus  giv- 
ing more  heat  to  the  glass,  I  move  the  bait  correspondingly.  It  Is  found  in 
practice  that,  by  adjusting  the  position  of  the  bait  or  blowpipe  relative  to  the 
walls  of  the  pot,  the  difficulties  in  drawing  thick  and  thin  glass  are  practically 
overcome.  In  practice  this  adjustment  may  be  needed  when  a  shift  is  changed, 
or  it  may  be  needed  even  while  the  same  workmen  are  operating  the  ap- 
paratus. The  occasion  which  calls  for  adjustment  is  easily  recognized,  and 
with  a  little  practice  the  mode  of  adjusting  is  easily  understood. 

This  surface-tension  patent,  three  claims  of  which,  claims  5,  6, 
and  7,  are  involved,  the  court  below  found  valid,  a  conclusion  that 
commends  itself  to  us,  for  we  feel  that  the  location  and  discovery 
of  this  obscure  phenomenon  was  a  matter  of  great  originality  and 
value,  aqd  its  solution,  by  the  simple  compensating,  self-adjusting 
mechanism  which  Lubbers  devised  and  covered  by  the  claims  in  ques- 
tion, was  a  very  material  element  in  the  success  of  the  whole  art  of 
the  successful  machine-drawing  of  window-glass. 

(9)  In  addition  to  the  difficulties  that  arose  and  which  had  to  be 
overcome  in  the  drawing  of  the  cylinder  from  the  pot-center,  all  of 
which  elements  have  been  considered  in  the  foregoing  patents,  diffi- 
culties were  also  encountered  and  had  to  be  overcome  in  the  treat- 
ment of  the  cylinder  after  it  was  drawn,  namely,  in  getting  it  into  a 
position  where  it  could  be  handled  and  cut  into  rollers,  and  also  in 
the  apparatus  for  properly  cutting  it  into  rollers.  The  cutting  of 
the  upper  cap  oflf  the  cylinder,  and  the  cutting  of  the  cylinder-body 
itself  into  rollers  of  proper  length,  was  accomplished  by  the  device 
of  Hitner  for  capping  oflf  glass  cylinders,  disclosed  in  his  Patent  No. 
821,361,  which  was  applied  for  March  6,  1905.  It  is,  of  course,  true 
that  previous  to  Hitner's  device  cylinders  had  been  capped  oflf  by 
means  of  an  electrically-heated  wire.  This  wire  was  held  in  station- 
ary position  and  the  glass  was  moved  toward  it.  This  resulted  in 
considerable  waste,  and  the  moving  of  a  large  cylinder  in  this  way 
was  obviously  objectionable.    Hitner  devised  a  tool  made  up  of  a 
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small  heated  wire  of  metal,  of  high  electrical  resistance,  and  of  suflS- 
cient  length  to  encircle  the  glass  cylinder  to  be  capped  off.  The  lead- 
ing-in  wires  were  made  flexible,  so  as  to  allow  free  movement  of  the 
device  with  relation  to  the  stationary  cylinder,  and  one  of  them  was 
provided  with  a  switch  on  the  handle,  by  which  an  electric  circuit 
could  be  made  or  broken,  as  desired  by  the  operator.  By  the  use  of 
this  device,  the  operator  could  loop  the  wire  around  the  glass  cylin- 
der, and  its  free  end  passed  around  a  roller  held  by  the  finger  or 
thumb  of  the  operator.  When  the  switch  was  turned  on,  the  cur- 
rent rapidly  heated  the  encircling  wire,  which  heat  was  communi- 
cated to  the  cylinder  and  caused  the  narrow  zone  of  glass  near  it  to 
expand.  When  this  heated  ring  of  glass  was  tapped  by  a  cold  steel 
tool,  the  glass  parted  on  the  line  spanned  by  the  wire.  The  court 
below,  however,  found  the  patent  was  invalid,  because  it  had  been 
placed  on  sale-  more  than  two  years  before  the  application. 

A  study  of  the  case  has  brought  us  to  a  different  conclusion.  As 
the  application  was  filed  on  March  6,  1905,  such  sale  and  public  use 
must  have  been  prior  to  March  6,  1903.  This  would  be  during  the 
period  when  the  work  of  devising  a  window-glass-drawing-machine 
process  and  apparatus  as  a  successful  whole  was  in  an  experimental 
state,  both  at  Alexandria  and  at  Gas  City.  Now,  while  the  capping- 
machine  of  Hitner  was  in  substantial  form  the  same  from  the  start, 
and  while  it  operated  in  the  same  way  then  as  now,  nevertheless  we 
are  convinced  that  at  the  time  these  machines  were  devised  and  made 
by  the  Dgubleday-Hill  Electric  Company  for  the  American  Window 
Glass  Company,  and  were  paid  for,  that  under  the  peculiav  circum- 
stances of  this  case  said  machine  was  still  in  an  experimental  stage, 
and  such  sale  and  use  was  not  a  public  one  in  the  sense  of  the  statute. 
In  the  first  place,  the  operations  at  both  places  were  of  a  most  secret 
nature.  The  machine  was  not  made  by  the  Doubleday-Hill  Electric 
Company  and  sold  to  the  Ameriqan  Window  Glass  Company  in  the 
ordinary  commercial  sense,  but  the  American  Window  Glass  Com- 
pany, in  order  to  have  some  electrical  work,  which  it  was  not  able 
to  do  itself,  done  by  competent  people,  arranged  with  Doubleday- 
Hill  Electric  Company  to  furnish  them  with  the  services  of  Hitner, 
one  of  their  employees.  During  the  course  of  this  employment,  Hit- 
ner devised  the  capping-machine,  and  it  was  constructed  by  Double- 
day-Hill &  Company,  his  employer,  under  the  orders  and  at  the 
request  of  the  American  Window  Glass  Company.  In  substance,  we 
regard  the  making  of  the  machine  as  having  been  made  really  by 
the  American  Window  Glass  Company.  But  not  only  was  this  the 
case,  but  its  use  was  not  a  public  one.  The  plants  were  closed  and 
the  operations  carried  on  in  the  most  carefully-guarded  way.  More- 
over, while  this  device  was  used,  its  use  was  wholly  experimental,  for 
success  had  not  been  reached  in  the  manufacture  of  long  cylinders, 
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and  the  breakage  and  failure  of  the  experiments  up  to  that  time  were 
charged,  inter  alia^  to  this  very  Hitner  capping  device.  It  had  not 
then  justified  itself,  and  its  success  and  its  freedom  from  blame 
for  the  troubles  that  undoubtedly  then  existed  in  the  successful 
manufacture  of  long  cylinders  were  not  such  as  to  warrant  an  appli- 
cation for  it  as  a  device  which  had  passed  the  experimental  stage. 
We  are  therefore  unable  to  agree  with  the  conclusions  of  the  court 
below  that  Hitner's  patent  was  invalid.  On  the  contrary,  we  find 
that  it  was  inventive  in  character  and  applied  for  in  due  time. 

(10,  11)  What  we  have  said  in  a  general  way  as  .to  this  patent  of 
Hitner  applies  to  his  Patent  No.  822,452  for  a  hoist.  As  stated  earlier 
in  this  opinion,  after  the  cylinder  was  drawn  and  swung  out  to  a 
horizontal  position  in  mid-air,  it  was  lowered  and  cushioned  on  a 
long  horse  or  stand  that  stood  on  the  floor.  The  proofs  in  this  case 
show  that  as  the  development  went  on  several  devices  were  tried  for 
supporting  such  drawn  cylinder,  but  none  were  satisfactory.  Lubbers 
sought  to  form  such  a  rest,  but  his  took  too  much  time  and  it  was 
abandoned.  Thomburg,  also  an  experienced  man,  sought  to  solve 
the  difficulty,  but  without  success,  and  it  remained  for  Bridge  to  de- 
velop an  apparatus  which  had  proved  entirely  satisfactory  and  for 
which  Patent  No.  1,006,995  was  granted  him.  Without  entering  into 
minor  details,  we  may  say  that  his  device  consisted  of  a  series  of  up- 
right standards  provided  with  semicircular  arms,  which  were  made 
resilient  by  the  use  of  springs  supported  on  arms  which  extended  from 
the  standard  to  the  crosspiece  which  supported  the  semicircular  hoops 
on  which  the  cylinder  rested.  The  arrangement  of  parts  was  such 
that,  not  only  was  the  entire  cylinder  safely  rested  upon  all  the  semi- 
circular arms  of  the  device  when  the  cylinder  was  lowered,  but  as 
each  roller  was  capped  off  and  parted  from  the  remainder  of  the 
cylinder,  not  only  was  the  capped-off  roller  properly  supported  by 
the  semicircular  arms  on  which  it  rested,  but  the  remainder  of  the 
cylinder  remained  safely  nested  on  the  remaining  semicircular  arms 
of  the  device.  This  device  was  only  perfected  after  much  experiment- 
ing. We  are  of  opinion,  with  the  court  below,  that  the  device  in- 
volved invention,  was  novel  and  useful,  and  the  patent  was  applied 
for  within  two  years  of  its  being  perfected.  We  therefore  agree  with 
the  court  below  that  the  claims  in  controversy,  claims,  1,  2,  and  4, 
are  valid. 

Turning  to  the  question  of  infringement,  we  note  the  fact  that 
prior  to  the  patents  in  suit  there  were  no  apparatus  or  methods  in 
existence  for  machine-drawing  window-glass.  It  is  therefore  self- 
evident  that  the  defendants'  apparatus  and  method  of  machine-draw- 
ing window-glass,  which  is  a  o^nmercial  success,  was  not  drawn  from 
the  prior  art.  There  is  no  evidence  that  it  was  originated  by  them- 
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selves.  There  is  evidence  that  some  of  those  who  helped  install  their 
plants  had  formerly  been  in  the  employ  of  the  plaintiff  company, 
and  knew  of  its  methods.  It  is. therefore  quite  reasonable  to  infer 
that  the  successful  devices  of  the  complainant  must  have  had  a  ma- 
terial influence  in  formulating  the  methods  and  apparatus  which  the 
defendants  followed  and  used.  In  view  of  this  situation,  we  are  not 
surprised  to  find  that,  taken  as  a  whole,  the  defendants  copied  and 
infringed  the  plaintiffs'  process  and  apparatus,  and  this  copying  is  in 
the  main  so  apparent,  if  the  plaintiffs'  patents  are  held  valid,  that 
the  conclusions  reached  by  the  court  below  are  self -vindicating.  We 
therefore  refrain  from  a  minute  discussion  of  the  question  of  in- 
fringement, with  the  exception  of  referring  to  the  principal  and  basic 
element  of  whether  the  defendants  used  a  forehearth  from  which 
they  drew  their  glass.  In  that  connection,  we  may  say  that  the  de- 
fendants' furnace  and  its  mode  of  operation  are  aptly  described  in  the 
opinion  of  the  court  below,  from  which  we  quote  as  follows: 

The  defendants'  tank  furnace  at  Hazelhurst,  previously  used  for  hand  blowers, 
was  rebuilt  and  changed  in  1008  from  the  hand-blowing  tank  to  the  machine 
tank.  As  reconstructed,  the  working  end  was  considerably  widened,  thus  giving 
extensions  of  the  main  tank.  The  construction  of  the  Kane  tank  is  the  same. 
These  extensions  were  partially  separated  from  the  tank  proper,  by  a  series  of 
piers,  drawing  places  being  provided  in  the  side  extensions  by  lowering  the  roof 
over  the  drawing  positions  of  the  bath,  and  providing  covers  near  to  the  glass 
level  in  the  extensions.  The  heat  currents  in  the  main  bath  were  vertically  cut 
off  from  those  shielded  covers  by  "vertical  shades'*  or  clay  plates  resting  on 
the  piers  which  extended  down  near  to  the  glass  level.  As  thus  constructed, 
the  depth  of  the  glass  in  these  side  extensions  was  less  than  that  of  the  glass 
in  the  main  tank;  the  floor  being  elevated  or  built  up.  Being  partially  s^>- 
arated  from  the  furnace  proper  by  the  piers,  the  heat  currents  in  the  main  bath 
to  some  extent  cut  off  by  the  vertical  shades,  the  depth  of  the  glass  being  less 
than  that  in  the  main  tank,  bounded  on  one  side  by  an  outer  side  wall  and  on 
the  other  joined  to  the  hot  glass  in  the  main  tank,  from  which  the  glass  on  the 
same  level  flowed  to  the  drawing  station,  these  extensions  present  all  the  char- 
acteristics of  the  forehearth.  I  have  here  attached  transverse  and  longitudinal 
sections  of  the  working  end  of  defendants'  furnace,  showing  the  side  extensions 
and  drawing  stations,  being  copies  of  plaintiffs'  Exhibit  68.  Defendants'  fur- 
nace structure  Is  shown  in  a  plaster  model  (defendants'  Exhibit  30),  the  cor- 
rectness of  which  seems  to  be  conceded,  except  as  to  the  stepping  down  of  the 
pedestals  in  the  drawing  holes,  which  is  correctly  shown  in  the  drawings 
attached.  Similar  extensions  were  also  built  at  the  end  of  the  drawing  portion 
of  the  tank.  Four  gas  burners  for  each  drawing  station,  were  extended  through 
holes  in  the  aide  walls;  the  two  outer  burners  being  at  right  angles  with  the 
wall,  and  the  intermediate  ones  being  pointed  in  a  converging  angle  toward  the 
draw.  These  burners  perform  the  same  function  as  the  burners  in  the  Lubbers 
forehearth.  The  heat  above  the  glass  at  the  drawing  stations  coming  irom 
these  burners  and  that  entering  from  the  main  furnace  was  shielded  from  the 
drawing  point,  first  by  a  vertically  movable  clay  cylinder  lowered  through  the 
top  stone,  and  later  by  this  cylinder  coactlng  with  a  floating  clay  ring.  One 
floating  ring  was  first  used,  then  two,  and  finally  three,  for  each  drawing  place. 
Before  the  draw  began,  a  ring  was  pulled  into  place  by  the  operator,  and  the 
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cylindrical  clay  shield  was  then  lowered  to  make  a  Joint  with  the  floating  ring, 
which  largely  cut  off  the  snrrounding  heat  and  also  centered  and  held  the  ring 
in  position  concentrically  under  the  drawing  hole.  The  draw  then  began  and 
proceeded  slowly,  no  water-cooled  chilling  ring  being  then  employed ;  the  glass^ 
being  chilled  solely  by  exposure  to  the  atmosphere.  Later  a  water-cooled  chill- 
ing ring  was  added  inside  of  the  cloy  ring  to  increase  the  chilling  effect,  thud^ 
greatly  increasing  the  speed  of  draw  and  the  amount  of  production.  Later,  by 
proportioning  the  width  and  depth  of  the  water  chilling  ring  so  that  it  extended 
from  the  top  stone  down  substantially  to  the  floating  ring,  It  was  found  that  the- 
clay  cylinder  or  anchor  ring  could  be  done  away  with.  Since  then  the  drawing 
has  proceeded  within  the  floating  ring  and  up  through  the  water-cooled  shielding- 
and  chilling  ring,  which  was  not  protected  by  a  surrounding  cylinder.  Except 
in  unimportant  details,  the  operations  of  the  Consolidated,  the  Pennsylvania, 
and  the  Kane  Glass  Companies  were  the  same.  In  some  cases  the  water  ring 
was  tilted  according  to  the  Judgment  of  the  operator.  Sometimes  the  water 
ring  had  small  centering  lugs,  which  held  the  rings  a  fraction  of  an  inch  apart,, 
and  sometimes  these  were  cut  off,  in  which  case  the  rings  set  close  together. 

From  a  study  of  the  proofs,  of  the  drawings  and  models,  we  con*^ 
elude  that  the  defendants,  who  had  been  previously  drawing  their 
glass  from  a  tank  and  the  body  of  the  tank,  saw  fit  to  change  botli 
the  construction  and  the  mode  of  operation  of  their  tank.  Their 
change  in  construction  consisted  in  adding  to  the  side  of  the  tank^ 
at  its  working  end,  side  chambers,  into  which  the  glass  flowed  from 
the  main  body  of  the  tank,  so  that  in  this  way  they  received  a  con- 
tinuous and  full  supply  of  molten  glass.  The  roof  of  this  side  struc- 
ture was  lower  than  the  tank-roof.  It  was  also  shielded  both  from 
the  direct  effect  of  the  burning  of  the  generative  gas  in  the  tank 
proper  and  was  measurably  protected  from  the  radiation  of  that 
heat,  not  only  by  its  retired  position  and  by  its  roof,  but  by  the 
shields  and  heating-reducing  devices  employed  in  and  about  such 
side  chamber.  We  are  quite  clear  that  this  side  structure  of  the 
defendants,  from  which  they  drew  their  glass,  was  the  functional 
equivalent  of  Lubbers's  forehearth.  It  had  all  the  functional  fea- 
tures which  Lubbers  first  pointed  out  to  the  art  in  his  forehearth.  It 
was  automatically  fed  from  the  main  body  of  the  tank.  Its  heat  was 
less  than  the  main  body  of  the  tank.  It  used  shields  and  cooling- 
rings.  It  alGforded  a  workable  basis  for  drawing  window-glass  cyl- 
inders, and  its  structure  was  such  as  to  allow  the  control  and  modi- 
fication of  heat,  which  were  essential  to  the  success  of  a  machine- 
drawing  system.  Its  location  and  relation  to  the  tank  were  such 
that,  while  this  side  structure  got  the  benefit  of  the  whole  maximum 
heat  of  the  tank  and  of  the  whole  molten  product  of  the  tank,  those 
operating  it  were  enabled  to  use  only  such  ranges  of  the  maximum 
heat  as  they  needed  to  maintain  proper  glass-molten  conditions,  and 
yet  were  enabled  to  shield  or  shut  off  such  portions  of  the  tank  as 
were  harmful.  In  no  sense  of  the  word  did  the  defendants  in  their 
reconstructed  tank  follow,  either  in  function  or  physical  effect,  the 
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old  system  of  working  from  the  tank  proper;  but  they  availed  them- 
selves in  function  and  practice  of  Lubbers's  forehearth  in  a  modified 
form,  which  one  of  the  plaintiifs'  witnesses  has  happily  called  a 
**  sheltered  cove."  We  are  quite  clear  that  the  judge  committed  no 
error  in  holding  that  defendants'  side-tank  practice  was  an  infringe- 
ment of  Lubbers's  patents. 

As  to  those  features  of  infringement  which  the  court  below  did  not 
pass  upon,  we  deem  it  sufficient  to  say  that,  in  view  of  what  we  have 
already  said  on  the  general  subject  of  infringement,  we  feel  that,  in 
in  addition  to  what  the  court  below  found  infringed,  we  are  justified 
in  also  finding  that  claim  5  of  Patent  No.  702,014  to  Lubbers,  which 
we  have  before  indicated  was  valid,  was  also  infringed.  We  further 
find  that  claims  1  and  2  of  patent  to  Chambers,  No.  762,880,  which  we 
have  before  found  valid,  were  also  infringed.  We  also  find  that 
claims  of  the  patent  to  Hitner,  No.  821,361,  for  capping  off  glass  cyl- 
inders, which  we  have  heretofore  foimd  valid,  were  infringed.  We 
also  find  the  claims  of  Patent  No.  822,452  to  Hitner,  for  a  hoist, 
which  we  have  heretofore  found  valid,  were  also  infringed.  We  also 
find  that  claims  20,  21,  23,  24,  and  26  of  the  patent  to  Lubbers,  No. 
886,618,  for  a  hole-vent,  which  we  have  found  valid,  were  infringed. 

With  these  additions  and  modifications,  the  decree  of  the  court 
helow  will  he  affirmed. 

In  thus  concurring  in  the  conclusion  reached  by  that  court  we  place 
of  record  the  fact  that  the  work  of  the  individual  members  of  this 
court  in  understanding  the  complicated  and  difficult  questions  in- 
volved, in  digesting  the  proofs,  and  in  formulating  their  views  have 
been  greatly  aided  by  the  industry,  patience,  and  research  expended 
by  Judge  Thomson  in  the  preparation  of  his  able  and  exhaustive 
opinion. 

[U.  S.  Circuit  Court  of  Appeals — Second  Circuit.] 

HERcuiiES  Powder  Company  v.  Newton,  Commissioner  of  Patents. 

Decided  April  U,  1920, 

274  O.  G.,  204;  266  Fed.  Rep.,  169. 

1.  Trade-Mabks— Suit  Undeb  Section  4915,  Revised  Statutes — Jurisdiction. 
In  a  suit  brought  under  section  4915,  Revised  Statutes,  against  the  Ck)m- 
mlssloner  of  Patents  to  obtain  registration  of  a  trade-mark,  where  there  Is 
diversity  of  citizenship  of  the  parties,  although  neither  is  a  resident  of  the 
district  where  suit  Is  brought,  jurisdiction  exists  where  defendant  consents 
to  the  suit 

U-  Same — Registration — Right  to  Registration  Qovebned  Alone  by  Statutobt 
Provisions. 
Upon  application  to  register  a  trade-mark  where  the  question  presented 
Is  whether  the  mark  is  descriptive,  and  hence  not  registrable  under  the 
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Statutes,  the  value  of  the  mark  or  the  fact  that  dealers  and  buyers  of  the 
goods  to  which  it  has  been  applied  do  not  associate  it  with  the  goods  except 
as  indicative  of  origin  is  immaterial  and  tends  only  to  prove  rights  which 
should  be  protected  from  unfair  competition. 

3.  Same— Same — ^Descbiptiveness  of  Mark  Question  of  Law. 

Upon  application  to  register  a  trade-mark  the  question  whether  it  is  de- 
scriptive is  a  legal  one  where  there  are  no  contradictions  of  fact  or  contra- 
dictory inferences  of  fact.  {Gold  v.  Newton,  C.  D.,  1918,  310;  256  O.  G., 
640;  254  Fed.  Rep.,  824;  distinguished.) 

4.  Same — ^What  is  a  Registbabm  Makk  Not  Defined  by  Statute. 

The  trade-mark  statute,  (act  of  1905,  88  Stat,  724,)  as  amended,  does 
not  describe  or  define  what  constitutes  either  a  good  trade-mark  or  a 
registrable  trade-mark.  It  assumes  that  the  word  has  a  meaning  suffi- 
ciently well  known  to  dispense  with  statutory  definition.  It  does,  however, 
lay  down  some  rules  for  the  guidance  of  the  Ck)mmissloner,  amonfi^ 
which  is  the  provision  that  "no  mark  which  consists  ♦  ♦  ♦  merely 
in  words  ♦  ♦  ♦  which  are  descriptive  of  the  goods  with  which  they 
are  used,  or  of  the  character  or  quality  of  such  goods,  or  merely  a  geo- 
graphical name  or  term,  shall  be  registered." 

5.  Same — Rights  Acquibbd  by  Ten  Yeabs*  Exclusive  Use. 

The  Trade-Mark  Act  of  1905  (38  Stat.,  724)  in  the  so-called  "  ten-year 
clause"  recognized,  if  it  did  not  create,  a  property  right  previously- 
doubtful,  if  not  wholly  non-existent;  but  it  does  not  give  similar  rights 
to  one  who  has  exclusively  used  a  merely  descriptive  or  geographical 
mark  for  ten  years  expiring  after  the  passage  of  the  act. 

6.  Same. 

"  No  sign  or  form  of  words  can  be  appropriated  as  a  valid  trade-mark 
which  from  the  nature  of  the  fact  conveyed  by  its  primary  meanln^p 
others  may  employ  with  equal  truth,  and  with  equal  right,  for  the  same 
purpose."  (Standard  Paint  Co,  v.  Trinidad  Asphalt  Co.,  C.  D.,  1911,  530; 
165  O.  a,  971 ;  220  U.  S.,  446.) 

7.  Same— Desceiptive  Masks — "Mebklt"  Descbiftive. 

"'Merely  descriptive'  (Trade-Mark  Act  of  1905,  section  5  (6))  means 
orUy  descriptive,  or  nothing  more  than  descriptive.  It  may  be  that  the 
force  of  the  adverb  is  satisfied  by  the  addition  to  the  descriptive  wosd 
of  a  picture  or  device,  or  by  qualifying  the  description  through  the  addi- 
tion of  another  word.  ♦  ♦  ♦  But  if  the  proposed  trade-mark  consists 
of  a  single  word,  then  that  word  standing  alone  is  merely  descriptive^ 
or  it  is  not  descriptive  at  all.*' 

8.  Same — "  Infaixible,"  fob  Smokeless.  Powdeb,  Mebext  Descbiftive. 

The  word  "Infallible,*'  as  applied  to  smokeless  powder.  Held  merely 
descriptive.  Perhaps,  when  accurately  used,  it  refers  always  to  mental 
processes,  but  in  common  acceptation  it  means  **  exempt  from  uncer* 
talnty**  or  "absolutely  trustworthy." 

9.  Same — StrOOESTtVENESS   AITD  DbSCBIFTIVENBSS  DlSTINOUliSHED. 

"The  difference  between  suggestion  and  description  is  often  hard  1x^ 
perceive.  An  explosive  powder  marked  as  'Hercules*  would  be  sugges- 
tive, and  no  person  other  than  its  maker  could  with  equal  right  and  equal 
truth  call  his  powder  by  that  name  or  any  derivation  therefrom;  but 
'  Infallible  *  is  merely  descriptive  because  it  has  no  association  with  the 
Hercules  Company  other  than  that  acquired  by  a  long  course  of  business 
nomenclature." 
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Appeal  from  decree  entered  in  the  District  Court  for  the  Southern 
District  of  New  York,  dismissing  bill  in  equity. 

STATEMENT  OF  THE  CASE. 

The  bill  is  brought  under  section  4915.  Revised  Statutes,  and  sec- 
tion 9  of  the  Trade-Mark  Act  of  1905  (33  Stat.,  727)  to  procure  a 
declaration  that  plaintiff  is  entitled  to  have  defendant  register  under 
the  act  its  trade-mark  of  "  Infallible  "  for  smokeless  sporting-powder. 

Diversity  of  citizenship  exists  between  the  parties;  therefore,  al- 
though neither  is  resident  within  the  Southern  District  of  New  York, 
jurisdiction  exists  based  solely  on  the  consent  of  defendant.  {Bar- 
rett Co.  V.  Ewing,  C.  D.,  1917,  353;  243  O.  G.,  1065;  242  Fed.  Rep., 
506.) 

In  1914  plaintiff  applied  for  registration  showing  a  use  of  the 
word  "  Infallible  "  as  applied  to  smokeless  sporting-powder  for  sev- 
eral years.  On  appeal  from  the  Examiner  defendant  said  that  "  un- 
der the  circumstances  "  shown,  he  held  the  word  "  descriptive  "  with 
^' great  reluctance.'' 

He  pointed  out  that  plaintiff's  use  of  the  word  as  a  mark  could  be 
protected  on  the  principles  of  unfair  competition,  but  since  the  Pat- 
ent Office  had  theretofore  denied  registration  to  "  Infallible  "  as  ap- 
plied to  flour,  the  same  reasons  impelled  to  deny  as  to  smokeless  pow- 
der; for  plaintiff  claimed  by  advertisement  that  its  powder  was 
'^^ uniform  in  velocity  and  pattern,"  not  "affected  by  climatic 
changes,"  and  "  always  reliable."  Of  such  a  substance  he  thought 
''^ Infallible,"  not  "exhaustively"  descriptive,  but  still  it  described 
the  qualities  such  powder  should  possess  and  it  therefore  should  not 
be  registered. 

From  this  decision  an  appeal  was  taken  to  the  Court  of  Appeals 
of  the  District  of  Columbia,  which  affirmed.  {In  re  Herculea  Pow- 
der Co.,  C.  D.,  1917, 176;  241  O.  G.,  1157;  46  App.  D.  C,  62.)  This 
suit  was  then  brought,  and  the  bill  dismissed ;  this  appeal  followed. 

{Decree— C.  D.,  1918,  114;  257  O.  G.,  1081;  254  Fed.  Rep.,  906— 
aifwmed.  For  decision  of  the  Court  of  Appeals  of  the  District  of 
€ohmibia  see  C.  D.,  1917,  176;  241  O.  G.,  1157;  46  App.  D.  C,  62.) 

,  Mr.  Edwin  J.  Prindle  and  Mr.  Warren  H.  Small  for  the  plaintiff- 
appellant. 

Mr.  Rohert  F.  Whitehead  and  Mr.  Lineas  D.  Underwood  for  the 
appellee. 

Before  Ward,  Hough,  and  Maij^ton,  Circuit  Judges. 

HoTJGH,  Cir.  e/.; 

'  The  issue  tendered  l)y  the  pleadings  herein  is  shown  by  an  extract 
from  the  answer,  viz : 
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Defendant  denies  that  the  word  "  Infallible  *'  is  registrable  as  a  trademark 
for  smokeless  powder  under  the  act  ♦  ♦  ♦  and  avers  that  It  is  ♦  ♦  ♦ 
precluded  from  registration  by  said  act. 

Thus  the  point  is  not  that  registration  ought  not  to  be  granted  be- 
cause of  some  proven  fact,  but  that  it  cannot  lawfully  be  conferred 
because  the  statute  forbids. 

Plaintiff  has,  we  think,  sought  to  complicate  the  issue  by  pressing 
upon  us  as  a  fact  proven  beyond  doubt,  that  dealers  and  buyers  of 
powder  do  not  associate  "  Infallible  "  with  that  explosive  except  as 
indicative  of  its  origin — "  Infallible  "  means  made  by  Hercules  Co. 

If  this  be  true,  it  doubtless  strengthens  plaintiff's  rights  against 
infringers  or  trespassers;  it  shows  the  existence  of  a  business  to 
which  the  mark  is  appurtenant,  and  tends  to  prove  rights  which 
should  be  protected  from  unfair,  i.  e.  deceptive  competition. 

But  the  only  question  we  have,  or  can  have  presently  before  us,  is 
the  right  to  register;  not  the  value  or  worthlessness  of  what  is 
registered. 

The  desirability  of  registration  under  the  act  of  1906,  to  and 
among  those  in  extensive  and  especially  foreign  trade  is  very  great, 
and  need  not  be  dwelt  upon ;  yet  it  is  too  well  settled  to  need  citation, 
that  a  trade-mark  is  not  the  creature  of  registration,  but  the  ap- 
panage or  growth  of  a  business.  The  Commissioner  cannot  base 
approval  or  denial  of  application  on  an  inquiry  into  the  nature  of 
petitioner's  business,  or  a  finding  as  to  how  the  public  regards  the 
product  thereof;  he  can  but  examine  the  article  and  the  mark,  and 
declare  whether  the  statute  prohibits  their  registered  union. 

Therefore  the  evidence  offered  by  plaintiff  is  immaterial  and  we 
regard  the  case  as  presenting  nothing  but  an  inquiry  as  to  the  mean- 
ing of  a  satute. 

The  absence  of  contradictions  of  fact,  or  of  contradictory  infer- 
ences of  fact  from  admitted  phenomena,  differentiates  this  case  from 
Gold  V.  Newton,  (C.  D.,  1918, 310;  256  O.  G.,  649;  254  Fed.  Eep.,  824,) 
and  we  proceed  to  consider  the  legal  question  above  stated. 

Our  present  trade-mark  statute,  (act  of  1905,  33  Stat.,  724,)  as 
amended,  does  not  describe  or  define  what  constitutes  either  a  good 
trade-mark  or  a  registrable  trade-mark.  It  assumes  that  the  word 
has  a  meaning  sufficiently  well  known  to  dispense  with  statutory 
definition. 

It  does,  however,  lay  down  some  rules  for  the  guidance  of  the 
Commissioner,  and  this  case  revolves  around  the  construction  of  one 
of  those  rules,  viz.,  (act,  sec.  5 ;  Comp.  Stat.,  sec.  9490 :) 

No  mark  which  consists  •  •  •  merely  in  words  ♦  •  *  which  are 
descriptive  of  the  goods  with  which  they  are  used,  or  of  the  character  or 
quality  of  such  goods,  or  merely  a  geographical  name  or  term,  shall  be  regis- 
tered. 
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It  has  been  said  of  these  words  that  they  only  declare  "the 
accepted  law  of  trade-marks,"  and  we  agree  with  this  ruling.  {Re 
National  Phonograph  Co.^  C.  D.,  1907,  550;  128  O.  G.,  1295;  29  App. 
D.  C,  142.) 

On  one  point  only  did  the  present  statute  in  effect  certainly  rec- 
ognize, if  not  create,  a  property  right  previously  doubtful  if  not 
wholly  non-existent.  We  refer  to  the  so-called  "ten-year  clause," 
also  found  in  section  5  of  the  act,  which  as  construed  in  Davids  Co. 
V.  Davis  (C.  D.,  1914, 367;  202  O.  G.,  962;  233  U.  S.,  461)  and  Nash- 
vUle^  etc.j  Co.  v.  Coca  Co.  (215  Fed.  Rep.,  527)  secured  if  it  did  not 
give  to  those  who  had  exclusively  used  a  doubtful  mark  for  ten  years 
before  the  passage  of  the  trade-mark  statute,  rights  now  undoubted. 

But  nothing  can  be  found  in  the  act  which  gives  to  one  who  has 
succeeded  in  exclusively  using  a  merely  descriptive  or  geographical 
or  proper  name  for  ten  years  expiring  after  the  passage  of  the  act, 
rights  identical  with  or  similar  to  those  validated  by  the  ten-year 
clause. 

It  seems  to  us  the  clear  intent  of  the  legislature  to  compel  those 
who  wish  registration  for  their  marks  and  who  could  not  claim 
under  the  ten-year  proviso,  to  suggest  to  the  Commissioner  for  regis- 
tration only  those  marks  recognized  by  the  "  accepted  law,"  i.  e.  in 
the  absence  of  further  legislation  by  the  rule  announced  in  authori- 
tative judicial  decisions. 

It  is  not  without  interest  to  note  that  contemporaneously  with  the 
passage  of  our  present  statute.  Great  Britain  revised  its  law  by  pass- 
ing the  Trade-Mark  Act  of  1905.  (For  text  see  Sebastian,  Trade- 
marks, 5th  ed.,  p.  868.) 

That  act  provides  (sec.  9,  subsec.  4)  that  a  mark  may  be  regif^ 
tered  which  is — 

a  word  or  words  having  no  direct  reference  to  the  character  or  quaUty  of  the 
goods — 

to  be  distinguished. 

Under  this  section  of  the  act  has  grown  up  the  English  rule  that 
words  which  are  merely  "laudatory  epithets"  are  not  registrable  as 
trade-marks.  (Re  Crosfield^  L.  R.,  1919,  1  ch.,  130,  disallowing  the 
word  "Perfection"  as  applied  to  soap;  and  irv  re  Sharpe^  etc.^f  84 
L.  J.,  ch.  290,  rejecting  the  word  "  Classic  "  as  applied  to  stationery.) 

Though  often  difficult  iu  \ipplication,  the  accepted  legal  rule  for 
trade-marks  suspected  of  being  descriptive  or  geographic  is  not  diffi- 
cult to  state;  and  it  may  be  noted  that  both  in  the  statute  and  in 
decisions  the  faults  arismg  from  geographic  and  descriptive  names 
are  treated  alike — they  are  nearly  akin. 

For  us  the  authoritative  rule  was  restated  in  Standard^  etc.y  Co.  ▼. 
Trinidad.,  etc,  Co.  (C.  D.  1911,  630;  166  O.  G.,  971;  220  U.  S.,  at 
458)  thus: 
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It  (the  trademark)  may  consist  In  any  symbol  or  in  any  form  of  words, 
but  as  its  office  Is  to  point  out  distinctively  the  origin  or  ownership  of  the 
articles  to  which  it  Is  affixed,  it  follows  that  no  sign  or  form  of  words  can 
be  appropriated  as  a  valid  trademark  which  from  the  nature  of  the  fact  con- 
veyed hp  its  primary  meaning  others  may  employ  ioith  equal  truth,  and  with 
equal  right,  for  the  same  purpose. 

The  latest  ruling  {Hamilton,  etc.,  Co.  v.  Wolf,  C.  D-,  1916,  281; 
225  O.  G.,  1441 ;  240  U.  S.,  at  256)  relies  upon  the  same  decisions  and 
applies  the  same  rule  to  a  close  case;  and  in  holding  "American 
Girl "  as  not  descriptive  of  shoes,  points  out  that  "  American  Shoes  " 
would  come  within  the  prohibition.^ 

It  seems  clear,  therefore,  that  the  Commissioner  will  properly  act 
under  this  section  of  the  statute  if  he  inquires  whether  under  ruling 
case  law  the  proposed  trade-mark  is  descriptive — unless  it  can  be 
held  that  the  statute  has  modified  or  changed  the  result  of  judicial 
decision  by  inserting  the  word  "  merely." 

"Merely  descriptive"  means  only  descriptive,  or  nothing  more 
than  descriptive.  It  may  be  that  the  force  of  the  adverb  is  satisfied 
by  the  addition  to  the  descriptive  word  of  a  picture  or  device,  or  by 
qualifying  the  description  through  the  addition  of  another  word. 
Thus  in  Be  Oros field,  s^cpra  (p.  143)  it  was  suggested  that  while 
appellant  could  not  usa  the  word  "Perfection"  as  a  trade-mark  for 
soap,  if  he  used  "Crosfield's  Perfection"  different  considerations 
might  arise. 

But  if  the  proposed  trade-mark  consists  of  a  single  word,  then 
that  word  standing  alone  is  merely  descriptive,  or  it  is  not  descrip- 
tive at  all. 

It  does  not  conflict  with  this  ruling  that,  as  suggested  in  WiUiama 
Y.  MUeheU,  (C.  D.,  1901, 445 ;  96  O.  G.,  2411 ;  106  Fed.  Bep.,  at  170,)  a 
word  may  be  in  its  nature  descriptive,  and  yet  in  its  application  not 
desmptive*' 

As  most  English  speech  is  to  be  imderstood  only  from  its  context, 
so  a  word  often  takes  its  hue  and  meaning  from  its  environment.  It 
is  to  this  truth  that  we  owe  such  decisions  as  that  in  Waterman  v. 
Shifnmn,  (130  N.  Y.,  at  310,)  holding  that  the  word  "Ideal"  as 
applied  to— 

fountain  pens  (is)  noordeseriptlye,  arbitrary  and  fandfal  and  has  no  natnral 
nor  necessary  appUcatloa  to  a  pen. 

And  this  court  made  the  same  ruling  in  respect  of  the  same  word 
as  applied  to  brushes,  in  Hughes  v.  Smith,  (209  Fed.  Bep.,  at  39,) 
although  the  remark  was  not  necessary  to  decision,  inasmuch  as  the 
^^  ten-year  clause  "  protected  that  particular  trade-mark. 

*  Dennison,  etc,  Co.  v.  TlUimas,  etc.,  Co.  (04  Fed.  Bep.,  651)  and  Kellogg,  etc,  Oo,  y. 
QwA^  Oots  Oo,  (286  Fed.  B«p.  667)  contain  dtatloni  of  practically  aU  the  best  consid- 
ered cases  on  tbis  sabject. 

*TMs  rnllns  was  disapproved  (as  it  seems  to  us  improperly)  in  re  American  droular 
Loom  Oo.  (C.  D.,  1007,  462;  126  O.  G.,  2101 ;  28  App.  D.  C,  446.) 


Digitized  by 


Google 


346       DECISIONS  OF  THE  U.  S.  COUBTS  IN  PATENT  CASES,  1020. 

But  after  making  these  allowances  it  remains  true  that  the  funda- 
mental inquiry  is  this :  Does  the  suggested  trade-mark  word  or  device 
with  the  environment  proposed  for  it,  convey  by  its  primary  meaning 
something  which  others  may  employ  with  equal  truth  and  equal  right 
for  the  same  purpose? 

Putting  that  inquiry  in  this  case,  it  seemsl  to  us  that  the  word 
"InfalUhle"  as  applied  to  explosive  powder,  is  merely  descriptive. 
The  word  by  derivation,  and  perhaps  when  accurately  used,  refers 
always  to  mental  processes ;  but  it  has  long  come  to  mean  in  common 
acceptation  "  exempt  from  uncertainty,"  or  "  absolutely  trustworthy.*' 
When  applied  to  an  explosive  it  is  plainly  descriptive  of  what  the 
powder  will  do,  and  is  distinctly  the  ^^  laudatory  epithef  of  the 
English  cases. 

Comparing  it  with  the  American  formulation  of  the  rule,  it  is 
obvious  that  any  other  manufacturer  of  equally  good  powder  may, 
with  equal  right  and  equal  truth  call  his  explosive  '^  Infallible." 

Decisions  on  such  a  point  as  this  are  illustrations  rather  than 
ruling  precedents,  for  the  environment  or  application  of  the  word 
may  so  easily  modify  its  signification. 

Yet  since  the  word  is  a  common  one,  ruling  upon  a  word  similarly 
suggestive  of  excellence  and  similarly  conunon  are  illuminative. 
The  word  ^^  Standard  "  as  applied  to  phonographs  has  been  rejected, 
{Re  National  Phonograph  Co.,  C.  D.,  1907,  550;  128  O.  G.,  1295; 
29  App.  D.  C,  142) ,  and  has  been  found  equally  open  to  objection  in 
respect  of  scales,  {Computing  Scale  Co.  v.  Standard^  ete.j  Co,,  118 
Fed.  Eep.,  935,)  while  as  applied  to  bathtubs  and  similar  articles 
it  has  been  rejected  {Standard  Ideal  Co,  v.  Standard  Samtary  Co., 
L.  B.,  1911,  App.  Cas.,  78)  under  the  Canadian  Traide-Mark  Act, 
which  requires  refusal  of  registration — 

If  the  so-called  trademark  does  not  contain  the  essentials  necessary  to  constitate 
a  trademark  properly  q;>eaklng. 

Under  this  language  it  seemed  to  the  Privy  Council — 

perfectly  clear  that  a  common  English  word  having  reference  to  the  character 
and  quality  of  the  goods  In  connection  with  which  it  is  used,  and  having  no 
reference  to  anything  else,  cannot  be  an  apt  or  appropriate  instrument  for 
distinguishing  the  goods  of  one  trader  from  those  of  another. 

The  decisions  of  this  court  have  adhered  to  this  rule  consistently, 
from  Bennett  v.  McKinley  (65  Fed.  Rep.,  506,  instantaneous-tapioca 
case)  to  Thsrmogene  Co.  v.  Tfiermozime  Co.,  (234  Fed.  Rep.,  69,  the 
thermos-bottle  case.)  The  litigation  over  "Holeproof"  hosiery 
{Holeproof  Co.  v.  WaUadh,  172  Fed  Rep.,  859,  modifying  167  Fed. 
Rep.,  373)  was  decided  wholly  oh  grounds  of  unfair  competition;  as 
also  were  Siegert  v.  Gandolji,  (147  Fed.  Rep.,  100,  the  Angostura 
Bitters  case;)  Florence,  etc.  Co.  v.  Dowd,  (178  Fed.  Rep.,  73,  the 
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Keep  Clean  toothbrush  case,)  and  Wrigley^  etc.^  Co.  v.  Grove  Co.^ 
(183  Fed.  Eep.,  99,  the  spearmint-gum  case.) 

It  is  true  that  in  some  of  the  decisions  hereinabove  cited,  and 
many  others,  the  distinction  between  rights  inhering  in  a  valid  and 
registrable  trade-mark  and  those  arising  from  a  defendant's  unfair 
competition  have  not  been  plainly  delimited.  Yet  the  distinction  is 
not  shadowy ;  and  in  the  closely-akin  matter  of  geographical  names 
as  trade-marks  we  have  recently  treated  it  at  length  in  Scandinavia 
Co.  V.  Asbestos^  etc.^  Worka^  (257  Fed.  Rep.,  pp.  951  and  960.) 

We  there  held  that  geographical  names  do  not  constitute  valid 
trade-marks  unless  selected,  issued  and  appropriated  under  such 
special  circumstances  as  to  point  distinctively  to  origin  or  ownership. 
Of  this  the  Chartreuse  litigation  is  the  best  instance.  {Baglin  v. 
Cusenier  Co.,  C.  D.,  1911,  552;  169  O,  G.,  580;  221  U.  S.,  592.) 
Transferring  that  remark  to  the  present  case  of  a  descriptive  word 
fis  a  trade-mark  we  think  that  such  word  must  be  rejected  unless  it  is 
BO  modified  by  other  words,  phrases  or  designs  as  to  render  it  not 
^'merely"  descriptive^  or  unless  common  knowledge  or  evidence 
demonstrates  that  the  descriptive  word  is  used  in  a  plainly  non- 
descriptive  maimer. 

Of  this  last  the  Sterling  Ale  case  {Worcester,  etc.,  Co.  v.  Rueter, 
157  Fed.  Rep.,  217)  and  Ludington,  etc.,  Co.  v.  LeoTiard  (127  Fed. 
Rep.,  155)  are  examples.  In  this  last  case  the  word  "Carroms" 
-was  upheld  as  a  trade-mark  for  a  game  because  a  carom  was  no 
part  of  the  game. 

The  similarity  of  trade-mark  and  unfair  competition  law  is 
obvious ;  the  latter  largely  grew  out  of  the  former  and  is  its  natural 
•evolution.  The  differences  between  them  are  perhaps  as  well  marked 
by  extreme  cases  under  both  doctrines  as  in  any  other  way.  The 
rigid  yet  far-reaching  nature  of  a  trade-mark  is  well  illustrated  by 
Aunt  Jemima,  etc.,  Co.  v.  Rigney,  (247  Fed.  Rep.,  407,)  while  the 
possibilities  of  relief  against  unfair  competition  find  an  extreme 
example  in  Shredded  Wheat  Co,  v.  Humphrey  ComeU  Co.,  (250  Fed. 
Kep.,  960.)  The  litigation  in  this  circuit  over  this  trade-mark  has 
^vve  think  grown  out  of  the  very  rigid  language  employed  by  the 
<Court  of  Appeals  of  the  District  of  Columbia  in  cases  of  this  kind. 
The  decision  on  the  appeal  of  the  present  plaintiff  is  based  upon 
Adherence  to  the  court's  previous  decision  in  Re  Central  Conawners^ 
League,  (C.  D.,  1909,  829;  140  O.  G.,  1211;  32  App.  D.  C,  523,) 
where  the  court  held  that  it  was  the  object  of  Congress — 

to  prohibit  anyone  from  acquiring  a  property  right  ♦  ♦  ♦  in  a  name  possess- 
ing any  inherent  signification  that  would  of  itself  enhance'  the  use  or  value  of 
the  article  or  articles  to  which  It  may  be  applied.  *  *  ♦  It  was  intended  to 
iJUnlt  the  selection  to  mere  arbitrary  words. 
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In  adhering  to  its  previous  ruling  the  court  further  said  of  trade- 
mark words  in  general : 

If  descriptive  at  all,  the  act  forbids  the  registration. 

As  above  indicated,  we  think  that  is  going  too  far-  The  suggested 
word  must  be  "  merely  "  descriptive  and  must  be  so  descriptive  with 
reference  to  the  particular  thing  to  be  described. 

The  difference  between  suggestion  and  description  is  often  hard 
to  perceive.  Complete  definition  seems  to  us  impossible,  but  apt  illus- 
tration is  furnished  by  the  present  cause.  An  explosive  powder 
marked  as  "  Hercules  "  would  be  suggestive,  and  no  person  other  than 
its  maker  could  with  equal  right  and  equal  truth  call  his  powder  by 
that  name  or  any  derivative  therefrom ;  but  "  Infallible  "  is  merely 
descriptive  because  it  has  no  association  with  the  Hercules  Company- 
other  than  that  acquired  by  a  long  course  of  business  nomenclature. 

Another  reason  for  this  present  action  is  the  long  line  of  trade- 
marks allowed  by  the  Patent  Office  and  thought  by  the  plaintiff  to 
be  open  to  the  same  objection  successfully  urged  against  his  word 
"Infallible."  It  seems  to  us  that  the  registration  of  such  words  as 
"Perfection"  and  "Marvellous"  for  cold-cream  (not  to  speak  of 
others)  is  open  to  criticism,  but  errors  in  the  Office  cannot  affect 
authoritative  judicial  decisions.  It  is  also  reasonably  inferable  from 
this  record  that  plaintiff  feels  unjustly  treated  by  refusal  to  register 
a  word  which  it  has  exclusively  and  successfully  used  as  a  trade- 
mark for  more  than  ten  years,  but  not  for  that  decade  which  alone 
secures  protection  under  the  ten-year  clause  of  the  present  statute. 
We  appreciate  the  hardship  and  are  quite  aware  of  the  international 
trade-mark  difficulties  which  beset  the  path  of  the  American  trader 
in  foreign  parts  who  has  not  secured  registration  in  his  own  country. 
But  the  remedy  is  with  the  Congress,  and  neither  the  Commissioner 
of  Patents  nor  any  court  can  change  the  accepted  law  on  which  the 
Trade-Mark  Act  of  1905  was  built. 

It  is  not  possible  under  the  present  act  for  a  citizen  to  choose  as 
his  trade-mark  something  invalid  by  general  law,  use  it  without  op- 
position long  enough  to  make  a  showing  of  trade  repute  and  com- 
mercial success,  derive  from  that  success  "  secondary  meaning "  for 
his  mark,  and  then  apply  for  registration. 

There  is  much  to  be  said  in  favor  of  a  registration  law  which  would 
give  legal  and  governmental  sanction  to  any  mark  which  it  could 
be  shown  the  public  has  accepted.  Such  a  system  would  enable  this 
plaintiff  to  prevail;  but  Congress  must  first  create  it. 

Decree  affirmed. 
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[U.  8.  Circuit  Court  of  Appeal*— TlUrd  Circuit.] 

KoHM  et  al.  V.  Martin  Dennis  Co. 

Decided  January  12,  1920. 

275  O.  G.,  201 ;  263  Fed,  Rep.,  388. 

1.  Patents — Fob   Hide   Phepabation   Invalid   fob  Failure  to  Disclose   In- 

vention. 
Rohm  patent.  No.  886,411,  for  a  process  for  bating  hides,  Held  invalid, 
because  of  the  application's  failure  to  fully  and  clearly  disclose  the  in- 
vention, as  required  by  Revised  Statutes,  section  4888.     (Comp.  St.  sec. 
9432.) 

2.  Same— Necessity  of  Cleablt  Disclosing  Invention. 

Revised  Statutes,  section  4888  (C!oinp.  St.  sec.  9482)  and  the  purpose 
of  the  patent  laws  require  a  full  disclosure  of  the  invention  before  the 
patent  is  granted,  In  order  that  the  public  may,  at  the  expiration  of  the 
patent,  have  full  use  of  the  Invention. 

Appeal  from  the  District  Court  of  the  United  States  for  the  Dis- 
trict of  New  Jersey;  J.  Warren  Davis,  judge. 

Patent  infringement  suit  by  Otto  Rohm  and  the  Rohm  &  Haas 
Company  against  the  Martin  Dennis  Company.  From  a  decree  dis- 
missing the  bill  {263  Fed.  Rep,^  106) ,  plaintiffs  appeal.    Affirmed. 

Mr.  Charles  Neave  and  Mr.  MerreU  E.  Clark  for  the  appellants. 

Messrs.  McCarter  <&  Enfflish  and  Mr.  ArtKv/r  L.  FvJXman  {Mr. 
Park  Benjamin  of  counsel)  for  the  appellee. 

Before   Buftington  and  Woollet,  Circuit  Judges,  and  Morris, 

District  Judge. 
BuFFiNGTON,  Cir.  J.: 

The  bill  filed  in  the  court  below  by  Otto  Rohm  and  others,  owners 
of  Patent  No.  886,411,  issued  to  him  May  5,  1908,  for  a  preparation 
of  hides  for  the  manufacture  of  leather,,  charged  the  Martin  Dennis 
Company  with  infringement  of  said  patent.  On  final  hearing,  that 
court  entered  a  decree  dismissing  the  bill.  Thereupon  Rohm  and  his 
associates  took  this  appeal. 

1.  After  full  argument  before  this  court  and  due  consideration, 
we  are  of  opinion  the  court  below  committed  no  error  in  dismissing 
the  bill,  and  we  rest  our  conclusion  on  the  ground  that  the  patent  is 
invalid  by  reason  of  the  fact  that  the  patentee  did  not,  in  his  appli- 
cation, give  the  public  that  full  and  clear  disclosure  of  his  invention 
Revised  Statutes,  section  4888  (Comp.  St.  sec.  9482)  requires. 

The  patent  covers  a  process  for  bating  hides  which  is  so  fully 
described  in  the  opinion  below  that  we  save  needless  restatement  by 
referring  to  the  report  thereof  at  268  Fed.  Rep.,  106.  Briefly  stated, 
the  alleged  invention  of  Rohm  was  the  substitution  by  him  of  the 
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pancreas  of  animals  for  the  dog-manure  used  in  the  well-known 
process  of  bating  hides.  The  old  process  and  Rohm's  improvement 
by  substituting  animal  pancreas  for  dog-manure  are  thus  stated  in 
his  specification: 

For  bating  hides,  that  Is  to  say,  for  removing  the  lime  and  fatty  matter 
from  the  hides  after  the  liming  process,  dog  manure  has  been  used  for  a  long 
time. 

The  present  invention  has  for  its  object  to  provide  a  simpler  and  more  re- 
liable method  of  removing  the  lime,  together  with  the  fatty  matter  and  the 
remnant  of  the  hairs.  For  this  purpose  I  treat  the  hides  with  an  aqueous  ex- 
tract from  the  pancreas  of  animals.  The  principal  constituent  of  the  said 
pancreatic  extract  is  trypsin,  the  effect  of  which  is  materially  assisted  by  the 
other  enzym  of  the  pancreas,  viz.,  steapsin,  which  has  the  property  of  splitting 
up  fat  and  completing  the  saponification  of  the  fat  contained  in  the  hides. 

Bohm's  disclosure  as  to  use  of  his  process  is  as  follows : 

The  details  of  procedure  wiU  appear  from  the  following  example :  A  pancreas 
weighing  about  250  grams  is  extracted  with  1  liter  of  water,  and  10  cubic  centi- 
meters of  this  extract  are  added  to  d90  cubic  centimeters  of  a  0.1  per  cent 
aqueous  solution  of  ammonium  chlorid.  The  solution  thus  obtained  is  an 
excellent  bate. 

Is  this,  in  connection  with  the  other  parts  of  the  specification,  a 
compliance  with  Revised  Statutes,  section  4888,  which  required 
that— 

Before  any  Inventor  or  discoverer  shall  receive  a  patent  for  his  invention 
or  discovery,  he  shall  ♦  *  ♦  file  in  the  Patent  Office  a  written  descrip- 
tion *  *  ♦  of  the  manner  and  process  of  making  *  ♦  •  and  using  it, 
in  such  full,  clear,  *  •  •  and  exact  terms  as  to  enable  any  person  skilled 
in  the  art  *  *  ;  to  whldi  it  appertains,  *  *  *  to  make  ♦  ♦  •  and 
use  the  sama 

Has  this  basic  statutory  condition  precedent  to  the  grant  of  a 
patent  been  complied  with  by  the  present  applicant?  The  evi- 
dence satisfies  us  it  has  not.  On  that  point  we  refer  to  the  testi- 
mony of  Otto  Haas,  one  of  the  plaintiffs,  and  who  has  overseen  the 
manufacture  and  sale,  unde"r  the  patent,  of  the  extract  of  pancreas 
disclosed  by  the  patent,  which  was  commercially  styled  "  Oropon." 
It  was  sold  to  some  one  hundred  and  thirty  customers,  among  whom 
was  the  witness  Beadenkopf,  in  connection  with  whose  use  of 
"  Oropon  "  experiments  by  Haas  and  him  were  carried  on, 

to  find  out  with  what  quantities  of  "  Oropon,"  in  lime,  and  at  wlmt  tempera- 
tures, we  could  obtain  the  best  possible  results. 

It  further  appeared  that  it  was  the  plaintiffs'  custom  to  send 
their  chemist  to  all  of  their  customers  so  desiring,  in  order  to  give 
them  like  instructions.  When  the  witness  was  asked  whether  the 
instructions  so  given  involved  any  departure  from  those  of  the 
paragraph  of  the  patent  above  specified,  which  stated,  "  The  solu- 
tion thus  obtained  is  an  excellent  bate,"  he  refused  to  answer.    He 


Digitized  by 


Google 


G.  REIS  &  BBO.,  INC.,  V.  REFORM  INITIAL  CO.,  INC.,  ETC.      861 

was  then  asked  whether  the  "  Oropon ''  they  sold  was  prepared  by 
that  formula;  but  this  he  refused  to  say,  as  also  whether  it  con- 
tained any  different  ingredients  from  those  disclosed  in  the  patent. 

2.  Manifestly  there  was  no  reason,  if  the  patent  disclosed  the  en- 
tire invention  and  full  workable  directions  for  using  it,  why  these 
questions  should  not  have  been  answered;  but  if  the  specification 
did  not  sufficiently  disclose  the  invention^  and  full  and  clear  instruc- 
tions for  its  use,  it  was  clearly  of  interest  to  the  plaintiffs  to  with- 
hold such  information.  For  if  this  withholding  of  information 
could  be  thus  successfully  carried  out  for  the  next  six  years,  as  it 
has  been  during  the  eleven  years  since  the  patent  issued,  the  patentee 
would  then  for  seventeen  years  have  had  a  monopoly  of  his  undis- 
closed invention,  and  at  the  end  of  the  seventeen  years  he  and  his 
customers  would  have  a  like  monopoly  of  the  undisclosed  invention 
for  all  time,  unless  they  then  chose  to  take  the  public  into  their 
confidence.  But  such  is  not  the  spirit  of  the  patent  law.  Its  pur- 
pose is  that  such  full  disclosure  shall  be  made  before  the  patent  is 
granted  that  the  public  may,  at  the  expiration  of  the  patent,  have 
a  full  and  workable  use  of  the  invention.  Indeed,  this  initial  "  full, 
clear,  concise,  and  exact "  disclosure  is  the  real  consideration  moving 
from  the  patentee  for  the  grant  of  patent  monopoly  by  Government; 
and  so  necessary  is  a  disclosure  of  this  kind  that  the  authorities 
have  gone  to  the  extent  of  holding  (see  opinion  of  Chief  Justice 
Taney  in  Wood  v.  UnderhUl,  5  How.,  1 ;  12  L.  Ed.,  23,  cited  by  the 
Supreme  Court  in  T?ie  Incandescent  Lamp  Patent^  C.  D.,  1895,  675; 
75  O.  G.,  1289;  159  U.  S.,  474;  16  Sup.  Ct.,  76)  that— 

If,  from  the  nature  and  character  of  the  ingredients  to  be  used,  they  are  not 
susceptible  of  such  exact  description,  the  Inventor  is  not  entitled  to  a  patent. 

Satisfied^  as  we  are,  that  the  specification  did  not  make  the  re- 
quired statutory  disclosure,  we  hold  the  patent  invalid. 
The  decree  below  is  therefore  affirmed. 


[XJ.  S.  circuit  Court  of  Appeals— Second  Circuit.] 

G.  Reis  &  Bro.,  Inc.,  v.  Reform  Initial  Company,  Inc.,  and  Gotts- 

CHALK  AND  BrASCH. 

Decided  May  12,  1920. 
275  O.  G..  422;  266  Fed.  Rep.,  219. 

1.  Patents  —  Invention  —  Change  of   Material  —  Result   Not  Materially 

Chanqed. 

"  A  filler  form  comprising  a  body  of  felt  compressed  ♦  ♦  ♦  and  satu- 
rated by  a  water  soluble  stiffening  agent  (starch)  maintaining  it  in  com- 
pressed condition,"  designed  to  be  used  as  a  filling  beneath  embroidery- 
threads,  Held  devoid  of  invention,  it  appearing  that  starched  felt  was  old 
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and  that  it  was  old  to  use  other  filling  material  beneath  embroidery-threads 
and  the  evidence  showing  that  the  capacity  claimed  for  the  felt  In  this 
situation—namely,  its  exi)ansiblllty  after  being  freed  of  starch  during 
washing  and  so  maintaining  the  "  plumpness  **  of  the  embroidery — did  not 
exist  in  any  useful  degree. 

2.  Same — Same — Change  of  Material — ^UirLiziNa  Known  Capacity  of  Sub- 
stituted Material. 

The  use  of  starched  compressed  felt,  which  was  old,  for  a  filler-form  to  be 
placed  beneath  embroidery-threads,  claimed  by  the  patentee  to  have  tbe 
capacity  of  expanding  after  being  freed  of  the  starch  during  washing.  Held 
devoid  of  invention  as  involving  only  a  substitution  of  an  old  material  for 
material  formerly  used  for  the  same  purpose,  the  capacity  of  the  material 
to  so  expand  being  only  trifling  and  having  been  long  known. 

Before  Eogers,  Hough,  and  Manton,  Circuit  Judges. 

STATEMENT  OF  THE  CASE. 

Appeal  from  decree  of  District  Court  for  the  Southern  District  of 
New  York  dismissing  bill  in  equity  for  infringement  of  all  the 
claims  of  Patent  No.  1^9i^60^  issued  February  18, 1919,  for  a  "  fiUer' 
form  for  embroidery ^ 

Claim  6  is  typical,  and  is  as  follows : 

A  filler  form  comprising  a  body  of  felt  compressed  beyond  its  normal  density 
and  saturated  by  a  water  soluble  stiffening  agent  maintaining  it  in  compressed 
condition,  whereby  said  body  is  adapted  to  expand  to  its  normal  dimensions 
when  said  stiffening  agent  is  washed  out. 

Mr.  S.  Mortimer  Ward  for  plaintiff-appellant. 
Mr.  Thomas  Ewing  for  defendants-appellees. 

Hough,  Cir.  J.: 

To  the  end  that  embroidery  may  stand  out  from  the  embroidered 
fabric  more  prominently  than  it  will  or  can  through  or  by  the  thick- 
ness of  the  thread  or  filament  applied,  it  has  long  been  customary  to 
"  fill "  the  embroidery,  i.  e.  to  stuff  out  the  figure  which  is  the  orna- 
mentation by  covering  the  stuffing  with  the  silk,  cotton  or  other 
threads  used  by  the  embroiderer. 

It  is  easier  to  do  this  if  the  stuffing  or  filling  is  preconstructed  in 
the  shape  or  outline  of  the  intended  ornament  of  embroidery;  and 
this  construction  was  generically  old. 

The  patentee's  desired  result,  as  specified,  was  to  produce  a — 
filler-form  *  ♦  ♦  which  will  ♦  ♦  ♦  give  to  the  finished  wnbroldery 
the  desirable  weU  rounded  contour  (and)  ♦  ♦  ♦  will  expand  ♦  ♦  ♦  ao 
as  to  take  up  any  looseness  in  the  embroidery  stitches,  and  permit  of  the 
finished  embroidery  being  washed  an  indefinite  number  of  times  without 
injury. 

The  quoted  claim,  even  without  evidence  as  found  in  the  record, 
sufficiently  shows  that  the  patentee's  means  consist  in  cutting  figures 
(usually  letters  of  the  alphabet)  out  of  starched  felt 
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Considering  the  admitted  antiquity  of  filled  embroidery  and  of 
felt  stiffened  in  many  ways  including  starch,  the  field  left  for  in- 
vention was  indeed  narrow ;  and  plaintiffs  can  and  do  contend  only 
that  their  use  of  felt  solubly  stiffened  is  so  remotely  analogous  to 
any  former  use  thereof — ^that  (being  productive  of  a  new  result;, 
it  sufficiently  evidences  exercise  of  inventive  faculty,  within  Potts 
V.  Creager  (C.  D.,  1895,  143;  70  O.  G.,  494;  155  U.  S.,  at  608.) 

But  the  field  of  invention  was  further  and  especially  narrowed 
by  a  prior  patent  (No.  1,063,734)  for  a  filler-form — 
comprising  united  one  or  more  layers  of  textile  fabric,  and  one  or  more  layers 
of  niateriul  (giving)  shape  retaining  qualities  or  firmness,  *  ♦  ♦  for  ex- 
ample •  •  •  unwoven  fibrous  mateHal,  digested  wood  pulp,  or  other  forms 
of   cellulose,   compressed. 

That  this  included  compressed  felt  is  undeniable. 

Consequently  the  patent  stands  or  falls  on  the  expansible  or 
"  plumping  "  capacity  of  felt  when  freed  of  starch.  On  this  point 
we  hold  on  the  evidence,  and  as  matter  of  fact,  that  no  such  ca- 
pacity is  shown  to  exist  in  any  useful  degree.  We  are  further  of 
opinion  that  such  trifling  expansibility  being  a  long-known  function 
of  felt,  its  use  for  embroidery  filling  amounts  (at  the  most)  to  no 
more  than  a  change  of  material  for  attempting  the  more  perfect 
accomplishment  of  the  same  work — ^which  is  not  patentable.  {Potts 
V.  Creager y  supra,) 

While  as  above  intimated,  we  are  not  persuaded  that  there  is  by 
plaintiff's  means  any  "  more  perfect  accomplishment,"  this  case  is 
entirely  within  the  principle  of  our  decisions  in  Auibursen^  d'c,  Co. 
v.  Hydraulic,  <6  Co.,  (211  Fed.  Rep.,  982,)  and  New  York,  dsc,  Co. 
V.  Sierer,  (158  Fed.  Rep.,  819;)  while  Marcord,  <&c.,  Co.  v.  De  Forest, 
dec,  Co.,  (248  Fed.  Rep.,  at  564,)  illustrates  a  case  where  there  was 
a  new  use  or  application  and  a  wholly  new  result. 

Decree  afftrrried  with  costs. 


[TJ.  8.  Circuit  Court  of  Appeals — Third  Circuit] 

Vandenbttboh  v.  Eusotrig  Welding  Co. 

Decided  February  19,  1920,    Rehearing  denied  March  29, 1920. 

275  O.  a,  423;  286  Fed.  Rep.,  95. 

Patents — ^Patent  for  Beinfobcino-Bab  Held  Limcted  and  Not  Infbinged. 

The  Vandenbnrgh  patent,  No.  841J41,  for  a  reinfordng-bar  for  use  in 

concrete  work,  Held  limited  by  the  prior  art  to  a  bar  with  kerfs  or  cuts  in 

which  the  attached  coil  is  placed  and  a  tongue  or  spur  oyerlapping  the  kerf 

and  holding  the  coU  in  place,  and,  as  so  limited,  not  infringed. 

1575^-21 23 
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2.  Sami>— Reissue  Patent  fob  REiNJtMOiwa-BAB  Hbid  Intalid  as  Not  War- 
banted  BT  Obiqinal  Patent. 
Claims  1  and  2  of  the  Vandenburgh  reissue  patent,  No.  14.182,  for  rein- 
forcing-bars  for  use  in  concrete  work,  Held  invalid,  as  not  warranted  by  tlie 
original  patent. 

Appeal  from  the  District  Court  of  the  United  States  for  the  West- 
em  District  of  Pennsylvania;  Charles  P.  Orr,  judge. 

Suit  by  George  E.  Vandenburgh  against  the  Electric  Welding 
Company.  From  a  decree  dismissing  the  hilly  plaintiff  appeals.  Af- 
firmed. 

Mr,  Carlos  P.  Oriffin  for  the  appellant. 
Mr,  Frederick  W.  'Winter  for  appellee. 

Before  Buffington  and  Woolby,  Circuit  Judges,  and  Morris, 

District  Judge. 
Buffington,  Cir.  J.: 

On  January  22, 1907,  there  was  issued  to  George  E.  Vandenburgh, 
Patent  No.  841,741,  for  a  reinforcing-bar.  On  August  15,  1916,  a 
reissue  of  said  patent  was  granted,  No.  14,182.  This  reissue  made  no 
change  from  the  original,  either  in  the  specification,  in  the  figures, 
or  in  claim  3,  here  in  issue;  but  claims  1  and  2,  here  in  issue,  are  new* 
Vandenburgh  having  charged  the  Electric  Welding  Company  with 
infringing  said  three  claims  of  the  reissue,  and  the  court  below  hav- 
ing, on  final  hearing,  held  the  claims  invalid  and  dismissed  the  bill, 
Vandenburgh  took  this  appeal. 

1.  After  argument  and  due  consideration,  we  are  of  opinion  tha 
court  below  made  no  error  in  dismissing  the  bill.  The  grounds  of 
our  conclusion  we  now  record : 

The  combination  device,  which  Vandenburgh  disclosed  in  his 
specification,  was  a  particular  type  of  attachment  of  coils  and  rein- 
forcing-bars  in  concrete  work.  Both  coils  of  wire  and  reinforcing- 
bars  to  which  such  coils  were  attached  were  prior  devices  in  use  in 
that  art.  Taking  these  two  familiar  devices  of  coil  and  bar,  Van- 
denburgh disclosed  a  new  way  of  attaching  the  coil  and  bar  for  use 
in  the  concrete-reinforcing  art,  to  wit,  by  the  use  of  kerf  or  cut  in 
the  side  of  the  bar  in  which  the  coil  was  placed,  and  a  tongue  or  spur 
overlapping  the  kerf,  which  spur,  when  bent  down,  served  to  hold 
the  coil  in  place.  This  seating  of  the  bar  in  the  kerf  cut  and  keeping 
it  in  place  by  the  overlapping  spur  or  tongue,  Vandenburgh  set  forth 
in  his  specification  as  follows: 

As  a  preferred  means  of  securing  the  colls  to  the  bar  I  have  shown  a  series 
of  kerfs  8  In  one  face  of  the  bar  inclined  away  from  the  center  of  the  bar  to- 
ward the  opposite  ends  thereof,  and  the  coils  are  seated  within  these  kerCs  and 
held  therein  by  means  of  the  Integral  spurs  9,  which  are  forced  dowtWHird 
upon  the  coils  when  Inserted  and  permanently  retain  them  in  position — 
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and  embodied  in  his  third  daim  as  follows: 

A  reinforcing^  bar  provided  npon  one  end  with  a  series  of  kerfs,  each  having 
an  integral  overlapping  spur,  and  a  coil  disposed  in  said  kerfis;  each  convolu- 
tion thereof  being  retained  beneath  one  of  said  spurs. 

Now^  while  a  kerf  or  cut  in  the  edge  of  a  bar  was  a  common  me- 
chanical expedient,  no  one  had  used  it  in  concrete  reinforcement  until 
Vandenburgh  disclosed  his  device.  But,  other  than  a  combination 
using  a  kerf,  Vandenburgh  disclosed  nothing  new  in  his  specification. 
Finding  his  kerfed  combination  novel,  regarding  it  as  useful,  and 
assuming  for  present  purposes,  as  we  will,  that  it  embodied  inven- 
tion, there  is  no  reason  for  regarding  it  as  other  than  a  narrow  con- 
tribution to  the  art  of  a  specific  type  of  coil  and  bar  attachment.  In 
the  nine  years  between  its  grant  and  the  filing  of  this  bill,  Vanden- 
burgh's  patent  made  no  impress  in  the  art,  and  we  give  the  patentee 
the  full  measure  of  his  disclosure  and  the  protection  of  his  claim  by 
limiting  his  field  of  monopoly  to  a  reinforcing-bar  with  a  kerf  and 
an  integral  overlapping  spur,  as  embodied  in  his  third  claim. 

Thus  limited,  such  claim  is  not  infringed  by  the  defendant's  struc- 
ture. It  has  coils,  which,  as  we  have  seen,  are  old;  it  lias  a  rein- 
forcing-bar,  which  is  also  old;  and  the  two  are  attached,  but  the 
cTux  is:  How  are  they  attached?  Are  they  attached  by  a  kerf  cut? 
Mere  attachment  of  bar  and  coil  were  old,  and  Vandenburgh's  ad- 
vance consisted,  not  in  bar  and  coil  attachment  generally,  but  in  the 
kerf  and  spur  attachment.  This  form  of  attachment  being  the  gist 
of  Vandenburgh's  patent,  it  must  be  the  test  of  defendant's  infringe- 
ment, or,  in  other  words,  does  the  defendant  use  the  kerf  and  spur 
attachment  of  Vandenburgli's  claim  ?  In  our  judgment,  it  does  not 
The  kerf  of  the  claim  is  upon  one  end,  which  can  only  mean  one 
edge  of  the  reinforcing-bar,  which  end  or  edge  cut  is  the  only  form 
of  bar  and  kerf  cut  disclosed  by  Vandenburgh,  and  his  bar  is  a  flat 
bar,  and  the  kerfs  are  cut  diagonally  into  the  edge  of  such  flat  bar. 
On  the'  other  hand,  the  bar  of  the  defendant's  device  consists  of  a 
channel-bar  and  there  is  no  cut  of  any  kind  in  the  end  or  edge  of 
either  of  the  channel  sides.  On  the  contrary,  attachment  in  defend- 
ant's bar  is  made  by  using  the  back  body  of  the  central  bar  of  the 
channel  and  stamping  a  tongue  out  of  said  solid  central  back  portion, 
and  then  winding  such  tongue  over  the  coil,  which  does  not  rest  in 
the  body  of  the  bar  but  outside  of  it. 

It  will  thus  be  seen  the  defendant's  coil  is  not  restrained  by  the 
body  of  the  bar,  or  by  the  sides  of  any  cut  in  the  body  of  the  bar, 
but  is  restrained  wholly  by  the  tongue,  which  surrounds  and  holds 
the  coil.  In  Vandenburgh's  structure,  the  tongue  or  spur  simply 
holds  the  coil  in  the  kerf  rfecess,  and  it  is  the  cut  sides  of  the  kerf 
which  hold  the  coil  in  place.    If  Vandenburgh's  spur  or  tongue  broke, 
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the  kerf  sides  would  still  have  a  coil-restraining  function.  But  in 
defendant's  device  the  sides  of  the  cut  in  the  body  structure  do  not 
restrain  or  hold  the  coil ;  that  is  the  function  of  the  stamped  cut,  coil- 
encircling  tongue.  If  defendant's  tongue  broke,  there  would  be 
absolutely  no  coil  and  bar  attachment  or  restraint,  for  the  cut  in  the 
bar  has  no  functional  purpose  whatever,  save  to  create  a  tongue, 
and  the  attaching,  functional  agency  of  defendant's  tongue  would 
be  the  same  if  no  cut  in  the  reinforcing  bar  were  made  but  the 
tongue  was  made  by  riveting  it  on  the  reinforcing-bar.  For  these 
reasons  we  are  clear  defendant's  structure  does  not  infringe  the 
third  claim. 

2.  Seeing,  then,  that  the  kerf  and  overlapping  spur  in  combination 
constituted  the  real  invention  of  Vandenburgh,  and  that  he  disclosed 
no  other  form  of  attachment,  it  is  quite  evident  he  was  not  entitled 
to  broad  claims  of  the  generic  type,  which  he  secured  on  the  reissue 
in  claims  1  and  2.  Kerf  and  overlapping  spurs  are  not  embodied  in 
these  claims,  and  it  is  manifest  that  these  claims,  unrestricted  by 
the  limitation  of  kerf  and  spur,  were  only  added  nine  years  after  his 
patent  was  granted,  to  make  infringers  of  those  who  used  other 
forms  of  attachment  than  the  kerf  and  overlapping  spur,  which 
alone  Vandenburgh  disclosed,  and  which  were  the  sole  warrant  for 
the  grant  of  his  patent. 

Such  being  the  case^  it  is  clear  the  court  below  was  not  in  error  in 
dismissing  the  bill. 

[U.  S.  circuit  Court  of  Appeals — Second  Circuit.] 

Bellows  and  Sl.\ck  v.  The  New  York  Central.  Kailroad  Company. 

Decided  May  IS.  1920. 
275  O.  G.,  827;  266  Fed.  Rep.,  630. 

1.  Patents — ^Patentability — Substitution   of    Steel   fob  Wooden   Cab- 

Sill  Not  Invention. 
"The  Idea  of  making  a  car  slU  of  rolled  steel  straight  channel  bars 
which  could  be  purchased  In  the  open  market  was  not  the  subject  of 
patentable  Invention." 

2.  Same — Same — Reinfobcing  Metal  Ca»-Sills — Wooden  Sills. 

Where  is  was  old  to  reinforce  wooden  car-sllls  by  the  employment  of  a 
reinforcing  member  extending  along  the  sill  between  bolsters  and  to 
reinforce  metal  car-sills  of  the  fish-belly  type  and  also  to  reinforce 
straight  metal  channel-bars  in  other  arts,  it  involved  no  Invention  to  sub- 
stitute a  straight  rolled-steel  channel-bar  for  the  wooden  sill  and  rein- 
.   force  It  in  an  analogous  way. 

3.  Same — Same — Patents  Invalid  fob  Lack  of  Invention. 

The  Bellows  Patent  No.  762,796,  claims  1,  7,  and  10  to  17,  and  the 
Bellows  Patent  No.  762,858,  claims  1  to  9.  for  metal  car-sills,  Held  la- 
valid,  being  devoid  of  iuTentlon  in  view  of  the  prior  art 


Digitized  by 


Google 


BELLOWS  AND  SLACK  V.  THE  NEW  YORIC  CENTRAL  RAILROAD  CO.      357 

Appeal  from  the  District  Court  for  the  Southern  District  of  New 
York.  Actions  by  Arthur  B.  Bellows  and  Louis  M.  Slack  and  the 
Cambria  Steel  Company,  plaintiffs,  against  The  New  York  Central 
Railroad  Company,  defendant,  for  infringement  of  Letters  Patent 
Nos.  762,868  and  762,796.  Decrees  for  defendant.  Plaintiffs^  Arthur 
B.  Bellows  and  Louis  M,  Slaok^  appeal. 

Mr.  George  H.  Parmelee  and  Mr.  Clarence  P.  Byrnes  for  the 
appellants. 

Mr,  Robert  J.  Fisher  for  the  appellee. 

Before  Ward,  Rogers,  and  Manton,  Circuit  Judges. 

Manton,  Cir.  J.: 

The  patents  were  issued  on  June  14, 1904,  to  the  appellant  Bellows, 
for  car-sills.  Thereafter,  the  Cambria  Steel  Company  became  the 
exclusive  licensee  under  this  patent.  A  provision  of  this  license 
agreement  provided  that  it  was  the  understanding  of  the  parties 
that  if  the  patents  were  declared  invalid  or  found  to  infringe  patents 
to  others,  the  Cambria  Steel  Company  would  have  the  right  to  sur- 
render the  agreement  and  would  not  thereafter  be  obligated  to  pay 
royalties  under  it.  After  the  decision  of  the  district  court,  the 
Cambria  Steel  Company  refused  to  further  be  bound  and  discon- 
tinued payment  of  royalties  pursuant  to  the  terms  of  this  agree- 
ment. There  has  been  a  severance  of  parties  granted  and  this  appeal 
is  prosecuted  without  the  Cambria  Steel  Company  or  its  aid.  The 
patents  relate  to  railroad  freight-cars  and  particularly  freight-cars 
having  flat  bottoms,  such  as  flat-cars  and  gondola  cars  as  dis- 
tinguished from  hopper-cars,  where  there  is  no  flat  floor.  The  patent 
relates  to  the  sills  supporting  underframes  of  the  cars  on  which  the 
body  is  mounted.  They  are  the  supporting  longitudinal  sills,  and 
especially  the  center  sill  which  forms  the  backbone  of  the  car  run- 
ning lengthwise  of  the  car-frame  from  end  to  end.  These  are  con- 
nected with  the  center  and  side  sills  by  body-bolsters.  The  claims 
involved  in  Patent  No.  762,796  are  1,  7,  10, 11,  12,  13,  14,  15,  16  and 
17 ;  and  claims  1  to  9  inclusive  of  Patent  No.  762,858.  The  suggestion 
of  counsel  is  that  the  following  language  covers  each : 

A  car  sill  consisting  of  a  channel  reinforced  by  an  angle  bar  or  other  flanged 
shape  secured  to  it  at  any  point  below  its  top  and  between  the  body  bolsters, 
and  in  some  instances  extending  below  the  bottom  of  the  channel. 

A  car  sill  composed  of  one  or  more  channel  girders  each  of  which  has  a 
reinforcing  angle  bar  secured  to  it  at  a  point  between  the  bolsters  and  not 
projecting  either  above  or  below  the  flanges  of  the  channels  making  up 
the  sills. 

The  need  for  steel  sills  came  at  a  period  of  the  transition  from 
wood  to  steel  cars.  The  problem,  if  there  was  one  involved,  was  to 
avoid  the  fish-belly-shaped  sills  and  arrange  for  a  proper  distribu- 
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tion  of  the  strains  and  stresses.  It  involved  having  due  regard  for 
the  buffing-strains  and  the  economical  manufacture  of  the  sills.  The 
inventor  in  his  specifications  states  that — 

fieretofore  in  order  to  obtain  the  necessary  strength  at  the  central  portion  of 
car-sUIs  the  webs  of  these  sills  have  been  commonly- formed  of  gradaally- 
increasing  depth  from  the  ends  toward  the  center.  The  making  of  these  sills, 
whether  formed  of  pressed  steel  shapes  or  of  a  sheet  with  angles  riveted  along 
its  edges,  has  been  an  expensive  operation  und  necessitated  the  use  of  special 
and  expensive  machinery.  My  invention  obviates  this  difficulty;  and  it  consists 
in  securing  along  the  central  part  of  the  sill  a  separate  longitudinal  strengthen- 
ing member,  this  member  adding  the  necessary  strength  at  the  desired  point. 

The  transition  period  between  the  wooden  and  steel  cars  and  the 
making  of  necessary  repairs  in  used  cars  brought  out  many  types 
of  sills  and  reinforced  channels  used  as  sills.  This  record  is  top- 
heavy  with  instances  of  the  inventor's  idea  of  reinforcing  structural 
steel  beams  used  as  supporting-sills  for  freight-cars  and  other  load- 
carrying  appliances.  Indeed,  it  has  been  the  subject  of  grant  of 
several  patents  which  have  been  offered  as  part  of  the  prior  art. 
The  reinforcing  angle  and  other  bars  have  long  been  secured  along 
the  lower  edge  of  roll  channel-beams  in  various  structures,  including 
cars  and  their  parts  as  well  as  the  framework  of  buildings  and 
bridges.  Straight  channel-sills  of  pressed  steel  were  rolled,  as  were 
straight  sills  of  channel  form  built  up  from  plates  and  angle-bars. 
Steel  fish-belly  sills  of  channel  form,  each  of  which  w-as  provided 
with  a  reinforcing-angle  secured  along  its  lower  edge,  were  used  in 
1900  and  1901  on  railroads  and  manufactured  by  the  Pressed  Steel 
Car  Company.  In  some  instances,  this  angle  was  flush  with  the 
bottom  of  the  sill  and  in  othors  extended  beyond  the  bottom  of  the 
sill.  This  prior  use  illustrates  the  reinforcing  of  sills.  To  be  sure, 
they  were  of  the  fish-belly  shape  as  distinguished  from  the  Bellows 
straight  sill  or  roll  shape  reinforced,  but  drop-bottom  gondola  cars 
-were  built  for  the  Louisville  &  Nashville  Railroad  and  used  by  it 
as  early  as  1896.  In  its  cars,  there  was  bolted  to  the  sills  of  the  cars, 
which  were  of  wooden  timbers  along  its  lower  inner  edge,  a  smaller 
reinforcing-timber  which  w^as  flush  with  the  bottom  of  the  sill  and 
extended  from  Ixilster  to  bolster,  the  ends  of  the  reinforce-beams 
being  notched  or  gained  so  as  to  rest  upon  the  upper  surface  of  the 
bolster.  But  straight  steel  beams  used  for  carrying  loads  and  for 
meeting  stresses  and  strains  of  heavy  loads  were  old  in  the  arts.  In 
the  ship-building  art,  as  appears  in  the  British  patent  to  Withy  and 
Siveright,  No.  14,885,  granted  in  1886,  and  to  Stuart,  granted  June 
3,  1890.  girders  in  the  form  of  channels  were  both  built  up  and 
integral,  which  were  provided  with  angle  reinforcements  at  the  point 
of  stress. 
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In  the  building  art,  straight  channels  were  reinforced  at  the  point 
of  stress  by  reinf  oreing-plates. 

We  think  that  it  did  not  constitute  invention  to  make  and  reinforce 
straight  channels  and  use  them  as  sills.  It  was  an  obvious  expedient 
to  take  care  of  stresses  and  strains.  The  idea  of  making  a  car-sill 
from  rolled  material  which  was  for  years  made  and  could  be  pur- 
chased in  the  open  market,  was  not  the  subject  of  patentable  inven- 
tion. The  reinforcing  of  the  car-sill  was  long  before  anticipated. 
The  publication  which  was  offered  in  evidence,  of  the  Master  Car- 
Builders'  Association,  antedated  the  time  of  conception  of  this  inven- 
tion. What  the  inventor  did  was  to  apply  to  the  steel  sill  a  reinforce- 
ment analogous  to  that  which  had  been  applied  to  wooden  cars.  We 
think  that  the  claim  of  advantages  of  greater  strength  in  appellants' 
construction  over  that  of  the  fish-belly-shaped  sills,  was  fully  met 
by  the  proof  that  fish-belly  sills  have  not  been  supplanted  by  straight 
sills  and  are  in  very  extensive  use  and,  even  in  this  day^  may  be 
found  as  a  prevailing  type.  What  advance  was  made  by  the  ap- 
pellant Bellows  was  simply  an  outgrowth  of  mechanical  construction 
required  for  the  transition  period  from  wooden  to  pressed-steel  cars 
in  the  matter  of  rearrangement  and  readjustment  of  the  many  parts 
necessary  for  the  building  of  the  car.  We  find  nothing  of  an  inven- 
tive character  in  what  he  accomplished.  It  was  never  the  object  of 
the  patent  laws  to  grant  a  monopoly  upon  an  idea  which  would 
naturally  occur  to  a  mechanic  in  the  ordinary  progress  of  manufac- 
ture. (  Atlantic  Works  v.  Brady,  C.  D.,  1883, 214;  23  O.  G.,  1330;  107 
U.  S.,  192.)  It  was  held  not  patentable  to  place  a  strip  of  steel  upon 
a  horizontal  leather  part  of  a  shank-strip  for  the  purpose  of  stiffen- 
ing it.  (Crouch  V.  Roemer,  C.  D.,  1881. 202 ;  19  O.  G.,  1067 ;  103  U.  S., 
797.)  And  it  was  no  invention  to  place  a  stiff ening-rib  upon  the 
under  surface  of  a  grate-bar.  {Parsons  Mfg,  Co.  v.  Coe^  185  Fed. 
Bep.,  522.)  Nor  was  it  patentable  to  reinforce  a  plowshare  by  a 
patch  of  soft  metal  welded  into  the  inner  face.  {Moline  Plow  Co,  v. 
Omaha  Co.,  236  Fed.  Rep.,  519.) 

Invention  in  reinforcement  is  to  be  found  only  in  discovering  a  new  principle 
or  employing  new  means  for  embodying  the  old  principle.  {Turner  v.  Lauter 
Piano  Co.,  248  Fed.  Rep.,  930.) 

We  agree  with  the  district  judge  that  any  reinforcing  of  the  steel 
sills  would  occur  to  the  lay  mind,  not  to  speak  of  the  skilled  mechanic. 
In  view  of  the  prior  art  and  publications  as  disclosed  hy  this  record, 
we  are  satisiied  that  no  invention  is  disclosed  in  appellants^  idea  of 
metal  sUls. 

The  decrees  are  affirmed. 
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Minneapolis  KNigmNG  Works  v.  Marshall  Fieu)  &  Co. 

Decided  January  6,  1920, 

276  O.  G.,  598 ;  263  Fed.  Rep.,  »87. 

Patents — Invention — Adaptation  op  Improvement  in  Child's  Waist  to 
Infant's  Band. 
The  adaptation  of  the  Inelastic  reinforclng-tape  with  tabs  of  a  child's 
knitted  waist,  to  which  buttons  are  sewed  for  the  purpose  of  supporting 
lower  j[?arments.  to  an  infant's  band  designed  to  support  the  napkin,  the 
lower  garment  appropriate  to  the  infant,  H^d  devoid  of  invention.  The 
Ovenshire  patent,  No.  800,237,  Held  void. 

AiPEAL  from  the  District  Court  of  the  United  States  for  the  East- 
ern Division  of  the  Northern  District  of  Illinois. 

Suit  in  equity  by  the  Minneapolis  Knitting  Works  against  Mar- 
shall Field  &  Co.  Decree  for  defendant^  and  complainant  appeals. 
Affirmed, 

Mr.  Frank  Parker  Davis  for  the  appellant. 
Mr.  George  L.  Wilkinson  for  the  appellee. 

Before  Baker,  Mack,  and  Page,  Circuit  Judges. 

Mack,  Cir.  J.: 

This  appeal  is  from  a  decree  dismissing  for  want  of  equity,  th^ 
bill  to  enjoin  infringement  of  claim  2  of  Letters  Patent  No.  800,237 
for  improvement  in  infants'  bands  or  shirts.  The  decree  finds  the 
claim  valid,  but  not  infringed. 

The  claim  reads  as  follows: 

a  band  or  shirt  comprising  a  tubular  body  of  elastic  knitted  fabric  provided 
with  shoulder  pieces  or  straps  3  aVid  inelastic  strips  or  tapes  4  extending  over 
said  shoulder  pieces  and  diagonally  downward  over  the  front  and  rear  of  the 
body  to  central  points  near  the  bottom  thereof,  and  suitable  tabs  secured  at  the 
lower  ends  of  said  tapes.  ^ 

The  Letters  Patent  were  issued  September  26,  1905,  on  application 
filed  January  23,  1905.  Contemporaneously  there  were  issued  Let- 
ters Patent  No.  800,618  applied  for  by  the  same  inventor  on  April  24, 
1905.  Claim  1  of  the  patent  in  suit  was  introduced  into  the  applica- 
tion therefor  by  amendment,  after  its  rejection  as  a  claim  in  the 
other  application,  and  after  the  allowance  of  claim  2  now  in  suit 
They  differ  only  in  one  respect :  that  the  band  or  shirt  in  claim  1  is 
not  limited  to  a  tubular  body.  In  the  course  of  the  second  applica- 
tion, the  claims  of  which  had  originally  been  rejected  as  not  being 
patentable  over  the  other  allowed  application,  counsel  for  the  appli- 
cant stated  that — 

the  novelty  of  the  claims  in  both  cases  is  not  included  In  the  description  of  the 
opening  in  the  front  of  the  garment  or  its  omission.    The  inelastic  strips  or 
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tapes  and  the  tabs  secured  to  the  lower  ends  of  the  tapes  constitute  the  novel 
features  of  the  claim. 

The  object  of  the  invention  in  suit,  as  specified,  is  to  provide  an 
elastic  tubular  band  or  garment  having  means  for  securing  a  napkin 
(diaper)  thereto ;  the  inventor,  however,  expressly  states  that  while 
he  has — 

described  the  invention  as  applied  to  an  infant's  band  or  shirt,  it  may,  of  course, 
be  applied  to  a  shirt  designed  for  use  of  adults. 

The  specifications  describe  the  invention  consisting  of — 

generally  in  a  band  or  shirt  having  a  tubular  body  of  elastic  knitted  fabric 
with  Inelastic  tapes  or  strips  extending  over  the  shoulder  pieces  thereof  and 
extending  diagonally  downward  on  the  front  and  back  to  central  points  near 
the  bottom  of  the  garment  and  with  inelastic  tabs  secured  to  the  lower  ends  of 
said  tapes. 

While  defendant  was  notified  in  1911  of  a  claim  of  infringement 
of  both  patents,  suit  was  not  commenced  until  1917.  Though  plain- 
tiff may  not  thereby  be  chargeable  with  laches,  testimony  of  de- 
fendants' disinterested  witnesses,  based  on  memory,  should  not  be 
deemed  untrustworthy,  when,  in  the  interim,  their  old  corporate 
books  of  account  were  destroyed  as  no  longer  of  any  perceptible 
value.  Despite  some  discrepancies  in  the  testimony,  we  are  satisfied 
that  the  Fogarty  waist  was  made  and  sold  publicly  more  than  two 
years  prior  to  the  application  for  the  patent  in  suit,  and  that, 
except  for  the  fact  that  it  was  a  shirt,  and  not  an  infant's  band,  it 
completely  anticipates  the  alleged  invention. 

In  our  judgment  there  is  no  invention  whatsoever  in  the  adapta- 
tion of  the  inelastic  reinforcing-tape  with  tabs  of  a  knitted  child's 
waist,  to  which  buttons  are  sewed  for  the  purpose  of  supporting 
lower  garments,  whether  that  waist  be  open  front  or  back,  or 
tubular,  to  the  infant's  band  designed  to  support  the  napkin,  the 
lower  garment  appropriate  to  the  infant.  If  this  were  otherwise 
not  clear,  it  would  be  apparent  from  the  specifications  of  the  patent 
in  suit,  according  to  which  the  invention  is  "  of  course  "  applicable 
to  a  shirt  designed  for  the  use  of  adults,  and  therefore  necessarily 
designed  for  supporting  the  usual  undergarments  worn  by  adults. 

While  it  becomes  unnecessary  to  consider  the  question  of  infringe- 
ment, we  do  not  intend,  by  a£Srming  the  decree  dismissing  the  bill 
for  want  of  equity,  to  assent  to  the  finding  that  defendant  could 
escape  the  charge  of  infringement  merely  by  the  substitution  of  an 
elastic  tape  so  attached  as  to  be  decidedly  less  elastic  than  the 
knitted  body,  or  by  forming  the  tab  out  of  a  continuation  of  the 
tape,  instead  of  by  attaching  a  separate  piece  of  tape. 

Decree  affvnned. 
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Bellows  and  Slack  v.  New  York  Central  Railroad  Company. 
Same  v.  Pressed  Steel  Car  Company.  - 

Decided  May  IS,  1920. 

277  O.  G.,  585;  266  Fed.  Rep.,  532. 

1.  Patents — ^Appeal — Right  of  Holdeb  of  Legal  Title  To  Prosecute  Appeal 

Independent  of  Exclusive  Licensee. 
Where  suit  was  brought  by  the  legal  owner  of  a  patent,  joined  with  an  ex- 
clusive licensee  holding  a  license  containing  a  provision  that  If  the  patent 
should  be  held  invalid  or  should  be  held  to  infringe  other  patents  the 
licensee  should  have  the  right  to  surrender  the  agreement  and  should  not 
thereafter  be  obliged  to  pay  royalties,  and  the  district  court  held  the  patent 
invalid,  upon  refusal  of  the  licensee  to  appeal  the  legal  owners  have  suffi- 
cient interest  in  maintaining  the  validity  of  the  patents  to  entitle  them 
to  prosecute  an  appeal,  although  the  patent  had  expired  and  no  Injunction 
could  be  granted. 

2.  Same — Patentability — 'Use  in  New  Device  of  Construction  Previously 

Used  in  Repair  Jobs. 
Where  in  the  use  of  steel  cars  having  longitudinal  sills  it  was  found 
that  the  sill  was  often  broken  between  the  end  of  the  car  and  the  body- 
bolster  by  reason  of  collision  or  buffing  and  it  was  the  practice  to  repair 
such  breaks  by  removing  the  end  of  the  sill  beyond  the  break  and  splicing 
an  end  section  to  the  main  body  of  the  sill,  claims  of  the  Bellows  patent. 
No.  693,218,  covering  a,  car  provided  with  a  sill  with  a  sectional  end  spliced 
to  the  body  at  a  point  between  the  body-bolster  and  the  end,  Held  Invalid 
because  devoid  of  Invention,  as  it  involves  only  the  idea  of  using  for  new 
cars  a  construction  theretofore  used  in  repair  jobs.  {National  Harrow 
Co,  V.  Quick,  C.  D.,  1896.  501;  76  O.  G.,  1574;  74  Fed.  Rep.,  236.) 

3.  Same — Novelty — Steel  Cab. 

The  Bellows  patent.  No.  693,218,  for  a  steel  car,  claims  2  and  3  Held 
void  in  view  of  prior  uses. 

Appeal  from  the  District  Court  for  the  Southern  District  of  New 
York.  Action  by  Arthur  B.  Bellows  and  Louis  M.  Slack  and  the 
Cambria  Steel  Company,  plaintiffs,  against  the  New  York  Central 
Eailroad  Company,  defendant,  and  the  same  plaintiffs  against  the 
Pressed  Steel  Car  Company,  defendant,  for  infringement  of  Letters 
Patent  No.  693,218. 

Decrees  for  defendants.  Plaintiffs^  Arthur  B.  Bellows  and  Louis 
M.  Slack,  appeal. 

Mr,  Georgre  H,  Parmelee  and  Mr.  Clarence  P.  Byrnes  for  the  appel- 
lants. 

Mr.  Alfred  W.  Kiddle  and  Mr.  Wyli^  C.  Margeson  for  the  ap- 
pellees. 

Before  Ward,  Rogers,  and  Manton,  Circuit  Judges. 

Manton,  Cir  J.: 
These  actions  were  heard  as  one  and  will  be  treated  in  one  opinion. 


Digitized  by 


Google 


BELLOWS  AND  SLACK  V.  NEW  YORK  CENTRAL  RAILROAD  CO.,  ETC.     863 

When  the  actions  were  tried  in  the  district  court,  the  Cambria 
Steel  Company,  an  exclusive  licensee  of  the  appellants,  joined  in  the 
action.  The  claims  were  held  invalid  in  the  district  court  and  the 
Cambria  Steel  Company  refused  to  prosecute  an  appeal.  Its  license 
agreement,  dated  February  21,  1900,  contained  the  following  clause : 

This  agreement  is  based  upon  tlie  understanding  that  the  patents  of  the 
parties  of  the  first  part  are  valid,  and  if  any  of  them  shall  be  invalid  or  shaU 
Infringe  patents  to  others,  the  party  of  the  second  part  shall  have  the  right 
to  surrender  this  agreement  and  shall  not  thereafter  be  obliged  to  pay  royalties 
under  it. 

Prior  to  making  this  agreement,  the  Cambria  Steel  Company  was 
not  engaged  in  the  business  of  making  structural-steel  cars  but  became 
engaged  in  such  manufacture  thereafter.  Under  the  license  agree- 
ment, they  agreed  to  pay  the  appellants  five  dollars  per  car  and  did 
so  up  to  the  date  of  the  decree  below.  Many  cars  were  built  and  a 
considerable  sum  was  paid  as  royalties.  When  the  Cambria  Steel 
Company  refused  to  further  pay  royalties  or  to  prosecute  this  appeal, 
a  motion  for  a  severance  of  parties  was  granted  and  thereafter  the 
individual  plaintiffs  prosecuted  the  appeal.  A  motion  was  thereafter 
made  to  dismiss  this  appeal.  It  was  denied.  At  the  time  of  such 
denial,  it  was  determined  to  hear  the  merits  of  the  appeal  when  we 
might  reconsider  the  motion  to  dismiss.  The  license  to  the  Cambria 
Steel  Company  appears  to  be  a  right  to  make  and  sell  the  cars,  using 
the  construction  which,  the  appellants  contend,  is  covered  by  their 
patent.  It  was  not  an  assignment.  {Waterman  v.  Mackenzie^  138 
U.  S.,  252.)  The  Cambria  Steel  Company  could  not  sue  in  its  own 
name  alone,  and  Bellows  and  Slack  were  made  parties.  We  are  satis- 
fied that  the  appellants  have  an  interest  in  maintaining  the  validity 
of  the  patents.  The  patent  has  expired  and  no  injunction  can  be 
granted.  The  infringement  alleged  at  bar  is  in  reference  to  the  car 
made  by  the  manufacturer  and  used  by  the  railroad  company  in  1910. 
Notice  of  infringement  was  not  given  until  1915.  However,  we  shall 
pass  upon  the  merits  of  the  case  rather  than  dismissing  the  appeal,  as 
urged  by  the  appellee. 

The  patent  in  suit  relates  to  a  sill  which  has  been  referred  to  as  a 
"  spliced  sill "  used  in  the  manufacture  of  the  imderf rame  which  sup- 
ports the  car-body  of  freight-cars.  Frames  of  this  and  like  character 
were  made  of  wooden  beams  and  planking  prior  to  1898.  Then  the 
steel  car  made  its  appearance.  Steel  plates  and  sheets  were  pressed 
by  highly-draulic  presses  into  different  shapes  and  replaced  wooden 
parts  in  the  wooden  cars.  Among  the  parts  wherein  steel  replaced 
wood  were  the  lateral  sills  which  not  only  supported  the  load,  but 
were  obliged  to  meet  the  bujBfing-blows  and  collisions  which  are  of 
every  day  occurrence  in  the  life  of  a  freight-car. 
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On  the  11th  of  February,  1902,  the  patent  here  considered  was 
granted  to  Bellows.  Later,  the  appellant  Slack  obtamed  an  interest 
in  the  patent  by  assignment.  Claims  2  and  3  of  the  thirteen  claims 
of  the  patent  are  in  suit  and  are  as  follows : 

2.  A  car  having  a  longitudinal  sill  with  a  sectional  end  spliced  to  the  body  of 
the  sill  at  a  point  between  the  body-bolster  and  its  end;  substantially  as  de- 
scribed. 

3.  A  car  having  at  the  side  a  plate-girder  with  an  end  portion  detachably  fixed 
to  the  body  of  the  plate-girder  at  a  point  between  the  body-bolster  and  the  end ; 
substantially  as  described. 

In  his  specifications,  the  inventor  says : 

The  center  sill  and  plate-girders  are  pre'ferably  made  sectional — that  is  to  say, 
divided  at  each  end  at  a  point  between  the  body-bolster  and  the  end  of  the  car— 
and  spliced,  .as  at  B,  the  splicing,  which  Is  sufficiently  illustrated  in  Fig.  3  being 
effected  by  suitable  flanged  sections  and  rivets.  The  object  is  that  in  case  the 
car  should  be  injured  at  the  end  by  collision  the  damaged  end  sections  of  the 
sill  and  plate  girders  may  be  detached  and  replaced  with  relatively  small  cost 
as  compared  with  cutting  out  and  replacing  the  entire  sill,  as  in  prior  car  con- 
structions, or  replacing  the  entire  plate-girders.  Within  the  scope  of  my  broader 
claims  I  may,  however,  make  the  sill  or  the  plate-girders,  or  both,  continuous 
throughout  their  length.  For  economy  of  construction  I  preferably  form  plate- 
girders  of  less  depth  from  the  body-bolster  outwardly  than  between  the  body- 
bolster,  as  shown  at  12  In  Fig.  1. 

The  act  of  infringement  relied  upon  by  the  appellants  was  the 
sale  of  a  car  on  July  26,  1910,  by  the  Pressed  Steel  Car  Company 
and  the  use  of  said  car  by  the  New  York  Central  Railroad  Com- 
pany. Reading  the  patent,  taken  in  conjunction  with  the  testimony 
of  the  inventor,  it  is  clear  to  us  that  the  invention  relates  to  making 
longitudinal  sills  of  cars  in  sections  and  splicing  end  portions  or  sec- 
tional ends  of  the  central  portion  of  the  sills  at  a  point  between  the 
body-bolster  and  the  end  of  the  car,  the  object  or  purpose  being  to 
easily  repair  the  end  sections  of  the  sill  if  damage  should  occur  by 
reason  of  collision  or  buffing,  the  thought  being  that  the  repair  would 
be  less  costly  and,  instead  of  the  entire  sill  crumbling  or  bending, 
which  might  result  in  the  loss  of  the  entire  structure,  the  greater 
part  of  the  car  could  be  spared  damage  by  the  injury  being  confined 
to  the  sectional  end,  due  to  the  splicing  of  the  sills  at  a  point  between 
the  body-bolster  and  the  end  of  the  car.  The  splicing  of  the  sills 
referred  to  at  a  point  between  the  body-bolster  and  the  end  does  not 
confine  the  construction  to  original  construction,  but  may  involve  the 
repair  of  a  section  of  the  car  which  may  have  been  damaged  by  colli- 
sion. The  longitudinal  sill  referred  to  in  claim  2  is  not  limited  to 
any  particular  character  of  sill.  It  may  be  composed  of  metal  beams 
and  of  suitable  section  as  the  specification  reads.  It  comprehends 
any  kind  of  a  sill,  whether  it  be  wood  or  metal  or  a  composite  of 
wood  and  metal.    The  plate-girder  referred  to  in  claim  3  (which  is 
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referred  to  in  the  specifications  as  metal  in  the  side  sills)  is  used  in 
the  side  sills,  as  it  is  referred  to  in  the  specifications  as — 

metal  plates  having  one  or  more  flanged  metal  pieces  at  the  top  and  bottom 
edge. 

Thus,  the  inventor  utilized  web-plates  with  a  reinforcing-angle  on 
the  top  to  form  the  top  chord  and  a  reinforcing-angle  on  the  bottom 
forming  the  bottom  chord.  We  are  satisfied  that  these  plate-girder 
sides,  when  used  in  gondola  or  flat  cars,  are  cargo-carrying  members 
intended  to  carry  part  of  the  load  and  in  turn,  to  transmit  the  same 
to  the  body-bolster.  The  plate-girder  extending  between  the  body- 
bolster  and  into  the  space  between  the  body-bolster  and  the  end  of 
the  car,  is  the  body  or  web  of  the  plate-girder  and  it  is  to  this  that 
the  end  portion  or  sectional  end  is  to  be  spliced  by  flanged  sections 
and  rivets.  The  manner  of  uniting  the  central  and  end  portions 
is  by  a  butt-splice.  The  webs  of  the  central  and  end  portions  abut 
each  other  and  are  spliced  together  by  means  of  splice-plates.  In 
the  construction  of  these  cars  by  the  Cambria  Steel  Company,  using 
this  sectional  sill,  the  lower  angle  or  chord  is  continuous  from  end 
to  end  of  the  car.    It  is  by  thus  splicing  that  the  inventor  is  able  to — 

remove  and  replace  without  neccssari  y  removing  the  car  from  the  track  or 
even  unloading  the  car. 

Whether  this  is  done,  as  claimed  by  the  inventor,  must  necessarily 
depend  upon  the  force  of  the  collisions  and  damage  done.  It  is 
contended  by  the  appellant  that  it  requires  the  features  of  the  two 
claims  to  make  up  the  total  of  Bellow's  invention  of  the  detachable 
underf rame  end,  but  we  fail  to  find  any  combination  of  the  features 
of  the  two  claims  together  referred  to  in  the  patent.  It  is  not  re- 
ferred to  as  a  "  detachable  underf  rame  end  "  nor  does  the  patent 
require  the  splice  to  be  adjacent  to  the  body-bolster.  This  is  not 
found  in  the  claims  in  suit.  We  agree  with  the  district  court  that 
the  claims  refer  to  details  of  construction. 

On  examining  the  prior  art  and  prior  uses  in  this  structural-sill 
art,  we  are  not  convinced  that  the  appellant  Bellows  was  the  first 
to  make  a  successful  structural-sill  car.  Hardie  and  Eeese  built 
a  car  with  structural-steel  shapes  long  prior  to  Bellows's  period. 
The  Lehigh  Valley  tender-underframe,  which  has  been  offered  in 
evidence,  shows  the  method  of  splicing  these  underframes  by  the 
splicing  of  center  sills.  The  proofs  establish  that  for  many  years 
prior  to  the  inventor's  date  of  conception,  the  Lehigh  Valley  Rail- 
road Company  had  followed  the  practice  of  splicing  center  sills  of 
damaged  locomotive-tender  underf raines.  Center  sills  and  side  sills 
were  of  rolled  channels,  the  lightest  of  them  being  about  six  inches 
in  depth  and  some  were  twelve  inches  in  height.  Any  experience 
which  this  railroad  company  had  and  in  which  the  injury  was  sus- 
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tained  by  collision,  it  was  found  that  it  resulted  principally  in 
bending  or  breaking  the  center  sills  between  the  body-bolster  and 
the  end  sills  and  its  spliced  center  sills,  comprised  of  rolled  channel, 
and  extended  through  the  bolster  at  each  end  of  the  car  and  had 
sectional  ends  spliced  thereto  at  a  point  between  the  bolster  and  the 
end  sills.  The  drawings  which  were  offered  in  evidence  clearly 
show  the  cars  having  true  body-bolsters.  Nor  can  it  be  said  that 
this  is  not  an  apt  case  of  inception,  because  the  construction  as  used 
by  the  Lehigh  Valley  Kailroad  Company  was  in  connection  with  a 
tender.  It  is  true  that  the  inventor  here  entitles  his  patent  a  steel 
car,  but  when  examined  as  to  claims  and  specifications,  it  is  found 
that  the  invention  has  to  do  with  the  sills  used  in  car  construction. 
The  appellants  are,  therefore,  confronted  with  the  rule  so  long 
established  and  time-honored :  That  which  infringes,  if  later,  would 
anticipate  if  earlier.  {Peters  v.  Active  Mfg.  Co.^  129  U.  S.,  530; 
Knapp  V.  Mores,  C.  D.,  1893,  651;  65  O.  G.,  1593;  150  U.  S.,  221.) 
Applying  an  old  contrivance  in  a  new  way,  if  such  it  be,  to  this  an- 
alogous subject  of  constructing  the  underframe  of  a  car  without 
any  novelty  in  the  mode  of  applying  the  old  construction  to  the  new 
purpose,  is  not  a  valid  subject-matter  of  patentable  invention.  The 
idea  that  using  the  construction  theretofore  used  in  repair  jobs  for 
new  cars  is  not  invention.  {National  Harrow  Co,,  v.  Quick,  C.  D., 
1896,  501;  76  O.  G.,  1574;  74  Fed.  Rep.,  236.) 

It  also  appears  from  the  testimony  that  there  were  2,000  Balti- 
more &  Ohio  cars  made  embodying  center  sills  having  sectional  ends 
spliced  thereto  at  a  point  between  the  body-bolster  and  the  end  of  the 
cars — precisely  the  construction  contended  for  in  claim  2  of  the 
patent  in  suit,  and  part  of  which  were  delivered  on  December  20, 
1899.  Some  of  these  cars  went  into  service  before  the  date  of  this 
application.  We  think  the  construction  of  these  cars  anticipates 
appellants'  invention.  An  examination  of  the  drawings  of  the  so- 
called  Erie  cars,  contract  for  which  construction  was  made  August  2, 
1899,  and,  as  appears  from  a  tracing  dated  December  11, 1899,  shows 
the  central  or  longitudinal  sill  with  a  sectional  end  spliced  to  the 
body  of  the  sill  at  a  point  between  the  bolster  and  its  end.  The  first 
car  was  delivered  February  25,  1900,  and  the  last  car  shipped  May 
19,  1900.  In  view  of  this  construction,  we  can  not  escape  the  con- 
clusion that  the  idea  of  splicing  was  originated  by  Mr.  Hanson.  He 
supervised  the  construction  at  the  Pressed  Steel  Car  Company's 
plant.  In  the  latter  part  of  1896  and  the  early  part  of  1897,  one 
Hardie  of  Pittsburgh  designed  a  steel  hopper-car  for  the  Pittsburgh 
&  Lake  Erie  Railroad.  The  drawings,  which  were  completed  Jan- 
uary 22,  1897,  and  under  which  a  large  number  of  cars  were  built 
by  the  Schoen  Pressed  Steel  Company,  provided  for  a  plate-girder 
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side  with  an  end  portion  detachably  fixed  to  the  body  of  the  plate- 
girder  by  spliced  plates  running  forward  and  back  of  the  bolster. 
It  is  immaterial  that  the  lower  angle  of  this  car  is  continuous  from 
end  to  end  for  the  reason  that  in  the  appellants'  structure,  as  indi- 
cated in  the  patent  in  suit,  the  lower  chord  or  angle  9  of  the  plate- 
girder  side,  projects  beyond  the  bolster  for  the  purpose  of  being 
utilized  as  one  of  the  splicing  members.  This  is  what  was  done 
in  the  Hardie  car.  The  sectional  end  of  the  Hardie  car  is  just  as  de- 
tachably fixed  to  the  plate-girder  side  as  a  sectional  end  or  end  por- 
tion of  the  appellants'  car.  The  Hardie  car  discloses  the  use  of  the 
plate-girder  side  as  a  load-carrying  member  with  a  sectional  end 
spliced  thereto,  and  this  construction  will  permit  the  sectional  end  or 
end  portion  of  the  plate-girder  side  to  be  replaced  in  a  damaged 
car  just  as  readily  as  in  appellants'  car  by  removing  the  rivets  at 
the  head  of  the  bolster,  uniting  the  section  end  with  the  gusset-plate 
and  either  straightening  or  cutting  off  the  lower  angle.  This  sec- 
tional end  may  be  repaired.  We  think  that  construing  claim  3, 
either  broadly  or  reading  it  literally  and  limiting  it  to  a  construc- 
tion in  which  the  web  of  the  plate-girder  side  extends  beyond  the 
bolster  into  the  space  between  the  bolster  and  the  end  of  the  car  to 
which  extended  web  a  sectional  end  is  spliced,  or  the  splicing  of  the 
sectional  end  in  front  of  or  at  or  back  of  the  bolster,  the  result  is 
the  same — the  Hardie  car  is  a  complete  anticipation.  In  addition 
thereto,  it  is  clear  that  the  Keese  car,  the  drawings  of  which  were 
made  in  the  spring  of  1897,  which  was  placed  in  service  on  June  28, 
1897,  with  the  Pittsburgh  &  Lake  Erie  Railroad  and  which  has  been 
constantly  in  use  since,  anticipates  the  patent  in  suit.  In  these 
cars,  the  load  was  carried  by  the  plate-girder  side,  the  center  sills 
being  utilized  for  the  attachment  of  draft-rigging  and  for  the  trans- 
mission of  pulling  and  buffing  strains.  The  sectional  end  of  the 
plate-girder  side  in  this  car  can  be  replaced  just  as  readily  as  in 
appellants'  car.  It  would  only  be  necessary  to  remove  the  rivets 
passing  through  the  upper  angle,  the  web,  and  the  lower  angle  of  the 
sectional  end.  The  fact  that  this  freight-car  has  been  in  constant 
use  since  that  date  is  sufficient  answer  to  the  claim  of  commerical 
faUure.  Indeed,  the  subject  of  splicing  ends  of  the  car  was  con- 
sidered in  the  proceedings  of  the  Master  Car- Builders'  Association 
in  1897.  This  method  of  construction  of  underframe  was  advocated 
by  Mr.  Barr  and,  we  think,  he  clearly  sets  forth  the  extension  of 
the  longitudinal  sills  into  the  space  between  the  bolster  and  the 
end  sill,  and  that  to  these  extending  ends  of  the  lateral  sUls  there 
could  be  secured  section  ends  to  bridge  the  space  between  the  lateral 
sills  and  the  end  sills  so  that  in  ordinary  cases  of  damage,  repairs 
could  be  made  without  disturbing  the  general  frame.     It  may  be 
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that  Bellows  has  improved  on  Barr's  idea,  but  the  mere  fact  that 
the  new  method  of  construction  is  a  better  one  than  the  old,  requir- 
ing perhaps  less  repair  and  having  greater  strength  than  the  old  one, 
d6es  not  alter  the  rule  that  it  is  not  invention  to  produce  a  mere 
change  in  an  instrument  or  machine  of  one  material  into  another. 
{Hioka  V.  KeUey,  5  O.  Q.,  94;  18  Wall.,  670.) 

We  conclude  that  the  splicing  of  the  sills  between  the  bolster  and 
the  end  of  the  car  was  not  new  and  that  the  appellants'  patent  has 
been  anticipated  by  uses  in  the  prior  art. 

The  decrees  care  affmned. 


[U.  S.  circuit  Court  of  Appeals — Second  arcuit] 

Imperial  Machine  &  Foundry  Corporation  v.  G.  S.  Blakesleb 

&  Co. 

Decided  December  10,  1919, 

277  O.  G.,  979 ;  262  Fed.  Rep.,  419. 

1.  Patents — iNrRiNGEMENT — Eqxitv'ajlents. 

Claims  of  the  Robinson  patent,  No.  809,582,  for  a  vegetable-peeling 
machine,  including  a  rotary  disk  having  a  horizontal  striated  portion, 
Held  infringed  by  a  peeling-machine  having  an  abrading-disk  of  concrete 
or  cement,  the  latter  being  considered  ajs  having  strlntions  set  irregularly. 

2.  Same — >Same — Pbeliminaby  Injunction. 

While  an  application  for  preliminary  injunction  in  a  suit  for  infringe- 
ment is  addressed  to  the  discretion  of  the  court,  where  the  validity  of  the 
patent  has  been  sustained  by  many  prior  adjudications  and  infringement  is 
clear  its  refusal  would  be  error. 

Appeal  from  the  District  Court  of  the  United  States  for  the 
Southern  District  of  New  York. 

Suit  by  the  Imperial  Machine  &  Foundry  Corporation  against 
G.  S.  Blakeslee  &  Co.  From  an  order  granting  a  preliminary  i7i- 
junction^  defendant  appeals.    Affirmed. 

Mr.  A,  H,  Adams^  Mr.  J.  L.  Jackson^  and  Mr.  J.  J.  Kewnedy  for 
the  appellant. 

Mr.  A.  Alexander  Thomas  for  the  appellee. 

Before  Kogers,  Hough,  and  Manton,  Circuit  Judges. 

Manton,  Cir.  J.: 

The  appellee  sued  for  an  infringement  of  claims  1,  2,  3,  and  4  of 
the  Kobinson  patent,  No.  809,682,  for  improvements  on  machines  for 
peeling  vegetables.  A  preliminary  injunction  was  granted  and  the 
appellant  appeals. 

The  patent  has  been  held  valid  and  infringed  in  previous  litiga- 
tions.   (Imperial  Machine  Co.  v.  Jacohus^  D.  C,  212  Fed.  Rep.,  958, 
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Judge  Lacombe  granted  a  preliminary  injunction;  Imperial  Ma- 
chine Co.  V.  Streeter  <&  Co.,  D.  C,  214  Fed.  Rep.,  985,  Judge  Hazel; 
Imperial  Machine  Co.  v.  Smith  <&  McNeil^  262  Fed.  Sep.,  419,  Judge 
Hough,  filed  February,  1914;  Im/perial  Machine  Co.  v.  Beinhold 
Mfg.  Co.,  262  Fed.  Sep.,  419,  Judge  Tuthill,  filed  July,  1919;  Im- 
perial Machine  Co.  v.  American,  Fruit  Machinery  Co.,  D.  C,  212 
Fed.  Kep.,  959,  note,  Judge  McPherson;  Imperial  Machine  Co.  v. 
Wht/te,  262  Fed.  Rep.,  419,  Judge  Learned  Hand,  filed  December, 
1918;  Imperial  Machine  Co.  v.  Rees  et  cU.,  D.  C,  261  Fed.  Rep.,  612, 
Judge  Mayer,  filed  November,  1919.) 

(1)  However,  since  the  validity  of  this  patent  is  presented  to  this 
court  for  the  first  time,  we  have  examined  the  patent  and  are  of  the 
opinion  that  it  is  valid.  It  discloses  a  practical  machine  for  peeling 
vegetables  in  a  deep  mass.  Indeed,  we  think  it  is  a  pioneer  patent. 
The  claims  in  suit  are  as  follows : 

1.  In  a  device  of  the  class  described,  an  ImpeUlng  and  abrading  member 
comprising  a  rotary  disk  composed  of  a  horizontal  flat  striated  portion  and  a 
raised  portion  extending  from  near  the  circumference  inward  and  having  two 
sides  sloping  down  to  the  flat  striated  portion  of  said  disk,  substantially  as 
described. 

2.  In  a  device  of  the  class  described,  an  impelling  and  abrading  member 
comprising  a  rotary  disk  composed  of  a  number  of  horizontal  flat  striated 
portions  separated  by  raised  portions  at  intervals  extending  from  near  the 
circumference  inward,  substantially  as  described. 

3.  In  a  device  of  the  class  described,  an  impelling  and  abrading  member 
comprising  a  rotary  disk  composed  of  a  horizontal  flat  striated  portion  and 
a  rounded  raised  portion  rising  gradually  from  near  the  center  toward  the 
circumference,  substantially  as  described. 

4.  In  a  device  of  the  class  described,  an  Impelling  and  abrading  member 
comprising  a  rotary  disk  composed  of  a  horizontal  flat  striated  portion,  and  a 
rounded  raised  portion  bounded  by  two  approximately  radial  edges  extending 
from  near  the  circumference  inward  and  having  a  striated  surface,  substan- 
tially as  described. 

The  machine  of  this  patent  consists  of  a  cylinder,  at  the  bottom 
of  which  is  mounted  a  rotary  disk  having  an  abrading-surface  pro- 
viding for  one  or  more  rounded  humps  or  raised  portions  which 
slope  down  from  the  circumference  of  the  disk  toward  the  main  por- 
tion thereof.  The  function  or  purpose  of  the  mounted  or  sloping 
humps  is  to  produce  agitation  or  circulation  of  the  mass  of  vege- 
tables whereby  all  of  the  vegetables  are  brought  into  contact  with 
the  abrading-disk.  If  it  were  not  for  the  sloping  humps  or  raised 
portions,  the  vegetables  in  contact  with  the  disk  would  be  ground 
away  and  would  not  have  any  means  of  agitation  and  circulation  of 
the  mass.  The  specifications  point  this  out.  They  point  out  that, 
where  the  flat  disk  is  used  alone,  there  is  a  tendency  to  set  up  a 
rotary  motion  of  the  mass,  wherein  each  individual  soon  settles 
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down  to  a  substantially  fix^d  position  in  the  moving  mass.  This 
would  result  in  a  wear  on  certain  parts  of  each  vegetable  and  retard 
the  sufficient  action  on  other  parts.  This  hump-shaped  portion,  with 
its  abrading-surface,  forces  the  mass  forward;  and  this,  together 
with  the  movement  of  the  disk,  faster  than  the  mass  is  treated,  make 
the  raised  parts  act  to  turn  over  the  vegetables  next  to  the  bottom, 
so  as  to  bring  different  portions  of  each  separate  individual  of  the 
mass  into  contact  with  the  different  abrading-surfaces.  It  is  in  this 
it  may  be  said  to  be  a  pioneer  invention. 

The  inventor,  in  an  affidavit,  points  this  out  and  deposes  that  for 
more  than  thirteen  years  the  Robinson  construction  has  been  success- 
ful, and  that  until  this  construction  there  was  no  successful  vege- 
table-peeling machine  on  the  market:  and  he  declares  that  no  ma- 
chine is  successful  without  an  abrading- disk  having  raised  portions. 
The  appellant  so  constructs  its  machine  as  to  have  a  disk  with 
humps  or  raised  portions  with  an  abrading-surface. 

A  controversy  is  presented  as  to  what  is  meant  by  a  striated  disk 
within  the  meaning  of  the  claims.  The  appellee's  disk  has  a  car- 
borundum surface,  and  the  appellant's  disk  an  abrading-surface  of 
cement  or  concrete.  This  is  said  to  be  such  a  difference  in  con- 
struction as  to  negative  the  claim  that  the  appellant  infringes.  The 
specification  of  the  patent  states  that  the  abrading-surface  may  be 
made  of  a  variety  of  material  such  as  cast-iron,  glass,  earthenware, 
and  the  inventor  says  that  he — 

is  not  limited  to  any  specific  arrangement  of  the  strlations,  and  that  a  variety 
of  methods  of  striation  wUl  be  within  the  spirit  of  this  invention. 

In  order  to  obtain  efficient  rubbing  points  or  ridges,  there  is  no 
need  for  any  geometrical  or  symmetrical  arrangement,  nor  is  it 
needed  to  successfully  do  the  work  of  peeling.  It  is  plain  that 
exactly  the  same  purpose  is  accomplished  in  precisely  the  same  way, 
if  the  points  or  ridges  be  set  irregularly.  This  is  true  in  the  disk 
of  both  the  appellee  and  appellant.  A  surface  of  carborundum  or 
concrete  is  a  striated  surface. 

Funk  &  WagnalPs  New  Standard  Dictionary  defines  the  noun 
"  stria  " — curved,  crooked,  and  intermittent  gouges,  of  irregular  depth 
and  width  and  rough  definition,  of  a  certain  rock-surface,  sometimes 
due  to  abrasions  by  icebergs.  It  would  therefore  seem  that  the 
appellant's  abrading-surface  comes  within  the  appellee's  claims. 
The  appellant's  disk,  with  its  abrading-surface,  has  a  pair  of  roimded 
humps  or  raised  portions  so  arranged  as  to  be  diametrically  op- 
posite and  sloping  downward  from  the  circumference  of  the  disk 
to  the  flat  abrading-surface. 

We  are  of  the  opinion  that  the  appellant's  rotary  disk  has  an 
impelling  and  abrading  member  in  a  vegetable-peeling  machine. 
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which  member  is  composed  of  a  flat  horizontal  raised  portion,  and 
a  raised  portion  extending  from  near  the  circumference  inward  and 
having  two  sides  sloping  down  to  the  flat  striated  portion  of  the 
disk,  thus  coming  within  the  reading  of  claim  1. 

The  appellant's  disk  is  composed  of  a  number  of  horizontally-flat 
striated  portions,  separated  by  raised  portions  at  intervals  extending 
from  the  circumference  inward.  The  appellant's  disk,  as  thus 
striated,  comes  within  the  phrase  of  claim  2.  The  appellant's  has  an 
impelling  and  abrading  disk  composed  of  the  horizontally-flat  striated 
or  abrading  portion,  and  has  a  rounded  raised  portion  rising  grad- 
ually from  near  the  center  toward  the  circiunferenee,  and  is  the  kind 
of  construction  referred  to  in  claim  3.  Appellant's  disk  has  a 
rounded  raised  portion,  bounded  by  two  approximately  radial  edges 
extending  from  near  the  circumference  inward  and  having  a  striated 
surface,  thus  coming  within  the  description  of  claim  4. 

The  defense  that  "  striated  "  does  not  mean  a  concrete  abrading- 
surface  is  not  well  founded.  This  disk,  as  constructed,  has  an  abrad- 
ing, impelling,  and  turning  function.  It  permits  of  dealing  success- 
fully with  a  deep  mass  of  vegetables.  In  other  macliines,  but  shallow 
layers  could  be  dealt  with.  The  result  obtained  here  does  not  grind 
or  bruise  the  vegetables,  but  confines  its  action  to  removing  the  thin 
outer  layer  of  skin,  and  leaves  the  surface  of  the  vegetable  comi)ara- 
tively  smooth,  instead  of  pitted  or  hacked.  Such  advantages  have 
not  before  been  found  in  machines  of  this  type,  and  this  invention 
marks  an  advance  in  the  art.  In  other  words,  the  feature  of  the 
invention  here  is  in  the  abrading-surface  having  rounded  humps  or 
raised  portions  to  produce  the  necessary  agitation  and  circulation 
of  the  vegetables,  without  which  a  machine  of  this  character  has  been 
found  not  practical. 

Such  a  result  having  been  obtained,  we  are  of  the  opinion  that  the 
inventor  is  entitled  to  a  reasonable  range  of  equivalents,  and  it  would 
be  well  within  such  range  to  coat  the  disk  with  carbonmdum.  When 
such  a  coating  is  accomplished,  striations  are  formed,  although  the 
lines  are  broken  and  irregular.  The  variety  of  methods  and  stri- 
ations would  permit  of  such  construction.  {National  Hollow  Brake- 
Beam  Co.  v.  Interchangeable  Brake-Bea/tn  Co.^  C.  D.,  1897,  739;  81 
O.  G.,  1423;  106  Fed.  Rep.,  693;  45  C.  C.  A.,  544;  Cimiotti  Unhairing 
Co.  V.  American  Unfiairing  Co,^  115  Fed.  Rep.,  498;  53  C.  C.  x\.,  230; 
Hinm^n  v,  VisibU  MUker  Co,,  239  Fed.  Rep.,  896;  153  C.  C.  A.,  24.) 

Nor  do  we  find  in  the  prior  art  any  patent  which  anticipates  the 
patent  in  suit. 

In  the  Buist  and  Schmidt  patent.  No.  651,526,  the  patentees  de- 
pend upon  upright  wings  or  partitions  for  agitation  of  the  mass; 
but  it  is  not  the  same  kind  of  agitation  produced  by  the  bumps  of 
the  patent  in  suit.    The  corrugations  and  abutting  wings,  and  the 
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other  hard  points  in  the  inside  of  the  machine,  are  intended  to  scrape 
the  skin  off  the  vegetables.  There  is  no  kind  of  agitation  which 
causes  the  vegetables  to  circulate  to  change  position,  and  thus  afford 
different  sides  to  the  paring  or  abrasive  surface. 

In  the  Jaeger  patent.  No.  524,420,  the  inventor  depends  upon 
spring-rasps  fastened  to  radial  boards  and  arranged  in  concentric 
circles.  It  may  be  that  the  inventor's  disk  of  rasps  would  impart  a 
rolling  or  turning  movement  to  the  vegetables ;  but  there  is  nothing 
to  cause  the  necessary  circulation  of  the  mass.  The  rolling  or  turn- 
ing of  the  vegetables  is  not  enough;  there  must  be  circulation  of 
the  vegetables,  and  this,  so  that,  as  each  layer  is  peeled,  the  nei^t 
layer  is  brought  against  the  disk  and  the  performance  continued, 
until  finally  the  entire  mass  has  circulated  from  top  to  bottom.  The 
construction  of  the  patent  in  suit  accomplishes  this,  but  the  Jaeger 
patent  does  not  do  so. 

For  the  same  reason  the  French  patent  to  Harff,  No.  234,435,  can- 
not be  said  to  anticipate  the  patent  in  suit. 

In  the  patent  to  Kiepenheuer,  No.  74,399,  there  is  disclosed  no 
abrading-disk  but  a  contrivance  of  knives.  A  knife  arrangement  of 
this  kind  is  expressly  disclaimed  in  the  patent  in  suit.  It  may  be 
that  it  would  simply  cut  and  hack  the  vegetables  to  pieces,  as  claimed 
by  the  appellee.    It  has  never  been  in  successful  operation. 

We  think,  further,  that  this  German  patent  to  Kiepenheuer  was 
intended  to  peel  but  a  single  layer  of  vegetables,  as  distinguished 
from  the  deep  mass  of  vegetables.  The  knife-blades  shown  in 
Figure  12  in  the  patent  are  arranged  and  shaped  differently  from 
the  sloping  humps  of  both  the  appellee's  and  appellant's  struc- 
ture. The  blocks  extend  in  a  circumferential  direction  along  the 
edge  of  the  disk,  and  slope  downwardly  toward  and  along  the 
periphery  of  the  disk,  forming  a  circumferential  pocket  between  the 
central  and  highest  point  of  the  blocks  and  the  stationary  wall. 
The  humps  of  the  disk  of  the  appellee  and  appellant  extend  radially 
in  with,  and  slope  from,  the  circumference  toward  the  center;  the 
two  sides  also  sloping  toward  the  main  portion  of  the  disk.  We  do 
not  think  that  this  patent  anticipated  the  patent  in  suit. 

It  is  very  significant  that  the  appellant  has  copied  the  appellee's 
disk,  rather  than  make  use  of  the  patents  referred  to,  and  which  are 
said  to  constitute  the  art  prior  to  the  date  of  the  patent  in  suit.  If 
the  appellant  thinks  that  any  of  the  devices  or  improvements  or 
combinations  are  protected  by  any  of  these  patents  of  the  prior  art, 
they  may  still  use  them,  notwithstanding  this  patent,  so  that  the 
enforcement  and  restraint  of  the  injunction  granted  herein  cannot 
injure  them.  On  the  other  hand,  the  failure  to  enforce  the  injunction 
would  deprive  appellee  of  the  benefits  secured  to  it  by  this  patent 
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(Mirm  Ry.  Go.  v.  Bamett  <&  Record  Co.,  C.  D.,  1919,  829;  266  O.  G., 
283;  257  Fed.  Kep.,  302;  168  C.  C.  A.,  386.) 

(2)  Since  the  validity  of  the  patent  was  sustained  by  many  prior 
adjudications,  it  was  proper  for  the  district  judge  to  grant  the 
preliminary  injunction.  {Edison  Electric  Light  Co,  v.  Beacon 
Vacuwm,  etc.,  Co.,  C.  C;  54  Fed.  Rep.,  678.)  And  while  it  is  true 
that  the  application  for  a  preliminary  injunction  was  addressed  to 
the  discretion  of  the  court,  still  the  patent  was  frequently  sustained, 
and  there  was  undoubted  authority,  since  the  infringement  appeared 
clear.  To  refuse  to  exercise  that  discretion  to  the  detriment  of  the 
patentee  would  have  been  error.  {Searchlight  Horn  Co.  v.  Sherman 
Clay  &  Co.,  214  Fed.  Rep.,  99;  130  C.  C.  A.,  575;  Weber  Electric  Co. 
V.  CutUr-IIammer  Mfg.  Co.,  256  Fed.  Rep.,  31 ;  167  C.  C.  A.,  303.) 

We  think  the  order  below  was  properly  granted,  and  it  will  be 
affirmed. 

[U.  S.  circuit  Court  of  Appeals — Second  Circuit] 

H.  D.  Smith  &  Co.,  v.  Peck,  Stow  &  Wilcox  Co. 

Decided  December  10,  1919. 

277  O.  G..  981;  262  Fed.  Rep.,  415. 

1.  Patents — ^Anticipation — ^Analogous  Aet. 

The  Ward  patent,  No.  737,179,  for  a  screw-driver,  is  not  anticipated  by  a 
horseshoer*s  hoof-parer,  by  a  carriage-trimmer's  tool,  by  an  ice-pick  and 
meat-maul,  or  by  a  wrench,  as  none  of  them  suggest  the  idea  in  their  con- 
struction of  being  at  all  adapted  to  a  tool  utility  by  tunilng  on  its  longi- 
tudinal axis.  To  adapt  the  old  devices  to  the  new  function  requires  niodlfl- 
catlon  or  changes. 

2.  Same — Invention — Test  of  Invention. 

Whether  a  patented  structure  involves  invention  is  a  question  of  f«ct,  and 
the  determining  factor  is  not  whether  the  achievement  was  difficult  or  easy, 
but  whether  it  has  in  point  of  fact  given  the  world  something  of  value  that 
it  did  not  have. 

3.  Same — E\^dence  of  Invention. 

The  willingness  of  the  public  to  pay  more  for  a  patented  device  than  for 
other  articles  of  that  class  is  a  demonstration  of  its  substantial  value,  and 
the  fact  that  defendant  copied  the  structure  and  shnpe  of  the  article 
shows  that  it,  too,  appreciated  the  value  of  the  advance  made. 

4.  Same — ^Design  for  Sckew-Driver  Not  Ornamental. 

The  Ward  design  patent,  No.  37,213,  for  a  design  for  a  screw-driver,  Held 
invalid,  as  it  doc»s  not  impart  such  a  pleasing  effe<*t  to  the  eye  as  to  create 
beauty  or  attractiveness  or  to  make  it  ornamental. 

Appeal  from  the  District  Court  of  the  United  States  for  the  Dis- 
trict of  Connecticut. 
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Suit  in  equity  bj'  H.  1).  Smith  &  Co.  against  the  Peck,  Stow  & 
Wilcox  Company.  Decree  for  coviflainant^  and  defendant  appeals. 
Modified  and  affirmed. 

For  opinion  below,  see  258  Fed.,  40. 

Mr,  IJ.  E,  Hart  for  the  appellant. 

Mr.  Archibald  Cox  and  Mr,  Henry  E.  Rockwell  for  the  appellee. 

Before  Ward,  Rogers,  and  Manton,  Circuit  Judges. 

Manton,  Cir,  J,: 

The  appellee  now  owns,  by  assignment,  Letters  Patent  No.  737,179, 
granted  August  25,  1903,  for  a  screw-driver,  and  Design  Letters 
Patent  No.  37,214,  of  November  8,  1904,  for  a  design  for  the  screw- 
driver. Both  were  issued  to  William  S.  Ward.  The  mechanical 
patent  was  considered  by  this  court  in  an  action  wherein  the  present 
appellee  was  plaintiff  and  the  Southington  Manufacturing  Company 
was  defendant.  (247  Fed.,  342;  159  C.  C.  A.,  436.)  In  that  case, 
however,  the  plaintiff  agreed,  by  stipulation,  that  the  patent  was 
valid,  and  therefore  did  not  contest  its  validity  for  want  of  inven- 
tion. The  defenses  offered  in  that  litigation  were  non-infringement 
and  invalidity  because  of  anticipation.  It  was  held  there  that  there 
was  nothing  in  the  prior  art  like  the  combination  of  this  article, 
to  wit,  the  screw-driver,  and  the  defendant  failed  on  both  of  its 
defenses,  to  wit,  the  non-infringement  and  anticipation  because  of 
the  prior  art. 

(1)  In  this  case,  the  appellant  is  not  bound  by  such  an  admission, 
and  therefore  the  question  of  whether  or  not  the  patent  discloses 
invention  is  open  to  it.  It  has  also  offered  in  evidence  patents  which 
were  not  in  the  case  of  SrrdtK  v.  Southington  Mfg,  Co.^  and  which 
it  contends  establishes  anticipation  because  of  prior  date.  Likewise 
the  defense  is  interposed  that  evidence  of  prior  use  establishes  antici- 
pation. There  is  a  denial  of  infringement  of  the  patent  by  use  of 
the  structure  which  the  appellee  says  infringes  its  patent. 

The  district  judge  held  that,  in  view  of  the  result  in  this  court  in 
the  case  of  Sviith  v.  Southington  Mfg,  Co,^  supra^  it  was  not  in- 
cumbent upon  him  to  do  more  than  examine  such  patents  offered  in 
the  prior  art  as  were  not  considered  by  this  court,  and  such  new 
evidence  as  amplifiped  or  added  to  the  claim  of  anticipation  due  to 
prior  use.  In  this  we  think  the  learned  district  judge  was  correct. 
The  mechanical  patent  provide  for  a  new  make  of  screw-driver. 
Screw-drivers  have  existed  for  a  long  time,  but  in  this  invention  we 
believe  that  the  inventor  gave  to  the  world  a  new  and  better  screw- 
driver than  it  has  had,  and  thus  has  moved  the  art  forward.  It  con- 
sists of  a  combination  of  a  particular  structure  and  a  particular 
shape.     It  consists  of  integral  solid  drop-forging  beginning  at  the 
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top  of  an  oval,  but  having  a  flat  hammer-face,  and  continuing  into 
a  flat  handle-web,  into  which  scales  of  an  elliptical  shape  gradually 
decreasing  in  Vidth  are  riveted,  continuing  into  a  conical  tapering 
bolster,  continuing  into  a  round  shaft,  ending  up  in  a  flat  blade ;  the 
handle  portion  being  elliptical  in  the  cross-section  for  the  most  part, 
but  gradually  merging  with  the  conical  bolster  by  a  gentle  taper  into 
a  circular  tool-shank,  thus  providing  a  firm  grasp,  while  facilitating 
a  nice  control  by  pressure  of  the  finger  and  thumb  upon  the  shank  of 
the  tool.  There  has  been  created  for  it  a  very  substantial  and  large 
demand.  It  commands  a  high  price  for  such  a  tool  in  the  market. 
Its  shape  and  handles  provide  for  turning  the  tool  on  its  elliptical 
axis. 

Two  important  characteristics  stand  out  as  necessary  for  success- 
ful use  by  operators:  (1)  It  should  be  of  such  a  character  that  the 
blade  may  be  inserted  in  the  kerf  of  the  screw  as  easily  and  certainly 
as  possible;  and  (2)  provide  for  the  application  of  as  much  power  as 
possible  to  turn  it.  Hand-power  is  applied,  and  the  hand-grip  must 
be  attained  by  the  shape  upon  which  the  hand  rests  and  obtains  con- 
trol of  the  tool,  and  is  brought  to  bear  in  the  turning  operation.  The 
combination  must  have  such  structural  strength  as  to  meet  increased 
strains  occasioned  by  the  increased  control  and  turning  power.  The 
structure  provided  by  this  integral  solid  drop-forging  provides  for 
wooden  hand-scales  so  shaped  as  to  provide  the  foregoing  character- 
istic. The  shape  can  be  seen  plainly  by  the  eye  and  felt  by  the  hand. 
In  the  lower  part  of  the  handle,  the  elliptical  cross-section  merges 
with  an  abrupt  break  into  a  circular  cross-£iection,  and  the  two  then 
decrease  in  diameter  until  there  is  a  comparatively  small  circular 
cross-section  and  then  continuing  down  becomes  still  smaller  and  then 
flattens  out  as  a  blade. 

(2)  Whether  thfe  structure  involves  invention  is  a  question  of  fact, 
and  the  determining  factor  is  not  whether  the  achievement  is  difficult 
or  easy,  but  whether  it  has,  in  point  of  fact,  given  the  world  some- 
thing of  real  value,  that  it  did  not  have — a  benefit  conferred  upon 
mankind.  {O^Rourke  Engineering  Const,  Co.  v.  McMulUn  et  al,^ 
160  Fed.  Kep.,  933;  88  C.  C.  A.,  115.) 

This  court,  upon  the  appeal  in  the  other  litigation,  considered  it 
very  useful,  and  pointed  out  that  a  considerable  demand  had  arisen 
for  it.  The  record  here  shows  that  4,700,000  of  these  screw-drivers 
have  been  sold  at  a  price  of  at  least  ten  per  cent,  higher  than  the 
next-highest-priced  screw-driver.  This  willingness  of  the  purchas- 
ing public  to  pay  is  a  practical  demonstration  of  its  substantial  value. 
The  appellant's  conduct  in  copying  the  structure  and  shape  of  the 
appellee's  structure  is  a  strong  indication  that  it,  too,  appreciates 
the  value  of  this  advance  iii  the  art.  We  conclude  that  the  combina- 
tion constitutes  invention,  and  that  the  patent  is  valid. 
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We  shall  consider  the  various  patents  in  this  record  which  were 
not  considered  in  the  case  of  Smith  <6  Co.  v.  Southmgton  Mfg.  Co.^ 
(247  Fed.  Rep.,  342;  159  C.  C.  A.,  436.)  In  that  case,  the  defendant 
introduced  the  same  three  table-knife  patents,  No.  78,328,  issued 
May  26,  1868,  to  Moses  Rubel,  No.  86,252,  issued  January  26,  1869, 
to  Moses  Rubel,  and  No.  172,874,  issued  February  1,  1876,  to  James 
D.  Frary;  the  screw-driver  patent,  No.  267,709,  issued  November  21, 
1892,  to  Philip  Nadig;  three  wrench  patents.  No.  563,059,  issued  Janu- 
ary 14,  1896,  to  Robert  C.  EUrich,  No.  666,029,  issued  January  15, 
1901,  to  Amos  Sheppard,  and  Design  No.  34,136,  issued  February 
26, 1901,  to  William  S.  Ward ;  and  all  were  held  not  to  anticipate  the 
patent  in  suit.  We  adhere  to  the  conclusion  there  announced.  In 
addition  to  the  foregoing  patents,  this  appellant  has  offered  and  in- 
troduced three  other  patents,  one  to  Franz  Lehman,  No.  96,928,  issued 
November  16, 1869,  for  a  horseshoer's  hoof-parer,  one  to  Munson,  No. 
104,056,  issued  June  7, 1870,  relating  to  rubber-coated  carriage-trim- 
mings, and  one  to  Conklin,  No.  128,020,  issued  June  18,  1872,  for  an 
ice-pick  and  meat-maul.  The  ice-pick  is  made  of  a  single  piece  of 
cast  metal,  with  handle-scales  attached.  The  carriage-trimmings 
tool  consists  of  a  piece  of  metal  covered  with  rubber,  and  the  hoof- 
parer  of  a  curved  piece  of  metal  with  a  curved  knife  fastened  to  one 
end,  and  two  pieces  of  horn  riveted  to  either  side.  They  have  neither 
the  structure  nor  the  shape  of  the  patent  in  suit.  It  is  plain  that 
none  of  these  prior  patents  could  provide  for  the  patented  screw- 
driver without  modification  of  the  things  shown  in  the  patent. 

(3)  It  is  not  sufficient  to  constitute  anticipation  that  the  device 
relied  upon  might,  by  modification,  be  made  to  accomplish  the  func- 
tion performed  by  the  patent  in  question.  It  must  be  designed  by 
the  maker  and  adapted  for  the  performance  of  such  function. 
{Topliif  V.  Topliif  <&  Co.,  C.  D.,  1892,  4«2;  60  O.  G.,  1257;  145  U.  S., 
156;  12  Sup.  Ct,  825.).  The  prior  wrench  patents  to  EUrich  (No. 
558,059)  and  Sheppard  (No.  666,029)  do  not  show  or  suggest  any 
part  of  the  shape  of  the  patented  screw-driver,  except  only  at  one 
end  of  the  six  mentioned  parts.  They  do  not  disclose  or  suggest 
either  the  butt  at  one  end  or  any  of  the  shape  below  the  handle  por- 
tion, where  the  elliptical  cross-section  gradually  merges  into  a  round 
cross-section,  nor  the  continued  contracted  diameter  through  the 
conical  bolster  into  the  circular  tool-shank.  They  lack  half  the  com- 
bination of  the  article,  because,  if  a  blade  is  formed  on  the  end  of  one 
of  these  wrenches,  the  device  still  lacks  the  shape,  and  they  cannot  be- 
declared  an  anticipation.  We  shall  consider  the  design  patent  to 
Ward  better. 

The  tools  made  pursuant  to  the  prior  patents  were  not  screw- 
drivers, and  do  not  suggest  the  idea  in  their  construction  of  being 
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at  all  adapted  to  a  tool  utility  by  turning  on  its  longitudinal  axis. 
To  adapt  these  old  devices  to  this  new  function  would  require  modi- 
fication or  changes,  and  therefore  they  do  not  anticipate.  {Holbs  v. 
Beacf^  C.  D.,  1901,  311;  94  O.  G.,  2867;  180  U.  S.,  888;  21  Sup.  Ct, 
409;  Bcerry  v.  Harpoon  Castor  Mfg.  Co.^  209  Fed.  Rep.,  207;  126 
C.C.A.,301.) 

The  improvised  tools  used  by  employees  of  both  in  their  factory 
and  at  their  homes  were  simply  wrench-bars  and  were  not  antici- 
pations. They  had  not  become  established  facts,  accessible  to  the 
public,  in  contributing  definitely  to  the  advance  of  the  art.  They 
had  hot  taken  their  place  as  part  of  the  known  established  art,  to 
which  the  public  may  at  any  time  resort.  {Ajax  Metal  Co,  v.  Brady 
Brass  Co.^  C.  C;  156  Fed.  Rep.,  409.)  These  tools  do  not  suggest 
or  show  the  merging  of  the  elliptical  cross-section  into  the  circular 
cross-section,  or  the  portion  of  the  tool  below  that.  To  prove  antici- 
pation by  an  unpatented  device,  if  attempted  by  oral  testimony, 
the  existence  and  use  must  be  proven  by  clear,  satisfactory  proof 
and  beyond  a  reasonable  doubt.  {The  Barbed  Wire  Patents,  C.  D., 
1892,  299 ;  56  O.  G.,  1555 ;  143  U.  S.,  275 ;  12  Sup.  Ct.,  443.)  We  find 
nothing  in  the  prior  use  of  the  various  tools,  which  have  been 
offered  in  evidence  and  been  considered,  which  warrants  our  con- 
cluding, beyond  a  reasonable  doubt,  that  the  appellee's  patented 
structure  has  been  anticipated  by  such  use. 

The  proof  of  infringement  is  ample.  The  appellant's  screw- 
driver is  so  near  in  structure  and  shape  to  the  appellee's  screw-driver 
that  we  are  convinced  of  its  infringement. 

(4)  The  appellee  has  sued  upon  both  patents  in  this  action.  This 
it  may  properly  do.  (Eclipse  Mach.  Co.  v.  II arley -Davidson  Motor 
Co.^  D.  C,  244  Fed.  Rep.,  463. )  To  successfully  establish  the.  validity 
of  the  design  patent,  and  to  entitle  the  inventor  to  protection,  he 
must  establish  a  result  obtained,  which  indicates,  not  only  that  the 
design  is  new,  but  that  it  is  beautiful  and  attractive.  It  must  in- 
volve something  more  than  mere  mechanical  skill.  There  must  be 
invention  of  design.  The  district  judge  concluded  that  the  screw- 
driver is  beautiful  and  attractive,  and  he  says,  even  ornamental. 
We  cannot,  however,  agree  that  the  appellee's  structure,  made  pur- 
suant to  this  patent,  has  such  a  pleasing  effect  imparted  to  the  eye 
as  to  create  beauty  or  attractiveness,  or  to  make  it  ornamental.  It 
provides  for  a  new  utility.  Design  patents  refer  to  appearance. 
Their  object  is  to  encourage  works  of  art  and  decorations  which  ap- 
peal to  the  esthetic  emotions — to  the  beautiful.  We  do  not  think 
that  the  device  constructed  by  the  appellee  has  a  subject-matter  for 
such  beauty  and  attractiveness  as  is  contemplated  by  the  statutes, 
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which  permit  the  Patent  Office  to  grant  design  patents,  and  con- 
clude that  the  learned  district  judge  erroneously  sustained  this 
patent. 

We  therefore  modify  the  decree  by  afflrrrdng  the  remit  teaehed  by 
the  district  judge  as  to  the  Letters  Patent  No.  787^179^  granted  A%igust 
£5,  1903^  and  reverse  the  decree  as  to  Design  Letters  Patent  No, 
S7^U. 

The  decree  below  is  thus  modified  and  affirmed. 


ru.  S.  Circuit  Court  of  Appeals— Sixth  Circuit.] 

.Concrete  Appliances  Co.  et  al,  v,  Meinken  et  dl. 

Decided  January  6,  1920;  on  petition  for  rehearing  March  2,  1920, 

278  O.  G.,  163;  262  Fed.  Rep.,  958. 

1.  Patents — Validity  Affected  by  Pbiob  Appucation  fob  Anotheb  Patent. 

A  patent  appUed  for  after  flUng  of  application  for  but  l)efore  issue 
of  another  patent  in  the  same  art  should,  as  to  anticipation  and  the 
presence  of  invention,  be  judged  upon  the  basis  of  which  the  earlier  appli- 
cation is  a  part,  though  it  was  not  a  part  of  the  prior  art  in  the  sense  in 
which  that  phrase  is  used  with  reference  only  to  publication. 

2.  Same — Patent   fob   Distributing  Wet   Concrete  Invalid   fob  Want  of 

Invention. 
The  Smith  patent,  No.  948J46,  for  an  apparatus  for  distributing  wet 
concrete,  as  limited  by  the  prior  Callahan  patent,  No.  948,719,  Held  not  to 
show  invention. 

3.  Same — Combination   Device  fob  Distributing  Wet  Concbete  Valid   and 

Not  Anticipated. 
The  Callahan  patent,  No.  948,719,  for  an  apparatus  for  distributing  wet 
concrete,  consisting  of  an  elevating-tower  and  devices  for  spreading  same 
over  structure,  though  a  combination.  Held  to  show  invention  and  not  to 
have  been  anticipated. 

4.  Same — Analogous  Use. 

Apparatus  for  elevating  and  distributing  wet  concrete  Held  not  a  mere 
double  use  of  earlier  apparatus  for  loading  coal. 

6.  Same — New  Result. 

The  elevation  and  gravity  distribution  of  wet  concrete  to  and  around 
the  successive  floors  of  a  building  being  constructed  and  all  in  a  semi- 
automatic way  is  a  new  result  in  a  patentable  sense. 

6.  Same — Patentability — ^Test  of  Invention — "  New  Result." 

"The  test  of  the  presence  of  invention  in  a  new  assembly  of  old  ele- 
ments is  sometimes  said  to  be  whether  a  new  result  is  accomplished. 
This  is  often  not  a  helpful  rule,  because  its  application  involves  definition 
of  the  phrase  '  new  result,*  and  this  opens  the  original  difficulty.  Within 
a  narrow  definition,  every  new  combination  of  old  elements  gets  a  new 
result;  but  this  Is  not  the  sense  in  which  the  phrase  is  rightly  used  as 
indicative  of  Invention." 
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7.  Same — ^Appabatus  fob  Doing  a  Unitaby  Wobk  Involving  Successive  Steps 

Under  Manual  Contboi^ 
Apparatus  for  elevating  and  distributing  wet  concrete  to  the  floors  of 
buildings  under  construction,  which  is  in  a  fair  sense  a  unitary  work,  does 
not  become  an  aggregation  merely  because  it  Involves  successive  steps 
under  manual  control. 

On  petitUm  for  rehearing. 

8.  Same — Constbuction — "Adjubtabt^  " — Removal  of  Bolts  and  Fastening  in 

New  Position. 
The  Callahan  patent,  No.  948,719,  for  an  apparatus  for  elevating  and  dis- 
tributing wet  concrete  to  the  floors  of  buildings  under  construction,  chiim  5. 
the  phrase  "  said  boom  being  ndjustnbly  connected  with  the  tower  and 
adapted  to  be  arranged  at  various  points  in  the  height  thereof  *'  construed 
in  accordance  with  the  apparent  intention  of  the  draftsmen  to  refer  to  the 
vertical  chanjie  of  the  boom  on  the  tower,  which  was  effected  by  taking  out 
bolts  and  bo < ting  it  again  to  a  new  position,  although  such  is  not  adjusta- 
bility in  the  most  precise  definition. 

Appeal  from  the  District  Court  of  the  United  States  for  the  West- 
ern Division  of  the  Southern  District  of  Ohio ;  Howard  C.  HoUister, 
judge. 

Suit  by  the  Concrete  Appliances  Company  and  another  against 
Dietrich  Meinken  and  others.  From  a  decree  for  defendants^  plain- 
tiff h  appeal.    Reversed  and  remanded^  with  directions, 

statement  of  the  case. 

Suit  upon  patents  numbered  948,719,  issued  July  8,  1910,  to  L. 
Callahan,  and  948,746,  issued  February  8, 1910,  to  A.  L.  Smith.  This 
case  involves  the  tower  apparatus  now  in  common  use  for  elevating 
and  distributing  wet  ("  mush  ")  concrete  upon  the  successive  floors 
of  high  buildings,  constructed  in  whole  or  in  part  from  that  mate- 
rial. The  apparatus,  as  now  used,  involves  two  steps:  first,  elevat- 
ing the  material  to  a  reservoir  or  hopper-bin  temporarily  fixed  at  the 
desired  elevation  in  the  tower ;  and,  second,  distributing  it  from  that 
elevation,  by  gravity,  through  a  conduit  revolving  at  the  point  of 
connection  with  the  hopper-bin  and  having  at  least  one  swiveled  el- 
bow-joint, whereby  any  desired  point  upon  the  selected  horizontal 
plane  can  be  reached  for  the  gravity  discharge  of  the  material. 

Callahan  and  Smith  each  showed,  in  his  drawing,  the  complete 
apparatus;  but  Callahan  made  no  claim  to  the  feature  of  the  double- 
swiveled  discharge-pipe.  Callahan's  application  was  filed  January 
21,  1909}  Smith's  on  February  23d  of  the  same  year.  The  Patent 
Office  notified  Callahan  that  his  application  seemed  to  conflict  with 
anothef ,  and  suggested  to  him  some  of  the  claims  which  Smith  had 
made.  Callahan  adopted  these  claims,  whereby  an  interference  was 
declared.    The  substance  of  the  issue  is  shown  by  count  1,  which  is 
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given  in  the  footnote.*  Upon  this  issue,  Callahan  conceded  priority ; 
judgment  was  rendered  upon  the  concession ;  Callahan  canceled  these 
additional  claims ;  and  both  patents  issued.  Both  patents,  by  assign- 
ments, licenses,  etc.,  became  the  property  of  the  Concrete  Appliances 
Company  and  Insley,  and  this  suit  was  brought  by  them  in  the  court 
below  based  upon  alleged  infringement  of  both  patents.  The  above- 
quoted  count  1  of  the  interference  became  claim  1  of  the  Smith  patent, 
and  is  typical  of  those  sued  upon. 

Claim  5  of  the  Callahan  patent  is  here  quoted*  and  may  be  ac- 
cepted as  a  statement  of  his  invention  said  to  be  infringed.  Claims 
1,  2,  and  13  are  also  declared  upon. 

Mr,  Arthur  M.  Hood  for  the  appellants. 
Mr,  F.  E.  Dennett  for  the  appellees. 

Before  Warrington,  Knappen,  and  Denison,  Circuit  Judges. 

Denison,  Cir. «/.,  (after  stating  the  facts  as  above;) 

(1,  2)  It  goes  without  saying  that  the  Smith  patent  can  get  no 
advantage  merely  because  it  has  been  owned  and  commercially  ex- 
ploited along  with  the  Callahan  patent.  Upon  this  record,  Smith 
can  not  claim  to  be  the  inventor  of  anything  shown  by  Callahan's 
application,  except  as  the  latter  is  modified  by  the  later  concession 
of  priority.  The  Callahan  patent  is  not  a  part  of  the  prior  art,  in 
the  sense  in  which  that  phrase  is  used  with  reference  only  to  pub- 
lications, but  the  Smith  patent,  both  as  to  anticipation  and  as  to  the 
presence  of  invention,  must  be  judged  upon  the  basis  of  which  the 
earlier  Callahan  application  is  a  part.  {Lendey  v.  Dohson-Evans 
Co.,  C.  D.,  1918,  223;  246  O.  G.,  1203;  243  Fed.  Rep.,  391;  156  C.  O. 
A.,  171.)  It  must  therefore  be  assumed,  as  against  Smith,  that  the 
advance  of  his  claim  1  consisted  merely  in  taking  the  concrete  ele- 
vating and  distributing  apparatus  of  Callahan  and  substituting  for 
Callahan's  simple  discharging-conduit,  revolving  only  at  the  point 
of  attachment  to  the  receiving-hopper,  the  compmind  discharging- 
conduit  consisting  of  two  or  more  sections  revolubly  connected  with 
each  other.^    We  are  not  convinced  that  this  advance  involved  any 

1  In  a  device  for  distributing  concrete,  means  for  elevating  the  concrete  to  a  point  above 
the  work  to  be  performed ;  a  hopper  adapted  to  receive  the  concrete  so  elevated ;  a  pri- 
mary distributing  pipe  revolubly  mounted  beneath  the  hopper ;  aod  a  secondary  distribnt- 
ing  pipe  revolubly  mounted  beneath  the  mouth  of  the  first  named  pipe,  substantially  as 
described. 

'Claim  5.  An  apparatus  for  the  purpose  described,  comprising  a  tower,  a  conduit  ex- 
tending laterally  therefrom,  a  suitably  supported  horizontally  movable  boom  carrying 
the  conduit,  said  boom  being  adjustably  connected  with  the  tower  and  adapted  to  be 
arranged  at  various  points  in  the  height  thereof,  moans  for  raising  plastic  material  to  the 
point  desired  In  the  height  of  tho  conduit  f tower],  and  means  for  receiving  plastic  ma- 
terial from  the  raising  means  and  conducting  the  same  to  the  conduit ;  the  said  receiving 
and  conducting  means  being  adjustable  in  the  direction  of  the  height  of  the  tower. 

*  We  speak  thus  of  Callahan's  form,  because  of  the  necessary  effect  of  the  filing  dates, 
the  concession,  and  the  form  of  the  issued  claims. 
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invention.  Such  a  double-rswiveled  conduit  was  a  well-known  ex- 
pedient for  the  gravity  conveying  of  any  material  which  it  was 
desired  to  discharge  at  selected  points  in  a  lower  horizontal  plane. 
It  is  obvious — at  least  when  it  is  pointed  out  to  us — ^that,  with  an 
inclined  conduit  revolving  at  its  upper  end,  the  lower  end  could  be 
made  to  reach  any  desired  point  on  the  lower  plane,  either  by  chang- 
ing the  angle  of  inclination  and  modifjring  the  length  of  the  conduit, 
as  by  telescoping  a  section,  or  by  adding  a  supplementary  conduit 
revolubly  connected  with  the  lower  end  of  the  primary  one.  Neither 
form  had  been  in  use  for  concrete  (before  Callahan),  but  both  forms 
were  old  for  other  purposes.  The  double-swiveled  form  had  been 
most  highly  developed  in  grain-elevators,  for  distributing  the  grain 
from  the  elevated  receiving-bin  to  the  several  openings  on  the  floor 
below,  which  indicated  spouts  leading  to  still  lower  storage-bins. 

If  the  matter  were  to  be  considered  in  the  broadest  sense,  there 
might  be  such  distinctions  between  elevating  and  distributing  grain 
and  elevating  and  distributing  concrete  that  transferring  a  device 
from  one  art  to  the  other  and  making  the  necessary  adaptation 
would  involve  invention.  That  need  not  be  decided ;  but  here  Smith 
begins  at  the  point  where  the  elevation  of  the  concrete  is  finished. 
He  has  then  merely  the  question  of  gravity  distribution.  He  finds 
that  concrete  has  been  distributed  and  grain  has  been  distributed 
by  a  single  unitary  chute,  swinging  and  turning  at  its  upper  end, 
and  that  grain  has  also  been  distributed  by  the  double-swiveled 
chute,  thereby  increasing  the  ability  to  select  exactly  the  desired 
point  for  discharge.  In  the  words  which  were  used  in  Crown  Co,  v. 
Sterling  Co.,  (C.  D.,  1915,  271;  218  O.  G.,  875;  217  Fed  Rep.,  381; 
133  C.  C.  A.,  297,)  Callahan  had  already  "  bridged  over  whatever 
gap  there  was  "  between  the  art  of  concrete-building  and  the  art  of 
gravity  distribution,  and  the  "door  of  opportunity  was  open"  to 
all  who  wished  to  use  in  the  former  art  an  expedient  well  known 
in  the  latter.  It  seems  to  us  quite  clear  that  there  is  no  invention 
in  adding  to  the  device  of  Callahan  the  well-known  additional 
swiveled  joint  in  the  discharge-conduit.  It  follows  that  those  claims 
of  the  Smith  patent  sued  upon  are  invalid,  and  the  decree  of  the 
court  below,  which  dismissed  the  bill  as  to  this  patent,  must  so  far 
be  affirmed. 

(3)  At  the  time  these  patentees  appeared  on  the  field  concrete 
had  already  come  into  extensive  use  as  a  building  material  in  con- 
nection with  metallic  reinforcements,  and  it  had  been  found  that 
it  was  suitable  for  buildings  of  all  shapes  and  of  many*  stories  in 
height.  When  mixed  of  the  proper  consistency,  it  was  called 
"mush"  concrete,  and  to  handle  this  material  and  deliver  it  effi- 
ciently at  the  place  of  use  in  a  large  building  operation  was  a 
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considerable  problem.  Various  methods  had  been  employed,  but 
the  one  most  approved  consisted  in  raising  it  by  elevator  to  the 
floor  or  level  where  it  was  to  be  used  and  there  dumping  it  into 
wheelbarrows,  by  which  it  was  conveyed  to  the  various  desired 
points  of  use  upon  that  level.  It  occurred  to  Callahan  that  he  could 
construct  a  tower,  or  skeleton  elevator-shaft,  which  should  origi- 
nally extend,  or  which,  by  successive  additions,  should  be  made  to 
extend,  well  above  the  highest  story  of  the  proposed  building;  that 
he  could  attach  to  this  tower,  and  make  vertically  adjustable 
thereon,  a  receiving  bin  or  hopper  carrying  a  downwardly-inclined 
and  revolubly-connected  discharge-chute,  which  could  be  swimg 
about  to  reach  various  points  on  the  next  lower  level  to  that  where 
the  receiving-bin  was  fixed;  that  this  receiving-bin  and  its  dis- 
charging apparatus  could  be  temporarily  fixed,  as  the  building 
advanced,  at  positions  on  the  tower  suitably  elevated  above  each 
successive  story;  that  the  mush  concrete  could  be  elevated  inside 
the  tower  to  these  various  fixed  positions  and  there  dumped  into 
the  receiving-bin;  and  that,  in  this  way  the  mush  concrete  could 
be  delivered  in  an  approximately  automatic  way  throughout  the 
successive  floors  or  levels  of  a  building,  no  matter  how  high.  Upon 
this  record,  this  general  thought  was  wholly  novel.  It  has  proved 
to  be  of  great  commercial  value.  It  is  common  knowledge  that, 
mostly  within  the  period  since  the  patent  issued,  reinforced  concrete 
has  largely  superseded  all  other  materials  in  the  erection  of  large 
structures,  and  the  record  shows  that  eighty  or  ninety  per  cent,  of 
all  the  important  construction  work  of  this  class  in  the  country 
employs  this  Callahan  method,  and  that  all  of  the  larger  manufac- 
turers of  machinery  and  apparatus  for  this  general  purpose  have 
taken  licenses  under  the  patent.  It  is  not  too  much  to  say  that  the 
invention  has  played  a  large  part  in  revolutionizing  the  building 
industry,  and  that  it  is  not  common  for  a  patent  in  litigation  to 
find  itself  supported  by  such  a  large  measure  of  commercial  merit 
and  public  acquiescence. 

It  is  not  contended  that  the  patent  is  anticipated,  in  the  strict 
sense  of  that  term,  but  the  defendant's  position,  approved  by  the 
court  below,  is  that  Callahan  only  put  together  old  and  familiar 
elements,  and  that  his  advance  did  not  involve  invention  over  what 
had  gone  before.  To  determine  this  question,  we  must  know,  first, 
the  character  of  the  relations  between  what  was  old  and  this  new 
arrangement,  and,  second,  whether  his  claims  are  properly  charac- 
terized by  reference  to  his  real  advance.  To  elevate  material  to  a 
fixed  and  invariable  height,  and  to  distribute  it  therefrom  by  grav- 
ity, through  a  swinging,  revolving  chute,  to  different  discharge- 
spots  upon  a  lower  level,  was  common.    As  we  have  said,  in  consid- 


Digitized  by 


Google 


CONCRETE  APPLIANCES  CO.  ET  AL.  V.  MEINKEN  ET  AL.        383 

ering  the  Smith  patent,  this  was  familiar  in  the  class  of  grain- 
elevators.  The  typical  so-called  grain-elevator,  or  storage-house, 
was  a  permanent  structure,  and  grain  was  carried  by  various  types 
of  elevating  apparatus  to  the  permanent  top  floor  or  level.  From  the 
bottom  of  the  bin  there  situated  depended  a  swinging  chute,  which 
could  be  moved  about  so  as  to  discharge,  upon  the  floor  below,  into 
any  storage-bin  opening  from  that  level.  These  grain-elevators,  like 
others  of  similar  type  shown  by  the  record,  entirely  lack  the  only 
substantial  novelty  claimed  for  Callahan.  They  did  not  have  a  tem- 
porary receiving  bin  or  hopper  with  a  connected  discharge-chute 
vertically  adjustable  in  an  elevator-tower,  adapted  to  distribute  the 
material  upon  successive  levels.  If  invention  lies  in  this  thought 
and  its  practical  application,  the  grain-elevators  are  not  important. 

Next  we  are  cited  to  several  examples  of  unloading  apparatus  for 
vessels,  of  which  the  English  patent  to  Baillie,  JNo.  10,380  of  1888,  is 
as  relevant  as  any.  In  this  device,  which  was  for  transferring  coal 
from  a  barge  to  the  ship  alongside,  there  was  a  receiving  bin  or  hop- 
per located  in  an  elevated  framework  or  staging  on  the  barge,  and 
from  which  a  depending  chute  carried  the  material  away  by  gravity 
to  the  proper  bunker  in  the  ship.  The  coal  contents  of  the  barge 
were  raised  to  this  point  by  an  endless  chain  of  buckets  over  an  in- 
clined mast  or  support  pivoted  to  the  vertical  frame  at  its  upper  end. 
Evidently,  as  the  contents  of  the  hold  of  the  vessel  became  lowered, 
this  mast  must  be  extended  farther  down,  or  farther  to  one  side,  and 
this  could  be  done  either  by  an  extension  of  the  lower  end  or  by  low- 
ering the  upper  pivoted  point.  The  patent  shows  both  methods  of 
adjustment.  The  bin  and  pivot  could  be  lowered  upon  this  support- 
ing-stage a  short  distance — not  more  than  the  height  of  the  bin.  The 
point  of  final  delivery  was  not  changed.  Such  vertical  adjustability 
as  there  was  in  the  bin  was  incidental  to  raising  and  lowering  the 
whole  "  tower  "  to  accommodate  it  to  the  point  where  elevation  began. 
We  do  not  find  here  any  substantial  disclosure  of  the  real  novelty 
of  Callahan's  invention,  as  above  stated. 

This  leaves  for  consideration  only  the  patent  to  Theiss  et  aZ.,  No. 
866,166,  of  September  17,  1907.  It  is  not  to  be  doubted  that  this  is 
suggestive  of  the  idea  and  the  apparatus  of  Callahan ;  whether  it  is 
more  than  a  mere  suggestion  is  the  question.  Theiss's  apparatus, 
like  Baillie's,  was  intended  for  unloading  coal  from  a  barge  and 
loading  it  into  the  hold  of  a  ship.  It  consisted  essentially  of  a  tower- 
shaped  structure  permanently  erected  upon  the  deck  of  a  barge  or 
scow.  It  was  intended  to  reach  a  distance  substantially  higher  than 
the  coal-receiving  hatchways  of  the  particular  ship  which  might  be 
selected  to  be  served ;  there  was  never  occasion  to  make  it  any  higher. 
This  tower  carried  an  elevator  car  or  skip  which  was  loaded  with 
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coal  when  it  was  at  the  bottom  of  the  tower,  and  then  was  elevated 
as  far  as  necessary  to  be  dumped  into  a  receiving-bin,  which  bin  was 
capable  of  vertical  adjustment  on  the  tower.  This  receiving-bin  in 
turn  dumped  into  a  chute,  which,  at  its  lower  end,  discharged 
through  the  hatchway  of  the  vessel  to  be  loaded.  This  chute  was 
not  revolubly  connected  with  the  bin  or  tower.  It  could  not  be 
moved  laterally.  It  was  carried,  by  the  tower,  in  ways  or  guides 
which  gave  the  chute  its  inclination  and  permitted  it  to  slide  therein 
longitudinally.  There  was  a  permitted  adjustment  of  the  guide  by 
which  the  angle  of  inclination  could  be  changed,  but  this  was  done 
by  releasing  and  readjusting  and  refastening  the  guideways,  and 
could  not  be  done  as  a  part  of  the  operation  of  the  device  while  in 
use. 

The  adjustment  and  fixing  of  the  chute,  in  order  to  discharge  into 
a  desired  hatchway,  was  a  complicated  matter.  First,  the  carrying 
scow  must  be  so  positioned  and  fastened  with  reference  to  the  ship 
that  the  tower  was  exactly  opposite  the  hatchway.  Second,  the  re- 
ceiving-bin and  the  chute  must  be  adjusted  vertically  in  the  tower  at 
such  a  position  that  the  chute,  in  its  carrying-guides,  would  be 
pointed  at  the  hatchway.  Third,  the  chute  must  be  slid  downward 
and  outward,  in  the  direction  at  which  it  was  pointed,  until  its  lower 
end  entered  the  hatchway.  If,  then,  it  was  next  desired  to  reach  an- 
other hatchway  on  the  same  transverse  line,  the  vertical  adjustment 
of  the  bin  and  the  chute-carrier,  and  the  aiming  of  the  chute  at  the 
new  hatchway  and  its  longitudinal  extension  into  contact  therewith, 
must  be  repeated.  If  it  were  desired  to  reach  hatchways  farther  for- 
ward or  aft,  the  scow  and  its  entire  apparatus  must  be  released  and 
floated  alongside  the  ship  to  its  new  position.  In  the  broadest  sense, 
this  patent  shows  a  plan  of  elevating  material  to  an  adjustable  vertical 
height,  and  from  there  distributing  it  by  gravity  to  selected  positions 
upon  a  lower  level ;  but  it  shows  this  idea  in  a  very  rudimentarj''  form. 
It  would  be  practically  useless,  for  the  purposes  now  involved. 

In  details  of  construction  and  of  claim  reading,  there  is  ample  dif- 
ferentiation. Claim  5  of  Callahan,  above  quoted,  will  not  read  on 
Theiss.  A  comparison  of  the  Theiss  apparatus  with  this  claim  shows 
(a)  that  the  Theiss  apparatus  is  not  "  for  the  purpose  described,"  in 
any  restricted  sense  of  that  phrase;  (&)  that  Theiss  has  a  relatively 
short  supporting-framework,  rather  than  a  relatively  hisrh  and  dis- 
tinctive tower;  (c)  that,  while  Theiss  has  "a  conduit,"  it  does  not 
"  extend  laterally  therefrom,"  excepting  in  the  most  general  sense ; 
(rf)  that  Theiss  has  no  "suitably  supported  horizontally  movable 
boom  carrying  the  conduit,"  nor  anything  which  approximates  such 
a  boom;  {e)  that,  since  he  has  no  boom  at  all,  of  course  he  has  no 
boom  "  adjustably  connected  with  the  tower  and  adapted  to  be  ar- 
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ranged  at  the  various  points  of  the  height  thereof ; "  but  it  must  be 
said  that  Theiss's  conduit  itself  has  this  vertically-adjustable  connec- 
tion with  the  tower.  (/)  The  remaining  elements  of  the  claim  are 
literally  met  well  enough  by  Theiss,  save  for  the  distinction  as  to 
their  use  with  plastic  material. 

(4)  The  question  presented  by  Theiss  seems  not  to  be  one  merely 
of  double  use,  because  the  structural  differences  are  too  great;  but, 
if  the  physical  resemblance  were  much  closer,  the  defense  of  double 
use  would  be  far  from  satisfactory.  (See  Ansonia  Co.  v.  Electrical 
Co.,  C.  D.,  1892,  313;  68  O.  G.,  1692;  144  U.  S.,  11;  12  Sup.  Ct.,  601; 
Potts  V.  Creager,  C.  D.,  1895,  143;  70  O.  G.,  494;  165  U.  S.,  597;  15 
Sup.  Ct,  194;  Hohhs  v.  Beach,  C.  D.,  1901,  311;  94  O.  G.,  2357;  180 
U.  S.,  383;  21  Sup.  Ct.,  409;  GoU  v.  Newton,  C.  D.,  1918,  310;  256 
O.  G.,  649;  C.  C.  A.,  2;  264  Fed.  Rep.,  824;  166  C.  C.  A.,  270.)  Cer- 
tainly, the  art  of  loading  coal  into  a  ship  for  fuel  is  not  the  same  art 
at  that  of  distributing  wet  concrete  to  a  building  structure ;  nor  is  the 
analogy  very  close.  It  is  not  at  all  certain,  even  if  probable,  that  an 
experienced  building  engineer,  considering  methods  of  handling  wet 
concrete  for  a  skyscraper,  would  call  to  mind  a  coal-handling  appa- 
ratus on  a  harbor-scow.  On  the  other  hand,  it  impresses  us  as  a  bold 
and  original  thought  that  this  material  could  be  handled  in  this  way. 
Distributing  mush  concrete  through  gravity-chutes  by  one  apparatus 
throughout  the  whole  course  of  building  obviously  involved  difficul- 
ties; it  had  never  been  handled  by  gravity-chutes  at  all,  excepting 
under  simple  conditions  where  these  difficulties  did  not  exist,  and 
then,  perhaps,  had  been  done  only  on  paper.  On  one  side  was  the 
danger  that  it  would  adhere  to  the  chutes  and  set  and  choke  up  the 
pipes,  at  least  at  the  valves  and  gates;  on  the  other  side,  the  risk 
that  the  elements  would  disintegrate,  and  the  water  and  the  cement 
and  the  broken  stone  fall  in  separate  strata. 

Callahan's  conception,  that  this  material  could  be  thus  treated 
so  as  to  deliver  it  from  the  ground  all  about  the  successive  several 
floors  of  a  high  building  and  with  practically  no  manual  labor, 
except  that  involved  in  the  story  by  story  adjustment  of  the  ap- 
paratus, involved,  we  think,  inventive  thought  of  a  high  order,  when 
accompanied  as  it  was  by  the  devising  of  suitable  apparatus  to  carry 
out  the  thought,  w^hich  apparatus  substantially  differed  from  any- 
thing which  had  ever  been  constructed  for  any  purpose,  although 
every  element  was  old.  It  is  true,  in  a  sense,  that  the  Callahan 
device  is  produced  upon  the  basis  of  Theiss's  structure  by  substitut- 
ing for  the  longitudinally  sliding  and  extensible  delivery-chute  of 
Theiss,  the  revolubly-mounted  chute  of  the  grain-elevators;  but  this 
is  not  the  whole  truth.  Callahan  built  up  his  tower  to  a  height 
never  thought  of  by  Theiss,  and  which  Theiss  could  not  have  accom- 
15752—21 ^26 
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plished  without  capsizing  his  barge ;  and  Callahan  supplied  a  chute- 
supporting  boom  attached  to  the  receiving-hopper  and  vertically 
adjustable  with  it,  a  feature  which  the  grain-elevators  did  not  have 
and  could  not  have  used.  He  thereby  laid  the  basis  for  adapting 
the  structure  to  use  fairly  distinct  from  that  of  either  a  coal-elevator 
or  a  grain  elevator. 

As  upon  every  such  question,  there  is  no  authoritative  decision 
which  compels  one  or  the  other  conclusion.  The  doubtful  inference 
is  rather  one  of  fact ;  but  we  select  and  refer  to  a  few  instances  where 
invention  has  been  found — by  the  Supreme  Court  or  by  this  court — 
and  the  facts  of  which  may  well  be  thought  to  present  no  stronger 
inferences  in  its  favor  than  do  those  of  the  instant  case:  Webster 
Loom  Go.  V.  Higgins,  C.  D.,  1882,  285;  21  O.  G.,  2031;  105  U.  S.,  581; 
Hohha  V.  Beach,  C.  D.,  1901,  811;  94  O.  G.,  2357;  180  U.  S.,  383;  21 
Sup.  Ct,  409;  ExpaTided  Metal  Co.  v.  Bradford,  C.  D.,  1909,  521; 
143  O.  G.,  863 ;  214  U.  S.,  366 ;  29  Sup.  Ct.,  652 ;  National  Co.  v.  Aiken, 
163  Fed.  Rep.,  254;  91  C.  C.  A.,  114;  Warren  v.  Owosao,  166  Fed. 
Rep.,  309;  92  C.  C.  A.,  227;  Morgan  Co.  v.  AUiance  Co.,  C.  D.,  1910, 
438;  157  O.  G.,  1244;  176  Fed.  Rep.,  100;  100  C.  C.  A.,  30;  FerTO-Con- 
Crete  Co.  v.  Concrete  Co.,  206  Fed.  Rep.,  666 ;  124  C.  C.  A.,  466 ;  Inter- 
national  Co.  v.  Sievert,  213  Fed.  Rep.,  225 ;  129  C.  C.  A.,  669.) 

(5)  The  test  of  the  presence  of  invention  in  a  new  assembly  of 
old  elements  is  sometimes  said  to  be  whether  a  new  result  is  accom- 
plished. This  is  often  not  a  helpful  rule,  because  its  application 
involves  definition  of  the  phrase  '*new  result,"  and  this  opens  the 
original  difficulty.  Within  a  narrow  definition,  every  new  com- 
bination of  old  elements  gets  a  new  result;  but  this  is  not  the  sense 
in  which  the  phrase  is  rightly  used  as  indicative  of  invention.  The 
recent  opinion  of  this  court  in  Huehner  Co.  v.  Matthews  Co.,  (C.  D., 
1919,  251;  262  O.  G.,  313;  253  Fed.,  435;  165  C.  C.  A.,  177)  illus- 
trates this  situation.  The  ultimate  practical  result  at  which  the 
patentee  and  his  predecessors  aimed  was  to  carry  packages  by  gravity 
upon  a  runway  from  one  place  to  another.  The  patentee  was  the 
first  to  accomplish  this  with  such  a  degree  of  efficiency  as  to  make 
the  device  commercially  popular;  but  the  same  result,  except  in 
efficiency  degree,  had  several  times  been  reached  before,  and  by  ap- 
paratus so  similar  as  to  be  superficially  indistinguishable.  The 
patentee  had  simply  added  the  well-known  and  common  mechanical 
refinements  and  expedients  already  used  by  others,  even  in  the  same 
art — e.  g.,  he  used  roller-bearings,  instead  of  ordinary  journal- 
boxes — and  we  declined  to  regard  this  as  a  new  result.  We  have  no 
intention  to  depart  from  that  line  of  our  recent  decisions  *  of  which 

« Berger  Oo.  r.  Trwsed  Co.,  (C.  D.,  1919,  848 ;  266  O.  G..  449  $  2S7  t9iL  Rep.,  741 ; 
KdwardB  y.  Dayton  Co.,  C.  D.,  1919»  851 ;  266  O.  G.,  697 ;  257  Fed.  Bep.,  980 ;  Van  Dom 
Co.  V.  Mathiaa  Co.,  C.  D.,  1919,  435 ;  269  O.  G.,  886 ;  260  Fed.  Rep.,  400. 
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this  one  is  typical;  such  refinements  are  not  inventions.  On  the 
other  hand,  we  recall  no  instance  of  combinations  of  old  elements 
which  has  been  held  to  produce  "  a  new  result"  in  a  patentable  sense 
and  which  better  deserves  that  commendation  than  does  Callahan's. 
The  quasi-automatic  elevation  and  distribution  of  wet  concrete 
under  the  varying  conditions  of  progressive  building  and  by  a  single 
apparatus  was  an  entire  novelty.  No  one  had  tried  to  do  it;  ap- 
parently, no  one  had  thought  of  it;  it  was  useful  in  a  very  high  de- 
gree; and  when  we  find  a  new  result  in  this  complete  and  extreme 
sense  accomplished  by  a  confessedly  new  combination — ^though  of 
known  means — ^we  think  both  the  purpose  of  the  patent  law  and  the 
rightful  application  of  the  decisions  thereunder  require  that  it 
should  be  awarded  the  merit  of  invention. 

(6)  We  have  stated  our  conclusion  that  the  device  of  the  patent 
is  not  an  aggregation  in  the  sense  that  it  represents  such  a  mere  as- 
sembling of  old  elements  as  might  have  been  made  by  the  exercise 
of  only  ordinary  skill.  It  is  at  least  equally  clear  that  the  device 
is  not  an  aggregation  in  the  more  technical  sense  of  the  word,  but 
is  rather  a  true  combination.  It  is  true  that  the  use  of  the  apparatus 
involves  successive  steps,  and  is  at  each  of  its  stages  under  direct  or 
indirect  manual  control ;  but  in  a  fair  sense  the  entire  operation  of 
elevating  and  distributing  the  concrete  is  a  unitary  thing.  From 
the  time  it  starts  on  its  journey  from  the  ground  to  the  time  it  is 
deposited  in  the  forms,  its  progress  might  well  be  automatic.  There 
is  clear  distinction  between  this  performance  and  that  of  the  asso- 
ciated washing  and  wringing  machines,  discussed  by  the  Supreme 
Court  in  Grinnell  Co,  v.  Johnson  Co.^  (C.  D.,  1918,  363 ;  254  O.  G., 
225;  247  U.  S.,  426;  38  Sup.  Ct.,  547.)  In  the  latter  case,  both  the 
judgment  and  the  hand  of  the  operator  were  involved,  in  submitting 
to  the  second  operation  the  material  which  had  finished  the  first; 
the  juxtaposition  of  the  two  machines  was  a  mere  matter  of  con- 
venience. In  the  present  case,  the  operator  can,  at  the  most,  only 
interfere  to  prevent  the  otherwise  normal  completion  or  second  part 
of  what  is  intended  to  be  the  unitary  work ;  and  even  then  his  inter- 
ference will  only  temporarily  stay  the  normal  action.  We  collected 
and  conmiented  on  the  decisions  of  the  Supreme  Court  and  other 
courts  on  this  subject  in  Gas  Co.  v.  United  Co,^  (228  Fed.  Rep.,  684; 
143  C.  C.  A.,  206.)  Callahan's  patent  should  not  be  condemned  as  an 
aggregation. 

We  do  not  overlook  the  fact  that  some,  and  perhaps  a  considerable 
portion,  of  the  practical  and  conunercial  success  has  been  due  to  the 
use  of  the  feature  covered  by  the  Smith  patent;  but  this  does  not 
detract  from  the  patentable  and  inventive  merit  of  Callahan's  idea. 
An  oscillating  or  sVinging  chute,  even  without  Smith's  secondary 
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swivel,  would  make  the  primary  distribution  of  the  concrete  through- 
out the  floor  or  level,  leaving  the  secondary  and  more  accurate  dis- 
tribution to  be  accomplished  by  further  means.  We  have  held  that 
the  particular  means  adopted  by  Smith  did  not  involve  invention, 
and  we  can  hardly  say  that  much  of  the  credit  due  to  public  use 
should  be  taken  away  from  Callahan,  because  he  had  not  himself 
adopted  an  improvement  and  refinement  which,  however  important 
to  commercial  success,  was  within  the  grasp  of  the  men  ordinarily 
skilled  in  the  art. 

We  have  considered  claim  5.  Claims  1,  2,  and  13,  also  in  suit, 
use  more  general  terms  and  are  superficially  somewhat  broader ;  but 
we  think,  in  connection  with  the  specification,  they  necessarily  intend 
that  the  means  for  receiving  the  concrete  from  the  raising  means  and 
taking  it  to  the  conduit  are  vertically  adjustable  in  the  tower.  This 
may  fairly  be  implied  from  the  requirement  that  the  material  is  to 
be  raised  to  a  ^^  suitable  point ''  in  the  tower.  It  is  then  seen  that  all 
these  claims  involve  what  we  have  thought  Callahan's  meritorious 
invention,  resting  upon  the  successive  story-by-story  operation  of  the 
device.  With  this  interpretation,  they  are  not  very  different  from 
claim  5,  but  should  be  treated  as  other  expressions  of  the  same 
thought  in  terms  nominally  of  somewhat  broader  equivalency.  These 
claims,  also,  should  be  considered  valid. 

The  infringement  is  not  denied. 

The  decree  below,  as  entered,  must  be  set  aside,  and  the  record  re- 
manded for  a  new  decree,  modified  in  accordance  with  this  opinion. 

ON  prnmoN  iroB  behba^bino. 

(7)  The  application  for  rehearing  brings  to  our  attention  a  mattei 
not  mentioned  in  the  opinion.  We  selected  claim  5  as  the  one  most 
suitable  for  study,  because  it  expressly  incorporated  those  features  in 
which  we  thought  patentable  novelty  was  to  be  found.  One  of  these 
features  was  the  horizontally-movable  boom  carrying  the  conduit, 
and — 

being  adjustably  connected  witb  the  tower  and  adapted  to  be  arranged  at 
various  positions  in  the  height  thereof. 

We  assumed  that  this  referred  to  a  vertical  adjustment  of  the  boom 
in  the  tower.  The  assumption  is  now  challenged,  because  it  is  said 
that  the  adjustable  connection  between  the  boom  and  the  tower  was 
that  mechanism  which  provided  for  a  horizontal  adjustment  of  the 
upper  end  of  the  boom  on  a  horizontal  track  (which  defendant  has 
not  used),  and  that  the  provision  for  vertical  change  of  the  boom 
in  the  tower  is  not  adjustability,  but  rather  refers  to  a  disassembling 
of  the  parts  in  one  location  and  reassembling  them  in  another.  It 
is  true  that  the  specification  refers  to  a  horizontal  adjustability,  but 
we  do  not  think  that  it  is  this  capacity  to  which  claim  6  refers — at 
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any  rate,  this  inference  is  not  clear  enough  to  justify  limiting  the 
claim  to  a  comparatively  unimportant  detail.  Such  an  inference  is 
contradicted,  both  by  the  fact  that  this  horizontal  adjustability  of 
the  boom  on  the  tower  is  made  the  special  characteristic  of  a  group 
of  claims  not  in  suit,  and  by  the'f  act  that  the  thought  is  stated  in  the 
claim  in  immediate  connection  with  the  reference  to  "  various  points 
in  the  height "  of  the  tower,  and  after  one  reference  has  been  made 
to  the  horizontal  motion  of  the  boom  and  the  reference  to  that  func- 
tion apparently  finished,  while  the  draftsman  turned  to  the  thought 
of  vertical  change.  It  is  true,  also,  that  in  the  form  of  the  invention 
shown  in  the  drawings,  and  specifically  described,  the  vertical  change 
was  to  be  made  by  taking  out  bolts,  removing  the  horizontal  plat- 
form, raising  it,  and  bolting  it  again  to  a  new  position,  and  that  this 
is  not  adjustability  in  the  most  precise  definition.  However,  it  is 
well  within  the  sense  in  which  tlie  word  is  very  often  used,  and  we 
must  define  it  as  the  patentee  intended.  For  these  reasons  we  adhere 
to  the  interpretation  of  the  claim  in  this  respect  which  the  opinion 
assumed. 

It  is  also  true  enough  that  Callahan  specifically  contemplated 
building  his  tower  up  section  by  section,  as  the  building  progressed ; 
but  this  was  a  matter  of  preference.  His  drawing  shows  the  com- 
pleted tower,  permitting  operation  anywhere  along  its  height,  and 
observation  of  his  plan  of  erection  does  not  change  our  conception 
of  the  real  disclosure. 

In  other  respects,  further  review  of  the  case  leaves  our  stated  con- 
clusions unchanged. 

T?ie  application  for  rehearing  will  he  disallowed. 


[U.  S.  circuit  Court  of  Appeals — Second  Circuit] 

Geo.  Borgfeldt  &  Co.  et  al.  v.  Weiss. 

Decided  March  19,  1920. 

278  O.  G.,  545 ;  50  App.  D.  0., ;  265  Fed.  Rep.,  268. 

1.  Patents — Infkingement  of  Design  Patent  Depends  on  Impbession  Pbo- 

duced  on  puschasebs. 
The  question  of  infringement  of  a  design  patent  for  a  doU  is  a  ques- 
tion as  to  the  impression  produced  on  would-be  purchasers. 

2.  Same — Design  fob  Doll  Valid  and  Infbhstged. 

The  Pfeffer  design  patent,  No.  51,550,  for  a  doll,  Held  valid  and  in- 
fringed. 

8.  Same — ^Test  of  Infbingement  of  Design  Stated. 

Infringement  of  a  design  patent  for  a  doll  turns  upon  whether  there 
Is  identity  of  appearance,  whether  the  effect  produced  upon  the  eye  is  the 
same,  and  whether  there  is  substantial  identity  of  design,  and  the  persons 
to  be  deceived  are  not  experts,  but  ordinary  observers,  giving  such  at- 
tention to  the  matter  as  purchasers  usually  give. 
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4.  Same — Design  Patent  Entitled  to  Equivalents  Respectinq  Non-Essen- 
TiAL  Details. 
A  design  pateut  for  a  doll  entitles  the  holder  to  the  usual  range  of 
equivalents  with  respect  to  known  prior  unessential  details,  and  though 
the  patent  drawings  show  a  doll  with  a  cap  the  figure  shown  is  Included 
within  the  claim  of  the  patent,  whether  the  doll  is  provided  with  painted 
hair,  real  hair,  bathing-cap,  or  military  or  naval  cap  or  any  other  stand- 
ard form  of  head-dress. 

Appeal  from  the  District  Court  of  the  United  States  for  the 
Southern  District  of  New  York. 

Suit  by  George  Borgf  eldt  &  Co.  and  another  against  Leo  L.  Weiss. 
From  a  decree  dismissing  the  hill^  complainants  appeal.  Reversed, 
with  directions. 

Mr.  Hans  v.  Briesen  {Mr.  Fred  A.  Klein  of  counsel)  for  the  ap- 
pellants. 

Messrs.  Komhluth  c&  Pollack  {Mr.  Herman  C.  PolkLck  of  counsel) 
for  the  appellee. 

Before  Ward,  Rogers,  and  Hough,  Circuit  Judges. 

Rogers,  Cir.  J. : 

The  suit  is  for  the  infringement  of  United  States  Design  Patent 
No.  51,559,  issued  to  Miss  Genevieve  Pfeffer,  San  Jose,  Calif.,  on 
December  11, 1917.  The  patentee  states  in  her  specification  that  she 
has  invented  a  new,  original,  and  ornamental  design  for  dolls,  of 
which — 

the  foUowing  is  a  specification,  reference  being  had  to  the  accompanying  draw- 
ing. 

There  is  no  written  description  of  the  invention,  and  the  claim  is 
"  the  ornamental  design  for  a  doll  as  shown."  Those  drawings  are 
reproduced  herein : 


^je:^,jl. 


The  complainant  gets  its  title  from  a  contract  with  Miss  Pfeffer, 
giving  it  the  manufacturing  rights,  and  reserving  to  herself  a 
royalty. 
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The  defendant  has  taken  out  no  patent,  but  reproductions  of  the 
alleged  infringing  doll  are  here  shown: 


The  plaintiff  calls  his  doll  "  Splashme  "  and  defendant  names  his 
"Duckme."  The  plaintiff's  figurettes  have  met  with  remarkable 
success  in  the  market ;  some  360,000  having  been  sold  between  April, 
1918,  when  they  were  put  on  the  market,  and  June,  1919,  when  the 
case  was  tried.  The  amount  of  the  sales  is  said  to  be  somewhere 
between  $500,000  and  $1,000,000. 

(1)  The  dolls  of  the  plaintiff  and  those  of  defendant  differ  from 
each  other  in  certain  details  which  are  unessential.  The  defendant's 
doll  is  provided  with  painted  hair,  or  imitation  hair,  where  the  doll 
of  the  patent  shows  hair  covered  by  a  cap.  The  defendant's  doll 
omits  the  cap.  The  posture  of  the  arms  and  legs  has  been  slightly 
varied  in  the  doll  of  the  defendant,  and  the  defendant's  doll  has 
painted  slippers,  where  the  plaintiff's  doll  has  bare  toes.  The  con- 
clusion, however,  is  irresistible  that  defendant  has  copied  plaintiff's 
design  as  a  whole  and  sought  to  escape  infringement  by  varying  the 
ornamentation.  In  the  opinion  below  the  district  judge,  speaking  of 
the  two  dolls,  says : 

At  a  glance  one  would,  of  course,  see  the  patent  plagiarism. 

He  also  says  that — 

the  only  variation  which  the  defendant  has  made,  and  which  Is  at  all  observ- 
able, is  to  take  off  the  bathing  cap  from  the  figure  in  the  design.  That  would 
not  be  enough  under  ordinary  circumstances,  because  a  close-fitting  cap  is  only 
distinguishable  by  some  attention  from  an  uncovered  head. 

He  adds  that  when  the  cap  is  off — and  it  is  removable  from  plain- 
tiff's doll — the  two  figures  are  distinguishable  beyond  question.  That 
is  true,  but  in  the  stores,  when  the  dolls  are  sold,  they  have  their  caps 
on ;  and  the  question  is  as  to  the  impression  produced  on  would-be 
purchasers. 

In  Ashley  v.  latum  (186  Fed.  Eep.,  339;  108  C.  C.  A.,  639)  this 
court  held  that  a  patent  for  a  design  is  not  invalid  because  it  does 
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not  contain  a  written  description  of  the  design,  although  its  absence 
may  have  a  bearing  upon  the  construction  of  the  patent,  and  there- 
fore on  the  question  of  infringement.  The  Supreme  Court  in  Dol- 
8on  V.  Domam  (C.  D.,  1886,  202;  35  O.  G.,  750;  118  U.  S.,  10;  6  Sup. 
Ct.,  946)  had  already  held  that  the  specification  for  a  design,  which 
is  accompanied  by  a  photographic  illustration  and  merely  states  that 
the  nature  of  the  design  is  fully  represented  in  the  illustration  and 
claims  the  configuration  of  the  design  annexed,  is  a  sufficient  descrip- 
tion and  claim. 

(2)  This  court  is  of  the  opinion  that  plaintiff's  patent  is  valid. 
The  plaintiff's  design  is  clever  and  attractive;  the  controlling  fea- 
tures being  the  eyes  and  the  posture  of  a  doll  in  bathing-costume. 
It  is  not  invalidated  by  anything  in  the  prior  art  The  exhibits 
produced  by  defendant  at  the  trial  only  served  to  emphasize  the 
uniqueness  and  individuality  of  the  plaintiff's  design. 

(3)  The  plaintiff's  patent  being  valid,  there  remains  the  question 
whether  the  defendant  infringes.  The  question  of  infringement 
turns  upon  whether  there  is  identity  of  appearance;  whether  the 
effect  produced  upon  the  eye  is  the  same ;  whether  there  is  substan- 
tial identity  of  design;  and  the  persons  to  be  deceived  are  not  the 
experts,  but  the  ordinary  observers,  giving  such  attention  to  the 
matter  as  purchasers  usually  give.  That  is  the  test  laid  down  in 
Gorham  Co.  v.  WhUe,  (2  O.  G.,  592;  14  Wall.,  511;  20  L.  Ed.,  731,) 
a  case  which  has  never  been  overruled. 

The  court  below  has  decided  that  there  is  no  infringement,  and 
in  doing  so  appears  to  have  misapprehended  the  decision  of  this 
court  in  Ashley  v.  TaPwm.  That  case  was  decided  in  the  lower  court 
in  1910,  and  the  opinion  of  the  district  judge  is  fotmd  in  181  Fed. 
Kep.,  840.  The  patent  in  that  case  was  a  design  patent  for  an  ink- 
well. The  district  judge  held  the  patent  valid  and  infringed,  declar- 
ing that  the  prior  art  presented  nothing  which  in  the  least  suggested 
it.  The  complainant's  design  contained  no  ornamentation.  The  de- 
fendant's design  did  contain  ornamentation,  and  the  court  declared  it 
was  "  no  doubt  distinguishable "  from  complainant's  design,  but  he 
also  found  that  it  contained  "every  element  of  complainant's  de- 
sign."   He  said : 

The  defendant  has  taken  over  bodily  erery  element  of  the  complainant's 
design,  and  he  has  added  just  enough,  and  that,  too,  Injuriously,  to  make  a 
colorable  claim  to  differentiation.  ♦  ♦  ♦  The  complainant's  design  appears 
to  me  to  have  been  Imitated,  and  I  therefore  find  that  the  defendant's  wells 
are  an  Infringement 

The  case  was  brought  to  this  court  upon  appeal,  and  the  decision 
is  found  in  186  Fed.  Eep.,  339;  108  C.  C.  A.,  539;  the  opinion  being 
written  by  Judge  Lacombe.     This  court  reversed  the  court  below. 
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and  held  there  was  no  infringement,  although  agreeing  with  the 
district  judge  that  the  two  inkwells  were  plainly  distinguishable. 

The  difference  between  the  two  is  readily  apparent  to  any  one,  expert  or 
Don-expert,    ♦    ♦    ♦ 

said  Judge  Lacombe, 

and  there  seems  no  likelihood  that,  whether  looked  at  together  or  apart,  the 
one  could  be  mistaken  for  the  other. 

In  Ashley  v.  Tatum  there  was  no  specification  of  any  kind,  and 
the  patent  consisted  entirely  of  an  illustration,  and  the  article  said 
to  infringe  was  plainly  distinguishable  from  the  article  which  was 
said  to  be  infringed.  What  was  said  in  that  case  must  be  strictly 
confined  to  the  class  of  cases  to  which  it  belongs.  The  case  is  plainly 
distinguishable  from  the  case  now  before  the  court,  as  will  presently 
appear.  After  this  court  decided  Ashley  v.  Talum^  an  attempt  was 
made  to  get  it  before  the  Supreme  Court  by  writ  of  certiorari;  it 
being  alleged  that  the  Patent  Office  would  allow  no  verbal  descrip- 
tion in  design  patents,  and  that  over  30,000  of  such  patents  were 
imperiled  so  far  as  their  scope  was  concerned.  The  application,  how- 
ever, was  denied.    (225  U.  S.,  707 ;  32  Sup.  Ct.,  839 ;  56  L.  Ed.,  1266.) 

In  1912  in  Ghraif^  Washhoume  &  Durm  v.  Welster  (195  Fed.  Rep.. 
522;  115  C.  C.  A.,  432)  this  court  had  before  it  a  design  patent  for 
a  dish.  The  question  under  consideration  in  the  Tatum  case  was 
not  discussed,  and  the  case  itself  was  not  referred  to.  But  Judge 
Coxe,  speaking  for  the  court,  said : 

Having  seen  the  complainant's  design  In  a  show  case  or  shop  window,  the 
ordinary  buyer  would  be  very  likely  to  mistake  the  defendants'  design  for  It, 
if  seen  In  similar  environment.  This  is  the  real  test  of  Infringement  of  design 
patents.  If  the  ordinary  buyer,  having  seen  one  of  the  complainant's  dishes 
and  wishing  to  procure  one  like  It,  would  be  Induced  to  buy  one  of  the  defend- 
ants* dishes  instead,  It  is  enough.  That  he  would  be  so  deceived  is  plain,  not 
only  from  the  testimony  that  persons  were  actually  deceived,  but  also  from  an 
examination  of  the  dishes  themselves.  Their  general  appearance  is  so  similar 
tliat  a  minute  and  carefnl  inspection  is  required  to  distinguish  the  differences. 

In  1914  in  Mygatt  v.  Schaffer  (218  Fed.  Kep.,  827;  134  C.  C.  A., 
515)  this  court  had  before  it  a  design  patent  for  a  prismatic  glass 
reflector.  In  this  case  the  Tatum  case  was  not  referred  to.  We  held 
it  not  necessary  that  the  alleged  infringing  article  should  be  an  exact 
jeopy  of  .that  of  the  patent  to  sustain  a  charge  of  infringement  of 
design  patent.  There  was  nothing  said  in  the  opinion  which  has 
any  bearing  upon  the  question  now  under  consideration. 

In  1915  in  Ashley  v.  Weeks-Numan  Co,  (220  Fed.  Rep.,  899;  136 
C.  C.  A.,  465)  this  court  again  had  before  it  a  design  patent  for  an 
inkstand.  But  in  this  case  there  was  a  written  specification,  and 
we  held  that  the  patentee  was  not  limited  to  the  precise  article  shown 
in  the  drawing,  but  was  entitled  to  the  protection  of  the  court 
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against  the  making  and  marketing  of  inkstands  which  contained  the 
dominant  features  of  the  design  described  in  the  specification. 

(4)  The  court  agrees  with  the  statement  of  plaintiff's  counsel  that, 
so  far  as  the  claim  of  the  design  patent  is  concerned,  the  plaintiff 
is  entitled  to  the  usual  range  of  equivalents  with  respect  to  known 
prior  unessential  details,  so  that  the  figure  shown  is  clearly  included 
within  the  claim  of  the  patent,  whether  the  doll  is  provided  with 
painted  hair,  real  hair,  bathing-cap,  military  or  naval  cap,  or  any 
other  standard  form  of  head-dress,  since  all  of  these  were  well-known 
equivalents  in  the  actual  art  to  which  this  patent  relates. 

The  decision  in  Ashley  v.  Tatum  did  not  enunciate  a  rule  of  law 
applicable  to  all  design  patents,  but  a  rule  applicable  to  the  type  of 
case  then  before  the  court,  in  which,  on  the  face  of  the  exhibits,  the 
article  of  the  design  patent  and  the  article  alleged  to  be  infringed 
were  so  clearly  distinguishable  that  no  likelihood  existed  of  one  being 
mistaken  for  the  other.  That  case  differs  from  this,  in  that  in  this 
case  the  article  of  the  design  patent  and  the  article  alleged  to  be 
infringed  so  closely  resemble  each  other  that  there  is  a  likelihood  of 
the  one  being  mistaken  for  the  other  by  the  ordinary  observer. 
Where  this  is  the  case,  infringement  is  made  out,  and  the  rule  laid 
down  in  Ashley  v.  Tatum  does  not  apply. 

The  decree  is  reversed^  with  costs^  and  the  court  is  directed  to 
reinstate  the  hUl  and  to  grant  the  relief  prayed. 


[U.  S.  Circuit  Court  of  Appeals — Second  Circuit] 

A.  Kimball  Co.  v,  Noesting  Pin  Ticket  Co. 

Decided  December  16,  1919. 

278  O.  G.,  709 ;  262  Fed.  Rep.,  148. 

Patents — ^Attbibutes  of  "  Invention  "  Stated. 

While  patentable  "  Invention  "  Is  not  a  term  of  legal  art  or  capable  of 
judicial  definition,  yet  It  Is  a  means  only,  or  the  embodiment  of  the  inven- 
tlve  Idea,  and  merits  the  title,  even  if  the  want  it  meets  is  not  apparent 
until  some  previous  invention.  Imperfectly  satisfying  the  more  universal 
want,  discloses  the  subordinate  and  narrower  need. 

Same — Patent  fob  Pin-Ticket  Device  Valid. 

The  Thompson  patent,  No.  1,252,862,  for  an  Improved  pln-tlcket  device 
to  be  attached  to  textile  -^nd  other  articles  offered  for  sale,  Held  valid 
against  the  contention  that  it  did  not  disclose  invention. 

Same — When  Mechanical  Skill  Becomes  Invention  Stated. 

As  a  mechanic  Is  one  who  applies  his  trade  by  rule  or  rote  and  only  uses 
what  he  learned  yesterday  to  do  the  worls  of  to-day,  it  may  become  inven- 
tion where  a  mechanic  uses  insight  or  foresight  to  comprehend  a  problem 
and  uses  even  the  learning  of  yesterday  to  do  new  things  In  a  new  way. 
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Appeal  from  the  District  Court  of  the  United  States  for  the  South- 
ern District  of  New  York. 

Patent  infringement  suit  by  the  A.  Kimball  Company  against  the 
Noesting  Pin  Ticket  Company.  Decree  for  plaintiffs  and  defendant 
appeals.    Affirmed. 

STATEMENT  OF  THE  CASE. 

Action  is  upon  Patent  1^52,862,  issued  to  Eugene  W.  Thompson 
January  8,  1918.  The  subject  of  invention  is  a  "  pin  ticket,"  which 
means  a  card  or  tag  intended  to  bear  price  marks  or  other  descriptive 
matter,  and  affixed  to  articles  offered  for  sale  (usually  textile),  by 
means  of  a  piece  of  wire,  so  formed  as  to  present  a  staple  whose 
prongs  pass  through  both  card  and  cloth;  but  the  base  of  said  wire 
staple  is  so  formed  and  prolonged  (at  right  angles  to  the  staple- 
points)  as  to  embrace  (when  bent)  the  conjoined  edges  of  the  pierced 
cloth  and  card.  The  staple  ends  are  then  also  bent  over  or  back 
against  the  rear  face  of  the  card. 

Of  the  claims  in  suit,  the  sixth  defines  the  invention  in  most 
general  terms,  and  is  as  follows: 

In  a  pin  ticket  having  a  plurality  of  round-pointed  double-shank  pins  formed 
of  a  single  piece  of  wire,  the  wire  between  said  pins  engaging  with  the  ticket 
to  form  a  support  therefor,  the  shank  of  said  pins  passing  through  the  ticket, 
and  the  free  ends  of  the  wire  being  bent  to  engage  with  both  surfaces  of  the 
ticket  to  hold  the  pins  in  engagement  therewith. 

The  seventh  claim  is  not  sufficiently  different  to  require  quotation. 
The  court  below  found  the  patent  valid  and  infringed;  defendant 
appeals. 

Mr.  Cyrus  N.  Anderson  and  Mr.  Walter  K.  Earle  for  the  appellant. 
Mr.  Nathan  Heard  and  Mr.  Ahr.  A.  Silherherg  for  the  appellee. 

Before  Ward,  Rogers,  and  Hotjgh,  Circuit  Judges. 

Hough,  Cir.  e/.,  (after  stating  the  facts  as  above:) 

Appellant  states  that  the  only  substantial  question  here  presented 
is  validity;  i.  e.  can  invention  be  found  in  this  "  pin  ticket?  " 

We  accept  the  statement,  and  shall  endeavor  to  answer  the  quei-y, 
without  bolstering  decision  by  dwelling  on  the  presumption  attach- 
ing to  grant  of  letters,  or  the  admitted  fact  that  defendant  controls 
and  manufactures  under  another  patent,  over  which  priority  was 
awarded  Thompson  after  a  protracted  interference.  Such  proceed- 
ings assume  a  belief  in  validity  on  the  part  of  both  contestants. 
{Roth  v.  Harris,  168  Fed.  Eep.,  279;  93  C.  C.  A.,  581.) 

(1)  Invention,  as  we  are  instructed  by  the  highest  court,  is  not 
judicially  to  be  defined;  i.  e.,  it  can  not  be  determined  as  to  limit  of 
meaning.  But  many  attributes  may  be  marked.  Thus  patentable 
invention  is  a  means  only ;  it  is  the  embodiment  of  the  inventive  idea 


Digitized  by 


Google 


396       DECISIONS  OF  THE  U.  S.   COURTS  IN  PATENT  CASES,  1920. 

{Corrington  v.  Westinghouse^  etc,^  Co,^  178  Fed.  Rep.,  715;  103  C.  C. 
A.,  479) ;  and  even  the  smallest  invention,  if  it  merits  the  title,  must 
meet  an  existing  want,  yet  that  want,  invoking  invention,  may  never 
be  apparent  until  some  previous  invention,  imperfectly  satisfying 
the  more  universal  want,  discloses  the  subordinate  and  narrower 
need  (1  Rob.  on  Pats.,  134). 

It  is  this  thought  that  justifies,  and  indeed  compels,  study  of  the 
prior  art,  as  distinguished  from  anticipatory  patents  or  uses.  To 
know,  not  only  what  the  "  more  universal  want "  was,  but  how  far 
and  by  what  means  it  had  been  supplied,  is  a  process  not  seldom  re- 
sulting in  the  validation  of  modest  inventions,  and  the  destruction  of 
many  of  great  pretense. 

This  indicates' that  "invention"  is  not  a  term  of  legal  art,  like 
"  common  carrier  "  or  "  contingent  remainder ;"  nor  can  applicability 
be  fixed  by  consulting  dictionaries,  while  reports  furnish,  not  pre- 
cedents, but  only  illustrations.  What  does  connect  the  large  word 
with  the  perhaps  small  thing  is  evidence;  and  litigations  like  this 
become  studies  of  facts,  as  varying  in  patent  matters  as  in  other 
human  contests. 

(2)  This  record  shows  that,  trival  as  the  article  seems  {e.  g.)  to 
ourselves,  pin-tickets  have  long  been  a  widely-used  trade  adjunct ;  also 
that  much  effort  has  been  expended  to  produce  them  cheaply  in 
quantity,  yet  affixable  to  a  fabric's  edge  firmly  and  with  ease,  without 
pricking  the  operator  or  injuring  what  is  marked. 

The  "  more  universal  want "  has  been  and  still  is  largely  supplied 
by  the  "Empire  ticket,"  made  under  an  expired  patent  (St.  John, 
340,961) .  The  substantial  difference  between  that  ticket  and  Thomp- 
son's device  is  that  the  prongs  of  the  latter's  staple  are  formed,  not  by 
cutting  a  wire  transversely  and  making  thereby  a  sharp  point,  but  by 
doubling  the  wire  back  on  itself  and  so  producing  a  smooth,  blunt 
point. 

The  Bayer  reissue,  13,769,  shows  that  making  smooth-pointed  pins 
by  doubling  a  small  wire  oK  itself  was  known  before  Thompson ;  no 
more  is  claimed  for  it.  But  the  tool  which  rapidly  and  cheaply  makes 
staple-points  by  cutting  wire  may  leave  burs  or  roughened  edges, 
which,  though  usually  negligible,  cut  {e.  g.)  delicate  silk. 

Thus  the  "  narrower  need  "  is  disclosed,  and  Thompson  is  confe^- 
edly  the  first  to  supply  it.  Others  have  tried  to;  probably  Bayer 
did ;  but  his  pin  could  not  hold  its  ticket  firmly,  and  devices  clutch- 
ing or  binding,  but  not  piercing,  the  fabric,  have  been  put  on  the 
market,  but  without  covering  the  ground. 

Here,  then,  is  a  want  shown  to  have  long  existed  among  intelligent 
merchants,  whose  desires  are  always  studied  by  equally  intelligent 
manufacturers,  and  the  question  recurs  whether  to  furnish  the  means 
of  supplying  that  want  is  invention. 
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(3)  It  is,  of  course,  UFged,  and  naturally,  that  no  more  than  a  me- 
chanic's skill  was  needed  to  take  the  final  step.  But  a  mechanic  is 
one  who  applies  his  trade  by  rule  or  rote,  and  only  uses  what  he 
learned  yesterday  to  do  the  work  of  to-day  in  the  same  old  manner. 
He  may  do  it  excellently,  but  if  he  has,  not  only  hindsight,  but  in- 
sight or  foresight,  first  to  comprehend  the  problem  and  use  even  the 
learning  of  yesterday  to  do  the  new  thing  in  a  new  way,  that  me- 
chanic has  usually  earned  the  inventor's  title. 

This  is  what  Thompson  has  done,  if  the  matter  be  reasoned  from 
the  premises  of  evidence.  It  is,  however,  an  important  evidential  ele- 
ment that  the  trade  world  to  which  this  little  device  must  appeal, 
whether  of  manufacturers  or  buyers,  evidently  regards  it  as  import- 
ant. That  word  is  always  relative,  and  courts  and  juries  should 
learn  its  meaning  from  the  evidence,  and  not  their  own  emotions. 

Thus  guided  by  the  evidence,  we  find  as  matter  of  fact  that  the 
patent  discloses  invention,  and  in  so  doing  we  arrive  at  a  result  not 
new  in  this  court,  and  do  it  in  substantially  the  same  way  as  here- 
tofore. {George  Frost  Co.  v.  Cohn^  119  Fed.  Rep.,  605;  56  C.  C.  A.j 
185 ;  David  v.  Harris,  206  Fed.  Rep.,  902 ;  124  C.  C.  A.,  477 ;  Barry  v. 
Harpoon,  etc.,  Co.,  209  Fed.  Rep.,  207;  126  C.  C.  A.,  301;  Fonseca  v. 
Suarez,  282  Fed.  Rep..  155;  146  C.  C.  A.,  347.) 

The  decree  is  afp/rmed,  with  costs. 


[U.  S.  circuit  Court  of  Appeals — Plrsl  Circuit] 

Backstay  Machine  &  Leather  Co.  v.  Hamilton. 

Decided  January  6,  1920, 

278  O.  G..  710;  262  Fed.  Rep.,  411. 

1.  Patents — Entire  Priob  Abt  Considkbsd  on  Appeal  in  Detebmininq  Valid- 

ity, Reoabdlesb  of  Claim  in  Lower  Coxjbt. 
Although  appellant  assigned  as  error  that  the  court  below  erred  In 
holding  the  patent  in  suit  anticipated  by  a  particular  patent  and  lower 
court  stated  that  no  device  except  that  particular  patent  embodied  plaln- 
tifTs  device,  nevertheless  the  court  on  appeal  will  consider  the  entire 
prior  art  as  disclosed  by  the  whole  record. 

2.  Same — ^Invention  fob  Finishing- Welt  Anticipated. 

The  Schemmel  patent,  No.  1,226,600,  claims  1,  2,  5,  and  6,  of  May  15, 
1915,  for  a  flnlshing-welt,  Held  invalid  because  anticipated. 

3.  Same — Invention  fob  Banishing- Welt  Held  Invalid. 

The  Schemmel  patent.  No.  1,226,600,  claims  8  and  4,  of  May  15,  1917, 
for  a  flnishing-welt,  is  invalid  because  for  a  combination  of  the  article 
claimed  to  have  been  invented  with  some  other  article  which  the  inventor 
does  not  describe. 

4.  Same — Design  fob  Molding  ob  Welt  Void  fob  Lack  of  Invention. 

The  Schemmel  design  patent,  No.  51,804,  for  a  design  for  a  molding 
or  welt.  Held  void  for  lack  of  invention. 
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Appeals  from  the  District  Court  of  the"  United  States  for  the 
District  of  Massachusetts;  George  H.  Bingham,  judge. 

Two  patent  infringement  suits  by  the  Backstay  Machine  & 
Leather  Company  against  Helen  Wade  Hamilton.  Decrees  for 
defendant^  and  plaintiff  appeals.    Affvrmed. 

Mr.  William  E.  Dyre  {Mr.  Henry  D.  Williams  and  Mr.  George 
K.  Woodworth  on  the  brief)  for  the  appellant. 
Mr.  W.  Orison  Underwood  for  the  appellee. 

Patent  appeals  Nos.  1423  and  1424. 

Before   Johnson   and  Anderson,   Circuit  Judges,  and  Aldbicbc, 

District  Judge. 
Johnson,  Cir.  J.: 

These  were  appeals  from  the  final  decrees  of  the  District  Court 
of  Massachusetts  in  two  patent  cases.  In  one  the  plaintiff  alleged 
infringement  of  Patent  No.  1,226,600,  issued  May  15,  1917,  to  E.  C. 
Schemmel,  for  a  finishing- welt,  hereinafter  referred  to  as  the  article 
patent;  and  in  the  other  infringement  of  Patent  No,  51,804,  issued 
February  19,  1918,  to  R.  C^  Schenunel,  for  a  "  design  for  a  molding 
or  welt,"  hereinafter  referred  to  as  the  design  patent. 

There  were  six  claims  in  the  article  patent,  all  of  which  were  in 
issue.  Under  claims  1,  2,  5,  and  6  a  patent  was  claimed  for  a  welt 
or  molding  constructed  so  that  two  longitudinal,  parallel  beads 
superimposed  close  together  upon  a  base  could  be  separated,  the 
base  between  them  nailed,  stitched  or  otherwise  sewed,  to  any  article 
to  cover  rough  joints,  and  then  the  beads,  because  of  their  resiliency, 
made  to  assume  their  former  positions,  thus  hiding  the  tacl^, 
stitches,  or  other  securing  means. 

In  his  application  the  patentee  thus  described  his  invention: 

My  present  invention  pertains  to  the  finishing  of  leather  and  analogous  work 
as  used  on  vehicles  and  in  other  connections ;  and  it  contemplates  the  provision 
of  a  finishing  welt  constructed  and  arranged  with  a  view  to  being  readily  nailed, 
stitched  or  otherwise  attached  to  the  article  by  which  it  is  carried  in  such  man- 
ner that  subsequently  to  the  nailing,  stitching  or  other  attacliment,  the  welt 
can  be  made  to  assume  or  assumes  of  Itself  such  a  state  that  the  attaching 
means  will  be  entirely  hidden  from  view  and  the  finished  appearance  of  the 
work  as  a  whole  will  be  enhanced. 

Claim  1  of  the  patent  is  as  follows : 

As  a  new  article  of  manufacture,  a  welt  comprising  a  body,  and  longitudinal 
parallel  beads  superimposed  on  and  connected  with  the  body,  the  body  being 
constructed  and  arranged  to  permit  of  the  beads  being  spread  apart  and  sub- 
sequently resuming  their  normal  close-together  positions,  for  the  puriKMe  set 
forth. 

Claims  2,  5,  and  6  were  substantially  like  claim  1. 
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Claims  3  and  4  were  for  a  combination  of  an  article,  without  de- 
scribing any  particular  article,  and  the  welt  described  in  claim  1  and 
"  attaching  means  "  by  which  the  welt  could  be  attached  to  the  article. 

The  court  below  found  claims  1,  2,  5,  and  6  void  for  lack  of  inven- 
tion and  anticipated,  and  claims  3  and  4  invalid.  The  reason  for  the 
finding  of  the  court  in  regard  to  the  latter  claims  was  stated  as 
follows : 

It  does  not  seem  to  me  that  the  third  and  fourth  claims  are  valid ;  the  inven- 
tion, if  any,  resides  in  the  welt  and  cannot  be  held  to  extend  to  and  include  any 
and  every  article  to  which  the  welt  may  be  attached. 

The  design  patent  was  for  "  the  ornamental  design  for  a  molding 
or  welt  as  shown,"  the  one  "shown"  being  that  described  in  the 
article  patent.    This  was  foimd  void  for  lack  of  invention. 

The  errors  assigned  in  the  suit  upon  the  article  patent  are : 

(1)  The  court  erred  in  holiilng  claims  1,  2,  5,  and  6  void  for  lacls  of  invention 
over  Patent  No.  221,801.  issued  November  18,  1879,  to  A.  B.  Felt. 

(2)  The  court  erred  in  holding  claims  8  and  4  void  for  the  reason  that  the 
invention,  if  any,  resides  in  the  welt,  and  cannot  be  held  to  extend  to  and  Include 
any  and  every  article  to  which  the  welt  may  be  attached. 

(5)  The  court  erred  in  dismissing  the  bill  of  complaint,  with  costs  to  the 
defendant. 

The  other  errors  assigned  were  that  the  court  erred  in  finding  that 
the  claims  of  the  patent  in  suit  were  not  infringed. 
In  the  suit  upon  the  design  patent  the  errors  assigned  were : 

(1)  The  court  erred  In  holding  the  patent  In  suit  void  for  lack  of  invention 
over  the  prior  art  offered  in  evidence  by  the  defendant. 

(4)  The  court  erred  in  dismissing  the  bill  of  complaint,  with  costs  to  the  de- 
fendant. 

Errors  2  and  3,  not  given,  related  to  infringement. 

(1)  The  appellee  contends  that  the  validity  of  the  article  patent 
is  not  open  on  appeal,  because  the  appellant,  in  his  assignment  of 
errors,  has  set  out  as  error,  not  the  decision,  but  the  reason  of  the 
court,  given  in  his  opinion,  for  finding  that  claims  1,  2,  5,  and  6  are 
void  for  lack  of  invention. 

It  is  true  that  the  learned  judge  sitting  in  the  district  court  states 
in  his  opinion : 

Moldings  or  welts  of  the  character  here  under  consideration  i)ertaln  to  the 
art  of  upholstering.  Concealed  tack  moldings  are  old,  and  have  been  made  in 
various  forms;  but  none  of  the  devices  that  have  been  called  to  my  attention, 
with  a  single  exception,  have  embodied  the  characteristics  of  the  plalntifTs 
device.  The  exception  to  which  T  refer  Is  the  product  of  a  machine  upon  which 
a  patent  was  granted  to  Alvln  B.  Felt,  November  18,  1879,  In  United  States 
Letters  Patent  No.  221,801. 

While  the  appellant  has  alleged  that  the  court  below  erred  in 
holding  that  the  patent  in  suit  was  anticipated  by  the  patent  to  Felt, 
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and  although  it  was  said  by  that  court  in  its  opinion  that  no  other 
devices  called  to  its  attention  ^'embodied  the  characteristics  of  the 
plaintiff's  device,"  we  think,  upon  appeal,  we  are  not  confined  to  a 
consideration  of  the  patent  to  Felt  only,  but  that  we  should  consider 
the  prior  art  as  disclosed  by  the  whole  record.  {Electiric  GasUghting 
Co.  et  (d.  V.  FuUer  et  al.,  59  Fed.  Rep.,  1003;  8  C.  C.  A.,  422;  Walk, 
on  Pats.,  5th  Ed.,  sec.  655;  Brown  v.  Piper,  C.  D.,  1876,  464;  10 
O.  G.,  417;  91  U.  S.,  37;  Slcmaon  v.  Grcmd  Street  R.  R.  Co.,  C.  D., 
1883,  313;  22  O.  G.,  99;  107  U.  S.,  649;  2  Sup,  a.,  663.) 

We  find,  upon  referring  to  the  opinion,  that  the  court  below  took 
into  consideration,  in  determining  whether  the  patent  in  suit  was 
anticipated,  not  only  the  patent  to  Felt,  but  also  the  fact  that 
"concealed  tack  moldings  are  old  and  have  been  made  in  various 
forms."  We  are  entirely  satisfied  with  the  conclusion  reached  and 
the  reasons  stated  in  the  opinion,  which  we  quote : 

lu  that  patent  (the  patent  to  Felt)  it  states  that  the  cording  attachment  for 
sewing  machines  for  which  he  sought  a  patent  related  "to  the  manu&cture 
and  application  of  corded  strips  to  various  articles  or  fabrics,**  Including 
*'  trimmings  for  dresses,  for  cording  seams  of  military  trousers  or  the  edges  of 
cushions,  and  for  other  purposes." 

The  cording  produced  by  this  machine  is  shown  in  defendant's  Exhibit  23 
and  plaintiff's  Exhibit  W.  It  discloses  two  parallel  beads  or  cords  superim- 
posed upon  a  base  and  close  together,  only  one  of  which  Is  capable  of  being 
moved  back  from  the  other,  and,  on  being  released,  resuming  or  tending  to 
resume  Its  normal  or  close  position  to  the  other  bead  or  cord.  To  make  this 
corded  structure  into  a  finished  welt  it  would  only  be  necessary  to  turn  under 
and  secure  the  edges  of  the  base  as  shown  in  plaintiff's  Exhibit  B  introduced 
in  evidence.  This  would  Involve  nothing  more  than  the  use  of  mechanical 
skill,  and  that  not  of  a  high  order.  Although  in  the  article  produced  by  the 
Felt  machine  only  one  of  the  cords  is  capable  of  being  moved  back  In  relation 
to  the  other,  and  on  being  released  of  resuming  Its  normal  position,  while  in 
the  structure  of  the  plaintiff's  patent  each  cord  is  capable  of  being  moved  back 
and  again  resuming  its  normal  position,  this  is  due  to  the  positioning  of  the 
cords  or  strips.  The  principle  by  which  it  is  accomplished  is  the  same  in  both, 
and  is  clearly  shown  in  the  Felt  construction. 

The  language  of  Judge  Sanborn  In  considering  a  similar  question  in  Warren 
Webster  d  Co.  v.  Dunham  Co.,  C.  D.,  1910,  490;  161  O.  G.,  631;  181  Fed.  Rep^ 
836 ;  104  O.  C.  A.,  346,  seems  to  me  applicable.    He  there  said : 

"  Where  a  machine  or  a  combination  is  discovered  in  a  remote  art,  where  It 
is  used  to  perform  a  different  function,  and  where  it  was  not  designed  and 
was  not  apparently  suitable  to  accomplish  the  thing  desired,  the  application 
of  It  with  proper  mechanical  adaptation  to  a  new  use  Is  often  the  result  of  the 
exercise  of  the  Inventive  faculty  and  may  be  protected  by  patent  But  the 
thought  that  an  existing  machine  or  combination,  discovered  in  the  same  art 
or  one  nearly  analogous  to  it,  designed  and  suitable  to  perform  a  similar 
function,  may  be  used  or  adopted  to  accomplish  the  desideratum,  is  not  the 
product  of  Inventive  genius,  but  the  result  of  the  application  of  the  skill  of  the 
mechanic  to  the  subject  under  consideration.  It  Is  only  when  the  new  use  is 
so  recondite  and  remote  from  that  to  which  the  old  device  and  combination 
has  been  applied,  or  for  which  it  was  conceived,  that  its  application  wonld 
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not  occur  to  the  mind  of  the  ordinary  mechanic  skilled  In  the  art,  seeking  to 
devise  means  to  perform  the  desired  function,  with  the  old  machine  or  combi- 
nation before  him,  that  its  conception  may  rise  to  the  dignity  of  invention." 

(2,  3)  We  therefore  think  there  was  no  error  in  finding  that  claims 
1,  2,  5,  and  6  of  the  article  patent  lacked  invention,  because  antici- 
pated by  the  patent  to  Felt,  and  by  the  prior  art  as  disclosed  by 
the  record ;  nor  do  we  find  that  there  was  any  error  in  finding  that 
the  third  and  fourth  claims  were  invalid.  These  claims  are  not  for 
an  article  of  manufacture,  but  for  the  combination  of  the  article 
which  the  inventor  claims  to  have  invented  with  some  other  article 
which  he  does  not  describe,  and  we  think  the  court  correctly  held 
that— 

the  invention,  if  any,  resides  in  the  welt,  and  cannot  be  held  to  extend  to  and 
include  any  and  every  article  to  which  the  wdt  may  be  attached. 

(4)  In  considering  the  design  patent  the  court  below  said : 

The  question  presented,  so  far  as  the  validity  of  the  design  patent  is  con- 
cerned, is  whether  the  patentee  in  his  article  patent  having  conceived  of  a 
welt  having  a  base  with  superimposed  parallel  beads  or  raised  portions, 
mechanically  constructed  to  function  in  a  given  manner,  which  may  be  of 
various  shapes,  and  beads  of  some  shape  being  essential  to  the  functioning 
of  the  device,  can  be  said  to  have  exercised  inventive  thought  of  a  character 
sufficient  to  warrant  a  design  patent  for  a  welt  with  beads  or  raised  portions 
circular  in  cross  section.  It  seems  to  me  that  to  state  the  question  Is  to 
answer  it ;  that,  having  devised  an  article  of  manufacture  with  a  base  having 
parallel  beads  which  may  be  of  any  suitable  shape  and  beads  of  some  shape 
being  essential  to  constitute  the  article,  it  cannot  be  invention  warranting  a 
design  patent  to  conclude  that  they  should  be  round  in  cross  section  rather 
than  some  other  suitable  shape. 

Furthermore,  the  use  of  beads  or  raised  portions,  circular  in  cross  section. 
In  connection  with  moldings,  whether  superimposed  upon  a  base  or  not,  is  of 
such  long  standing  that  I  cannot  on  the  evidence  regard  the  use  made  of  them 
by  the  patentee  in  his  design  as  disclosing  inventive  thought.  (Tubular  Rivet 
d  Btud  Co.  V.  Stondard  Finding  Co,,  281  Fed.  Rep.,  170;  145  C.  O.  A.,  868.) 
Tlie  conclusion  reached  renders  it  unnecessary  to  consider  whether  the  design 
patent  was  an  attempt  at  double  patenting  or  not. 

We  see  no  occasion  for  disagreeing  with  the  finding  involved  in 
this  statement,  or  for  adding  anything  to  the  reasoning  by  which 
it  is  sustained. 

In  each  case — 

The  decree  of  the  district  court  is  affirmed^  with  costs  to  the  ap- 
pellee m  this  court. 
15752— a ^26 
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[U.  S.  Circuit  Court  of  Appeals — Seyenth  Circuit] 

Jay  et  al.  v.  Weinbehg  et  dL. 

Decided  April  29,  1919;  rehearing  denied  December  5,  1919. 

278  O.  G.,  712 ;  262  Fed.  Rep.,  973.      • 

Patents — Invention — ^Analogous  Use — ^Vacxjum  Suction  Device  fob  Kxno- 
MOBILES  Anticipated  by  WATEB-IionNQ  Devices. 
The  Higginson  and  Arundel  patent,  No.  1,067314,  and  the  Jay  patents, 
Nos.  1,132,273  and  1,134,457,  for  vacuum  suction  devices  for  raising  gaso- 
lene in  an  automobile  from  a  main  tank  belo\7  tlie  level  of  the  carbureter 
to  a  secondary  tank,  Held  anticipated  by  prior  devices  for  lifting  water 
from  a  lower  to  a  higher  level,  which  is  not  an  analogous  but  the  same 
art. 

Appeal  from  the  District  Court  of  the  United  States  for  the 
Eastern  Division  of  the  Northern  District  of  Illinois. 

Suit  in  equity  by  Webb  Jay  and  the  Stewart- Warner  Speedometer 
Corporation  against  Frederick  Weinberg  and  the  Auto  Parts  Com- 
pany.   Decree  for  defendcmts^  and  compTxmumts  appeal.    AffirvMA. 

For  opinion  below  see  250  Fed.  Eep.,  469. 

Mr,  CJiarlea  Burton  and  Mr,  George  Z.  Wilkinson  for  the  ap- 
pellants. 

Mr.  R.  A,  Parker  for  the  appellees. 

Before  Baker,  Circuit  Judge,  and  Landis  and  Enqush,  District 

Judges. 
Bakeb,  Cvr.  J.: 

This  is  an  appeal  from  a  final  decree  dismissing  appellants'  bill 
for  infringement  of  the  Higginson  and  Arundel  patent,  No.  1,067,814, 
and  the  Jay  patents,  Nos.  1,132,273  and  1,134,457,  for  vacuum  suc- 
tion means  of  raising  gasolene  in  an  automobile  from  a  main  tank 
below  the  level  of  the  carbureter  into  a  secondary  tank  from  which 
gasolene  flows  to  the  carbureter  by  gravity. 

(1)  The  trial  court  found  that  in  the  water-elevating  art  the 
principle  of  operation  whereby  a  fluid  is  lifted  by  vacuum  suction 
and  discharged  by  gravity,  and  the  general  combinations  of  me- 
chanical means  for  attaining  the  result,  were  old  and  well  known 
long  before  appellants'  patentees  began  their  labors;  that  appel- 
lants' patentees,  starting  from  this  common  ground,  had  made  cer- 
tain specific  improvements  which  they  were  entitled  to  have  pro- 
tected; that  the  appellees,  operating  under  Weinberg's  patent,  No. 
1,229,360,  had  started  from  the  same  common  ground  and  had  made 
certain  specific  improvements ;  and  that  appellees'  improvements  do 
not  overlap  any  of  appellants'. 

Consideration  of  the  record,  briefs,  and  oral  argument,  has  led  ns 
to  approve  the  findings  of  the  trial  court  and  the  reasons  therefor 
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as  expressed  at  length  in  Jay  v.  Weinberg^  (D.  C,  250  Fed.  Rep., 
469.) 

The  exigencies  of  the  case  have  caused  appellants  to  contend  that — 
the  water-elevating  art  1b  too  remote  from  the  internal  combustion  engine  art  to 
warrant  imputing  knowledge  of  expedients  in  the  former  to  persons  engaged 
in  the  latter  art. 

No  problem  of  the  internal-combustion  engine  is  present.  To  the 
gravity- fed  carbureter  it  is  immaterial  where  the  feed-tank  gets  its 
supply.  So  appellants'  insistence  is  that  the  art  of  elevating  water 
from  a  lower  to  a  higher  reservoir  is  not  analogous  to  the  art  of 
elevating  gasolene  from  a  lower  to  a  higher  reservoir.  We  agree 
that  the  arts  are  not  analogous;  they  are  identical. 

(2)  Where  the  general  art  has  been  developed  by  the  pioneers, 
there  is  room  for  an  adapter  to  have  only  a  specific  patent  for  his 
particular  form  of  adaptation,  and  he  is  not  privileged  to  exclude 
others  from  gleaning  in  the  same  open  field.  (Loew  Supply  Go.  v. 
Fred  Miller  Brewirig  Co.,  138  Fed.  Eep.,  886;  71  C.  C.  A.,  266.) 

The  decree  is  affimied. 


[U.  S.  Circuit  Court  of  Appeals— Sixth  Circuit.] 

HiGGiN  Mfg.  Co.  v.  Watson  et  al. 

Decided  February  S,  1920. 

279  O.  G.,  177;  263  Fed.  Rep.,  378. 

1.  Patents — For  Rewirable  Screen  Constrtjction  Valid,  rut  Not  Infringed. 

The  Wat.son  patent.  No.  956.239,  for  rewirable  screen  construction,  Held 
valid,  as  involv.'ng  a  degree  of  invention  over  the  prior  art,  but  claims  Nos. 
3,  10,  11,  12,  and  13  not  infringed  by  a  structure  manufactured  under  the 
Higgin  patent,  No.  1,171,952. 

2.  Same — Earlier  Issued  Patent  was  Prior  Art,  Though  Later  Patentee 

Carried  Invention  Back  of  Issit:  Date. 
A  patent  actually  issued  before  plaintiflTs  patent  was  applied  for  was  a 
part  of  the  prior  art  as  to  plaintiff,  though  plaintiff  carried  his  invention 
back  of  the  issue  date  of  the  earlier  patent  but  subsequent  to  the  filing 
date  thereof. 

3.  Same — Answer  in  Infringement  Suit  Held  to  sufficiently  Allege  Prior 

Patent  as  Anticipation. 
An  allegation  !n  the  answer  in  a  patent  infringement  suit  that  all  the 
substantial  and  material  parts  of  plaintiff's  structure  were,  prior  to  the 
date  of  the  alleged  discovery  or  invention  thereof,  or  more  than  two  years 
prior  to  the  date  of  the  applications,  invented,  patented,  described,  and  shown 
in  numerous  patents  and  printed  publications,  and  more  particularly  in 
certain  patents  mentione<i,  including  one  to  B.,  sufficiently  pleaded  the 
patent  to  B.  as  an  anticipation. 
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4.  Same — ^Amendment  of  Claik  to  Meet  Objection  of  Double  Patenting  is 

Binding  on  Patentee. 
An  amendment  of  a  patent  claim  to  meet  the  Commissioner's  objection  of 
double  patenting  Is  as  binding  on  the  patentee  as  an  amendment  to  avoid 
rejection  on  the  prior  art,  especially  as  the  limitation,  if  Intentionally  made, 
would  be  binding,  though  voluntary. 

5.  Same — Patent  fob  Improvement  in  Rbwieable  Scbeens  Held  Invalid  in 

Pabt,  and  Valid  and  Infbinoed  in  Part. 
Claims  1  and  2  of  the  Watson  patent,  No.  836,475,  for  an  improvement  on 
the  tubular  construction  of  rewirable  screen  frames,  Held  invalid  as  involv- 
ing no  more  than  the  skill  of  a  mechanic  trained  in  the  sheet-metal  art, 
but  claim  8  valid  and  infringed  by  a  structure  manufactured  under  the 
Higgin  patent,  No.  1,171,852. 

6.  Same — Copending  Application  is  Not  Pbiob  Ajbt,  Though  Lates  Appuca- 

TioN  Pubpobts  to  Coveb  Improvement  Thebeon. 
The  rule  that  where  two  patents  are  granted  on  copending  applications 
of  the  same  inventor,  neither  of  which  claims  any  invention  claimed  in  the 
other,  the  one  later  granted,  but  earlier  applied  for,  cannot,  in  determining 
invention,  be  considered  prior  art  as  against  the  later-applied-for  but  earlier- 
issued  patent,  is  not  changed  by  the  fact  that  the  later  application  purports 
to  cover  an  improvement  on  the  invention  embraced  in  the  earlier  appli- 
cation. 

7.  Same — Equivalents — Spot- Welding  and  Riveting — Brazing. 

Spot- welding  and  riveting  are  each  the  equivalent  of  brazing. 

8.  Same — Slight  Changes — ^Brazing  or  Welding  Parts  Together — Strength- 

ening. 
A  frame  for  a  rewirable  screen  construction,  (Watson  patent.  No. 
836,475,)  each  side  and  end  being  constructed  from  a  metal  sheet  having 
an  edge  bent  around  in  the  form  of  a  tube  rectangular  in  cross-section, 
the  free  edges  being  brought  against  a  flat  portion  of  the  metal  and  welded 
or  brazed  thereto.  Held  devoid  of  invention  over  a  prior  structure  of  a 
similar  nature,  except  that  the  free  edge  did  not  quite  contact  with  the 
flat  metal  part,  as  it  did  not  involve  invention  to  extend  the  edge  a  little 
to  malse  a  complete  tube  and  secure  the  parts  together  by  brazing  or  weld- 
ing, even  though  a  structure  of  greater  rigidity  was  produced. 

9.  Same — Timb>for  Filing  Disclaimer  After  Decision  of  Appellate  Court. 

Decree  of  the  district  court  holding  claims  of  the  Watson  patent,  No. 
836,475,  valid  and  infringed  reversed  as  to  claims  1  and  2  and  an  injunc- 
tion and  accounting  granted  as  to  claim  3,  conditioned  upon  abandonment 
of  the  claims  found  to  be  invalid;  plaintiffs  given  thirty  days  after  filing 
of  the  mandate  below,  or  such  further  time  as  the  district  court  may 
allow,  in  which  to  show  that  claims  1  and  2  have  been  abandoned.  {Her- 
man V.  Toungstown,  191  Fed.  Rep.,  579.) 

Appeal  from  the  District  Court  of  the  United  States  for  the 
Eastern  District  of  Kentucky;  Andrew  M.  J.  Cochran,  judge. 

Suit  by  Henry  W.  Watson  and  others  against  the  Higgin  Manu- 
facturing Company.  From  an  interlocutory  decree  for  plaintiffs; 
defendant  apj>edl8.    Reversed  and  rernanded^  with  directions. 

Mr,  Edward  Hector  for  the  appellant. 

Mr,  Livingston  Gifford  and  Mr,  J,  William  Ellis  for  the  appellees. 


Digitized  by 


Google 


HIGGIN  MFG.   CO.  V.   WATSON  ET  AL.  405 

Before  Knappen  and  Denison,  Circuit  Judges,  and  MoCall,  Dis- 
trict Judge. 
Knappen,  Cir.  J.: 

Suit  for  infringement  of  two  United  States  patents  to  Watson, 
viz..  No.  966,289,  applied  for  July  27, 1906,  and  issued  April  26, 1910; 
and  No.  836,476,  applied  for  October  30,  1906,  and  issued  November 
20,  1906.  Both  relate  generally  to  rewirable  screen  construction  for 
doors,  windows,  and  the  like  openings,  and  particularly  to  a  tubular 
sheet-metal  frame,  and  means  for  attaching  the  screen-cloth  thereto. 
No.  966,239,  while  issued  later,  was  applied  for  earlier  than  the  other. 
It  is  thus  properly  treated  as  the  earlier  patent,  and  is  in  fact  the 
main  or  basic  patent — ^No.  836,475  being  for  specific  improvements 
upon  the  construction  shown  in  the  then  pending  application  for  the 
main  patent.  The  appeal  is  from  an  interlocutory  decree  finding 
both  patents  valid  and  infringed. 

(1)  1.  The  specification  of  the  main  patent  (No.  956,239)  dis- 
closes a  frame  having  along  its  inner  edge  a  lengthwise  recess  (for 
holding  the  wire-cloth  and  its  retaining  strip,)  formed  by  extending 
both  edges  of  the  strip  from  which  the  tubular  part  of  the  frame  is 
formed  into  a  lengthwise  angular  flange,  the  inner  edge  of  the  sheet 
metal  being  left  short  and  the  outer  edge  extending  inwardly  over 
it  and  forming  a  locking  edge,  which  thus  slightly  narrows  the 
mouth  of  the  recess.  The  retaining-strip  as  shown  takes  the  form  of 
a  metallic  tube,  divided  along  one  side,  thus  enabling  it  to  be  so  com- 
pressed as  to  enter  the  narrowed  mouth  of  the  recess.  This  construc- 
tion is  sufficiently  shown  by  the  reproduced  Figs.  3  and  6  of  the 
patent  drawings — the  former  being  a  perspective  view  of  one  of  the 
ends  of  the  frame  sides ;  the  latter,  a  like  view  of  the  "  tubular  spring 
locking  strip." 


There  was  nothing  novel  in  the  idea  of  a  rewirable  screen-frame, 
whether  of  wood  or  of  sheet  metal,  having  a  recess  therein  for  holding 
the  screen-cloth,  and  a  removable  retaining-strip.  Wooley  (1870)  dis- 
closed a  wooden  tongue  or  stay-rod  in  a  groove  in  a  wooden  frame. 
Whittaker  (1886,)  disclosed  a  retaining-strip  in  the  form  of  a  rope 
or  flexible  packing.  Connell  (1888)  showed  a  sheet-metal  frame  in 
tubular  form ;  the  retaining  member  being  a  non-removable,  resilient 
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spring.  Baker  (1901)  disclosed  a  non-removable  gripping  or  clamp- 
ing device  in  a  metallic  frame;  the  frame  proper,  as  distinguished 
from  the  recess,  not  being  closed,  although  substantially  rectangular, 
and  being  stiffened  by  a  rod  therein.  Baker,  however,  by  Patent  No. 
787,818,  applied  for  June  5,  1904,  and  issued  April  18,  1905,  showed 
a  sheet-metal  frame  having  a  recess  formed  by  an  extension  of  one 
side  only  of  the  frame,  a  locking  outer  edge  of  the  recess  portion 
formed  by  an  inward  turn  of  the  extended  frame  side,  the  tube  and 
recess  being  thus  formed  from  a  single  sheet,  and  having  a  remov- 
able sheet-metal  retaining  strip  or  spline,  which  differed  from  a 
wide-mouthed  slotted  tube  in  having  its  outer  edge  slightly  upturned 
to  engage  (by  slipping  under)  the  outer  (hooked)  edge  of  the  recess- 
wall,  and  provided  to  be  "  sprung  into  place  "  by  compression  against 
the  inner  side  of  the  groove,  and,  by  expansion,  to  hold  the  screen- 
wire  in  position,  as  indicated  by  Figs.  3,  4  and  8  of  the  patent  draw- 
ings here  reproduced,  the  first  of  which  figures  shows  the  retaining- 
strip  in  place;  the  second,  with  the  parts  of  the  frame  separated; 
and  the  third,  the  manner  of  assembling.  The  specification  states 
that  the  "  stiffener  rod "  shown  in  each  of  these  three  figures  may 
be  omitted. 


(2,  3)  The  second  Baker  patent  was  thus  clearly  prior  art  as  to 
Watson;  the  former  having  been  actually  issued  before  Watson's 
patent  was  applied  for.  The  fact  that  Watson  carries  his  invention 
back  of  Baker's  issue  date,  but  subsequent  to  Baker's  application,  is 
not  important  under  the  rule  recognized  by  this  court.  Lemley  v. 
Dohson-Evan^  Co,,  243  Fed.  Eep.,  391 ;  156  C.  C.  A.,  171,  and  cases 
cited.)  We  see  no  substantial  merit  in  the  proposition  that  the  Baker 
patent  was  not  pleaded.  We  think  plaintiff  could  not  fail  to  under- 
stand that  Baker  was  claimed  to  be  the  first  and  true  inventor  of  the 
device  of  the  patent  sued  on.  Although  the  answer  does  not  expressly 
so  state,  we  think  it  fairly  impUed.^  But,  even  if  not  sufficiently 
pleaded  as  an  anticipation,  the  second  Baker  patent  is  before  us  as 
part  of  the  prior  art.  In  fact,  as  will  be  seen,  it  was  cited  in  the 
Patent  Office  as  a  reference  against  Watson's  application. 

1  The  allegation  is  that  "  all  substantial  and  material  parts  thereof  were,  prior  to  the 
date  of  the  alleged  discovery  or  invention  thereof  by  the  said  ♦  •  •  Watson*  or  more 
than  two  years  prior  to  the  date  of  applications  for  said  Letters  Patent,  invented, 
patented,  described  and  shown  in  numerous  Letters  Patent  and  in  numerous  printed 
publications  and  more  particularly  in  the  following  Letters  Patent  of  the  United  States," 
among  which  is  the  Baker  patent  In  question. 
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The  device  of  Watson's  main  patent  marked  an  advance  over  that 
of  Baker's  second  patent;  for,  while  each  has  a  frame  formed  of  a 
sheet-metal  strip  bent  in  tubular  form,  with  a  recess  for  the  retain- 
ing strip  or  spline,  formed  by  the  extension  of  the  strip  which 
forms  the  tube,  and  the  recess  of  each  has  an  outer  locking  edge,  yet 
Watson's  extension  of  both  edges  of  the  tubular  part  of  the  frame, 
in  forming  the  recess,  practically,  though  not  with  strict  accuracy, 
closes  the  tubular  portion,  giving  a  desirable  feature  of  rigidity  to 
both  the  tube  portion  and  the  recess  part,  thus  'increasing  rigidity 
without  increasing  weight  of  the  sheet  metal  used.  (While  the 
patent  discloses  other  features  of  rigidity,  they  are  not  involved 
here.)  Watson's  spline,  as  described,  also  differs  from  that  of  Baker 
in  the  respects  before  mentioned,  and  is.  we  think,  an  improvement 
on  it;  the  commercial  history  of  Watson's  device  indicates  that  the 
features  referred  to  had  substantial  utility ;  and  we  are  disposed  to 
regard  his  main  patent  as  involving  a  degree  of  invention  over  the 
prior  art.  The  claims  in  issue  are  Nos.  3,  10,  11,  12,  and  18.  The 
third  claim  reads  as  follows : 

8.  In  a  window  screen,  a  frame  consisting  of  sheet  metal  strips  bent  in  tubu- 
lar form,  the  length-wise  edges  of  said  strips  formed  in  a  recess,  screen-wire, 
and  a  retaining  strip  consisting  of  a  metal  tube  divided  along  one  side  to  form 
separated  edges,  said  tnbe  adapted  to  fit  said  recess. 

The  tenth,  eleventh,  twelfth,  and  thirteenth  claims  were  not  con- 
tained in  Watson's  original  application.  The  tenth  claim  was 
framed  as  the  result  of  an  interference  between  Watson  and  McFar- 
land,  and,  on  priority  being  awarded  to  Watson,  the  eleventh,  twelfth, 
and  thirteenth  claims  were  inserted.    The  tenth  claim  is  as  follows : 

10.  In  an  improved  window  screen,  the  combination  of  the  frame  with  grooves 
enlarged  inwardly,  the  resilient  slotted  tnbes  forming  a  filling  piece  adapted  to 
be  inserted  in  said  groove,  the  wire  fabric  to  be  engaged  therein,  substantially 
as  described. 

The  differences  between  claim  10  and  the  three  following  claims, 
so  far  as  seems  important  here,  are  these :  In  claim  11  the  locking-bar 
is  characterized  as — 

a  resiUent  tubular  locking  strip,  engaging  and  holding  the  fabric  in  said  recess ; 
said  locking  strip  being  longitudinally  spUt  to  form  separated  adjacent  edges, 
X>ermitting  the  strip  to  expand  and  contract  upon  the  application  and  release 
of  pressure. 

In  the  twelfth  claim  the  locking  member  is  described  as — 

being  closed  on  all  sides  except  one,  with  the  edges  of  the  inclosed  side  normaUy 
out  of  contact  to  enable  the  locking  member  to  be  pressed  into  said  groove  and 
to  therein  expand  and  lock  the  wire  screen  in  place. 

In  the  thirteenth  claim  the  locking  members  are  described  as — 

tubular  members  with  edges  separated  along  one  side,  said  members  adapted  to 
be  compressed  into  the  grooves  to  bind  the  edges  of  the  screen  fabric  against 
the  walls  thereof. 
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It  will  be  seen  that  neither  of  the  last  four  claims  is  in  terms  con- 
fined to  a  frame  of  tubular  form,  or  even  to  one  made  of  sheet  or 
other  metal,  or  to  one  having  a  recess  formed  by  the  extended  walls 
of  the  frame  proper,  and  that  the  specific  and  dominating  element 
of  each  of  these  four  claims  is  the  resilient  spline. 

The  alleged  infringing  structure  (put  out  in  1915.  and  manufac- 
tured under  Higgin's  patent,  No.  1,171,962,  February  16,  1916,  ap- 
plied for  to  meet  the  demand  for  rewirable  screens)  differs  from  the 
disclosure  of  plaintiff's  main  patent,  as  shown  in  Figs.  7  and  8  (here 
reproduced)  of  the  drawings  of  the  Higgin  patent. 

The  differences  are  (a)  that  in  defendant's  construction,  so  far  as 
shown  in  Fig.  7  below,  one  of  the  edges  of  the  sheet-metal  from 
which  the  tubular  part  of  the  frame  is  constructed  is  extended  only 
about  three-fourths  of  the  way  across  the  floor  of  the  recess;  and  (b) 
the  retaining  member,  instead  of  being  in  split  tubular  form,  adapted 
to  be  sprung  past  the  locking  edge,  has  a  cam-shaped  edge  adapted 
for  insertion  past  the  locking-edge  of  the  recess,  whereupon  the 
spline  is  rocked  into  position  therein.  Infringement  turns  upon  the 
rjuestion  whether  plaintiff's  patent,  in  view  of  the  prior  art,  and  its 
office  history,  is  entitled  to  be  construed  broadly  enough  to  cover 
defendant's  construction. 


We  think  it  beyond  doubt  that  the  t^ith,  eleventh,  twelfth,  and 
thirteenth  claims  each  call  for  a  resilient  slotted  tube,  whose  resiliency 
is  necessary  to  its  insertion  into  the  recess,  and  which  assists  in 
locking  the  screen-cloth  therein.  It  follows  that  unless  defendant's 
spline  is  the  equivalent  thereof,  neither  of  these  four  combination 
claims  is  infringed. 

While  the  language  of  claim  3 — 

a  retaining  strip  consisting  of  a  metal  tube  divided  along  one  side  to  form 
separated  edges,  said  tube  adapted  to  fit  such  recess — 

does  not  in  express  terms  call  for  a  resilient  tube  requiring  compres- 
.sion  to  enable  it  to  enter  the  channel,  yet  when  considered,  as  it  should 
be,  in  connection  with  the  statement  in  the  specification  that  the 
screen-wire  is  attached  to  the  frame  in  the  channel 

by  means  of  a  tubular  spring  strip  81  which  Is  formed  of  a  strip  of  sheet  metal 
bent  in  tubular  form,  witli  the  edges  a  slight  distance  apart  as  at  34,  so  that  they 
I  nay  spring  together  when  pressed  Into  channel  21, 
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such  resiliency  is  by  natural  and  normal  construction  called  for;  and 
the  natural  implication  would  be  that  the  resilient  ^^  retaining  strip," 
being  intended  to  hold  the  screen-cloth  by  engaging  it  within  the 
channel,  was  intended  to  fit  the  latter  closely. 

(4)  Plaintiff  contends,  however,  that  claim  3  is  not  limited  to  a 
resilient  strip.  The  Patent  Office  history  of  this  feature  of  the  third 
claim  is  this :  The  last  clause  of  the  claim  as  originally  filed  read — 

and  a  retaining  strip  formed  of  a  folded  strip  of  sheet  metal  to  fit  said  recess. 

The  claim  was  rejected  on  the  second  Baker  patent,  and  was 
amended  by  substituting  the  words  "consisting  of  a  metal  tube  to 
fit  said  recess,"  in  place  of  the  italicized  words  above.  After  the 
claim  had  been  formally  allowed,  and  after  the  interference  was  dis- 
posed of,  the  words  "divided  along  one  side  to  form  separated 
edges  "  were  inserted,  to  meet  the  Commissioner's  objection  of  double 
patenting,  by  reason  of  certain  claims  of  Watson's  improvement  ap- 
plication. While  Watson  was  thus  not  compelled  to  make  the  change 
to  avoid  rejection  upon  the  prior  art,  he  was  required  to  make  it  in 
order  to  meet  an  objection  which,  if  persisted  in  and  sustained,  would 
result  in  the  disallowance  of  the  claim. 

On  principle,  we  can  see  no  controlling  difference  between  an 
amendment  so  made  and  one  made  because  of  the  prior  art.  We 
think  Watson  clearly  bound  by  the  language  of  his  claim.  It  not 
only  harmonizes  with  the  express  language  of  his  specification,  but, 
even  if  the  limitation  might  be  thought  voluntary,  it  would  be  none 
the  less  binding  if  intentionally  made.  {McClain  v.  OrtmayeVy  C.  D., 
1891,  632;  67  O.  G.,  1129;  141  U.  S.,  419;  12  Sup.  Ct.,  76;  GimiotU  v. 
ATnericm  Co.,  C.  D.  1906,  729;  116  O.  G.,  1462;  198  U.  S.,  399;  25 
Sup.  Ct,  697;  Ohrrber  v.  OJmier,  C.  C.  A.,  6;  238  Fed.  Rep.,  182;  151 
C.  C.  A.,  268.)  And  that  such  was  the  intention  is  not  open  to  doubt. 
It  may  further  be  noted  that  (by  contrast  with  claim  3)  in  certain 
of  the  claims  not  in  suit  (Nos.  1,  2,  5,  6,  and  7)  the  form  of  the 
retaining-strip  is  not  an  element.  It  should  go  without  saying  that 
the  third  claim  is  not  infringed,  unless  defendant's  retaining  mem- 
ber is  the  equivalent  of  plaintiff's. 

In  view  of  the  prior  art,  we  think  such  equivalency  is  lacking. 
The  metal  of  which  defendant's  spline  is  made  is  slightly  resilient, 
and  so  is  the  spline  itself;  but  the  resiliency  is  apparently  not  enough 
to  have  substantial  operative  effect.  The  contrast  with  plaintiff's 
spline  in  this  respect  is  sharp.  True,  defendant's  spline,  in  the 
process  of  rocking  into  the  channel,  requires  substantial  force,  to 
effect  a  compression  of  the  screen-cloth,  and  is  to  some  extent  locked 
in  place  through  the  screen-cloth's  resiliency ;  but  the  latter's  resili- 
ency is  not  the  equivalent  of  plaintiff's  slotted  tube,  for  the  latter  (as 
in  the  case  of  all  splines  used  for  this  purpose)  has,  to  begin  with. 
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the  benefit  of  the  screen-cloth's  resiliency,  and  to  this  resiliency  that 
of  plaintiff's  spline  is  an  added  and  dominating  feature.  Nor,  in 
our  opinion,  is  the  cam  feature  and  operation  of  defendant's  spline 
the  equivalent  of  plaintiff's  compressible  and  resilient  spline.  The 
former  is  not  substantially  (although  it  may  be  slightly)  compressed 
in  entering  the  channel,  nor  has  it  been  found  in  practice  to  be 
securely  enough  held  therein  without  the  use  of  pins.  Indeed,  the 
pull  of  the  screen-cloth  seems  to  result  in  drawing  the  cam  edge  of 
the  spline  more  firmly  against  the  imier  wall  of  the  channel,  and  thus 
the  outer  edge  of  the  spline  away  from  the  channel's  outer  wall,  and 
without  substantial  resilient  action  in  the  spline.  Were  Baker's 
second  patent  not  prior  art  (the  learned  district  judge  thought  it 
was  not),  the  result  might  be  otherwise.  But,  in  view  of  Baker, 
plaintiff's  invention  cannot,  in  our  opinion,  be  construed  broadly 
enough  to  embrace  defendant's  structure.  The  latter's  spline  has  in 
fact  as  much  substantial  resemblance  to  Baker's  as  to  plaintiff's.  We 
therefore  think  defendant  has  not  appropriated  the  device  of  plain- 
tiff's main  patent. 

(5)  2.  Plaintiff's  improvement  patent  (No.  836,475)  is  confined  to 
means  for  stiffening  and  strengthening  the  tube  and  channel  disclosed 
in  the  main  patent.  The  invention  is  stated  in  the  specification  to 
be  "  an  improvement  upon  the  tubular  construction  shown  "  in  plain- 
tiff's application  for  their  main  patent.    The  stated  object  is  to— 

provide  means  for  stiffening  and  strengthening  the  tubular  sheet  metal  frame 
sides  and  the  side  channel  pieces  for  the  frame  to  slide  in,  so  that  exceedingly 
light  and  thin  sheet  metal  can  be  used  without  impairing  the  rigidity  of  the 
frame,  thus  making  an  exceedingly  light  and  strong  screen. 

The  means  disclosed  for  accomplishing  this  end  consist  of,  first, 
spaced  reinforcing-ribs  pressed  into  the  walls  of  the  tubes  and  chan- 
nels, as  illustrated  in  Figs.  2  and  3  here  reproduced,  which  are  in 
substantial  effect  Figs.  3  and  4  of  the  main  patent,  plus  the  ribs 
referred  to;  Fig.  4  (also  here  reproduced,)  a  sectional  view  of  the 
tubular  frame  sides,  being  a  substantial  reproduction  of  Fig.  5  of 
the  main  patent  (a  special  reinforced  channel  strip  is  provided  for 
when  "  an  exceedingly  strong  channel "  is  needed) ;  and,  second,  the — 

uniting  of  the  two  contacting  edges  which  form  the  angular  flange  12  *  *  * 
preferably  by  solder  or  brazing,  so  that  they  are  as  one,  a  solid  tube  as  distin- 
guished from  a  split  tube. 

This,  as  stated — 

absolutely  prevents  the  slipping  of  one  edge  on  the  other  from  torsional  strain 
on  the  screen  frame  and  gives  greater  rigidity  to  the  construction. 

Otherwise  than  already  stated,  no  construction  of  frame,  tube,  or 
channel,  except  as  shown  in  the  main  patent,  is  disclosed.  The 
claims  in  suit  are  the  first,  second,  and  third.    The  first  reads : 
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In  a  metal  screen,  a  frame,  the  side  and  end  pieces  of  said  frame  each  con- 
sisting of  a  soUd  tube,  a  cliannel  along  said  tube,  screen  wire,  and  a  locking 
means  to  hold  said  wire  in  said  channel. 

Except  that  in  the  second  and  third  claims  the  words  "locking 
strip  "  are  used,  instead  of  "  locking  means,''  the  second  claim  differs 
from  the  first  only  in  substituting  for  the  words  italicized  the  follow- 
ing: 

Ck>inpoeed  ot  strips  of  bendable  sheet  metal  formed  in  a  braced  tube, 
and  the  third  in  substituting  the  phrase — 

composed  of  strips  of  metal  formed  in  a  tube  with  lapped  edges,  said  lapped 
edges  brazed  together  and  formed  in  [a  channel  along  said  tube,  etc.]. 

The  only  new  element  in  either  of  the  claims  in  suit  is  thus  the 
joining  (for  purposes  of  greater  rigidity)  of  the  two  contacting 
edges  of  the  sheet  metal.    In  our  opinion  patentable  invention  was 


not  involved  in  the  mere  brazing  or  welding  or  riveting  of  the  con- 
tacting edges  of  the  sheet  metal  to  prevent  torsional  strain.  In  view 
of  the  use  of  such  devices  for  the  same  purpose  in  the  sheet-metal 
art  generally,  their  application  to  screen-frame  construction  when  the 
necessity  of  stiffening  or  strengthening  to  prevent  such  strain  ap- 
peared would  seem  to  involve  no  more  than  the  skill  of  the  mechanic 
trained  in  the  sheet-metal  art.  {Johnson  v.  Toledo  Traction  Co.^  C.  C. 
A.,  6;  119  Fed.  Rep.,  885;  56  C.  C.  A.,  415.)  Baker's  second  patent 
disclosed  a  frame  of  sheet  metal  bent  in  tubular  form  (although  not 
strictly  a  closed  tube,)  with  but  one  edge  of  the  sheet  metal  extended 
to  form  the  channel.  The  first  and  second  claims  of  Watson's  im- 
provement patent  contain  no  reference  to  a  channel  formed  by  an 
extension  of  both  edges  of  the  sheet  metal,  or  of  the  strengthening  of 
the  channel,  except  as  involved  in  the  closing  of  the  tubular  part. 
Neither  of  those  two  claims,  therefore,  marks  any  advance  over  the 
art  prior  to  Watson,  except  as  the  tubular  part  of  the  frame  is  closed 
by  the  welding,  soldering,  or  brazing ;  and  this  we  think  involves  no 
invention,  even  if  it  was  necessary,  in  order  to  entirely  close  Baker's 
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tube,  that  the  down-turned  extension  of  the  upper  edge  of  the  sheet 
metal  be  slightly  extended  to  accomplish  actual  contact  with  the  ex- 
tension of  the  lower  edge. 

(6)  With  respect,  however,  to  the  third  claim  of  Watson's  improve- 
ment patent  the  case  is  different,  for  the  invention  of  his  main  patent 
is  the  earliest  one  brought  to  our  attention  in  which  the  edges  of  the 
sheet  metal  forming  the  tube  are  lapped,  and  thus  both  extended  edges 
employed  in  forming  the  channel,  and  the  third  claim  of  the  improve- 
ment patent  calls  for  a  channel  formed  by  extending  both  edges  of 
the  sheet  metal  which  forms  the  tubular  portion.  The  validity  of 
the  third  claim  in  question  thus  depends  upon  the  effect  accorded  to 
the  main  patent.  On  this  subject  plaintiff  contends  that  the  case 
falls  within  the  general  rule,  which  is  recognized  by  this  court,  that 
where  two  patents  are  granted  on  copending  applications,  neither 
of  which  claims  any  invention  claimed  in  the  other,  the  one  later 
granted,  but  earlier  applied  for,  cannot,  in  determining  invention,  be 
considered  prior  art  as  against  the  later-applied-for,  but  earlier- 
issued,  patent.  {Century  Co,  v.  W eating Jiouae  Co,^  C.  D.,  1914,  267: 
207  O.  G.,  1249;  191  Fed.  Rep.,  350;  112  C.  C.  A.,  8;  Toledo  Co,  v. 
Kawneer  Co,,  C.  C.  A.,  6;  2:37  Fed.  Eep.,  867;  160  C.  C.  A,,  378.) 
Defendant  contends,  however,  that  as  the  invention  of  the  second 
patent  was  specifically  alleged  and  described  as  a  mere  improvement 
upon  the  main  invention  disclosed  in  the  earlier  application,  it  is 
invalid,  if  it  contains  in  fact  no  invention  over  that  disclosed  by  the 
main  patent.  In  other  words,  if  no  invention  is  involved  in  the  im- 
provement, it  is  not  a  patentable  improvement,  regardless  of  the 
copendency  of  the  applications. 

Specific  authority  apart,  this  contention  is  not  without  attractive- 
ness. The  proposition  as  stated  by  counsel  does  not  treat  the  main 
Watson  patent  as  prior  art,  except  as  it  requires  the  invention  alleged 
to  be  "  improved  upon  "  to  be  considered  in  determining  whether  the 
alleged  "  improvement "  uppn  it  involves  inventive  faculty,  and  thus 
a  second  invention  growing  out  of  the  same  subject-matter.  In  the 
opinions  in  the  following  cases  (in  all  of  which  copending  applica- 
tions were  in  fact  involved,  and  which  impress  us  as  the  strongest  of 
the  cases  cited  by  defendant)  statements  are  made  which  on  their 
face  lend  support  to  defendant's  contention.  {W estingJwuse  Co,  v. 
New  York  Co.,  C.  C.  A.,  2;  63  Fed.  Kep.,  962;  11  C.  C.  A..  528; 
ThoTYisan-IIouston  Co,  v.  Ohio  Brass  Co.,  C.  C.  A.,  6;  80  Fed.  Rep., 
712;  26  C.  C.  A.,  107;  'WilJcox  &  Gibhs  Co.  v.  Merrow,  C.  C.  A,  2;  93 
Fed.  Rep.,  206;  35  C.  C.  A.,  269;  TkoTnson-Houston  Co.  v.  Sterling- 
Meaker  Co,,  C.  C;  171  Fed.  Rep.,  111.)  In  none  of  these  cases,  how- 
ever, does  the  copendency  of  the  application  appear  to  have  been  set 
up  as  forbidding  the  conclusion  reached,  nor  is  there  anything  to  in- 
dicate that  the  respective  courts  had  in  mind  the  rule  relating  to  co- 
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pending  applications  which  we  have  stated  above,  and  wliich  has  re- 
ceived the  approval  of  this  court.  Moreover,  in  each  of  the  cases 
above  cited  the  court  was  considering  and  passing  upon  the  validity 
of  the  later-issued  patent,  and  its  language  was  thus,  strictly  speak- 
ing, obiter^  as  applied  to  a  case  involving  a  patent  earlier  issued,  and 
so  distinguishable  from  double  patenting.  No  decision  of  the  Su- 
preme Court  directly  in  point  is  brought  to  our  attention. 

Although  the  cases  cited  by  defendant  give  rise  to  a  degree  of  con- 
flict and  confusion,  we  do  not,  in  view  of  the  considerations  to  which 
we  have  called  attention,  think  we  would  be  justified  in  accepting 
them  as  taking  the  instant  case  out  of  what  we  believe  to  be  the  gen- 
eral and  correct  rule  applicable  to  copending  applications.  We 
are  the  better  satisfied  with  this  conclusion  in  view  of  the  meritorious 
nature  of  the  invention  of  the  third  claim  of  the  so-called  improve- 
ment patent ;  the  fact  that  the  extension  of  the  overlapping  edges  in 
forming  the  channel,  in  connection  with  their  brazing,  gives  to  those 
two  steps  a  more  or  less  single,  although  composite  character,  together 
with  the  query  whether,  in  view  of  the  actual  nature  of  the  claims  of 
the  respective  patents  in  issue  here  as  compared  with  each  other, 
and  the  changes  made  in  the  course  of  passing  through  the  Patent 
Office,  too  much  stress  is  not  laid  by  defendant  upon  the  characteriza- 
tion of  the  patent  later  applied  for,  but  earlier  granted,  as  being  for 
a  mere  improvement  upon  the  invention  of  the  other  patent,  which, 
due  to  the  nature  of  its  dominant  retaining  member,  defendant  has 
been  found  not  to  infringe.  We  are  therefore  disposed  to  find  the 
third  claim  valid. 

We  think  defendant's  construction  described  herein,  in  connection 
with  the  discussion  of  Watson's  other  patent,  infringes  the  third 
claim  of  the  patent  we  are  now  considering,  even  if  (as  seems  to  be 
the  case)  one  of  the  edges  of  the  sheet  metal  from  which  the  tubular 
part  of  the  frame  is  constructed  is  extended  (in  all  of  defendant's 
manufacture)  for  but  a  portion  of  the  width  of  the  floor  of  the 
channel.  The  extensions  of  the  metal  which  form  the  tube  are 
lapped,  and  the  lapped  edges  spot-welded  or  riveted  together  and 
"  formed  in  a  channel  along  said  tube,"  and  the  consequent  rigidity, 
although  possibly  not  as  great  as  in  plaintiff's  invention,  is  neverthe- 
less substantial,  and  is  apparently  sufficient  to  prevent  torsional  strain. 
The  lapping  accomplishes  the  functions  of  closing  and  stiffening  the 
tubular  part,  and  stiffening  the  floor  of  the  recess,  and  gives  opportun- 
ity for  fastening  the  contracted  edges  together.  Several  claims  of  the 
patent  under  which  defendant  manufactures  describe  the  "  sides  of  the 
strip  "  as  "  contacting  and  extending  laterally  to  form  a  side  channel," 
etc.  Spot- welding  and  riveting  clearly  are  each  thd  equivalent  of  braz- 
ing. The  language  of  the  claim  does  not  call  for  a  resilient  spline,  and 
such  call  cannot  be  implied  from  the  fact  that  the  specification  de- 
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scribes  and  the  drawing  shows  a  retaining  member  in  the  form  of  a 
closed  tube,  the  sides  of  which," the  specification  says,  "will  spring 
slightly  "  when  pressed  into  the  channel — a  construction  character- 
ized by  defendant  as  inoperative  and  useless.  The  object  of  the  im- 
provement did  not  extend  to  the  form  of  the  spline,  but  was  con- 
fined to  means  for  stiffening  and  strengthening  the  frame  proper. 
It  is  scarcely  necessary  to  add  that  the  alleged  superior  merit  of 
defendant's  structure,  in  employing  spot-welding,  instead  of  solder- 
ing (thus  enabling  a  higher  firing  of  the  japan,)  and  the  ability  to 
ship  the  frames  in  the  "  knock-down,"  cut  to  lengths  and  ready  for 
assembling,  is  quite  unimportant. 

The  bill  must  be  dismissed  as  to  Patent  No.  956,239,  and  as  to  the 
first  and  second  claims  of  Patent  No.  836,475.  According  to  the 
practice  indicated  in  Herman  v.  Toungstown  (C.  C.  A.,  6;  191  Fed. 
Rep.,  679;  112  C.  C.  A.,  185)  plaintiff  may  have  30  days  after  the 
filing  of  the  mandate  below,  or  such  further  time  as  the  district 
court  may  allow,  in  which  to  show  that  the  first  and  second  claims 
of  Patent  No.  836,475,  found  in  this  opinion  to  be  invalid,  have  been 
duly  abandoned,  and  thereupon  plaintiffs  may  have  the  usual  decree 
for  injunction  and  accounting  as  to  the  third  claim  of  that  patent. 

Appellants  wUl  recover  their  costs  of  this  court.  The  record  is 
accordingly  remanded  to  the  district  court ^  with  directions  to  enter 
a  decree  in  accordance  with  this  op-inion^  and  to  take  further  pro- 
ceedings not  inconsistent  therewith. 


[U.  S.  circuit  Court  of  Appeals— Ninth  Circuit.] 

Mastoras  v.  Hildbeth. 

Decided  February  2J^,  1920;  rehearing  denied  April  5,  1920. 

279  O.  G.,  353;  263  Fed.  Rep.,  571. 

1.  Patents — Patent  for  Inoperath-e  Machine  Not  Infringed  by  Opeilvtive 

MACHII7B. 

That  under  a  patent  no  machine  has  ever  been  made  and  shown  to  work 
successfully  does  not  prevent  the  owner  from  restraining  infringement ;  bat 
if  the  patented  device  is  not  operative  it  cannot  be  infringed  by  one  that  Is, 

2.  Same — Patent  Cannot  Cover  Mode  of  Operation. 

A  specified  movement  of  a  machine  irrespective  of  the  mechanism  whicb 
causes  it  is  not  patentable.    A  patent  cannot  cover  the  mode  of  operation. 

3.  Same — Claim  to  Combination  Including  "  Means,"  Etc.,  Limited  to  Means 

Described. 

The  Dickinson  patent,  No.  831,501,  for  a  candy-pulling  machine,  claim  1 

for  "  a  candy-pulling  machine  comprising  a  plurality  of  oppositely  disposed 

candy  hooks  or  supports,  a  candy-puller  and  means  for  producing  a  specified 

relative  in-and-out  motion  of  these  parts  for  the  purpose  set  forth,"  Held 
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limited  to  the  in-and-out  motion  described  in  the  specification  (as  a  claim 
can  not  cover  a  mode  of  operation)  and  not  Infringed  by  the  device  of  the 
Langer  patent,  No.  1,232,697,  although  it  has  means  for  producing  a  rela- 
tive in-and-out  motion. 

ApfbaTj  from  the  District  Court  of  the  United  States  for  the  Dis- 
trict of  Oregon  ^  Wolverton,  judge. 

Suit  by  Herbert  L.  Hildreth  against  Jim  M.  Mastoras.  Decree 
for  complahvant^  and  defendant  appeals.    Reversed. 

Mr.  Joseph  L.  Atkins^  Mr.  W.  A.  Roibins^  and  Mr.  David  E.  Lof- 
gren  for  the  appellant. 

Messrs.  MacLeod^  CaVver^  Gopelamd  <&  Dike  and  Mr.  Chester  G, 
Mv/rphy  for  the  appellee. 

Before  Gilbert,  Morrow,  and  Hunt,  Circuit  Judges. 

GiLBBRT,  Cir.  e/. ; 

The  appellant  appeals  from  a  decree  of  the  court  below  whereby 
he  was  adjudged  to  have  infringed  claim  1  of  Patent  No.  831,501, 
issued  on  September  18,  1906,  to  Herbert  M.  Dickinson,  for  an  "  im- 
provement in  candy-pulling  machines."  The  appellant  denied  in- 
fringement and  denied  the  validity  of  the  Dickinson  patent. 

The  only  prior  patent  to  which  we  find  it  necessary  to  refer  is  No. 
511,011,  issued  to  Firchau  on  December  19, 1893,  for  an  improvement 
in  "machines  for  working  or  pulling  candy."  Firchau's  machine 
consists  of  a  fixed  drum  wherein  are  placed  heads  which  carry  lateral 
fingers  arranged  so  as  to  travel  in  different  orbits  in  opposite  direc- 
tions. In  operation  the  candy  is  hung  upon  the  upper  finger,  and, 
upon  the  rotation  of  the  heads  in  opposite  directions,  it  is  engaged  by 
the  lower  finger  and  stretched  in  an  opposite  direction  and  worked. 
Say  the  specifications : 

This  takes  place  at  each  rotation  of  the  heads,  the  candy  being  alternately 
massed  and  stretched. 

In  the  Dickinson  machine  the  candy  is  placed  in  a  trough  some 
eight  feet  in  length  in  the  bottom  of  which  at  the  center  is  placed  an 
upright  fixed  pin.  Attached  to  an  arm  pivoted  on  a  transverse 
traveling  bar  are  two  pins  which  project  downwardly  and  nearly  to 
the  bottom  of  the  trough.  The  bar  with  the  arm  on  which  are  fas- 
tened the  projecting  pins  is  carried  back  and  forth  on  the  top  of  the 
trough  from  one  end  thereof  to  the  other.  As  the  bar  approaches 
each  end,  a  hook  engages  the  arm  from  which  the  pins  are  suspended 
and  turns  it  about  upon  the  bar,  whereby  the  pins  make  in  the  trough 
approximately  a  semirevolution,  before  returning  to  the  opposite  end. 
The  specifications  say : 

The  candy  is  acted  upon  In  a  manner  and  by  means  of  the  shifting  hook  along 
a  path  corresponding  to  what  I  term  a  figure  8. 


Digitized  by 


Google 


416       DECISIONS  OF  THE  U.  S.  COUBTS  IN  PATENT  CASES,  192Q. 

Claim  1  is  as  follows : 

(1)  A  candy-pulling  machine  comprising  a  plurality  of  oppositely  disposed 
candy  hooks  or  supports,  a  candy -puller  and  means  for  producing  a  specified 
relative  In-and-out  motion  of  these  parts  for  the  purpose  set  forth. 

The  machine  which  was  held  to  infringe  is  one  made  under  the 
patent  to  G.  L.  Langer  No.  1,232,697,  issued  July  10,  1917,  for  "  a 
candy-pulling  machine."    Langer's  specifications  say : 

My  Invention  relates  to  candy-pulling  machines,  and  more  particularly  to  a 
machine  adapted  to  automatically  pull  candy  by  means  of  a  floating  puller  whicb 
is  carried  through  a  course  of  travel  corresponding  in  form  to  the  figure  8,  and 
around  fixed  supporting  pins  arranged  concentrically  within  the  two  circular 
portions  of  said  figure  8,  whereby  the  candy  is  pulled  by  said  fioating  puUer  and 
alternately  carried  thereby  around  said  fixed  supporting  pins. 

The  machine  consists  of  a  base  supporting  two  circular  or  drum- 
like  castings  joined  together  at  one  side  and  standing  on  edge.  In 
the  center  of  each  of  these  drums  and  on  either  side  thereof,  is  a  fixed 
pin,  while  a  movable  pin  projecting  on  each  side  passes  first  around 
one  drum  and  then  around  the  other  in  continuous  operation.  Candy 
is  simultaneously  pulled  on  each  side  of  the  machine.  It  is  stretched 
across  the  fixed  pins  on  either  side  and  above  the  moving  pin.  By 
the  movement  of  the  machine  the  moving  pin  pulls  the  candy  and 
wraps  it  first  around  one  fixed  pin,  then  stretches  it  and  wraps  it 
around  the  other,  and  continues  that  operation  alternately  from  pin 
to  pin,  thus  pulling  and  stretching  the  candy  as  the  floating  pin  is 
carried  through  its.  course  of  travel.  The  essence  of  the  Langer 
invention  is  that  it  is  adapted  to  carry  a  floating  pulling  member 
first  around  one  circular  course  in  one  direction,  and  then  around 
another  circular  course  in  the  opposite  direction.  The  machine  is 
shown  below : 


It  is  said  that  the  Firchau  patent  has  no  place  in  the  prior  art  for 
the  reason  that  it  will  not  pull  candy  but  will  only  mix  it.  To  this  we 
cannot  assent.  The  moving  fingers  of  that  device  undoubtedly  will 
to  some  extent  pull  candy.  The  candy,  being  placed  upon  the  upper 
finger  which  has  projecting  knobs  to  hold  it,  will  as  that  finger 
moves  be  caught  by  the  lower  finger  and  pulled  in  the  opposite  direc- 
tion.   If  it  be  said  that  the  pulling  operation  is  not  continuous  but 
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intermittent,  the  same  may  be  said  of  the  Dickinson  device,  for  it  is 
obvious  that  during  the  travel  of  the  movable  pins  from  the  end  of 
the  trough  toward  and  to  the  central  pin  there  is  no  pulling  of  the 
candy  or  anything  more  than  a  pushing  of  the  mass  thereof  in  front  of 
the  moving  pins.  It  is  only  as  Dickinson's  moving  pins  travel  away 
from  the  center  and  toward  the  ends  of  the  trough  that  any  tension  is 
placed  on  the  candy.  It  is  thus  seen  that  Dickinson  did  not  get  very 
far  beyond  Firchau,  and  that  in  his  device,  as  in  Firchau's,  the  candy 
is  "alternately  massed  and  stretched."  Although  claim  1  of  the 
Dickinson  patent  does  not  call  for  means  to  support  the  candy  against 
gravity,  it  is  obvious  that  the  device  will  not  operate  without  a  trough 
for  support  such  as  the  specifications  describe,  and  that  if  the  pins 
were  placed  in  a  horizontal  position  they  could  not  be  so  operated  as 
to  sustain  the  candy  against  gravity,  for  the  reason  of  the  intermit- 
tent relaxation  of  the  candy  from  all  tension.  In  HUdreth  v.  Auer- 
hack  (D.  C,  223  Fed.  Rep.,  645)  Judge  Learned  Hand  said : 

I  must  confess  that  the  conception  of  the  pins  as  "  supports "  seems  to  me 
quite  foreign  to  Dickinson's  disclosure. 

Dickinson  was  not  the  first  to  invent  a  machine  to  pull  candy. 
But  if  he  were  the  first,  as  the  appellee  contends,  he  acquired  no  more 
than  the  exclusive  right  to  pull  candy  in  the  way  which  he  specified, 
and  he  is  not  justified  in  claiming  the  exclusive  right  to  pull  it  in 
some  different  way. 

The  testimony  leaves  it  doubtful  whether  the  Dickinson  machine  is 
operative.  The  only  testimony  as  to  its  practical  operativeness  is 
that  of  the  appellee.  He  testified  that  three  machines  were  made,  that 
two  of  them  had  been  broken  up,  and  that  the  third  was  still  in  his 
possession ;  that  he  did  not  use  it  in  practical  operation ;  that  on  one 
occasion,  a  number  of  years  after  he  bought  it,  he  had  used  and 
pulled  candy  with  it ;  and  that  by  shortening  the  pull  and  speeding 
the  machine  it  would  "  pull  candy  all  right." 

Q.  Will  it  pull  it  practically?  A.  Well,  practically  would  be  so  it  would  be 
commerclaUy. 

Q.  Well,  would  it  pull  it  commercially,  then?  A.  Well,  not  the  way  we  pull 
our  candy.  It  was  not  puUed  enough.  It  would  pull  it,  but  the  stroke  was  too 
long.    We  shortened  up  the  stroke,  and  made  it  all  right.    ♦    ♦    ♦ 

Q.  And  that  would  not  pull  candy  until  you  changed  it?    A.  Oh,  yes,  it  would. 

Q.  It  would  not  pull  It  commercially?  A.  Well,  no.  It  would  not  pull  It,  not 
as  well  as  we  wanted  candy  pulled. 

A  witness  for  the  appellant,  an  experienced  candy -worker,  testified 
that  the  Dickinson  device  would  stir  candy  but  would  not  pull  it,  and 
stated  as  a  reason  therefor  that — 

it  does  not  let  In  enough  air,  "  doesn't  get  the  air  to  it.    It  lays  flat  on  the  floor 
there  on  the  bottom  of  the  trough,  and  it  certainly  doesn't  get  air  around.    In 
16752—21 71 
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no3'  of  the  pulling  machines,  as  it  is  in  existence  now,  the  air  is  from  all  sides. 
It  absorbs  the  air  in  knocking  it  around,  but  this  one  don't." 

The  appellee  himself  has  recorded  his  adverse  criticism  of  the 
principle  on  which  the  Dickinson  machine  operates.  In  his  specifica- 
tion in  Letters  Patent  No.  832,384,  for  a  candy-pulling  machine,  is- 
sued to  him  October  2,  1906,  he  states : 

Attempts  have  heretofore  been  made  to  work  candy  In  a  manner  analogous 
to  that  in  which  dough  and  other  substances  are  treated;  that  is  to  say,  to 
place  the  mass  within  a  receiving  or  supporting  chamber  Into  which  moving 
arms  project.  An  example  of  this  construction  is  shown  in  United  States  Let- 
ters Patent  No.  511,011,  granted  December  19, 1893,  to  P.  J.  G.  Firchau.  In  such 
machines  the  mass  of  candy  is  supported  in  whole  or  In  part  by  a  chamber,  and 
the  function  of  the  moving  arms  or  projections  Is  to  alternately  mass  and 
stretch  the  material,  as  stated  in  said  patent.  This  method  of  treatment  and 
the  machines  which  embody  it  are  not  successful  or  practical  to  produce  the  re- 
sults heretofore  obtained  by  hand-pulling,  which  results  must  be  obtained  in 
any  successful  candy-pulling  machine. 

(1)  The  fact  that  under  a  patent  no  machine  has  ever  been  made 
and  shown  to  work  successfully  does  not  prevent  the  owner  of  the 
patent  from  restraining  infringement.  {Bement  v.  National  Harroio 
Co.,  C.  D.,  1902,  666;  101  O.  G.,  887;  186  U.  S.,  70;  22  Sup.  Ct,  747.) 
But  it  is  also  true  that,  if  the  patented  device  is  not  operative,  it  can- 
not be  infringed  by  one  that  is.  (Royer  v.  Coupe^  C.  C,  29  Fed.  Eep., 
358;  General  Elec.  Co,  v.  Wise,  C.  C,  119  Fed.  Eep.,  922;  Hale  <& 
KUhum  Mfg.  Co.  v.  Oneonta  C.  c&  R.  S.  Ry,  Co.,  C.  C,  129  Fed.  Rep., 
598 ;  Bowers  v.  San  Francisco  Bridge  Co.,  C.  C,  91  Fed.  Rep.,  381 ; 
Chadeloid  Chemical.  Co.  v.  Frank  S.  De  Ronde  Co.,  C.  C,  146  Fed. 
Rep.,  988.)  It  is  true,  as  Judge  Hough  said  in  Engineer  Co.  v.  Hotel 
Astor,  (D.  C,  226  Fed.  Rep.,  779)— 

a  device  need  not  be  perfect  in  order  to  escape  the  charge  of  inoperativeness. 

But  that  was  a  case  in  which  the  court  found  the  evidence  to  show 
"  substantial  performance."  The  case  at  bar  is  not  one  of  those  in 
which  the  first  embodiment  of  a  generic  invention  works  imperfectly, 
but  in  which  the  defects  may  be  remedied  by  readjustment  or  rela- 
tive changes  in  size  or  shape  or  construction  of  members.  It  is  not  a 
case  in  which  the  invention  as  described  is  crude  or  defective,  but  is 
susceptible  of  improvement.  If  there  is  inoperativeness  here,  it  is 
inherent  in  the  very  conception  and  structure  of  the  device.  If  it  is 
not  susceptible  of  use  commercially,  it  has  no  utility,  for  it  is  obvious 
that  such  a  machine  can  have  no  utility  except  in  the  commercial 
field. 

(2-4)  But  aside  from  the  question  of  the  operativeness  and  utility 
of  the  Dickinson  machine,  we  are  of  the  opinion  that  the  decree 
should  be  reversed  for  failure  of  the  appellee  to  sustain  the  charge 
of  infringement.    It  is  imnecessary  to  follow  the  appellee  into  the 
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field  of  his  prior  litigation  in  suits  in  court,  or  in  interference  pro- 
ceedings in  which  the  Dickinson  application  and  several  other  appli- 
cations for  patents,  including  an  application  of  the  appellee,  were 
involved,  resulting  in  the  award  of  priority  to  the  Dickinson  inven- 
tion. In  the  determination  of  the  question  of  infringement  involved 
in  the  present  case,  the  appellee  must  stand  upon  the  Dickinson 
patent.  It  is  a  legal  presumption  that  a  later  patent  does  not  in- 
fringe an  earlier  patent.  {Putncm  v.  Keystone  Bottle  Go,^  C.  C. ;  38 
Fed.  Kep.,  234;  Ney  v.  Ney  Mfg.  Co.,  69  Fed.  Rep.,  405;  16  C.  C.  A., 
293 ;  St.  Louis  Car-Coupler  Co.  v.  National  Malleable  Castings  Co.y 
87  Fed.  Rep.,  885;  81  C.  C.  A.,  265;  GHiflth  v.  SJiaw,  C.  C;  89  Fed. 
Rep.,  313;  No'rton  v.  Jensen,  90  Fed.  Rep.,  415;  33  C.  C.  A.,  441; 
Century  Elec.  Co.  v.  IV estmi^house  Co.,  C.  D.,  1914,  267;  207  O.  G., 
1249;  191  Fed.  Rep.,  350;  112  C.  C.  A.,  8;  Benbhall  Mach.  Co.  v. 
National  Corporation,  D.  C,  222  Fed.  Rep.,  918.)  Prior  to  the  use 
of  machines,  candy  was  pulled  by  hand  with  the  aid  of  a  single  hook. 
To  pull  it  successfully  by  machinery  two  or  more  hooks  are  necessary. 
Dickinson  used  three,  and  Langer  uses  three.  But  the  principle  and 
mode  of  operation  of  the  two  machines  are  different.  One  of  the 
elements  of  claim  1  of  the  Dickinson  patent  is — 

inetins  for  producing  a  specified  in-and-out  motion  of  these  parts  for  the  purpose 
set  forth. 

Of  course,  a  specified  movement  of  a  machine  irrespective  of  the 
mechanism  which  causes  it  is  not  patentable.  The  patent  laws  give 
protection  to  the  inventor  of  a — 

new  and  useful  art,  machine,  nranufacture,  or  composition  of  matter. 

Here  the  subject  of  the  patent  is  a  machine,  and  it  creates  & 
monopoly  in  the  use  and  sale  of  the  machine  only.  It  does  not  and 
can  not  cover  a  mode  of  operation.  {Burr  v.  Duryee,  1  Wall.,  531 ; 
17  L.  Ed.,  650;  American  Crayon  Co.  v.  Sexton,  139  Fed.  Rep., 
564:  71  C.  C.  A.,  548;  Knapp  v.  Morss,  C.  D.,  1893,  651;  65  O.  G., 
1593;  150  U.  S.,  221;  14  Sup.  Ct.,  81.) 

In  Westinghovse  v.  Boy  den  Power-Brake  Co.  (C.  D.,  1898,  443; 
83  O.  G.,  1067;  170  U.  S.,  537;  18  Sup.  Ct.,  707;  42  L.  Ed.,  1136), 
Mr.  Justice  Brown  said : 

Because  the  law  requires  a  patentee  to  explain  the  mwle  of  operation  of  his 
peculiar  machine,  which  distinguishes  It  from  others,  it  does  not  authorize  a 
patent  for  "  a  mode  of  operation  as  exhibited  in  the  machine." 

Comparing  the  Dickinson  machine  with  that  of  Langer,  with 
reference  to  claim  1  of  the  former,  we  find  that  Langer's  machine  has 
a  "plurality  of  oppositely-disposed  candy  hooks"  which  are  also 
supports,  and  that  the  Dickinson  machine  has  a  plurality  of  "oppo- 
sitely-disposed candy  hooks  "  which  are  hooks  only  and  not  supports^ 
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Both  machines  have  means  for  producing  a  relative  in-and-out  mo- 
tion of  hooks.  Dickinson's  claim  for  a  ^^  specified  "  relative  in-and- 
out  motion  must  be  held  to  mean  the  in-and-out  motion  which  is 
specified  in  the  claims  and  specifications  and  exhibited  by  the  machine 
itself.  Dickinson  acquired  no  monopoly  of  all  in-and-out  motions  in 
candy-pulling  machines.  It  is  said  that  the  specification  of  the 
Langer  patent  shows  that  it  adopts  the  figure  8  movement  of  the 
Dickinson  patent.  It  is  true  that  in  both  patents  there  is  the  com- 
mon  use  of  the  term  "  figure  8,"  as  descriptive  of  the  operation  of  the 
respective  devices.  In  the  Langer  patent  the  term  is  applicable,  for 
the  moving  puller  and  the  candy  which  it  carries  describe  a  true 
figure  8.  In  the  Dickinson  specification  two  moving  pins  in  conjunc- 
tion with  a  stationary  pin  "move  the  candy"  along  a  path  corre- 
sponding to  "  what  I  term  a  figure  8."  It  is  impossible,  however,  to 
find  in  the  operation  of  the  Dickinson  machine  a  movement  of  candy 
in  the  course  of  a  figure  8.  As  the  candy  reaches  the  end  of  the 
trough,  it  stands  in  the  shape  of  a  letter  V.  When  the  movable  pins 
are  reversed,  the  sides  of  the  V  are  brought  together,  and  the  ends  are 
twisted  about,  and  then  the  candy  is  massed  and  pushed  on  the  re- 
verse movement  back  to  the  stationary  pin,  which  again  divides  it 
into  the  form  of  a  letter  V.  Dickinson's  in-and-out  movement  is 
shown  by  the  accompanying  plat.  The  movable  pins  travel  in  the 
trough  past  the  fixed  pin  /,  proceeding  respectively  on  the  lines  a 
and  h  to  the  end  of  the  trough,  the  right-hand  pin  in  advance  of  the 
left.  When  they  reach  the  end  of  the  trough  they  are  respectively 
at  d  and  c.  As  they  turn  to  the  left  on  their  common  axis  and  start 
on  their  return  travel,  one  pin  describes  the  arc  d  c?,  and  the  other  the 
arc  c  e^  and  they  continue  in  their  course  past  the  fixed  pin  /  to  the 
opposite  end  of  the  trough,  where  the  same  turning  movement  is 
repeated.  ^^^ 


■7^ 


^ 


In  the  Dickinson  machine  the  pulling-pins,  yoked  together,  move 
with  a  reciprocating  motion  back  and  forth  in  a  trough,  with  a  re- 
versing motion  at  each  end  of  a  trough,  and  they  alternately  push 
and  pull  a  mass  of  candy  lying  in  a  trough.  There  is  no  lapping  of 
candy,  strand  upon  strand.  In  the  Langer  machine,  a  sin^e  pull- 
ing member  moving  in  a  continuous  circular  path  continuously  exerts 
a  pulling  force  on  a  mass  of  candy  suspended  in  the  air. 

In  Bwr  V.  Duryee  (1  Wall.,  631;  17  L.  Ed.,  660)  the  court  said : 

That  two  machines  produce  the  same  effect  wiU  not  Justify  the  assertion  tJiat 
they  are  substantially  the  same,  or  that  the  devices  used  by  one  are  therefore 
mere  equivalents  for  those  of  the  other.  *  *  *  An  infringement  involves 
substantial  identity,  whether  that  identity  be  described  by  the  terms  "same 
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principle,"  same  "wadiw  operandi,"  or  any  other.  It  Is  a  copy  of  the  thing 
described  in  the  specification  of  the  patentee,  either  without  variation  or  with 
such  variations  as  are  consistent  with  its  being  In  substance  the  same  thing. 
If  tlie  invention  of  the  patentee  be  a  machine,  it  will  be  infringed  by  a  machine 
which  incorporates  in  its  structure  and  operation  the  substance  of  the  inven- 
tion ;  that  is,  by  an  arrangement  of  mechanism  which  performs  the  same  service 
or  produces  the  same  effect  in  the  same  way. 

And  in  Weatinghouse  v.  Boyden  Power  Brake  Co.  (C.  D.,  1898, 
443 ;  83  O.  G.,  1067 ;  170  U.  S.,  637 ;  18  Sup.  Ct.,  707 ;  42  L.  Ed.,  1136) 
the  court  said : 

But,  after  aU,  even  if  the  patent  for  a  machine  be  a  pioneer,  the  alleged  in- 
fringer must  have  done  something  more  than  reach  the  same  result.  He  must 
have  reached  it  by  substantially  the  same  or  similar  means,  or  the  rule  that 
the  function  of  a  machine  cannot  be  patented  is  of  no  practical  value.  To  say 
that  the  patentee  of  a  pioneer  Invention  for  a  new  mechanism  is  entitled  to 
every  mechanical  device  which  produces  the  same  result  is  to  hold,  in  other 
language,  that  he  is  entitled  to  patent  his  function. 

The  decree  is  reversed^  and  the  cavseis  remanded^  with  imstruotuyns 
to  dismiss  the  bUl. 


[U.  S.  arcuit  Court  of  Appeals—Sixth  Circoitl 

J.  H.  Day  Co.  v.  Mountain  Citt  Mill  Co.  et  dl. 

Bedded  May  11,  1920. 

279  O.  G.,  731 ;  264  Fed.  Rep.,  963. 

1.  Patent  No.  865,461,  fob  Impbovement  in  Ckacker-Oxjttinq  Machines,  In- 

valid AND  Not  Infbinqed. 
The  Ward  patent,  No.  865,461,  for  means  for  moving  the  cutting  mech- 
anism of  cracker-cutting  machines  during  the  cutting  operation  in  line  with 
and  at  the  same  rate  of  speed  as  the  moving  sheet  of  dough  to  be  cut  and 
for  means  for  removing  the  scrap  from  the  cut  sheet,  Held  void  for  want 
of  invention  over  the  prior  art  and  not  infringed,  even  if  valid,  as  to  the 
specific  mechanical  means  devised. 

2.  Same — SuBSTiTtrriNO  fob  Means  Employed  by  Eablieb  Patentee  of  Means 

Employed  in  Analogous  Abt  Not  Invention. 
Where  an  earlier  patent  disclosed  means  for  effecting  unison  of  move- 
ment between  biscuit-cutting  machinery  and  the  material  to  be  cut,  the 
substitution  therefor  of  means  already  employed  in  the  brick-making  art  In 
connection  with  the  cutting  of  plastic  clay  was  not  Invention,  there  being 
a  substantial  analogy  between  the  two  arts. 

3.  Same — Notice  of  Defense  of  Pbiob  Invention  Not  Insufficient  fob  Omis- 

sion op  Inventob*s  Addbess. 
In  a  patent  infringement  suit  notice  of  the  defense  of  prior  invention  by 
G.  was  not  insufficient,  though  G.'s  address  was  omitted,  where  the  notice 
identified  him  as  the  president  of  one  of  the  defendants,  a  corporation  which 
bore  his  name. 
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4.  Same — Findings  of  Anticipation  and  Priority  of  Invention  Not  Incon- 
sistent. 
In  a  patent  infringement  suit  the  finding  that  plaintiflTs  invention  was 
anticipated  by  a  machine  manufactured  by  G.  and  a  finding  of  priority  of 
invention  as  disclosed  by  G.'s  patent  specification  and  claims  were  not 
inconsistent. 

Appeal  from  the  District  Court  of  the  United  States  for  the 
Eastern  District  of  Tennessee;  Edward  T.  Sanford,  judge. 

Suit  by  the  J.  H.  Day  Company  against  the  Mountain  City  Mill 
Company  and  another.  From  a  decree  dismissing  the  biU  (267  Fed.. 
561)  plaintiff  appeals.    Affirmed, 

Mr.  J  as,  L.  Hopkins  for  the  appellant. 
Mr,  Laurance  A,  Janney  for  the  appellees. 

Before  Knappex,  Denison,  and  Donahue,  Circuit  Judges. 

Knappen,  Cir,  J,: 

Suit  for  infringement  of  United  States  patent  to  Ward,  No. 
865,461,  September  10,  1907,  and  United  States  patent  to  Allison  & 
Pinkney,  No.  1,112,184,  September  29,  1914,  both  relating  to  cracker- 
cutting  machines.  The  district  judge  found  the  claims  of  the  Ward 
patent  in  suits  (Xos.  1  to  9,  both  inclusive)  void  for  anticipation, 
and  that  patentees  were  not  the  first  and  original  inventors  of  the 
mechanism  disclosed  in  the  claims  of  the  Allison  &  Pinkney  patent 
in  suit,  viz.,  claims  1  and  2.  This  appeal  is  from  a  decree  dismissing 
the  bill. 

(1)  1.  The  ^Vard  patent, — In  the  usual  type  of  cracker-cutting 
machines  previous  to  Ward  the  dough  sheet,  formed  between  rollers, 
was  deposited  upon  and  carried  by  a  traveling  apron,  which  was 
given  a  step-by-step  forward  movement.  This  was  known  as  the 
ratchet  or  step-by-step  type.  The  cutting  of  the  dough  into  desired 
form  was  done  by  vertically-i-eciprocating  cutters  descending  upon 
the  dough  while  the  apron  is  standing  still.  The  stated  object  of 
Ward's  invention  is  to  provide  a  mechanism  by  which  the  crackers 
are  cut  from  the  sheet  by  a  cutter  moving  in  unison  with  the  feed 
of  the  sheet,  and  without  stopping  the  sheet  during  the  cutting 
stroke  of  the  dies.  For  effecting  this  result  he  disclosed  a  crank  and 
pitman  and  bell-crank  mechanism,  connected  with  the  cutter-carrying 
bed  and  the  dough-carrying  apron,  by  which,  as  the  bell-crank  is 
rocked,  the  entire  cutting  mechanism  is  reciprocated  in  the  line  of 
travel  of  the  apron,  so  that  at  the  instant  of  cutting  the  cutter  and 
dough  sheet  (as  designed)  move  together  at  substantially  the  same 
speed,  so  effecting  a  continuous  and  uninterrupted  operation.  The 
first  claim  is  as  follows : 

1.  In  a  machine  for  cutting  crackers  and  the  like,  means  for  feeding  the  sliM 
of  (loujjh  continuously  tln*oujrh  tlie  machine,  recprocating  mechanism  for  cut- 
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ting  same  into  cak6s,  with  means  for  moving  the  cutting  mechanism  during 
the  cutting  operation  in  line  with  and  at  the  same  rate  of  speed  as  the  contin- 
uously moving  sheet. 

The  remaining  claims  in  suit  contain  nothing  calling  for  special 
mention  at  this  time,  except  that  claim  2  contains  a  general  element 
of  '^  means  for  removing  the  scrap  from  the  cut  sheet,''  and  in  claims 
3,  5  and  9  the  words,  ^'  a  cutter  acting  at  right  angles  to  the  apron  " 
are  used,  instead  of  '^  reciprocating  mechanism  for  cutting  the  same 
into  cakes." 

Setting  to  one  side  for  the  present  the  scrap-removing  feature  of 
claim  2,  it  is  obvious  that,  so  far  as  the  claims  in  suit  are  concerned, 
Ward's  contribution  to  the  cracker-cutting  art  is  limited  to  such 
invention  as  may  be  found  in  his  provision  for  unison  of  movement 
between  cutters  and  dough  sheet.  In  our  opinion  such  invention  is 
not  present.  Ward  was  not  the  first,  even  in  the  biscuit-cutting  art, 
to  provide  for  unison  of  movement  between  cutter-knives  ai\d  the 
material  to  be  cut.  Perky,  in  1901  (thus  antedating  Ward's  applica- 
tion nearly  five  years),  disclosed  a  machine  for  cutting  shredded- 
wheat  biscuit,  by  which  the  biscuit  material,  carried  upon  a  con- 
tinuously-moving conveyer,  is  subdivided  by  a  series  of  vertically- 
operating  knives  carried  by  endless  belts  and  below  the  biscuit- 
conveyor,  the  knives  thus  traveling  in  unison  with  the  feed  of  the 
material  during  the  cutting  operation.  The  idea  of  unison  of  move- 
ment between  cutters  and  material  was  thus  old  in  what  is  essentially 
a  biscuit-cutting  art;  and  although  Ward's  method,  as  applied  to 
ordinary  crackers,  of  accomplishing  unison  of  movement  by  hori- 
zontal reciprocation  of  the  vertically-reciprocating  cutter-heads  of 
that  old  art  differed  from  Perky's  method  of  a  plurality  of  knives 
carried  by  belts  moving  constantly  in  unison  with  the  feed  of  the 
material,  yet  in  the  mechnical  arts  generally  not  only  was  it  old  to 
effect  unison  of  movement  between  cutters  and  the  material  to  be 
cut,  but  it  was  old  to  accomplish  such  unison  by  a  longitudinal  re- 
ciprocation of  the  cutting  element.  This  is  illustrated  by  the  patent 
to  Slick  (1902)  on  mechanism  for  punching  a  traveling  iron  strap  as 
it  is  fed  continuously  forward  by  rolls;  the  punching  being  accom- 
plished by  a  reciprocating  movement  of  dies,  causing  their  travel 
with  the  same  speed  as  that  of  the  strap  at  the  instant  of  cutting.  It 
is  further  illustrated  by  the  patent  to  Hovey,  which  requires  more 
extended  reference.  ^ 

The  Hovey  patent  (No.  129,411,  July  16,  1872)  disclosed,  in  a 
brick-machine,  mechanism  whereby  the  clay,  after  leaving  the  die, 
is  carried  by  an  endless  apron  under  a  vertically-reciprocating  knife, 
which  is  also  reciprocated  longitudinally  with  the  movement  of  the 
apron ;  the  knife  thereby  moving  forward  at  the  instant  of  cutting 
with  the  same  velocity  as  that  at  which  the  column  of  clay  is  moving. 
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Hovey's  mechanism  for  longitudinal  reciprocation  of  the  cutter- 
heads  is  the  substantial  equivalent  of  that  employed  by  Ward.  It 
is  this  Hovey  device  which  the  district  judge  found  to  anticipate 
the  device  of  the  Ward  patent.  The  differences  between  the  mecha- 
nism of  Hovey  and  that  of  Ward  are  so  slight  that  Hovey  would 
unquestionably  anticipate  Ward,  were  Hovey's  device  in  the  biscuit- 
making  art.    Indeed,  this  is  conceded  by  plaintiff's  expert. 

(2)  We  may  concede,  for  the  purposes  of  this  opinion,  that  the 
brick-making  art  and  its  problems  are  not  so  closely  analogous  to 
the  cracker-making  art  as  to  make  Hovey's  disclosure  an  absolute 
anticipation  of  Ward.  It  may  also  be  assimied,  for  the  same  pur- 
pose, that,  were  the  Perky  patent  out  of  the  case,  the  presence  of  the 
Hovey  and  kindred  devices  in  the  brick-cutting  art  would  not  be 
enough  to  deny  invention  to  Ward  in  adapting  the  Hovey  device 
to  the  cracker-cutting  art.  But  such  is  not  the  case  presented.  There 
is  a  substantial  degree  of  analogy  between  the  brick-cutting  and 
cracker-cutting  arts ;  both  deal  with  the  problem  of  cutting  a  moving 
sheet  of  plastic  material;  and  the  Patent  Office  t*ecognized  a  sub- 
stantial analogy  between  the  two  arts  in  citing,  as  against  the  Ward 
application,  the  Chambers  patent  of  1884,  on  brick-making  mecha- 
nism. The  dominant  fact  is  that,  when  Ward  entered  the  tield, 
Perky  had  already  applied  to  the  biscuit-cutting  art  the  idea  of 
moving  cutters  and  material  to  be  cut  in  unison,  had  reduced  the 
idea  to  practice,  and  had  disclosed  to  the  public  operative  mecha- 
nism therefor.  It  clearly  would  not  have  been  invention  to  apply 
to  ordinary  cracker-cutting  Perky's  method  of  vertically-operating 
knives  carried  by  belts  moving  in  unison  with  the  feed  of  the  biscuit 
material.  It  seems  equally  clear  that  there  Was  no  invention  in  sub- 
stituting for  Perky's  means  of  effecting  unison  of  movement  the 
means  disclosed  by  Hovey  for  effecting  such  unison  in  an  art  con- 
taining so  much  analogy  as  that  of  cutting  a  sheet  of  plastic  clay, 
(Ramome  Co.  v.  United  Co.;  C.  C.  A.,  2;  C.  D.,  1910,  494;  161  O.  G., 
754;  177  Fed.  Kep.,  418;  101  C.  C.  A.,  217;  MoKay-Gopeland  Go.  v. 
Copelamd  Co.,  C.  C;  77  Fed.  Rep.,  306;  Id.,  C.  C.  A.,  1;  80  Fed. 
Rep.,  518;  25  C.  C.  A.,  611;  Ohmer  v.  Ohmer,  C.  C.  A.,  6;  238  Fed. 
Rep.,  182;  151  C.  C.  A.,  258,)  and  that  the  patent  is  therefore  invalid. 

But,  even  were  Ward  entitled  to  protection  to  the  extent  to  which 
he  may  have  devised  or  adopted  specific  mechanical  means  for  adapt- 
ing Hovey's  device  to  the  cutting  of  crackers,  he  would  be  entitled 
in  no  event  to  more  than  that,  and  such  specific  means  we  think 
defendant  cannot  be  said  to  employ,  in  view  of  the  prior  art  on  this 
subject.  While  defendant  employs  a  horizontally-reciprocating  cut- 
ter-head, its  back-and-forth  movement,  commimicated  through  a 
rock-shaft,  is  made,  by  a  highly  complex  mechanism,  to  combine  a 
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rotary  movement  of  the  crank  connecting  the  main  shaft  to  the  rock- 
shaft  with  a  bodily  back-and-forth  movement  of  the  bearing  about 
which  the  crank-shaft  revolves,  thus  producing  a  constant  and  in- 
variable movement  of  the  cutter-head  during  about  one-third  of 
the  revolution  of  the  crank-shaft  instead  of  (as  in  Ward's  device) 
during  only  the  movement  when  the  cutter  is  completing  the  cut  and 
is  starting  on  its  upward  movement.  Defendant's  mechanism  in 
this  regard  is  concededly  superior  to  Ward's.  Indeed,  infringement 
is  not  alleged  as  to  either  of  Ward's  last  five  claims,  which  include 
Ward's  mechanism  for  effecting  the  back-and-forth  movement,  al- 
though defendant's  mechanism  is  also  adjustable. 

The  inclusion  in  claim  2  of  the  scrap-removing  element — "  means 
for  removing  the  scrap  from  the  cut  sheet" — does  n6t  work  an  ex- 
ception in  favor  of  invention  in  that  claim.  A  scrap-remover  was  a 
well-known  feature  of  the  old  step-by-step  cracker-cutting  machine. 
The  types  employed  by  Ward  and  defendant,  respectively,  are  both 
old  in  the  art.  The  addition  to  the  "  unison  "  type  of  machine  of  this 
old  and  common  feature  of  the  step-by-step  machine  involved  no 
more  than  mechanical  skill. 

2.  The  Allison  <&  Pinkney  patent. — ^The  claims  in  suit  relate  en- 
tirely to  a  "  pan-skipping "  mechanism ;  they  are  printed  in  the 
footnote.^  As  already  said,  the  trial  judge  found  that  Allison  & 
Pinkney  were  not  the  inventors  of  the  mechanism  disclosed.  The 
pertinent  history  is  briefly  this :  February  20, 1909,  Thomas  L.  Green 
applied  for  a  patent,  which  was  issued  April  18,  1916.  Meanwhile, 
on  August  3, 1912,  (three  years  after  Green's  application,)  Allison  & 
Pinkney  filed  their  application,  and  patent  thereon  was  issued  Sep- 
tember 14,  1914.  One  of  Green's  original  claims  covered  generally 
the  subject-matter  of  Allison  &  Pinkney's  first  and  second  claims. 
After  the  issue  of  the  Allison  &  Pinkney  patent  the  Patent  Office 
declared  an  interference  between  Allison  &  Pinkney's  first  and  second 
claims  and  the  fortieth  and  forty-first  claims  of  Green  as  amended 
to  meet  the  Patent  Office  requirement.  That  Office  adjudicated  the 
inventions  to  be  identical  and  awarded  priority  of  invention  to  Green. 
Allison  &  Pinkney's  appeal  to  the  Court  of  Appeals  for  the  District 
of  Columbia  was  there  dismissed. 

On  the  trial  of  the  instant  case  below,  priority  of  invention,  as 
between  Allison  &  Pinkney  and  Green,  was  directly  in  issue.  Green 
testified  on  this  subject,  as  did  also  one  Morton,  an  engineer  in  Green 

^  1.  A  pan  carrier,  consisting  of  an  endlens  conveyer,  a  pan-skipping  mechanism  co- 
5perating  with  said  conveyer  and  means  for  setting  said  conveyer  relatively  forward  or 
backward  while  in  motion  for  the  purpose  of  registering  the  pans  with  the  pan  skip. 

2.  A  pan  carrier  consisting  of  an  endless  conveyer,  a  pan-skipping  mechanism  arranged 
to  actuate  said  conveyer  at  certain  intervals,  means  for  driving  said  conveyer,  and 
manually  operated  means  for  accelerating  or  retarding  the  movement  of  said  conveyer 
for  the  purpose  of  registering  the  pans  with  the  pan  skip. 
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&  Co.'s  factory  in  1909.  The  testimony  of  both  of  these  witnesses 
was  taken  in  open  court.  Judge  Sanf ord  not  only  found  by  his  decree 
that  Green  was  the  first  and  original  inventor  of  the  improvement 
in  question,  but  in  his  opinion,  filed  as  basis  of  that  decree,  said : 

The  proof  shows,  in  my  opiniou,  beyond  reasonable  doubt,  ttiat  Allison  & 
Pinkney  were  not  the  ilrst  and  original  inventors  of  the  differential  pan-skip 
mechanism  disclosed  in  claims  1  and  ^  of  the  Allison  &  Pinkney  patent,  *  *  • 
and  that  the  first  and  original  inventor  thereof  was  Thomas  L.  Green,  the 
president  of  the  defendant  Green  Company,  who,  as  early  as  1909,  invented  this 
mec»hanism,  constructed  a  machine  embodying  the  same  and  successfully  oper- 
ated It  in  Cardiff,  Wales.  On  this  point  I  am  entirely  satisfied  as  to  the  truth- 
fulness and  substantial  accuracy  of  the  testimony  given  by  defendant's  wit- 
nesses, Green  and  Morton,  the  correctness  of  which  I  see  no  substantial  ground 
for  questioning. 

The  Cardiff  machine  was  manufactured  in  the  United  States. 

(3)  Consideration  of  the,  testimony  suggests  no  sufficient  reason 
for  (luestioning  the  correctness  of  Judge  Sanford's  conclusion,  and 
we  see  no  merit  in  the  objection  that  the  notice  of  the  defense  of 
prior  invention  by  Green  is  insufficient.  Its  only  defect  was  in  omit- 
ting Green's  address ;  bul  the  notice  identified  him  as  the  president 
of  the  Thomas  L.  Green  Company,  (one  of  the  defendants,)  wliich 
in  fact  bears  his  name,  and  no  one  could  well  have  failed  to  imder- 
stand  Green's  identity.  The  objection  impresses  us  as  devoid  of 
substance. 

This  conclusion  makes  it  unnecessary  to  pass  upon  plaintiff's  con- 
tention that  Green's  patent,  applied  for  before  he  built  the  Cardiff 
machine,  does  not  cover  what  plaintiff  claims  to  be  the  invention  of 
Allison  &  Pinkney,  viz.,  the  employment  of  a  differential  gearing  as 
either  an  accelerating  or  retarding  mechanism,  and  the  registering 
of  the  plans  with  the  pan-skip  Avhile  the  pan-conveyers  are  moving, 
in  accordance  with  which  contention  plaintiff  disclaims  an  inter- 
pretation of  the  Allison  &  Pinkney  patent  which  would  include  what 
plaintiff  claims  is  the  mechanism  shown  by  Green's  patent  (priority 
to  that  extent  being  conceded  to  Green,)  but  which  plaintiff  says 
requires  disconnecting  the  pan-conveyer  from  its  driving  power  and 
pan-skipping  mechanism.  However  we  think  plaintiff's  contention  in 
this  regard  not  well  talcen.  It  does  not  accord  with  what  seems  a 
proper  interpretation  of  (ireen's  specification,  which  we  think  dis- 
closes a  continuous  pan-feed  through  a  positive  gear  transmission 
and  adjusting  means  for  setting  the  pan-carrier  forward  or  back- 
ward during  the  operation  of  the  machine,  so  as  to  register  the  pans 
with  the  skipping  mechanism.  Plaintiff's  contention  in  this  respect 
was  also  specifically  rejected  by  the  Circuit  Court  of  Appeals  for 
the  Seventh  Circuit,  in  a  suit  upon  the  Green  patent.  {Tnggart 
Baking  Co.  v.  Green,  C.  D.,  1919,  357;  267  O.  G.,  341;  257  Fed.  Eep., 
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87;  C.  C.  A.,  299.)  Plaintiff's  contention  is  also  opposed  to  the  view 
taken  by  the  Patent  Office  in  awarding  priority  to  Green. 

(4)  We  see  no  inconsistency  between  a  finding  of  anticipation  by 
Green's  Cardiff  machine  and  priority  of  invention  as  disclosed  by 
Green's  patent  specification  and  claims. 

It  results  from  these  views  that  the  decree  of.  the  district  court 
should  be  affirmed. 


[U.  S.  Circuit  Court  of  Appeals — Second  Circuit] 

Nathan  Anklet  Support  Co.,  Inc.,  et  a?,  r.  Cammeyer,  Inc. 

Decided  February  24,  1920, 

280  O.  G.,  194 ;  264  Fed.  Uep..  968. 

I*ATENTS — InNERSOTJE    FOB    SHOES — VOID    FOR    LaCK    OF    In\'ENTION. 

The  Nathan  patent,  No.  873,775,  for  an  Innersole  for  shoes  having  vari- 
ously-! ocnted  pockets  for  the  Insertion  of  filling  to  correct  abnormal 
tendencies  of  the  foot,  Held  void  for  lack  of  Invention  and  anticipation  in 
the  prior  art,  as  it  involved  only  duplication  of  the  pocket  of  a  prior  device 
and  the  provision  of  an  Insert  at  other  locations. 

Appeal  from  the  district  Court  of  the  United  States  for  the  South- 
ern District  of  New  York. 

Suit  in  equity  by  the  Nathan  Anklet  Support  Company,  Incor- 
porated, and  the  Arrowsmith  Manufacturing  Company,  Incorpo- 
rated, against  Cammeyer,  Incorporated.  Decree  for  defendant^  amd 
coviplainants  appeal.    Affirmed. 

Mr.  Stephen  J.  Cox  for  the  appellants. 

Mr.  James  Love  Hopkins  and  Messrs,  Redding  d*  Greeley  for  the 
appellee. 

Before  Ward,  Hough,  and  Mantox,  Circuit  Judges. 

Maxton,  Cir.  J.: 

Letters  Patent  No.  873,775  were  issued  December  17, 1907,  to  Benja- 
min Nathan.  I-«,ter  the  patent  was  assigned  by  his  executors  to  the 
Nathan  Company  on  July  31,  1917.  The  Arrowsmith  Manufactur- 
ing Company,  Incorporated,  is  the  sole  licensee.  Both  corporations 
have  joined  in  this  action  against  the  appellee  claiming  infringement. 
The  appellants  are  engaged  in  manufacturing  and  selling  innersoles 
or  supports.  The  appellee  is  a  New  York  corporation  engaged  in 
selling  the  alleged  infringing  supports.  What  the  appellee  sells  is 
manufactured  by  the  Wizard  Foot  Appliance  Company,  of  St.  Louis, 
Mo.  The  appellee's  product  is  made  pursuant  to  the  Block  patents 
No.  1,043,058,  No.  1,191,655,  and  No.  1,127,349.  The  district  court 
dismissed  the  bill  on  grounds  of  non-infringement  and  because  the 
trial  judge  found  that  the  patent  in  suit  was  not  sufficiently  success- 
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ful  to  warrant  a  liberal  interpretation  of  the  claims.    The  claims  in 
suit  are  1, 2,  6,  and  7,  and  are  as  follows : 

1.  An  inner  sole  comprising  a  plurality  of  layers  secured  together  and  having 
between  the  same  as  a  substantially  wedge-shaped  pocket,  which  is  open  along 
the  contiguous  marginal  edge  of  the  Inner  sole,  and  a  removable  substant!ally 
wedge-shaped  filling  member  for  said  pocket. 

2.  An  inner  sole  coinprising  a  plurality  of  layers  secured  together  and  having 
between  the  same  a  plurality  of  pockets,  which  are  open  at  the  opposite  marginal 
edges  of  the  inner  sole  and  are  narrowed  toward  the  longitudinal  center  of  the 
same,  and  a  removable  substantially  wedge-shaped  filling  member,  *  which  is 
adapted  to  either  of  said  pockets. 

6.  An  inner  sole  comprising  a  plurality  of  layers  with  a  pocket,  which  is  open 
along  the  marginal  edge  of  the  insole,  and  a  removable  filling  member,  which  is 
adapted  to  said  pocket  and  is  thicker  at  its  outer  than  at  its  inner  edge. 

7.  An  inner  sole  comprising  a  plurality  of  layers  secured  together  and  provided 
between  said  layers  with  a  pocket,  which  is  open  along  the  marginal  edge  of  the 
insole  and  narrows  fchence  toward  the  longitudinal  center  of  the  insole,  and  a 
removable  substantially  wedge-shaped  filling  member,  which  is  adapted  to  said 
pocket,  said  filling  member  being  thicker  at  its  outer  than  at  its  inner  edge  and 
narrower  at  its  inner  edge  than  at  its  outer  edge. 

The  appellants  contend  that  the  prior  art  does  not  disclose  any- 
thing tending  to  limit  the  scope  of  the  patent  in  question,  and  that 
the  inyentor  has  provided  improvements  relative  to  innersoles 
adapted  to  be  worn  in  shoes  and  provided  with  means  for  adjustably 
supporting  various  portions  of  the  bottom  of  the  foot,  thus  correcting 
weakness  or  abnormalities,  such  as  flat  foot,  metatarsalgia,  and 
Morton's  painful  toe.  The  specifications  of  the  patent  describe  the 
embodiment  in  detail  and  show  an  innersole  composed  of  two  layers 
of  material  secured  together,  so  as  to  form  pockets  for  wedge-shaped 
inserts,  being  for  the  ball  of  the  foot,  or  the  metatarsal  bone,  or  the 
instep-arch,  and  for  the  heel.  The  two  layers  of  material  are  not 
sewn  or  secured  together  in  the  ordinary  manner,  but  are  left  open 
at  their  edges  and  secured  in  the  interior,  so  that  the  pockets  thus 
formed  for  the  reception  of  the  wedges  are  entirely  open  at  the 
margin  of  the  insole  to  receive  the  wedges,  which  have  everj^  edge 
substantially  coincident  with  the  marginal  edges  of  the  insole.  The 
ball,  instep,  and  heel  pockets  are  separated  from  each  other  by 
stitches.  They  take  the  form  substantially  of  parallelograms,  and 
thus  secure  the  separation  of  the  pockets  and  the  correct  placement 
for  the  wedges.  The  wedges  may  be  of  any  desired  form,  and  two 
or  more  of  them  may  be  used  in  one  pocket,  if  required.  It  is  further 
provided : 

For  example,  if  the  wearer  has  a  tendency  to  throw  his  right  foot  forward 
and  wear  out  the  sole  of  his  shoe  at  its  outside  front  edge,  and  by  the  strain 
thus  produced  upon  the  foot  cause  callous  or  corns  to  develop,  by  Inserting 
the  insert  or  filling  member  41  In  the  pocket  from  the  corresponding  side  of 
the  Insole,  the  foot  of  the  wearer  is  thrown  toward  the  other  side,  the  pres- 
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sure  upon  the  skin  relieved,  and  the  com  or  callous  soon  caused  to  disappear. 
Similarly,  if  the  tendency  is  such  that  the  sole  has  greater  wear  imposed  on  its 
inside  front  edge,  It  can  be  corrected  by  placing  the  insert  or  filling  member  in 
the  side  of  said  pocket  40  opposite  to  that  hereinbefore  mentioned.  Again,  if 
the  wearer  of  a  shoe  finds  that  the  arch  of  the  foot  needs  an  extra  support,  the 
insert  42  may  be  placed  in  the  pocket  50,  provided  for  that  purpose,  and  at 
either  side  thereof,  thus  furnishing  the  support  required.  In  a  similar  manner, 
the  wedge  43  may  be  inserted  in  the  pocket  60  at  the  heel  of  the  inner  sole, 
from  either  side  thereof.  The  location  of  these  pockets  in  forms  of  inner  sole 
illustrated  herein  are  merely  suggestive.  It  is  obvious  that,  by  varying  the 
position  of  the  stitches  employed  to  unite  the  lower  and  intermediate  layers  of 
the  sole,  pockets  may  be  formed  at  any  desired  place  along  the  edge  of  the 
sole  for  the  rec^tion  of  an  appropriate  insert  or  filling  member,  and  while  I 
prefer  the  form  herein  illustrated,  yet  it  is  not  to  be  understood  that  the  inven- 
tion in  all  respects  is  restricted  thereto. 

The  inserts  are  removable  and  may  be  made  of  any  devised  thick- 
ness and  placed  in  different  pockets  to  accommodate  the  correction 
required  for  the  wearer's  foot.  The  appellants  contend  that  the 
fundamental  composition  of  the  patent  improvements  was  a  support 
for  correcting  abnormal  tendencies  of  the  foot  in  every  portion 
thereof,  without  necessitating  a  change  of  supports,  or  any  alteration 
or  adjustment  that  could  be  made  by  a  person  of  ordinary  skill  and 
intelligence,  and  without  tools.  Thus  it  is  claimed  that  the  inventor's 
idea  has  led  to  a  universally-adjustable  support  for  all  foot  troubles, 
whether  located  at  the  ball,  instep,  or  heel,  or  at  two  or  more  of  these 
places. 

The  art  was  well  and  highly  developed  before  Nathan  entered  the 
field,  and  this  was  best  illustrated  by  what  took  place  in  the  Patent 
Office  on  Nathan's  application.  The  entire  description  and  claims 
of  Nathan  were  canceled  on  October  19, 1906.  The  original  descrip- 
tion detailed  the  uses  of  the  innersoles  with  their  variously-located 
pockets,  in  which  wedges  were  to  be  seated  to  increase  the  thickness 
of  the  sole.  The  new  desciription  described  the  insole  as  adapted  for 
use  without  any  insert,  and  the  layers  of  the  insole  as  being  of  ap- 
proximately the  same  size,  so  as  to  lie  smoothly  upon  each  other 
when  the  inserts  or  filling  members  were  removed.  These  character- 
istics were  not  developed  in  the  original  description.  The  idea  of 
"  means  "  by  which  this  is  accomplished  is  new,  and  was  not  con- 
tained in  the  original  description.  The  original  description  provided 
for  means  whereby  inequalities  in  the  sole  may  be  provided  when 
needed.  No  new  oath  accompanies  the  new  description,  and  for  want 
of  it  a  patent  has  been  held  to  be  void.  {Stewart  v.  American  Lava 
Co.,  C.  D.,  1909,  557;  149  O.  «.,  602;  215  U.  S.,  161;  30  Sup.  Ct,  46.) 

But  we  think  the  patent  lacks  invention,  and  is  therefore  invalid. 
The  patent  granted  to  Korwan,  No.  632,529,  September  5, 1899,  shows 
a  marginally  open  pocket  and  a  removable  wedge  insert.  Nathan 
acquiesced  in  this  construction,  by  admission  in  the  Patent  Office  that 
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Korwan  anticipated  appellants'  first  claims,  and  accordingly  with- 
drew his  claims.  The  Patent  to  Waite,  No.  797,243,  granted  Au- 
gust 15, 1905,  has  a  pocket  in  the  heel-lining  forming  layers,  and  that 
pocket  receives  a  wedge-shaped  insert.  The  description  of  the  patent 
says  that  the  cushion  gives  a  general  wedge-shaped  section  to  the 
completed  devices.  Both  of  these  patents,  we  think,  anticipated  the 
appellant's  invention.  Waite  shows  a  Block  insert  (Block's  patent) 
in  a  single  pocket,  in  an  insole,  located  at  the  heel  of  the  shoe.  . 

What  Nathan  did  was  to  duplicate  that  pocket  and  provide  for 
an  insert  at  various  other  locations.  Mere  duplication  is  not  in- 
vention, but  ordinary  mechanical  skill.  {Toflif  v.  Topliif^  C.  D., 
1892,  402;  59  O.  G.,  1257;  145  U.  S.,  156;  12  Sup.  Ct.,  825;  Slawsmi 
v.  Grwnd  St  Ry.  Co,,  C.  D.,  1883,  313;  22  O.  G.,  99;  107  U.  S.,  649; 
2  Sup.  Ct.,  663.)  Where  the  use  of  one  deflecting-plate  in  a  lumber- 
sawing  machine  was  old,  there  is  no  invention  in  using  two  such 
plates.  {Dunbar  v.  Meyers,  C.  D.,  1877,  140;  11  O.  G.,  35;  94  U.  S.^ 
187.)  Nathan  in  his  claims,  as  above  stated,  refers  to  the  innersole 
as  comprising  a  plurality  of  layers  secured  together  and  having 
between  the  same  a  substantially  wedge-shaped  pocket.  This  is 
shown  in  the  patent  to  Waite,  No.  797543.  The  Waite  patent  shows 
an  innersole  comprising  a  plurality  of  layers  secured  together  and 
having  between  them  a  substantially  wedge-shaped  pocket,  which 
is  open  along  the  contiguous  marginal  edge  of  the  innersole,  and 
a  removable  substantially  wedge-shaped  filling  member  for  said 
pocket.  At  best,  for  appellants,  it  may  be  said  that  he  progressed 
step  by  step  to  the  desired  result,  but  not  one  completed  whole; 
and  each  is  entitled  only  to  the  specific  form  or  device  which  he 
produces.  Each  other  inventor  is  entitled  to  his  own  specified 
form,  so  long  as  it  differs  from  those  of  his  competitors  and  does 
not  include  theirs.  {Railway  Co.  v.  Saylea,  C.  D.,  1879,  349;  15 
O.  G.,  243;  97  U.  S.,  554.)  Nathan  accepted  from  the  Patent  Office 
a  narrower  claim  than  that  contained  in  his  original  application. 
This  claim,  as  allowed,  must  be  read  and  interpreted  with  refer- 
ence to  the  rejected  claim  in  the  state  of  the  prior  art.  It  cannot 
cover  that  which  was  rejected  by  the  Patent  Office  or  disclosed  by 
the  prior  art.  {Huhbell  v.  U.  S.,  179  U.  S.,  77;  21  Sup.  Ct,  24; 
45  L.  Ed.,  95.) 

Nathan  is  deemed  to  have  surrendered  and  disclaimed  what  he 
conceded,  and  to  have  accepted  the  language  of  the  patent  a.s  it 
was  ultimately  granted.  {American  Stove  Co.  v.  Cleveland  Foundry 
Co.,  158  Fed.  Itep.,  978;  86  C.  C.  A.,  182.)  We  think  that  the 
Nathan  alleged  invention  is  but  a  duplication  of  what  has  already 
been  disclosed  by  the  prior  art,  and  is  not  sufficient  to  support  the 
claim  of  invention. 

The  decree  is  afjirm/ed. 
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[U.  8.  Circuit  Coort  of  Appeals — Second  Circuit] 

KoHN   V.   ElMER   et  (d. 

Decided  February  28, 1920. 

280  O.  G.,  301 ;  265  Fed.  Rep..  900. 

1.  Patents — Expert  Testimony  Not  Requibed  in  Patent  Oases,   if  Court 

Undebstands  Specifications. 
Bzpert  testimony  as  to  the  meaning  of  patent  specifications  is  only  per- 
missible to  enable  the  Judge  to  understand  the  specifications,  and  when  the 
Judge  understands  the  specifications  without  such  testimony  it  is  not  neces- 
sary since  the  adoption  of  the  new  equity  rules.  (108  Fed.  Rep.,  xix;  115 
C.  C.  A.,  xlx.) 

2.  Same — Determination  of  Necessity  of  Expebt  Testimony  Not  Reviewable, 

Except  in  Glsab  Oases. 
It  is  for  the  Judge  trying  a  patent  infringement  suit  to  decide  whether 
he  needs  the  assistance  of  experts  to  understand  specifications  of  patents 
relied  on  as  prior  art,  and  his  decision  will  not  be  disturbed,  except  in  the 
clearest  case. 

3.  Same — Claims  fob  Euectric  Fuxnacb  Invalid. 

Claims  1,  3,  8,  and  11  of  the  Kohn  patent,  No.  083,291,  for  an  electric 
furnace  consisting  of  separate  heating  units,  each  form  being  removable, 
and  the  coll  being  removable  from  each  form,  Held  invalid  for  anticipation 
and  want  of  invention. 

4.  Same — Licensee  from  Unauthorized  Party  Not  Estopped  to  Deny  Validity. 

Under  an  assignment  of  a  patent,  providing  for  reversion  to  the  patentee 
in  case  of  dissolution  or  termination  of  the  assignee,  If,  as  claimed  by  the 
patentee,  the  sale  by  the  corporate  assignee  of  all  its  assets  caused  the 
patent  to  revert,  a  license  subsequently  granted  by  the  assignee  did  not 
estop  the  licensee  to  dispute  the  validity  of  the  patent. 

App£Al  from  the  District  Court  of  the  United  States  for  the 
Southern  District  of  New  York. 

Suit  by  William  M.  Kohn  against  August  Eimer  and  another. 
From  a  final  decree  dismissing  the  bill  of  complaint^  with  costs,  plaiv- 
tiff  appeals.    Affirmed. 

8TATBMJENT  OF  THE  CASE. 

The  invention  related  to  small  electric  furnaces  and  was  aimed  at 
providing  a  furnace  consisting  of  separate  heating  units,  such  that 
if  any  one  of  them  should  become  defective  it  might  be  replaced  by  a 
standard  form.  In  general,  it  consisted  of  a  vertical  cylindrical 
outer  body  of  non-conducting  material,  with  a  circular  space  within, 
fitted  to  receive  a  cylindrical  pot.  The  inner  and  heating  wall  of 
the  furnace  were  formed  of  duplicate  units  or  forms  made  of  non- 
conducting material  standing  upright  around  the  inside.  The  con- 
cave or  inner  face  of  these  forms  had  vertical  grooves,  within  which 
passed  the  resistance  coils  to  carry  the  current,  in  a  way  well  known. 
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The  coil  was  continuous  from  one  end  of  each  form  to  the  other,  and 
the  terminals  of  the  four  forms  were  so  arranged  that  they  could  be 
used  either  in  multiple  or  in  series  at  will.  As  each  form  could  be 
separately  removed  and  the  coil  of  each  itself  removed  from  the 
form,  the  device  offered  an  easy  means  for  correcting  any  defect  in 
the  wiring  in  any  single  form. 

Upon  the  trial  the  plaintiff  confined  the  case  to  four  of  the  claims, 
Nos.  1,  3,  8,  and  11,  which  are  as  follows : 

I.  An  electric  heater,  comprising  a  body  portion,  a  pluraUty  of  forms  which 
are  duplicates  of  each  other,  a  heating  element  located  In  each  of  said  forms 
and  removable  therefrom  without  Injury  thereto,  means  located  in  said  body 
portion  for  connecting  the  ends  of  said  heating  elements,  and  a  lining  wall 
adjacent  to  said  forms  and  having  a  chamber  formed  therein. 

3.  An  electric  heater,  comprising  a  body  portion  having  an  upwardly  extend- 
ing wall,  a  plurality  of  forms  located  adjacent  to  said  wall,  an  electric  conductor 
carried  by  each  form,  means  for  connecting  the  conductors  in  one  form  to  that 
of  an  adjacent  form,  means  for  covering  and  holding  said  forms  In  position 
within  the  body  portion,  and  means  for  connecting  said  conductors  in  series  or 
multiple  circuit  arrangement. 

8.  An  electric  heater,  comprising  a  body  portion  having  an  upwardly  extend- 
ing wall,  a  plurality  of  forms  located  adjacent  to  said  wall,  an  electric  conductor 
carried  by  each  form,  means  for  connecting  the  conductors  in  one  form  to  that 
of  an  adjacent  form,  and  means  for  covering  and  holding  said  forms  in  position 
with  the  body  portion. 

II.  A  heater,  comprising  a  body  portion  having  an  upwardly  extending  cylin- 
drical wall,  a  plurality  of  removable  forms  shaped  to  conform  to  said  upwardly 
extending  wall  and  each  provided  with  an  electrical  conductor,  a  separable 
inner  waU  located  adjacent  to  said  forms,  and  means  for  covering  the  top  ends 
of  said  forms. 

In  claims  1  and  11  the  phrase,  '^  inner  wall  located  adjacent  to  said 
forms,"  refers  to  the  cylindrical  pot  which  slipped  up  and  down 
within  the  furnace  and  held  the  forms  in  place.  Electrical  furnaces 
of  this  general  character  have  been  familiar  for  some  time  in  the 
art.  Patent  No.  580,048,  to  C.  A.  Timme,  issued  in  1897,  disclosed  one 
form.  The  furnace  was  cubical  with  the  opening  at  one  side.  Wires 
were  imbedded  in  removable  horizontal  heating  plates  of  refractory 
material  at  the  bottom  and  top,  and  there  might  be  vertical  plates 
along  the  sides  as  well.  The  resistance  of  these  wires  created  the  heat 
within  the  furnace.  The  form  of  the  furnace  was  different  from  that 
of  the  plaintiff's,  and  the  wires  could  not  be  removed  from  the  plates 
as  in  the  plaintiff's  case. 

The  defendant  Eimer  in  1903  took  out  a  patent  (No.  736,509)  for  a 
similar  furnace,  horizontal  and  lying  on  a  flat  bottom.  The  top, 
however,  consisted  of  an  arch  or  dome,  making  the  whole  a  half 
cylinder  lying  upon  its  flat  side.  The  base  plate  was  of  refractory 
material  and  could  be  slid  in  and  out,  and  the  wires  were  so  arranged 
that  they  could  be  removed  from  the  base  plate,  if  broken,  and 
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rethreaded.  The  arched  dome  could  also  be  removed,  and  in  it  the 
conductor  might  be  threaded  in  grooves,  so  as  to  be  removed  if  broken. 

On  the  same  day  Eimer  took  out  another  patent  (No.  736,917) 
for  a  modified  form  of  furnace.  This  was  composed  of  three  hori- 
zontal sections  end  to  end;  each  section  having  three  heating  walls, 
apparently  removable,  one  at  the  base  and  one  on  each  side.  The 
heating  wires  in  the  refractory  material  might  be  sunk  in  longitu- 
dinal grooves,  which  permitted  them  to  be  removed  and  rethreaded, 
if  broken.  Proper  connections  permitted  the  three  longitudinal  sec- 
tions to  be  used,  either  in  series  or  multiple.  Likewise  the  con- 
ductors in  each  section  might  be  separated,  and  could  then  be  used 
either  in  series  or  in  multiple. 

Capek,  449,035,  showed  an  upright  furnace,  which  might  be  of 
any  shape,  containing  a  pot  within,  a  heater  at  the  base,  made  up 
of  two  forms,  which  might  be  arranged  in  either  multiple  or  series. 
In  several  prior  art  furnaces  the  chamber  was  a  cylinder,  as  in  Hatch 
(No.  640,288,)  Conlin  (No.  677,399,)  Hatch  (No.  741,338,)  and 
Marsh  (No.  861,744). 

The  relations  of  the  parties  were  as  follows:  On  June  16,  1910, 
Kohn  assigned  his  patent  to  the  Multiple  Unit  Electric  Company, 
a  corporation,  with  the  following  reservation : 

In  the  event  of  the  dissoliilion  or  other  termination  of  the  party  of  the 
second  part  within  five  years  from  the  date  of  these  presents,  that  said  patents 
and  property  rights  shaU  revert  to  and  again  be  the  sole  property  of  the  party 
of  the  first  part  (Kohn). 

The  corporation  continued  business  for  18  months,  but  finally,  on 
January  31, 1902,  sold  all  its  tangible  assets  to  the  defendant  Eimer. 
In  February  the  corporation  wrote  to  several  of  its  customers  that 
it  was  no  longer  in  active  business  and  had  sold  its  plant  to  Eimer. 
All  its  books  were  taken  to  the  office  of  its  attorney  and  its  business 
office  was  closed.  Eimer  took  over  the  business  and  eventually  or- 
ganized a  corporation,  the  Electric  Heating  Apparatus  Company, 
the  other  defendant.  The  plaintiff  went  to  work  for  the  two  defend- 
ants until,  because  of  certain  differences  between  them,  he  was  dis- 
charged on  June  30,  1913.  On  July  2, 1913,  possibly  in  fear  of  some 
action  of  the  plaintiff,  Eimer  obtained  a  Ucense  from  the  Multiple 
Unit  Electric  Company  under  the  patent  in  suit,  and  paid  license 
fees  until  May  22,  1914.  The  defendants'  manufacture  was  a  frank 
copy  of  the  patent  in  suit,  except  that  they  did  not  supply  the  cylin- 
drical pot  which  fitted  into  the  middle  of  the  furnace  proper.  The 
bill  was  filed  in  February,  1918. 

Ralph  L.  Scott  {C,  A.  L.  Massie  and  Clifford  E.  Durm^  of  counsel) 
for  the  appellant. 

Messrs,  Rose  <&  Paskus  {Corvrad  A.  Deiterich^  of  counsel)  for  the 
appellees. 

15762—21 28 
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Before  Eogers  and  Manton,  Circuit  Judges,  and  Learni^  Hand, 

District  Judge. 

Hand,  Dia,  /.,  (after  stating  the  facts  as  above :) 

[1,  2]  At  the  outset  the  appellant  challenges  our  right  to  examine 
the  prior-art  patents  at  all,  because  the  appellee  called  no  expert  at 
the  trial  to  explain  them.  {Waterman  v.  Shipman^  C.  D.,  1893,  449; 
64  O.  G.,  713 ;  55  Fed.  Rep.,  982 ;  5  C.  C.  A.,  371.)  We  have  not  the 
slightest  wish  to  minimize  the  vital  importance  of  expert  testimony 
in  patent  suits  or  to  suggest  that  we  are  not  absolutely  dependent 
upon  it  within  its  proper  scope;  but  that  scope  is  often  altogether 
misapprehended,  as  the  appellant  has  misapprehended  it  here. 
Specifications  are  written  to  those  skilled  in  the  art,  among  whom 
judges  are  not.  It  therefore  becomes  necessary,  when  the  termi- 
nology of  the  art  is  not  comprehensible  to  a  lay  person,  that  so  much 
of  it  as  is  used  in  the  specifications  should  be  translated  into  collo- 
quial language;  in  short,  that  the  judge  should  understand  what  the 
specifications  say.  This  is  the  only  permissible  use  of  expert  testi- 
mony which  we  recognize.  When  the  judge  has  understood  the 
specifications,  he  cannot  avoid  the  responsibility  of  deciding  himself 
all  questions  of  infringement  and  anticipation,  and  the  testimony  of 
experts  upon  these  issues  is  inevitably  a  burdensome  impertinence. 

Now  the  question  whether  the  judge  needs  the  assistance  of  ex- 
perts to  understand  the  specifications  is  for  him  to  decide.  Doubt- 
less he  ought  to  be  chary  of  assuming  too  readily  that  he  does  under- 
stand what  he  may  not ;  but,  if  he  is  too  confident,  his  mistake  eventu- 
ally transpires.  The  important  point  is  that  it  is  he  who  must  deter- 
mine when  he  needs  the  help  of  experts  and  when  he  does  not,  and 
that  decision,  except  in  the  clearest  case,  we  should  not  be  disposed 
to  disturb.  Waterm/m  v.  Shipman^  aupra^  was  written  when  no 
judges  presided  at  the  trial,  and  when,  therefore,  there  was  no  one 
to  decide  whether  or  not  expert  testimony  was  necessary.  It  has 
no  application  whatever  since  the  new  equity  rules,  (198  Fed.  Rep., 
xix ;  116  C.  C.  A.,  xix,)  the  whole  purpose  of  which,  in  this  regard,  was 
to  render  suits  in  equity  less  oppressive  to  suitors  by  some  control  over 
the  admission  of  evidence.  One  of  the  chief  est  scandals  of  the  old 
procedure  was  the  interminable  examination  of  experts,  to  extract 
their  opinions  upon  the  very  issues  which  the  courts  alone  could 
decide.  The  logomachy  which  resulted  from  the  cross-examination 
of  an  expert  by  the  opposing  lawyer  was  arid  beyond  belief.  No 
one  read  it,  every  one  was  annoyed  by  it,  and  some  one  paid  for  it. 

In  the  case  at  bar  we  see  no  reason  whatever  to  differ  from  the 
learned  district  judge  in  his  conclusion  that  the  specifications  of  all 
these  patents  speak  a  language  comprehensible  enough,  without  ex- 
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perts,  for  the  disposal  of  the  case.  As  this  was  all  that  he  ought  to 
have  used  it  for  in  any  event,  we  do  not  see  how  he  could  have  done 
differently. 

[8]  Kohn's  invention  depends  upon  the  shape  of  the  furnace,  the 
interchangeability  of  the  duplicate  forms,  the  removability  of  the 
coils  from  each  form,  and  the  possibility  of  change  from  multiple  to 
series  connection.  The  first  Eimer  patent  (No.  736,609)  showed  in 
the  clearest  way  the  removability  of  the  wires  from  the  bottom  plate, 
(p.  1,  lines  76-85,)  and  the  same  function  was  disclosed  for  the 
curved  dome,  (p.  2,  lines  12-20.)  Both  bottom  plate  and  dome  were 
separately  removable,  though  of  course  not  mutually  interchangeable, 
furthermore,  this  patent  shows  an  added  conductor  in  the  bottom 
plate  (Fig.  7,)  which  may  be  connected  in  multiple  or  in  series  with 
the  main  conductor  (p.  1,  lines  98-102.) 

Eimer's  second  patent  was  for  a  longitudinal  series  of  furnaces,  of 
which  each  one  contained  three  heating-plates,  the  two  side  plates 
being  duplicates.  The  conductors  in  these  plates,  as  well  as  the  sepa- 
rate furnaces,  might  be  connected  in  series  or  in  multiple,  (p.  2,  lines 
110-116.)  An  optional  form  of  setting  the  conductors  in  the  refrac- 
tory plates  is  shown  in  Fig.  4,  where  they  are  not  embedded,  but  are 
sunk  in  grooves  or  depressions,  (p.  1,  lines  86-91,)  from  which  they 
might  be  removed. 

Timme's  two  patents  (U.  S.,  No.  589,048 ;  German,  No.  95,822)  con- 
tained removable  and  interchangeable  sides  and  top  and  bottom  heat- 
ing-plates. If  set  up  on  end,  it  would  differ  from  Kohn's  only  in  that 
its  horizontal  section  was  a  square,  instead  of  a  circle,  the  wires  were 
embedded  in  the  plates,  and  there  was  no  alternate  connection  in  mul- 
tiple or  series. 

Capek  (No.  449,086)  clearly  supplied  the  last  requirement,  which 
he  described  in  detail,  (p.  2,  lines  24-60.)  Even  if  Eimer's  dis- 
closures were  insufficient,  this  left  nothing  for  Kohn  in  this  feature, 
because  Capek's  heater  was  divided  into  two  similar  sections,  of  three 
units  each.  These  units  are  each  separably  removable,  and  the  wire 
from  each  as  well.  He  also  shows  a  pot  slipping  in  and  out  verti- 
cally, precisely  like  Kohn's,  and,  we  think,  circular  in  horizontal  sec- 
tion, (p.  1,  lines  19-21,)  though  perhaps  that  is  not  wholly  clear. 

In  the  face  of  this  art  we  fail  to  see  any  invention  in  Kohn's  fur- 
nace. Each  element  is  old,  and  if  the  combination  of  all  the  elements 
is  not  shown,  as  it  is  not,  the  difference  appears  to  us  to  be  only  one 
of  design.  Certainly  it  was  not  invention  to  set  on  end  the  cylindrical 
furnaces  of  Hatch,  Conlin,  or  Marsh.  Assuming  it  is  a  convenience, 
as  we  do  not  deny,  to  have  forms  of  but  one  shape,  so  that  any 
broken  form  may  be  replaced  by  a  single  reserve,  Timmc  shows  it. 
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The  removability  of  the  conductors,  an  element  only  in  claim  1,  is 
shown  in  both  Elmer's  patents,  as  well  as  a  form  of  segmental  shape 
in  his  first  patent.  The  connection  in  series  or  in  multiple  Capek 
shows,  as  well  as  the  removable  pot 

As  in  any  other  case,  we  should  of  course  yield  our  a  priori  con- 
clusion to  the  history  of  the  art  itself ;  but  here  we  get  no  evidence 
from  that.  The  patent  has  not  displaced  other  furnaces;  the  art 
got  on  quite  as  well  before  as  after  it.  That  it  was  a  handy  design, 
combining  the  prior  elements,  though  in  no  new  functional  relation, 
we  agree ;  but  that,  we  think,  did  not  put  it  beyond  the  competence 
of  an  ingenious  journeyman  designer.  All  the  parts  operate  as 
they  had  before,  and  produce  the  same  combined  result  as  before. 
We  think  the  claims  void  for  lack  of  invention. 

[4]  As  to  the  estoppel,  the  appellant  is  in  this  dilemma :  Either 
the  patent  did  not  revert  to  him  by  the  sale  of  January  31,  1912,  of 
the  assets  of  the  Multiple  Unit  Electric  Company  or  it  did.  He 
asserts,  and  indeed  must  assert,  that  it  did,  upon  the  theory  that  the 
sale  was  a  termination  of  the  corporate  life  within  the  meaning  of 
his  original  contract.  As  to  that,  we  are  not  disposed  to  quarrel 
with  his  position.  But,  if  so,  the  Multiple  Unit  Electric  Company 
ceased  to  be  the  owner  of  the  patent  on  that  date,  and,  if  it  did,  its 
license  on  July  2,  1918,  was  the  license  of  an  outsider.  Now  it 
appears  to  us  absurd  to  say  that,  where  some  one  other  than  the 
patentee  grants  a  license  the  licensee  is  estopped  to  dispute  the  valid- 
ity of  the  patent.  We  make  no  question  of  a  case  in  which  the  license 
had  originally  come  from  the  patentee  and  his  assignee  subsequently 
sues.  But  that  is  not  this  case.  The  estoppel  which  arises  from  a 
license  is  mutual  and  includes  as  much  the  protection  of  the  licensor 
from  suit  for  infringement  as  the  licensee's  incapacity  to  dispute  the 
validity  of  the  patent.  Were  it  not  so,  a  license  once  accepted  would 
be  an  estoppel  forever,  though  the  rule  is  settled  that  when  the  license 
is  ended  the  estoppel  disappears  with  it.  {Tate  v.  Baltimore^  etc., 
R.  B.,  229  Fed.  Rep.,  141;  C.  C.  A.,  417;  Dueber  Watch-Case  Mfg. 
Co.  V.  Rollins,  C.  D.,  1896,  617;  77  O.  G.,  154;  75  Fed.  Rep.,  17;  21 
C.  C.  A.,  198.)  There  must  be  some  privity  between  the  two,  some 
bargain  between  the  licensee  and  one  who  holds  title  at  the  time. 
Mere  admissions  may  be  of  weight,  but  they  are  not  conclusive. 
Here  the  motive  was  clear  and  explains  the  reason  for  taking  a 
license.  No  one,  we  suppose,  would  urge  that  a  defendant  in  eject- 
ment would  be  estopped  by  a  lease  taken  from  an  earlier  owner  who 
had  conveyed  before  the  lease  was  given.  We  accept  the  reasoning 
of  the  learned  district  judge  on  this  question. 

Decree  offirTned  with  costs. 
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The  following  is  the  opinion  of  Augustus  N.  Hand,  District  Judge, 
on  final  hearing  in  the  court  below : 

Hand,  Dis.  J, : 

This  is  a  ^suit  for  infringement  of  United  States  Patent  No. 
983,291  to  Milton  M.  Kohn,  brought  by  the  inventor  against  August 
Eimer,  individually,  and  the  Electric  Heating  Apparatus  Company, 
which  Eimer  owned  and  controlled.  The  complainant,  on  June  15, 
1910,  assigned  to  the  Multiple  Unit  Electric  Company,  by  written 
instrument  of  that  date.  '^  his  certain  applications  for  patents  on  his 
inventions  for  electric  furnaces,  numbered  520,615,  dated  October  1, 
1910,  for  electric  cooking  and  heating  devices,  numbered  525,425, 
dated  October  30, 1909,  together  with  all  his  right,  title,  and  interest 
of,  in,  and  to  the  same,  or  any  of  them,  and  also  to  any  improvements 
or  developments  of  any  of  the  same  which  he  may  hereafter  invent 
or  make,  for  a  period  of  ten  years  from  date  of  this  agreement — 

it  being  expressly  understood  and  agreed  that  In  the  event  of  the  dissolution 
or  other  termination  of  the  party  of  the  second  part,  within  five  years  from  the 
date  of  these  presents,  that  said  patents  and  property  right  shall  revert  to  and 
again  be  the  sole  property  of  the  party  of  the  first  part  and  that  all  rights  and 
liabilities  of  either  party  hereto  under  this  contract  shall  cease  and  come  to 
an  end. 

The  foregoing  instrument  provided  that  the  complainant  should 
receive  a  majority  interest  in  the  stock  of  the  Multiple  Unit  Electric 
Company  in  consideration  for  the  above  assignment  and  that  he 
should  contract  to  serve  the  company  as  general  manager  for  a  period 
of  five  years  at  a  salary  of  not  less  than  $2,600  for  the  first  year.  The 
application,  No.  620,575,  mentioned  in  the  agreement,  thereafter  re- 
sulted in  the  patent  in  suit,  No.  983,291.  January  31, 1912,  the  Multi- 
ple Unit  Electric  Company  sold  all  its  tangible  assets  to  the  defendant 
Eimer,  and  that  very  month  the  complainant,  who  had  protested 
against  the  sale,  which  had  been  authorized  by  a  board  of  directors  of 
the  Multiple  Unit  Electric  Company,  the  majority  of  which  differed 
with  his  views,  went  into  the  employment  of  the  defendant  Eimer  and 
worked  upon  electric  heaters  of  the  general  sort  embraced  in  com- 
plainant's invention.  The  president  of  the  Multiple  Unit  Electric 
Company  wrote  various  persons  having  business  relations  with  that 
company  that  it  had  sold  its  plant  to  Eimer,  who  has  since  conducted 
business  under  the  trade-name  of  the  company,  and  that  it  was  no 
longer  engaged  in  active  business.  All  the  books  of  the  company 
were  taken  to  the  ofiice  of  its  attorney,  and  its  business  ofiice  was  dis- 
continued. Eimer  in  a  letter  written  shortly  after  (Plaintiff's  Ex- 
hibit 2)  said :  "  Until  the  company  is  liquidated  "  he  would  carry  on 
the  business  in  his  own  name,  or  "  under  the  name  of  Electric  Heating 
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Apparatus  Companj^ — the  new  company,  which  has  not  as  yet  been 
incorporated." 

Kohn  remained  working  for  Eimer  and  the  defendant  Electric 
Heating  Apparatus  Company,  which  the  latter  incorporated  to  do 
his  business,  for  a  year  and  a  half.  Kohn  did  not  satisfy  Eimer  and 
was  finally  discharged.  Thereupon,  on  July  2,  1913,  the  Multiple 
Unit  Electric  Company  made  a  written  license  to  Eimer  to  make  and 
sell  furnaces  under  the  Kohn  patent  upon  a  5  per  cent,  royalty,  and 
Eimer  has  paid  $251.88  under  this  license,  for  120  electric  furnaces 
made  and  sold  under  the  Kohn  system.  This,  he  says,  he  ceased  to  do 
May  22, 1914. 

It  IS  in  general  true  that  the  existence  of  a  corporation  cannot  be 
attacked  collaterally,  and  dissolution  only  occurs  when  decreed  by  a 
court  in  dissolution  or  quo  warranto  proceedings.  The  reverter 
clause  contains  the  word  "termination,"  as  well  as  "dissolution.'' 
This  clause  should  be  given  some  meaning,  and  I  think  its  meaning 
was  that  of  a  practical  cessation  from  all  business.  This  is  the  only 
meaning,  I  think,  which  gave  Kohn  any  protection,  and  it  seems  clear 
to  me  that,  if  it  abandoned  its  business  and  sold  its  property,  the  par- 
ties intended  that  Kohn  should  receive  the  entire  interest  in  his 
patents  and  patent  applications.  In  this  view,  it  is  immaterial 
whether  the  rights  transferred  to  the  Multiple  Unit  Electric  Com- 
pany were  legal  or  e(]ui table.  If  the  former,  the  legal  title  reverted 
to  Kohn;  and,  if  the  latter,  he  had  never  parted  with  the  legal  title, 
and  the  equitable  title,  which  he  had  transferred,  reverted  to  him 
by  virtue  of  the  termination  of  the  corporation. 

The  letter  from  the  Multiple  Unit  Electric  Company  to  the  Hun- 
toon  Simmons  Ice  Company,  under  date  of  February  14,  1912,  gives 
the  contemporaneous  construction  of  the  rights  of  the  Multiple  Unit 
Electric  Company  in  the  Kohn  patent,  and  contains  the  following 
formal  notice  : 

Plense  take  notice  that  the  Multiple  Unit  Electric  Company,  a  coropration,  is 
not  now  actively  engaged  in  business,  having  sold  its  plant,  stock,  etc.,  on  Janu- 
ary 31,  1912,  to  Mr.  August  Eimer,  of  New  York  City,  who  has  since  conducted 
business  under  the  trade-name  and  style  heretofore  used  by  our  company. 

Such  action,  accompanied  by  an  abandonment  of  the  business  of 
the  company  on  its  part,  and  employment  of  Kohn  by  Eimer,  not  only 
constituted  the  sort  of  "termination"  of  the  company  referred  to 
in  the  reverter  clause,  but  completely  estopped  the  company  from 
claiming  that  Kohn,  who  had  left  it  by  mutual  consent  to  work  on 
electric  heaters  for  Eimer,  had  not  a  right  to  avail  himself  of  his 
patent  rights:  The  subsequent  license  to  Eimer  was,  I  think,  taken 
by  the  latter  to  protect  himself  as  far  as  he  could  from  any  claims  of 
Kohn  after  he  had  parted  with  the  latter.    Eimer  could  not,  of  course, 


Digitized  by 


Google 


KOHN   V.  EIMER  ET  AL.  439 

question  the  validity  of  the  patent  as  against  the  Multiple  Unit  Elec- 
tric Company ;  but  he  can  question  it  as  against  another  owner,  and 
by  virtue  of  the  reverter  clause,  I  think,  Kohn,  and  not  the  Multiple 
Unit  Electric  Company,  is  the  true  owner.  As  the  Multiple  Unit 
Electric  Company  does  not  own  the  patent,  its  license  is  of  no  effect. 

Passing  to  the  question  of  original  validity,  I  cannot  find  any  in- 
vention in  the  patent  in  suit,  in  view  of  the  patents  to  Eimer,  Nos. 
736,509  and  736,917.  In  Eimer's  patent,  No.  736,509,  the  heating  wire 
is  placed  in  undercut  grooves,  and  in  No.  736,917  there  are  no  under- 
cut grooves.  These  furnaces  are  illustrated  in  the  Eimer  &  Amend 
catalogue  of  1905,  at  page  139,  and  the  difference  in  design  shown 
in  the  Kohn  diagrams  did  not  constitute  invention.  The  lining  wall 
called  for  by  claims  1  and  11  of  the  patent  in  suit  could  be  readily 
employed  instead  of  a  crucible,  if  preferred.  I  can  not  imagine  such 
an  addition  to  a  then  well-known  form  of  furnace  a  sufficient  im- 
provement to  create  a  patentable  combination.  The  Timme  German 
patent  is  a  further  reference  from  which  Eimer  may  have  derived 
most  of  his  original  ideas.  Whether  it  be  a  competent  reference,  in 
view  of  the  answer  to  the  interrogatories,  has  been  questioned ;  but  it 
can  make  no  difference  in  any  case.  The  Eimer  patents  are  sufficient 
to  deprive  the  Kohn  furnace  of  any  such  novelty  as  justifies  patent- 
ability. I  may  say,  however,  that  the  case  of  Johnson  v.  Lambert 
(234  Fed.  Rep.,  886;  148  C.  C.  A.,  484)  in  my  opinion  allows  proof 
of  the  state  of  the  art  by  any  pertinent  reference. 

The  Eimer  patent,  No.  736,917,  has  a  body  portion,  an  upwardly- 
extending  wall,  a  plurality  of  forms,  an  electric  conductor  carried 
by  each  form,  means  for  covering  and  holding  the  forms  in  position 
within  the  body  portion,  and  the  specification  indicates  that  the  con- 
ductors can  be  connected  in  series  or  multiple.  There  is  really  no 
element  of  claims  3  and  8  of  the  Kohn  patent  that  is  not  referred  to. 

It  is  to  be  particularly  noticed  that  the  Eimer  patent,  No.  736,917, 
says  that — 

Instead  of  being  embedded  within  said  sections,  the  conductor,  as  10,  may  be 
sunk  or  located  in  longitudinal  or  other  depressions  or  grooves,  as  13,  (see  Fig. 
4,)  formed;  in  the  inner  surface  of  the  sections,  which  depressions  or  grooves 
partly  inclose  the  conductor,  while  leaving  it  partly  exposed  to  permit  a  more 
Intense  radiation  of  its  incandescence  within  the  furnace. 

This  discloses  not  only  the  ready  removability  of  the  section,  but 
also  of  the  wire  dwelt  upon  in  the  Kohn  patent.  I  think  Eimer 
evidently  testified  correctly  when  he  said  he  claimed  Kohn  was  in- 
fringing his  patents  and  that  the  latter  said : 

Mr.  Eimer,  if  you  let  me  be  your  manager  and  go  with  you,  with  your  patents 
and  mine,  and  my  knowledge  of  the  manufacture  and  my  system,  I  can  make 
a  good  success. 
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I  think  it  evident  that  Kohn  did  not  make  a  success  as  manager 
and  was  discharged  for  that  reason.  Eimer  took  a  license  from  the 
Multiple  Unit  Electric  Company  to  protect  himself,  but  really  re- 
ceived nothing.  Whatever  there  was  belonged  to  Kohn,  and  I  can 
see  nothing  in  the  Kohn  patent,  in  view  of  the  prior  art. 

The  hUl  18  diarndssedj  with  costa^  hecause  the  patent  is  void  for  lack 
of  iiwention. 


[U.  8.  Clrcait  Coart  of  Appeals — Sereath  Clrcalt] 

De  Vrt  Corporation  v.  Aome  Motion  Picture  Projector  Co. 

Decided  JoMtary  6, 1920. 

280  O.  G.,  809 ;  262  Fed.  Rep..  970. 

Patents — Invention — Analogous  Use — ^Fan  fob  Ventilating  Motion-Pictubb 
Cabinet. 
The  employment  of  a  rotary  fan  for  withdrawing  heated  air  from  a 
moTing-picture  cabinet  is  not  an  improvement  in  the  moving-picture  art. 
The  alleged  improvement  relates  only  to  ventilation,  and  the  use  of  ven- 
tilatlng-fans  being  common  no  invention  Is  involved  in  the  specific  applica- 
tion ;  otherwise  anyone  could  obtain  a  monopoly  of  the  use  of  a  ventilating- 
fan  in  every  cabinet  or  box  or  room  into  which  he  put  a  different  apparatus 
or  in  which  existed  a  different  condition  on  account  of  which  he  desired 
ventilation  for  a  different  purpose.  Lock  wood  patent,  No.  029,678,  Held 
void  on  motion  to  dismiss  bill. 

.    Appeal  from  the  District  Court  of  the  United  States  for  the  East- 
ern Division  of  the  Northern  District  of  Illinois. 

Suit  by  the  De  Vry  Corporation  against  the  Acme  Motion  Picture 
Projector  Company.  Decree  for  defendant^  and  complmnant  ap- 
peals.   Affirmed. 

Mr.  Fred  Gerlach  for  the  appellant. 
Mr.  Luther  Johns  for  the  appellee. 

Before  Baker,  Evans,  and  Page,  Circuit  Judges. 

Baker,  Oir.  J.: 

This  is  an  appeal  from  a  decree  dismissing  for  want  of  equity  the 
appellant's  bill  for  alleged  infringement  of  Patent  No.  989,678,  issued 
on  August  3^  1909,  to  Lockwood  for  improvements  in  apparatus  for 
exhibiting  moving  pictures.  The  decree  followed  a  ruling  sustaining 
appellee's  motion  to  dismiss,  which  was  in  the  nature  of  a  general 
demurrer. 

Claims  14,  15,  and  16  were  the  only  ones  counted  on  in  the  bill. 
As  these  claims  are  all  of  the  same  effect  so  far  as  determining 
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the  correctness  of  the  ruling  on  demurrer  is  concerned,  only  one  of 
them  is  subjoined. 

16.  In  an  apparatus  for  exblbitlng  moving  pictures,  the  combination  with  a 
cabinet  having  a  picture  film  therein,  of  a  Ught  and  a  light  condenser  therein, 
an  inclosing  casing  for  said  lamp  and  condenser,  and  a  rotary  fan  for  withdraw- 
ing the  heated  air  from  said  casing  and  discharging  it  without  said  cabinet 

In  his  specification  the  applicant  acknowledged  that  the  motion- 
picture  cabinet,  with  its  necessary  projecting  means,  was  old  in  the 
art.  He  noted  that  the  pictures  are  printed  on  a  highly-inflammable 
film  of  celluloid. 

To  guard  against  the  possibility  of  igniting  the  inflammable  film — 

he  said — 

I  have  provided  a  ventilating  apparatus  by  means  of  which  the  air  heated  by 
the  lamp  and  in  the  projector  is  withdrawn  and  discharged  from  the  cabinet 
As  shown,  this  comprises  a  rotary  fan  driven  by  the  motor  and  which  is  con- 
nected to  the  casing  surrounding  the  lamp  and  containing  the  light  condenser ; 
and  the  fan  Is  connected  ^vlth  a  conduit  for  discharging  the  hot  air  out  of  the 
cabinet.  Thus  the  temperature  within  the  chamber  Is  prevented  from  rising  to 
the  danger  point 

In  Lange  v.  McGuin  (177  Fed  Rep.,  219;  101  C.  C.  A.,  389)  we 
spoke  of  the  demurrer  in  equity  pleading  in  this  way : 

It  is  not  the  province  of  a  demun-er  to  speak  of  matters  beyond  the  bill.  Of 
course,  every  bill  Is  written  against  the  background  of  common  knowledge ;  and 
In  that  view  a  demurrer  may  be  said  to  invite  the  chancellor  to  take  judicial 
notice  of  the  background.  But  if  a  bill,  in  and  by  its  own  averments,  states  a 
prima  facie  case,  that  case  cannot  properly  be  overthrown  by  the  chancellor 
merely  on  the  ground  that  he  Judicially  knows  of  facts  that  would  support  an 
answer.  His  judicial  knowledge  must  go  farther,  and  be  so  broad  and  all- 
embracing  that  he  can  properly  hold  that  no  facts  exists  that  would  tend  to 
controvert  the  supposed  answer  and  support  a  replication  and  the  bill.  This 
is  so  l)ecause,  if  such  facts  exist,  the  complainant  is  entitled  to  a  hearing  where 
he  can  present  and  argue  the  facts,  and  such  a  hearing  cannot  be  had  on 
demurrer  to  the  bill. 

Under  that  rule  we  upheld  bills  against  demurrers  in  Westrv/mite 
Co.  V.  Commissioners  (174  Fed.  Rep.,  144;  98  C.  C.  A.,  178)  and 
Krell  Piano  Co.  v.  Storey  cfe  CUrk  Co.,  (C.  D.  1914,  246;  206  O.  G., 
313;  207  Fed.  Rep.,  946;  125  C.  C.  A.,  394,)  Wright  v.  Wisconsin 
Lime  <&  Cement  Co.,  (239  Fed.  Rep.,  534;  152  C.  C.  A.,  412,)  and 
sustained  demurrers  to  bills  in  Chds.  Boldt  Co.  v.  Turner  Bros.  Co. 
(199  Fed.  Rep.,  139;  117  C.  C.  A.,  621)  and  Bronk  v.  Chas.  H.  Scott 
Co.,  (211  Fed.  Rep.,  838;  128  C.  C.  A.,  17.) 

In  the  present  case  the  claims  in  suit  and  the  specification  explana- 
tory thereof  make  it  clear  that  Lockwood  contributed  nothing  to  the 
strict  art  of  projecting  moving  pictures,  and  that  his  improvement 
consisted  in  ventilating  by  means  of  a  rotary  fan  the  moving-picture 
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cabinet  in  order  to  prevent  the  inflammable  film  from  being  subjected 
to  excessive  heat.  If  invention  may  be  predicated  upon  that  act, 
then  any  one  could  obtain  a  monopoly  of  the  use  of  a  ventilating- fan 
in  every  cabinet  or  box  or  room  into  which  he  put  a  different  ap- 
paratus, or  in  which  existed  a  different  condition  on  account  of  which 
he  desired  ventilation  for  a  different  purpose.  {Jones  v.  Cyphers^ 
126  Fed.  Eep.,  763;  62  C.  C.  A.,  21;  Baker  v.  DuncoTnhe  Mfg.  Co,, 
146  Fed.  Rep.,  744;  77  C.  C.  A.,  284;  Voightmami  v.  Perkinson,  188 
Fed.  Rep.,  56;  70  C.  C.  A.,  482;  NaManal  Regulator  Co.  v.  Powers 
Regulator  Co.,  160  Fed.  Rep.,  460;  87  C.  C.  A.,  444;  Alexander  v.  De 
Moulin  Bros.  <&  Co.,  199  Fed.  Rep.,  146;  117  C.  C.  A.,  627.) 
The  decree  is  affirmed. 

[U.  S.  Circuit  Court  of  Appeals— Seventh  Circuit.] 

Walker  Mfg.  Co.  et  al  v.  Illinois  Brass  Mfg.  Co. 

Decided  February  24, 1920, 

280  O.  G.,  810 ;  265  Fed.  Rep.,  279. 

Pate>:ts — Bracp:  to  Strengthen  Raditus  Rods  not  Inventive. 

Claims  of  the  Khudsen  patent,  No.  1,221,190,  for  a  brace  supporting  tlie 
V-shaped  radius-rods  of  the  Ford  automobile.  Held  void  for  lack  of  inven- 
tion. When  the  patentee  "  found  that  the  radius  rods  were  insuflScient  to 
support  the  strain  which  hard  usage  entailed,  he  sought  to  strengthen  them. 
Not  only  was  the  strengthening  of  the  radius  rods  the  obvious  remedy,  but 
a  brace  was  the  means  which  even  a  layman  would  have  adopted  to  accom- 
plish the  end.  To  fasten  one  end  of  the  brace  to  the  lower  side  of  the  axle 
and  to  attach  the  other  end  to  the  radius  rod  was  not  only  the  obvious 
way,  but  it  was  practically  the  only  way." 

Appeal  from  the  District  Court  of  the  United  States  for  the 
Eastern  Division  of  the  Northern  District  of  Illinois. 

Suit  by  the  Walker  Manufacturing  Company,  Becker  Christian 
Knudsen,  and  the  Vaughn-Harris  Company  against  the  Illinois 
Brass  Manufacturing  Company.  Decree  for  defendant,  and  comr 
plainants  appeal.    Affi/rmed. 

Otto  R.  Bamett  for  the  appellants. 

Maao  W.  Zabel  for  the  appellee. 

Before  Baker,  Evans,  and  Page,  Circuit  Judges. 

Evans,  Cir.  J.: 

Suit  to  restrain  infringement  of  patent  to  Knudsen,  No.  1,221,190, 
covering  "radius  rods  for  automobiles."  The  device,  while  not 
limited  in  its  application,  is  intended  primarily  to  support  radius 
rods  in  Ford  automobiles;  the  inventor  stating  that  his — 

invention  relates  to  radius  rods  employed  to  brace  and  hold  in  position  the 
front  axle  of  an  automobile  of  the  type  consisting  of  the  two  rods  meeting  antl 
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Joined  together  at  an  angle  at  which  point  an  enlargement  of  globular  form  is 
situated  and  contained  in  a  ball  and  socket  bearing  attachcment  to  the  bottom 
of  the  engine  and  crank  case.  •  •  •  My  invention  consists  in  a  brace  at- 
tached to  said  radius  rods  at  a  point  between  the  two  extremities  and  extend- 
ing to  that  point  on  the  lower  side  of  said  front  axle,  where  the  end  of  the 
spring  hanger  in  the  form  of  a  thread  bolt  protrudes  through  a  hole  in  the  axle, 
the  end  of  said  brace  rod  which  is  of  a  shape  suitable  for  the  purpose  is  at- 
tached to  said  lowier  end  of  said  spring  hanger  and  •  *  •  securely  fastened 
thereto. 

Four  claims  appear  in  the  patent,  two  of  which  are  herewith  quoted 
and  are  typical : 

2.  The  combination  with  a  V-shaped  radius  rod,  for  motor  vehicles,  the 
crotch  of  said  radius  rod  having  a  swivel  connection  with  the  transmission  case 
of  the  motor  vehicle,  and  having  its  legs  connected  to  the  top  of  the  front'  axle, 
of  a  V-shaped  sub  radius  rod  having  an  attachable  and  detachable  connection 
with  the  crotch  of  the  radius  rod  and  having  its  legs  connected  to  the  bottom  of 
said  front  axle. 

4.  The  combination  with  a  V-shaped  radius  rod  for  motor  vehicles,  the  crotch 
of  the  radius  rod  having  a  swivel  connection  with  a  fixed  part  of  the  motor 
vehicle  and  having  its  legs  connected  to  the  top  of  the  front  axle,  of  a  V-shaped 
subradius  rod  and  connected  at  one  end  to  said  radius  rod  near  its  crotch  and  at 
its  other  end  to  said  axle. 

The  patentee  clearly  made  known  the  object  of  his  invention  when 
he  said: 

The  object  of  my  Invention  is  to  re-inforce  and  strengthen  said  front  raditts 
rods,  so  that  they  will  resist  the  violent  jar  imparted  to  them  on  the  road  and 
yet  maintain  their  original  shape  thereby  successfully  serving  to  keep  the  front 
axle  in  alinement  and  faciUtate  safety  and  the  easy  steering  qualities  of  the 
automobile. 

In  other  words,  the  applicant  sought  and  secured  a  patent  upon  a 
brace  that  supported  the  V-shaped  radius  rods  of  the  Ford  automo- 
bile. Appellee  denied  infringement  and  also  attacked  the  validity  of 
all  claims. 

Claims  1  and  2  provide  for  the  attachment  of  the  brace  to  the 
radius-rod  "  at  the  crotch."  The  importance  of  the  place  of  attach- 
ment is  emphasized  by  examining  the  third  and  fourth  claims,  both 
of  which  provide  for  the  attachment  "  near  its  crotch."  The  infring- 
ing structure  is  not  attached  at  the  crotch,  and  we  therefore  dis- 
miss these  claims  without  further  consideration,  on  the  ground  that 
their  infringement  does  not  appear. 

This  defense  does  not  exist  as  to  claims  3  and  4,  but  as  to  them 
appellee  insists  that  both  are  invalid  for  want  of  invention. 

The  problem  which  patentee  attacked  was  certainly  not  a  difficult 
one.  When  he  found  that  the  radius-rods  were  insufficient  to  support 
the  strain  which  hard  usage  entailed  he  sought  to  strengthen  them. 
Not  only  was  the  strengthening  of  the  radius-rods  the  obvious  rem- 
edy, but  a  brace  was  the  means  which  even  a  layman  would  have 
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adopted  to  accomplish  the  end.  To  fasten  one  end  of  the  brace  to 
the  lower  side  of  the  axle  and  to  attach  the  other  end  to  the  radius- 
rod  was  not  only  the  obvious  way,  but  it  was  practically  the  only 
way.  Such  attachment  might  be  either  at  the  end  of  the  radius 
rod — that  is,  at  the  crotch — or  between  the  crotch  and  the  axle,  or 
it  might  be  nearer  to  the  crotch  than  to  the  axle.  Certainly  to  de- 
scribe it  as  being  "  near  the  crotch  "  does  not  suggest,  nor  has  the 
counsel  furnished  us  with  any  reason  for  attributing,  genius  to  pat- 
entee in  selecting  his  place  of  attachment.  With  the  location  of  the 
place  of  attachment  eliminated,  we  find  nothing  in  the  patent  but  a 
brace  for  a  rod.  We  are  unable  to  agree  with,  the  Patent  Office  that 
this  constitutes  invention.  {Crouch  v.  Roemer^  C.  D.,  188 J,  202;  19 
O.  G.,  1067;  103  U.  S.,  797;  26  L.  Ed.,  426;  Pope  Mfg.  Co.  v.  Arnold, 
Schvyinn  cfe  Co.,  193  Fed  Eep.,  649;  113  C.  C.  A.,  517;  Stevenson  \. 
Shalcross,  205  Fed.  Eep.,  286;  123  C.  C.  A.,  438;  W.  F.  <&  John 
Barnes  Co.  v.  Vandyck  ChAirchUl  Co.  et  oL.,  213  Fed.  Eep.,  637 ;  130 
C.  C.  A.,  301 ;  Streit  v.  Kaifer  et  oL.,  143  Fed-  Eep.,  981 ;  76  C.  C.  A., 
167;  Luten  v.  Washhum,  C.  D.,  1919,  292;  263  O.  G.,  481;  263  Fed. 
Eep.,  950;  166  C.  C.  A.,  392.) 
The  decree  is  affirmed. 


[U.  8.  circuit  Court  of  Appefla0~-€lxth  Clrcnlt] 

Jennison-Wright  Co.  v.  Hempy. 

Decided  May  i,  1920. 
281  O.  G.,  207 ;  266  Fed.  Rep.,  372. 

1.  Patents — ^Acquiescknce  in  Rejection  of  Claim  Imkatebial  Unless  Claim 

Issued  Inclttdes  Defendant's  Detice. 
Under  usual  conditions  acquiescence  in  the  rejection  of  a  claim  by  the 
Patent  Office  is  of  no  importance  unless  the  court  is  called  on  to  determine 
whether  the  claim  as  issued  has  a  scope  sufficiently  broad  to  include  defend- 
ant's somewhat  variant  device. 

2.  Same — Claim  for  Wooden  Pavement  Void  for  Want  of  Invention. 

The  Jennison  patent,  No.  1,061,296,  for  a  wooden  pavement  consisting  of 
wood  paving-blocks  with  a  spacing  projection  extending  in  the  direction  of 
the  grain  along  the  vertical  side  of  the  block,  Held  void  for  want  of  inven- 
tion, such  spacing  projection  having  been  used  on  clay  and  brick  paving- 
blocks  and  the  only  specific  advantages  of  the  patentee's  pavement  being 
those  inherent  in  the  material  selected. 

3.  Same — Change  of  Material  Not  Patentable. 

A  mere  change  of  material  is  not  patentable. 

Appeal  from  the  District  Court  of  the  United  States  for  the  East- 
ern Division  of  the  Southern  District  of  Ohio ;  John  E.  Sater.  judge. 
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Suit  by  the  Jennison- Wright  Company  against  George  L.  Hempy. 
From  a  decree  dismissing  the  hUl^  plaintiff  appeals.    Affirmed. 
Mr,  A,  M.  AUen  and  Mr.  Ralph  Emery  for  the  appellant. 
Mr,  Edward  Hector  for  the  appellee. 

Before  Knappen,  Denison,  and  Donahue,  Circuit  Judges. 

Per  Ctjbiam  : 

The  appellant,  as  owner  of  the  patent  in  suit,  appeals  from  a 
decree  dismissing  an  infringement  bill  on  Patent  No.  1,061,296, 
granted  to  Jennison  May  13,  1913,  for  a  wooden  pavement.  The 
second  claim  sufficiently  indicates  the  subject-matter 'involved.    It  is: 

The  combination  with  a  wood  paving  block,  provided  with  an  integral  wood 
projection  extending  In  the  direction  of  the  grain  of  the  block  along  a  vertical 
side  of  the  block,  of  a  second  block  spaced  from  the  first  by  the  said  projection. 

If,  as  is  claimed,  the  defendant  uses  the  identical  construction, 
the  validity  of  the  patent  is  the  only  thing  involved.  A  wooden- 
block  pavranent  should  be  laid  with  the  end  of  the  grain  at  the  top, 
and  properly  spaced  to  permit  filling  the  interstices;  each  block 
should  also  be  capable  of  expansion  without  distorting  or  "buck- 
ling "  the  pavement.  Plaintiff's  "  integral  wood  projection  "  or  rib, 
rxmning  with  the  grain,  serves  as  an  index,  facilitating  laying  the 
block  with  the  grain  vertical,  and  also  serves  as  a  spacer  in  the 
laying  operation.  It  is  also  said  that  this  rib  will  crush,  with  rela- 
tive ease,  in  case  of  block  expansion,  thereby  permitting  adjacent 
blocks  to  fill  the  intervening  space,  and  that,  in  spite  of  such  crush- 
ing, the  rib  and  the  adjacent  portions  of  the  block  will  have  sufficient 
elasticity  to  resume  in  part  their  original  shape  when  contraction 
later  occurs.  It  is  denied  that  these  elements  of  usefulness  exist  in 
more  than  negligible  form ;  but,  for  present  purposes,  we  assume  that 
that  they  carry  substantial  utility. 

(1)  In  his  original  application,  Jennison  asked  for  a  claim  on  a 
paving-block  with  a  "  crushable  spacer."  This  being  rejected  upon 
reference  to  a  brick  of  similar  form  with  a  similar  rib  or  spacer, 
which  the  Patent  Office  considered  crushable,  he  amended  so  as  to 
claim  a  paving  block  with  a  "  fibrous,  crushable  spacer."  This  was 
again  rejected,  both  because  he  was  attempting  to  describe  his  inven- 
tion by  adjectives,  and  because  of  the  existence  of  wooden-block 
pavements  having  a  horizontal  wooden  strip  interposed  as  a  spacer 
between  adjacent  rows  of  blocks.  He  then  formulated  his  claim  as 
it  was  issued.  It  is  evident  that  the  specific  form  of  spacer  finally 
described  in  the  issued  claim  is  crushable  in  the  sense  in  which  Jenni- 
son uses  the  word,  and  is  fibrous,  and  the  case  is  therefore  one  where, 
having  made  a  broad  claim  and  then  having  accepted  a  narrower 
one,  the  patentee  would  not  be  permitted  to  expand  his  claim  as 
issued,  so  as  to  have  the  broader  scope  which  he  once  abandoned; 
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but,  since  we  assume  that  the  defendant  uses  the  exact  and  specific 
form  to  which  the  patentee  limited  himself,  there  is  no  occasion 
to  resort  to  the  rules  of  estoppel  by  Patent  Office  proceedings, 
or  to  place  any  dependence  upon  those  rules  in  reaching  a  conclu- 
sion. Under  all  usual  conditions,  acquiescence  in  the  rejection  of  a 
claim  is  of  no  importance,  unless  the  court  is  called  upon  to  determine 
whether  the  claim,  as  issued,  has  a  scope  sufficiently  broad  to  include 
defendant's  somewhat  variant  device.  {Baltzley  v.  Spengler  Co.^ 
C.  C.  A.,  2;  262  Fed.  Rep.,  423.) 

(2,  3)  However,  we  do  not  find  this  Patent  Office  history  wholly 
irrelevant.  It  emphasizes  the  fact  that  whatever  special  utility 
is  attributable  to  the  precise  form  and  location  of  the  spacing-rib, 
as  described  in  the  claim  and  as  compared  with  former  known  struc- 
tures, is  due  to  the  inherent  qualities  of,  wood  as  compared  with 
baked  clay.  There  were  earlier  clay  or  brick  paving-blocks  of  sub- 
stantially the  same  form.  Wooden  paving-blocks  were  in  common 
use;  it  was  known  that  they  should  be  set  with  the  grain  vertical; 
an  integral  spacing-rib  would  naturally  be  made  with  the  grain  par- 
allel with  the  grain  of  the  block — indeed,  it  might  be  difficult  to  make 
it  in  any  other  way;  and  this  made  the  rib  vertical,  just  as  were  the 
spacing-ribs  of  the  clay  block.  Because  the  wooden  block  and  the 
rib  were  fibrous,  with  corresponding  grain,  the  rib  would  crush  or 
sink  into  the  block  with  comparative  ease,  and  there  would  be  a 
measure  of  elasticity  tending  to  return  the  parts  to  their  original 
shape.  These  things  would  not  be  true  of  the  brick  of  similar  shape ; 
but  these  results  come  from  the  known  qualities  of  wood.  All  the 
specific  advantages  which  the  patentee,  at  the  end  of  his  course  in  the 
Patent  Office,  found  himself  relying  upon  were  merely  those  which 
were  inherent  in  the  selected  material  itself;  and  those  qualities  of 
wood  were  familiar  to  all.  We  think  the  case  is  a  plain  one  for  the 
application  of  the  rule  that  a  mere  change  of  materials  is  not  patent- 
able; because,  after  all  is  said,  it  remains  clear  that  Jennison  did 
nothing  else.  There  is  rather  close  analogy  to  the  facts  involved  in 
Brown  v.  District  of  Cohimhia  (130  U.  S.,  87;  9  Sup.  Ct.,  437;  32  L. 
Ed..  863)  and  in  Pressed  Steel  Co.  v.  BroximeU  cfe  Co.^  (C.  C.  A.,  6; 
123  Fed.  Rep.,  86 ;  59  C.  C.  A.,  216,)  and  the  situation  is  practically 
parallel  to  that  discussed  by  the  Second  Circuit  Court  of  Appeals 
in  N.  Y,  Belting  <&  Packing  Co,  v.  Sierer  (168  Fed.  Rep.,  819;  86 
C.  C.  A.,  79,)  where  rubber  tiles  of  smooth,  rectangular  form  had 
been  well  known  (as  wooden  paving-blocks  of  that  form  had  been,) 
and  tongue-and-groove  tiles  of  a  pottery  material  were  also  known, 
and  the  patentee  made  a  rubber  tile  in  the  tongue-and-groove  form 
of  the  old  pottery  material.    This  was  held  not  to  involve  invention. 

Appellant  relies  especially  upon  Frost  Co.  v.  Cohn  (C.  C.  A.,  2: 
119  Fed.  Rep.,  505;  56  C.  C.  A.,  185.)     This  may  be  easily  distin- 
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guished.  Clamping-studs  of  the  shape  and  for  the  purpose  shown 
had  been  made  of  metal,  and  yet  it  was  held  to  be  invention  to  make 
one  of  the  same  shape  out  of  rubber.  If  it  had  been  old  to  make 
these  studs  out  of  rubber  in  other  forms  and  shapes,  the  patent, 
clearly,  would  not  have  been  sustained ;  but  what  impressed  the  court 
as  deserving  was  the  thought  that  rubber  could  be  used  at  all  in  that 
association  and  for  that  purpose.  To  make  the  present  case  parallel, 
it  would  have  to  be  supposed  that  wooden  paving-blocks  had  never 
been  used  at  all,  and  that  would  put  a  very  different  aspect  on  the 
matter. 

The  decree  is  affirmed. 


[U.  S.  circuit  Court  of  Appeals — Second  Circuit.) 

Whitlock  Coil  Pipe  Co.  v.  Mayo  Radiator  Co. 

Decided  April  U,  1920, 

281  O.  G..  412 ;  266  Fed.  Kep.,  215. 

1.  Patents — ^Automobile-Radiator  Made  of  "  Continuous  Strip.'* 

The  Brinknian  patent.  No.  843^64,  for  a  cooler  or  rad'ator  for  motor- 
cars, claims  of  which  specify  the  refrigerator-section  as  constructed  of  a 
^'continuous  strip  of  metal/'  the  specification  stating  how  it  may  he  hent 
upon  itself,  Held  not  i-estrictetl  to  the  literal  terms  employed,  but  to  cover 
a  radiator  made  up  of  a  plurality  of  separate  sections. 

2.  Same — "Continuous   Strip"  May  Consist  of  Separate  Strips  Soldered 

Together. 
In  the  Rrinknmn  patent.  No.  843,864,  for  a  radiator  for  motor-cars,  in  a 
claim  for  a  "  continuous  strip  "  of  metal,  "  continuous  "  should  he  taken  in 
a  mechanical  sense,  and  two  pieces  of  metal  contiguously  placed  and 
soldered  together  may  be  considered  as  a  continuous  strip  when  together 
they  function  like  one  strip. 

3.  Same — Brink  man  patent,  No.  843,864,  for  Motor-Car  Radiator,  Valid  and 

Infringed. 
The  Brinknian  patent,  No.  843.864,  for  a  cooler  or  radiator  for  motor- 
cars. Held  valid  and,  as  disclosing  the  first  honeycomb  construction  of  an 
automobile-radiator,  is  entitled  to  a  liberal  range  of  equivalents;  also  Held 
infringed. 

Appeal  from  the  District  Court  of  the  United  States  for  the  Dis- 
trict of  Connecticut. 

Suit  by  the  Whitlock  Coil  Pipe  Company  against  the  Mayo  Radia- 
tor Company.  Decree  for  defendant,  and  complainant  appeals.  Re- 
versed, 

For  opinion  below,  see  257  Fed.  Rep.,  762. 

STATEMENT  OF  THE  CASE. 

Plaintiff  owned  and  sued  upon  the  three  claims  of  patent  to  Brink- 
man,  No.  843.864.  dated  February  12,  1907,  application  filed  January 
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29,  1903.  The  invention  is  for  a  "cooler."  The  article  described 
finds  its  use  as  a  radiator  for  motor-cars  driven  by  gasolene-engine& 
Water  in  the  jacket  of  such  engine  is  cooled  by  going  through  passages 
or  conduits,  whose  external  surface  is  as  freely  as  possible  exposed  to 
the  air.  Earlier  and  familiar  types  of  radiators  are  illustrated  by 
the  Daimler  apparatus  (British  10,257,  of  1898),  which  is  (in  the 
language  of  a  claim)  a — 

vessel  adapted  to  receive  the  water,  with  tubes  passing  through  said  vessel  and 
being  opened  at  both  ends,  and  w^ith  means  for  effecting  a  strong  draft  through 
said  tubes. 

In  various  forms  it  was  art  prior  to  Brinkman  to  make  a  radiator 
of  tubes  of  appropriate  length  spaced  apart  and  parallel  with  each 
other,  and  fixed  at  each  end  in  a  wire  or  metal  screen  or  holder  into 
which  the  tube  ends  were  soldered  or  otherwise  appropriately  made 
water-tight.  Into  the  box  thus  interrupted  by  tubes  which  were  air- 
passages  water  flowed,  and  passing  between  the  tubes  was  cooled. 
Brinkman's  effort  was,  according  to  his  specification,  to— 

simplify  the  construction,  decrease  the  weight,  and  reduce  the  cost  of  this  class 
of  refrigerating  apparatus,  and  at  the  same  time  increase  Its  efficiency  *  •  • 
by  constructing  [the  refrigerating  section  of  a  radiator]  from  a  continuous  strip 
of  sheet  metal  which  Is  crimped  or  corrugated,  so  that  when  the  corrugated 
sheet  is  bent  or  returned  upon  Itself  at  regular  Intervals  the  corrugations  will 
match  and  form  the  opposite  sides  of  a  tubular  space  for  the  passage  of  air. 
But  •  *  *  the  sheet  at  every  alternate  Interval  Is  corrugated  in  opposite 
directions,  in  order  that  every  alternate  fold  of  the  sheet  wlU  produce  a  narrow, . 
continuous,  serpentine  passage  through  which  water  may  flow  in  a  thin  layer  in 
contact  on  both  sides  with  the  walls  of  the  air-tubes. 

His  water-passage  was  made  of  appropriate  and  desired  width  by 
"offsetting"  the  edges  of  the  corrugated  metal  strip  and  bringing 
said  set-off  edges  into  soldered  contact.  This  construction  produces 
what  is  fairly  described  as  the  "  honeycomb  "  or  "  cellular  "  type  of 
radiator,  fabricated  of  thin  sheet  metal,  preferably  copper.  It  avoids 
the  construction  of  a  framework  of  pipes  held  by  terminal  wires  or 
sheets  in  spaced  relationship. 

Brinkman  in  his  specification  declared  that  he  did  not  confine 
himself  to  any  particular  shape  of  corrugations,  and  his  first  and  most 
general  claim  is  as  follows  : 

In  an  apparatus  of  the  class  described,  the  combination  with  a  water  chamber 
5  and  a  water  chamber  7,  of  an  Interposed  refrigerating  section,  consisting  of  a 
continuous  strip  of  corrugated  sheet  metal  doubled  upon  itself  in  a  series  of 
folds,  with  the  ends  of  the  folder  sections  attached  to  said  water  chambers,  and 
inclosing  a  series  of  restricted  water  spaces  communicating  at  the  ends  of  the 
folds  with  said  water  chambers,  substantially  as  described. 

The  second  claim  varies  from  the  first  in  specifying  the  "offset 
edges"  of  the  strip  of  corrugated  metal,  and  the  third  is  as  follows: 
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In  an  apparatus  of  the  class  described,  the  combination  with  upper  and 
lower  water  chambers,  of  a  refrigerating  section  between  said  water  chambers, 
said  refrigerating  section  consisting  of  restricted  water  passages  between  said 
chambers,  said  water  passages  having  Inclosing  walls  of  sheet  metal  with  their 
edges  offset  in  opposite  directions,  brought  into  contact  and  soldered  together, 
and  of  a  series  of  parallel  air  passages  between  said  water  passages  and  trans- 
versely thereto,  formed  by  the  contact  of  said  Inclosing  walls. 

Defendant's  radiator  is  likewise  composed  of  corrugated  metal, 
but  the  corrugation  or  bending  is  so  acute  that,  when  one  bent  strip 
is  fitted  to  another,  a  series  of  square  air-passages  is  produced,  but 
the  water-passages  result  from  offset  edges  as  described  by  Brinkman. 
The  trial  court  held  the  patent  invalid,  but,  if  so  construed  as  to  be 
valid,  not  infringed.    Plmntiff  appetds. 

Mr.  Harrie  E.  Hart  {Mr.  Robert  H.  Parkinson  of  counsel)  for  the 
appellant. 

Mr.  Franklin  G.  NecH  for  the  appellee.  • 

Before  Ward,  Kooers,  and  Hough,  Circuit  Judges. 

HotJGH,  Cir.  /.,  (after  stating  the  facts  as  above :) 

(1)  That  broad  claims  do  not  broaden  invention,  nor  protect  what 
(usually  in  the  light  of  subsequent  competition)  the  patentee  thinks 
he  invented,  is  a  sound  rule,  {Lovell  v.  Seybold^  etc.^  Co.^  169  Fed. 
Kep.,  288;  94  C.  C.  A.,  678;)^  and  the  dismissal  below  was  rested  on 
this  doctrine.  The  evidence  submitted,  however,  compels  us  to  find 
that  this  case  is  not  within  the  rule.  Whether  Brinkman  made  an 
invention,  and,  if  so,  the  grade  or  importance  thereof,  depends,  not 
only  on  what  he  did,  but  when  he  did  it ;  for  it  is  common  knowledge 
that  ever  since  about  the  time  of  his  filing  date  inventors  of  all 
ranks  have  been  very  busy  with  motor-cars  and  their  appurtenances. 
The  trial  court  made  no  finding  as  to  date  of  invention,  but  we  per- 
ceive no  difficulty  in  assigning  the  early  summer  of  1901  as  the  time 
when  Brinkman  physically  embodied  his  fundamental  idea  in  a  sec- 
tion of  radiator.  Commercial  construction  followed  in  the  fall  of 
1902. 

In  1901,  so  far  as  this  record  reveals  facts,  Brinkman  was  the  first 
to  make  or  propose  to  make  a  radiator  suited  for  the  hard  service  of 
a  motor-car  out  of  thin  sheet  metal,  using  the  corrugations  thereof, 
connected  or  slightly  separated  as  desired,  to  form  tubes  or  passages 
for  both  air  and  water,  and  to  obtain  by  attaching  one  corrugation 
to  another  and  indefinitely  repeating  the  conjunction  a  structure  of 
any  desired  size  that  may  almost  be  called  integral  and  is  both 

»  Tills  TXL\\Ti%  was  long  apo  made  by  Blatchfordt  J.,  in  MaBury  v.  Anderson,  (11  Blatcbf., 
165  ;  Fed.  Gas.,  No.  9,270.)  He  added  that  if,  while  operating  under  his  patent,  the 
IMktentee  "  at  one  time  insists  on  too  much,  or  at  another  on  too  little,  he  does  not 
tberelyy  work  any  prejudice  to  the  rishts  actually  secured  "  to  him  by  his  patent. 

15762—21 20 
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strong  and  light.  The  rank  of  an  invention  often  depends  on  the 
nature  or  extent  of  the  art  which  may  be  invoked  to  explain  or  limit 
it.  Corrugated  sheet  metal  had  been  used  to  facilitate  the  condensa- 
tion of  steam,  (Ljungstrom,  No.  574,157,)  and  that  art  may  be  ad- 
mitted as  cognate ;  but  Brinkman  first  made  the  honeycomb-radiator 
of  an  automobile,  and  he  therefore  stands  ^'at  the  head  of  a  class 
[and]  is  entitled  to  a  liberal  range  of  equivalents"  {Lamsonj  etc.y 
Co.  V.  HiUmcm,  123  Fed.  Rep.,  428;  59  C.  C.  A.,  517)  unless  defeated 
by  some  weakness  other  than  the  nature  of  his  inventive  thought. 

The  only  prior  art  worthy  of  mention  is  Maybach,  whose  several 
foreign  patents  are  earlier  than  his  TJnited  States  Patent  No.  709,416. 
That  device  may  be  described,  in  words  largely  taken  from  specifica- 
tions, as  a  means  of  determining  and  maintaining  a  spaced  arrange- 
ment of  preexisting  tubes ;  the  air  going  through  the  tubes  and  the 
water  through  the  spaces.  It  may  be  as  good  a  radiator  as  that  de- 
scribed in  the  patent  in  suit,  but  to  us  it  does  not  even  suggest  the 
"  honeycomb  "  construction. 

Unless  the  patent  be  limited  to  the  exact  device,  or  rather  to  the 
mode  or  method  of  making  the  machine  set  forth  in  the  specification, 
infringement  can  not  be  denied ;  and  indeed  we  think  it  is  not  denied. 

Such  limitations  is  asserted,  because  the  first  and  second  claims 
specifically  define  the  "  refrigerating  section  "  of  the  cooler  as  "  con- 
sisting of  a  continuous  strip  of  corrugated  sheet  metal;"  and  the 
specification  tells  at  considerable  length  how  the  sheet  can  be  doubled 
upon  itself  and  the  operation  repeated.  If  the  radiator  of  a  large 
truck  were  thug  fabricated,  it  would  require  a  metal  strip  550  feet 
long,  and  Brinkman  never  made  his  machines  in  that  way;  he  has 
always  taken  strips  of  convenient  length  and  soldered  them  together 
when  in  place,  and  so  does  the  defendant.' 

(2)  Accordingly  defendant  asserts  that  upon  "  the  continuous  strip 
of  sheet  metal  the  whole  patent  is  predicated."  The  argument  is  not 
without  strength,  but  cannot  prevail ;  for  the  matter  is  not  in  the  ordi- 
nary sense  one  of  construction  whereof  the  rules  have  been  recently 
restated  in  Fulton  Co.  v.  Powers^  etc.^  Co.^  (C.  C.  A.,  263  Fed.  Rep.. 
578.)  The  construction  here  appropriate  is  purely  verbal,  for  if  the 
substance  of  invention  as  described  be  regarded,  the  defendant  is 
plainly  within  any  reasonable  range  of  equivalents,  as  that  phrase  is 
so  well  defined  by  Sanborn,  J.,  in  NatioTial^  etc.^  Co.  v.  Interchange- 
able, etc.,  Co.,  (C.  D.,  1897,  739;  81  O.  G.,  1423;  106  Fed.  Rep.,  710; 
45  C.  C.  A.,  544;)  and  if  we  have  rightly  apprehended  the  essential 
nature  of  this  invention  it  is  equally  certain  that  defendant  has  taken 
"the  substance"  thereof.     {Cimiotti,  etc.,  Co.  v.  America,  etc.,  Co.^ 

>  We  hare  not  overlooked  Brlnkman's  later  patent.  No.  779,581,  but  think  it  relates  to  a 
different  type  of  tadiator,  and  that  it  contains  no  language  Inconsistent  with  plaintiff's 
position  as  to  the  patent  in  suit. 
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C.  D.,  1905,  729;  116  O.  G.,  1452;  115  Fed.  Eep.,  504;  53  C.  C.  A., 
230.) 

Thus  the  final  question  is  whether  the  unfortunate  phrase,  "  con- 
tinuous strip  "  of  metal,  puts  claims  1  and  2  in  the  list  of — 

patents  ♦  •  ♦  couched  In  language  so  plain  and  unambiguous  as  to  leave  no 
room  for  construction.  (Ryan  v.  Metropolitan,  etc.  Club,  144  Fed.  Rep.,  699;  75 
C.  C.  A.,  516.) 

AVe  think  not;  and  as  matter  of  verbal  interpretation  we  agree  with 
Coxe,  J.,  (Brown  v.  Reed  Mfg.  Co.^  C.  C;  81  Fed.  Rep.,  48;  appeal 
dismissed,  96  Fed.  Rep.,  1005 ;  37  C.  C.  A.,  665,)  that  "  continuous  '* 
may  and  here  should  be  taken  in  a  mechanical  sense;  and  two  pieces 
of  metal  contiguously  placed  and  soldered  together  may  be  con- 
sidered as  a  continuous  piece  when  together  they  function  like  one 
piece. 

Acceptance  of  this  signification  for  "  continuous "  renders  it  un- 
necessary to  inquire  along  somewhat  broader  lines  whether,  consider- 
ering  that  generic  inventions  in  their  first  embodiments  frequently 
work  imperfectly,  Brinkman's  severing  of  metal  sheets  was  more 
than  that  "mere  readjustment"  thought  immaterial  by  this  court  in 
Scott  V.  Fisher  Co.  (145  Fed.  Rep.,  922;  76  C.  C.  A.,  447)  or  whether 
defendant  has — 

used  the  idea  of  the  patent  modified  only  in  respects  which  the  patentee  left  open 
for  modification.  (Van  Kannel,  etc.,  Co.  v.  StroMs,  235  Fed.  Rep.,  137;  148 
C.  C.  A.,  631.) 

It  also  avoids  consideration  of  the  third  claim. 

Decree  reversed^  with  costs^  and  the  cause  remanded^  with  direc- 
tions  to  sustain  the  claims  in  suit  and  grant  the  usual  interlocutory 
decree. 


[TJ,  S.  Circuit  Court  of  Appeals— Sixth  Circuit] 

Ohio  Rake  Co.  v.  Bucher  &  Gibbs  Plow  Co. 

Decided  June  8,  19S0. 

281  O.  G.,  790 ;  266  Fed.  Rep.,  891. 

Patents — Combination  ob  Aggregation — Novel  Combination  of  Elements. 
The  Niesz  reissue  patent  No.  13,163,  for  a  four-gang  disk  harrow  con- 
sisting of  a  set  of  inthrow-dlsks  connected  hy  a  flexible  reach-bar  behind  a 
set  of  outthrow  disks,  so  that  the  whole  harrow  may  be  turned  without  tear- 
ing up  the  earth,  Held  to  cover  a  new  and  patentable  combination,  although 
Inthrow  and  outthrow  disk  machines  were  old,  four-gang  plows  were  old, 
and  cultivators  of  other  types  had  been  previously  arranged  in  tandem 
fashion  and  connected  by  a  flexible  reach-bar,  the  combination  of  the  flexible 
reach-bar  with  the  other  elements  being  novel  and  possessing  utility. 
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2.  Same— Infringement — ^Equivaubnt. 

Claims  of  the  Niesz  reissue  patent.  No.  13,163.  for  a  four-gang  disk  har- 
row, which  include  a  "  central "  reach-bar,  Held  not  limited  to  a  reach-bar 
"  on  the  median  line  "  or  to  a  reach-bar  made  of  a  single  piece,  as  disclosed 
in  the  patent,  the  word  "  central "  being  taken  to  mean  a  central  location 
generally  and  "reach-bar"  being  broad  enough  to  include,  at  least  as 
equivalent,  two  draft-bars. 

Appeal  from  the  District  Court  of  the  United  States  for  the 
Southern  District  of  Ohio ;  Howard  C.  HoUister,  judge. 

Suit  by  the  Bucher  &  Gibbs  Plow  Company  against  the  Ohio  Bake 
Company.    Decree  for  plaintiffs  and  defendant  appeals.    Affirmed, 

Mr.  Alfred  H.  Allen  {Messrs,  Allen  <&  Allen  on  the  brief)  for  the 
appellant. 
Mr,  Harry  Frease  for  the  appellee. 
Mr.  Thomas  A.  Banmmg  amicus  curice. 

Before  Knappen,  Denison,  and  Donahue,  Circuit  Judges. 

Knappen,  Cir.  J.: 

Suit  for  infringement  of  reissued  Patent  No.  13,163,  November  1, 
1910,  to  Niesz.  The  device  of  this  patent  is  a  four-gang  disk  harrow: 
that  is,  one  consisting  of  two  sets,  a  front  and  a  rear,  each  carrying 
two  gangs  of  oppositely-facing  concavo-convex  disks,  the  gangs  of 
each  set  being  adjusted  angularly  to  each  other.  In  the  front  set  the 
disks  face  outwardly,  the  angle  of  the  gangs  extending  rearwardly, 
thus  making  what  is  called  an  "  outthrow  "  harrow.  In  the  rear  set 
the  disks  face  inwardly,  the  angle  of  the  two  gangs  extends  for- 
wardly,  thus  making  an  "  inthrow  "  harrow.  The  front  set,  when 
connected  with  the  tongue,  forms  a  completely-operable  outthrow- 
harrow;  the  rear  set,  if  its  frame  were  similarly  connected,  would 
form  a  completely-operable  inthrow-harrow.  In  each  case  the  con- 
cave face  of  the  disks  is  presented  to  the  earth. 

It  is  necessary  to  the  most  effective  cultivation  that  the  disks  car- 
ried by  the  rear  frame  track  between  those  carried  by  the  front 
frame,  so  that  the  soil  turned  by  the  forward  disks  is  by  the  rearward 
disks  turned  back  into  the  trench  caused  by  the  forward  disks,  thus 
leaving  the  soil  smooth  and  uniform.  It  is  also  essential  to  the  best 
results  that  the  harrow  be  able  to  make  short  turns  in  the  field  with- 
out cutting  into  or  scraping  off  the  surface  of  the  soil.  To  maintain 
proper  tracking  between  the  front  and  rear  gangs,  and  at  the  same 
time  sufficient  flexibility  to  enable  the  harrow  to  turn  without  digging 
into  the  ground,  the  inventor  connects  the  rear  disk-carrying  frame 
to  the  front  disk- frame  by  a  reach  pivotally  connected  to  the  rear  end 
of  the  tongue,  thus  making  a  central,  flexible  draft  connection.  Sup- 
ports for  the  ends  of  the  gang-frame  between  plates  secured  to  the 
main  rear  frame  are  provided,  to  prevent  tilting  of  the  gangs  in 
making  a  turn. 
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The  first  three  claims  embrace  the  front  and  rear  disk-carrying 
frames  as  described,  together  with  the  central,  flexible  draft  connec- 
tion between  them.  The  fourth,  fifth,  and  sixth  claims  include  also 
the  antitilting  device.  We  print  in  the  margin  the  first  claim  in  full, 
together  with  a  description  of  the  antitilting  device  contained  in  the 
fourth  claim.*  Both  invention  and  infringment  are  denied.  The 
district  judge  found  each  of  the  six  claims  valid  and  infringed. 
This  appeal  is  from  the  interlocutory  decree  awarding  injunction 
and  accounting. 

1.  Invention. — Both  separate  outthrow  and  separate  inthrow 
harrows,  carrying  respectively  two  gangs  of  disks  diagonally  dis- 
posed to  each  other,  were  old.  The  same  is  true  of  mere  tandem 
arrangement  of  cultivating  devices  (as  distinguished  from  front  and 
rear  double-disk  gangs,)  as  shown  by  Lyon's  revolving  harrow, 
Thompson's  land-roller,  and  Bramer's  "  wheel-harrow." 

The  tilting  device  of  the  patent  in  suit  was  disclosed  by  Gault  and 
Tracy  (1886,)  and  substantially  by  Clark  (1002.)  Dow  (1888)  and 
Clark  (1894  and  1902)  had  disclosed  four-gang  disk  harrows,  but 
neither  had  a  central,  flexible  draft  connection,  but,  on  the  contrary, 
each  had  a  rigid  connection  between  the  two  harrow-frames.  While 
Thompson's  land-roller  and  Lyon's  revolving  harrow,  as  well  as 
some  other  cultivating  implements,  had  shown  central,  flexible  draft 
connections  between  front  and  rear  members,  Niesz  was  the  first  to 
clearly  disclose  in  a  four-gang  disk  harrow  belonging  to  the  art  im- 
mediately in  question  a  central,  flexible  draft  connection  between  the 
two  disk-carrying  frames. 

In  so  saying  we  do  not  overlook  the  fact  that  Wildman  (No. 
686,174,  November  5,  1901)  disclosed  a  four-gang  disk  harrow;  its 
rear  portion  being  divided  into  two  separate  parts,  whose  shafts 
were  mounted  in  frames  pivotally  connected  together,  the  forward 
central  part  being — 
swlveUy  mounted  In  the  frame    ♦    ♦    •    at  the  butt  end  of  the  tongue. 

But  Wildman's  invention  involved  no  problem  of  preserving 
tracking  alinement  between  front  and  rear  gangs,  for  his  front  por- 
tion was  merely — 

adapted  to  cultivate  the  central  strip  of  ground  not  touched  by  the  other  two 
parts, 

*  1.  In  a  disk  barrow,  the  combination  with  a  front  draft  frame  haying  two  separate 
dlsk-eanying  shafts  adjastable  to  aasome  a  rearwardly  converging  angle,  and  harrow 
diaka  carried  by  said  sbafts,  of  a  separate  rear  disk  frame  haTing  two  separate  dlA- 
carrying  shafts  adjustable  to  assume  a  rearwardly  diverging  angle,  harrow  disks  carried 
by  the  shafts^  a  reach  bar  having  its  rear  end  connected  to  the  rear  frame  and  extending 
forward  to  the  front  disk  frame,  and  a  horiiontally  swinging  pivotal  connection  between 
the  reach  bar  and  the  front  frame  and  located  in  a  longitudinal  line  with  the  apex  of  the 
coBveiging  angle  of  the  forward  disk-carrying  shafts. 

And  horliontal  slidable  engaging  members  between  the  disk  frames  and  the  rear  frame* 
to  prevent  a  tilting  movement  of  the  disk  frames. 
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which  were  widely  separated.  Moreover,  it  does  not  clearly  appear 
that  Wildman's  rear  frame  was  pivotally  or  flexibly  connected  with 
the  front  frame.  Such  connection  is  not  disclosed  in  his  specifica- 
tion, nor  is  it  clearly  contained  as  an  element  of  either  of  his  claims,, 
nor  clearly  disclosed  by  either  of  the  drawings.  The  words  "  pivot- 
ally  mounted,"  found  in  the  first  claim,  seem  quite  as  likely  to  refer 
to  the  pivoting  of  the  two  portions  of  the  central  part  to  prevent 
tilting.  The  Wildman  reference  falls,  in  our  opinion,  within  the 
rule  referred  to  in  Munising  Paper  Co.  v.  American  Sulphite  Pulp 
Co.  (C.  C.  A.,  6;  228  Fed.  Rep.,  700;  148  C.  C.  A.,  222,  and  cases 
there  cited.) 

Nor  do  we  overlook  the  Tschantz  disk-harrow  patent,  No.  344^93, 
June  22, 1886.  But  while  in  the  Tschantz  harrow  the  frame  carrying 
the  rear  set  of  disks  is  pivotally  attached  to  the  tongue,  Tschantz 
does  not  properly  belong  to  the  art  we  are  considering.  Not  only  are 
both  his  front  and  rear  shafts  integral,  and  thus  without  angular  ad- 
justability of  oppositelj'-facing  disks  (as  expressly  called  for  in  the 
first  three  claims  of  the  patent  in  suit,  and  impliedly  in  the  remaining 
three),  but  the  disks  are  not  concavo-convex,  as  are  those  of  the 
patent  in  suit.  All  three  expert  witnesses  so  treat  the  disks  of  the 
Niesz  patent,  as  do  counsel  for  both  plaintiff  and  defendant.  The 
angular  arrangement  of  the  two  gangs  of  disks  in  a  given  set  seems 
to  be  provided  on  account  of  the  concavity  of  the  disks.  Certain  it  is 
that  in  the  modern  disk  cultivator  the  disks  are  concave,  and  nowa- 
days such  concavity  is  usually  implied  in  the  term  "  disk  cultivator," 
although,  strictly  speaking,  a  disk  need  not  be  of  that  form.  IVfore- 
over,  the  specification  of  the  Tschantz  patent  states  that — 

the  clod-cutting  disks  are  fixed  rigidly  on  a  shaft  at  an  obliquity  or  Inclination 
from  a  right  angle,  and  both  shaft  and  disks  revolve.  In  revolving,  therefor, 
tlie  disks  have  a  wabbling  motion." 

•*  The  action  of  one  part  of  the  entire  structure  modifies  and  affects  the 
action  of  the  other  part,  and  there  Is  during  the  active  period  more  than  that 
mere  aggregation  which  defeats  a  patent"  (Houser  v.  Starr,  G.  C.  A.,  6;  2D3 
Fed.  Rep.,  264 ;  121  C.  C.  A.,  462 ;  Mausoleum  Co.  v.  Sievert,  G.  C.  A.,  6 ;  213 
Fed.  Hep.,  225;  129  C.  C.  A.,  569.) 

(1)  If  Niesz's  central,  flexible  draft  connection,  as  applied  to  disk 
harrows  of  the  type  in  question,  involved  invention,  the  claims  are 
all,  in  our  opinion,  valid.  Each  contains  that  element,  in  some  form 
of  expression,  and  we  are  not  impressed  with  the  contention  that  the 
claims  are  subject  to  the  defense  of  aggregation.    It  is  not  correct  to 

s  It  is  a  matter  of  at  least  curious  interest  that  In  defendant's  Lathrop  patent  on  disk 
harrows,  applied  for  July  6,  1910,  (four  days  before  the  apiHication  for  the  Niesi 
reissue,  24  years  after  Tscbanta  and  nine  years  after  Wildman),  it  is  said:  '*  Heretofore 
in  such  constructions  the  frames  carrying  the  two  gangs  of  disks  have  either  been  rigidly 
connected  together  to  form  a  single  rigid  frame,  or  the  frames  for  the  two  gangs  bave 
been  separate  and  merely  coupled  In  tandem,  by  a  central  coupling  bar.'* 
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say,  as  defendant's  counsel  says,  that  whatever  invention  there  is  in 
the  Niesz  patent  must  rest  in — 

ooupling  an  old  single  in-throw  harrow  In  trailing  or  tandem  relation  to  an  old 
out-throw  harrow. 

We  think  each  of  the  claims  in  suit  covers  a  true  combination. 

(2)  The  defense  of  aggregation  apart,  the  claims  may  of  course 
involve  invention,  despite  the  fact  that  every  element  is  old,  pro- 
vided the  combination  accomplishes  a  materially  better  result  or 
reaches  that  result  in  a  new  and  materially  better  way.  {Loom  Co.  v. 
Higgins,  105  U.  S.,  591;  26  L.  Ed.,  1177;  Loose  Leaf  Co.  v.  Leaf- 
Binder  Co.,  C.  C.  A.,  6;  230  Fed.  Rep.,  120;  144  C.  C.  A.,  418;  Ferro 
Concrete  Constr.  Co.  v.  Concrete  Steel  Co.^  C.  C.  A.,  6;  206  Fed. 
Rep.,  666;  124  C.  C.  A.,  466.) 

(3)  But,  in  the  view  we  take  of  the  case,  the  question,  so  far  as 
concerns  this  branch,  is  whether  there  was  invention  in  applying 
to  the  four-gang-disk-harrow  art  the  central,  flexible  draft  connec- 
tion previously  used  in  cultivator  arts  not  employing  concavo- 
convex  disks.  In  our  opinion  there  was  such  invention.  When 
Xiesz  entered  the  field,  disk  harrows  had  been  in  use  thirty  or  more 
years.  Every  one  knew  that  proper  cultivation  of  the  soil  required 
that  the  disks  be  in  angular  relation  to  the  line  of  draft;  also  that, 
if  all  the  disks  carried  by  a  given  frame  faced  in  one  direction,  the 
lateral  pressure  of  the  soil  and  the  diagonal  inclination  of  the  disks 
would  tend  to  cause  the  entire  series  to  move  laterally  on  a  diagonal 
line,  causing  what  is  called  "side  thrust;"  but  that  the  opposite 
facing  of  the  disks  of  the  gangs  in  a  given  series  tends  to  counter- 
balance the  side  thrust  of  one  gang  with  that  developed  by  the  op- 
posing gang;  hence  the  opposite  facing  of  the  two  gangs  of  disks 
in  a  given  set.  But  while,  as  appears  without  dispute,  and  indeed 
by  concession,  the  disk  harrow  art  had  for  years  presented  the  live 
problem  of  how  to  combine  sufficient  rigidity  for  ordinary  forward 
operation  with  flexibility  enough  to  permit  turning  of  the  machine, 
without  tearing  up  the  earth  and  materially  increasing  the  draft, 
yet  until  Niesz  it  had  occurred  to  no  one  to  employ  the  central, 
flexible  draft  connection  used  in  other  cultivating  -  machines. 
Whether  this  was  because  the  prior  art  recognized  that  the  combina- 
tion of  inthrow  and  outthrow  sets  of  disks  had  a  tendency  to  lateral 
displacement,  and  so  to  interfere  with  the  proper  trailing  of  front 
and  rear  sets  of  disks  (plaintiff's  expert  testifying,  without  dispute, 
to  such  prior  art  recognition,)  is  not  of  controlling  importance. 

The  fact  of  real  significance  is  that,  for  some  reason,  prior  to  Niesz 
it  seems  to  have  been  the  accepted  view  among  those  interested  in 
developing  the  disk  harrow  art  that  a  rigid  connection  between 
front  and  rear  gangs  was  necessary  to  the  preserving  of  proper  aline- 
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ment  in  the  forward  operation.  It  is  not  important  to  determine  the 
basis  of  that  belief,  nor  is  it  necessary  to  invention  on  the  part  of 
Niesz  that  he  should  have  known  just  why  it  was  that  through  a 
central,  flexible  draft  connection  (notwithstanding,  as  stated,  a  sup- 
posed contrary  tendency)  the  rear  gang  of  disks  would  turn  fully 
as  effectively  as  in  the  case  of  an  ordinary  wagon  wheel,  or,  as  plain- 
tiff's counsel  contends,  even  more  effectively.  While,  in  the  light 
alone  of  what  Niesz  did,  it  would  now  seem  that  his  conception  ought 
to  have  been  always  obvious,  the  question  of  invention  must  be  de- 
termined in  the  light  of  the  further  facts  that  until  Niesz  manufac- 
turers were  seeking  ai  satisfactory  solution  of  the  problem  before 
referred  to,  without  finding  it,  and  notwithstanding  central,  flexible 
draft  connections  as  applied  to  other  cultivating  instruments  were 
well  known,  and  that  Niesz's  invention  was  received  with  great 
public  favor ;  a  large  number  of  manufacturers,  including  defendant 
itself,  obtaining  licenses  for  manufacturing  therexmder  and  oper- 
ating under  such  licenses.  The  Niesz  reissue  was  sustained,  and  in- 
fringement found,  by  District  Judge  Day  in  1913;  the  decision  not 
being  appealed  from.  {Bucher  <&  Gibhs  Plow  Go.  v.  International 
Harvester  Co.,  D.  C,  211  Fed.  Rep.,  473.) 

2.  Infringement, — ^The  important  question  on  this  branch  of  the 
case  is  whether  Niesz's  invention  is  broad  enough  to  cover  defendant's 
draft  connection  as  a  substantial  equivalent  for  the  device  of  the 
patent.  We  think  this  question  must  be  answered  in  the  affirmative. 
It  is  true  that  defendant's  draft  connection  is  not  in  the  form  of  a 
single  reach  on  the  median  line  of  the  machine,  but  consists  of  two 
draft-bars  a  short  distance  apart,  one  on  each  side  of  the  median 
line  and  equidistant  therefrom ;  each  bar  being  pivotally  and  flexibly 
connected  with  the  tongue,  and  at  its  rear  end  rigidly  connected  to  a 
coupling-bar,  which  in  turn  is  pivotally  connected  at  its  front  end 
to  the  respective  gangs  of  the  rear  set.  In  our  opinion  the  word 
"  central,"  found  in  the  fifth  and  sixth  claims,  does  not  necessarily 
mean  "  on  the  median  line,"  but  may  properly  refer  to  the  central 
location  generally.  Equally,  we  think,  the  words  "  reach  "  and  "  reach 
bar  "  of  the  first  three  claims  are  not  necessarily  limited  to  a  "  one- 
piece  "  reach.  We  think  that  defendant  has  the  substantial  equiva- 
lent of  plaintiff's  central,  flexible  draft  connection,  notwithstanding 
the  presence  in  defendant's  machine  of  two  draft-bars  which  never 
change  their  relative  position,  and  in  spite  of  the  fact  that  at  one 
point  in  the  turning  the  pull  seems  to  be  entirely  on  one  bar,  thus 
making  a  "  lopsided  pull,  while  the  other  [Niesz's]  has  a  straight 
pulL'' 

Defendant's  circular  advertises  its  draft  connection  as — 

flexible  to  a  sufficient  degree  to  aUow  turns  to  be  made  without  straining  the 
frame, 
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and  it  accomplishes  this  result  in  substantially  the  same  manner  as 
does  plaintiff's  draft  connection,  and  within  the  meaning  of  all  the 
claims  of  the  patent,  unless  plaintiff  is  to  be  limited  to  a  unitary 
reach  on  an  absolute  median  line.  It  is  true  that  defendant's  expert 
states  that  in  his  judgment  defendant's  device  operates  in  better 
alinement  in  straightforward  work  than  does  plaintiff's,  but  not  so 
effectively  in  the  turning  movement;  but  plaintiff's  expert  testifies 
to  careful  observation  of  both  machines  in  practical  field  work,  and 
that  so  far  as  he  can  see  both  are  equally  effective  and  work  in  ex- 
actly the  same  way  in  both  straightforward  operation  and  in  the 
turning  movement.  It  is  also  not  without  significance  that  during  the 
five  years  between  the  issue  of  plaintiff's  patent  and  the  issue  of  the 
patent  owned  by  defendant,  and  under  which  it  manufactures,  de- 
fendant acquired  three  separate  patents,  each  apparently  with  the 
hope  of  accomplishing  the  result  effected  by  plaintiff's  patent,  but 
without  success,  and  that  the  still  later  Imus  patent,  under  which 
defendant  operates,  was  obviously  designed  to  accomplish  the  result 
found  in  plaintiff's  patent  and  in  the  same  manner,  so  far  as  possible 
without  infringing.  While  no  criticism  is  intended  upon  this  action, 
yet  the  history  stated,  in  connection  with  the  previous  history  of  the 
art,  helps  to  throw  light  upon  the  question  of  infringement. 

In  ov/r  opinion  plamtiff  is  not  limited  hy  the  prior  art^  or  hy  the 
terms  of  his  claims^  or  both^  to  the  specific  construction  shown  in  his 
patent.  We  thimk  defendant  shovid  be  held  to  infringe  each  of  the 
six  claims  in  suit. 

The  judgment  of  the  district  court  is  accordingly  affi/mied. 


[Supreme  Court  of  the  United  States.] 

Bone  v.  Commissioners  of  Marion  County. 

Decided  December  15, 1919. 

272  O.  G.,  734;  251  U.  S,.  184. 

1.  Patents — Retainino-Wall — Patent  Not  Infringed. 

Patent  No.  705,732,  (claims  1.  3.  5,  16,  and  17,)  to  Frank  A.  Bone,  for  the 
combination,  with  a  retaining- wall  having  a  heel,  of  a  metal  structure 
embedded  vertically  in  the  wall  and  obliquely  in  the  heel,  so  that  the  weight 
of  the  retained  material  upon  the  heel  of  the  metal  structure  will  operate 
to  retain  the  wall  in  vertical  position,  or  of  such  a  structure  having  also  a 
toe  oppostle  to  the  heel,  was  anticipated  In  ts  broad  aspects  by  other  patents 
and  publcations  as  to  Its  specific  form ;  Held  not  Infringed. 

2.  Same — ^Anticipation — Foreign  Patents  and  Pubucations. 

Patentable  novelty  or  originality  cannot  be  asserted  of  a  device  which 
has  previously  been  described  In  printed  publications  in  foreign  countries, 
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although  unknown  to  the  patentee  or  to  others  In  this  country.     (Rev. 
Stat&,  sec.  4S86,  ch.  391 ;  29  Stat,  692,  p.  144 ;  249  Fed.  Rep.,  211,  affirmed.) 

The  case  is  stated  in  the  opinion. 

Mr.  Clarence  E.  Mehlhope  {Mr.  Arthur  H.  EwaJd  on  the  brief) 
for  the  petitioner. 

Mr.  V.  H.  Lockwood  for  the  respondents. 

Mr.  Justice  McKenna  delivered  the  opinion  of  the  Court. 

Suit  brought  in  the  District  Court  of  the  United  States  for  the 
District  of  Indiana  to  restrain  the  infringement  of  a  patent  for  a 
retaining-wall,  which,  to  quote  petitioner,  is — 

a  wall  to  prevent  the  material  of  an  embankment  or  cut  from  sliding. 

After  issue  joined  and  proofs  submitted,  the  district  court  (Ander- 
son, J.)  entered  a  decree  dismissing  the  bill  for  want  of  equity.  The 
decree  was  affirmed  by  the  circuit  court  of  appeals,  to  review  which 
action  this  writ  of  certiorari  was  granted. 

The  bill  in  the  case  is  in  the  conventional  form  and  alleges  inven- 
tion, the  issue  of  a  patent  numbered  705,732,  and  infringement  by 
respondent.  The  prayer  is  for  treble  damages,  an  injimction  and 
accoimting. 

The  answer  of  respondent  is  a  serial  denial  of  the  allegations  of 
the  bill  and  avers  anticipation  of  petitioner's  device  by  prior  patents 
and  publications,  in  this  and  other  countries. 

This  summary  of  the  issues  is  enough  for  our  purpose  and  we  need 
only  add  preliminarily  to  their  discussion  that  Bone's  device  has 
the  sanction  of  a  patent  and  a  decision  sustaining  it  by  the  District 
Court  for  the  Northern  District  of  Ohio  and  the  Circuit  Court  of 
Appeals  for  the  Sixth  Circuit.  The  difference  of  decision  in  that 
circuit  and  the  seventh  circuit  is  an  important  consideration  and  must 
be  accounted  for,  which  is  best  done  by  a  display  of  the  patent  and 
the  case. 

First  as  to  the  patent:  It  describes  the  invention  as  being  one 
that^ 

relates  to  improvements  In  retainlng-walls  for  abutments  of  bridges  ♦  ♦  •, 
and  such  places  as  it  is  desired  to  retain  earth  or  other  matter  permanently  in 
place  with  its  face  at  an  angle  nearer  vertical  than  it  would  naturally  repose 
when  exposed  to  the  action  of  the  elements  or  gravity ; 

and — 

consists  principally  of  introducing  into  masonry  of  concrete,  stone,  or  brick  a 
framework  of  steel  or  iron  in  such  a  way  that  the  whole  waU  is  so  much 
strengthened  thereby  that  the  volume  of  the  masonry  may  be  greatly  reduced, 
and  yet  the  height,  base,  and  strength  against  overturning,  bulging,  or  setting 
will  still  be  ample. 

The  following  figure  represents  a  cross-sectional  view  of  the 
device — ^A  representing  the  masonry,  B  the  material  retained  and  B* 
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the  earth  on  which  the  wall  rests.    The  metal  parts  within  A  are 
indicated  by  the  smaller  letters. 


The  patent  does  not  insist  upon  that  form  of  the  masonry  in  all 
particulars.  The  base  of  the  wall  may  be,  it  is  said,  "  varied  to  suit 
the  circumstances ; "  the  base  may  extend  to  the  rear  rather  than  the 
front — 

with  proper  proportions  of  metal  ♦  ♦  •  the  form  shown  in  the  drawings 
being  what  might  be  called  an  Inverted  T,  while  those  suggested  would  be  in 
the  form  of  an  L  or  reversed  L. 

The  utility  of  the  wall  of  these  shapes  is  represented  to  be  that 
it  is — 

not  so  liable  to  be  overturned  from  the  pressure  of  material  behind  it  as  would 
a  wall  of  the  same  height  and  area  of  section,  but  having  a  rectangular  trape- 
zoidal or  triangular-shaped  section, 

the  latter  shapes  requiring  more  masonry.  And  it  is  said  that  the 
patented  wall,  "  having  more  base  and  less  weight "  than  such  other 


will  rest  more  securely  on  a  soft  or  yielding  foundation,  the  weight  of  the 
material  resting  on  the  heel — 

causing  the  latter — 

to  press  on  the  earth  below  and  thus  cause  friction  to  prevent  the  whole  wall 
from  sliding  outward. 

This  is  the  especial  effect  of  the  patent,  achieved  by  the  wall  of  the 
shape  described  and  distinguishes  it,  is  the  contention,  from  the 
retaining- walls  of  the  prior  art. 

The  patentee  admits,  however,  that  retaining-walls  had  been  "  con- 
structed of  concrete  and  steel,  but  none"  to  his  "knowledge"  had 
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"  been  supported  on  their  own  base  as  "  his,  nor  had  "  any  of  them 
entirely  inclosed  the  steel  within  the  concrete  "  nor  had  ^'  any  of  them 
used  the  weight  of  the  material  retained  as  a  force  to  retain  itself." 

Such,  then,  is  the  wall  and  the  utility  attributed  to  it.  The  com- 
binations which  may  be  made  with  it  are  set  forth  in  17  claims,  of 
which  1,  3,  5, 16  and  17  are  involved  in  the  present  action.  Counsel 
for  petitioner  considers,  however,  that  1  and  17  are  so  far  illustra- 
tive that  the  others  need  not  be  given.    They  are  as  follows : 

1.  The  combination  with  a  retaining-waU  having  a  heel,  of  a  metal  structure 
embedded  vertically  In  said  wall  and  obliquely  in  said  heel,  so  that  the  weight 
of  the  retained  material  upon  the  heel  of  the  metal  structure  will  operate  to 
retain  the  wall  in  vertical  position. 

17.  The  combination  with  a  retaining-wall  having  an  Inclined  heel  and  a  toe 
at  opposite  sides  thereof,  of  a  metal  structure  embedded  within  said  wall  and 
heel,  said  structure  consisting  of  upright  bents  at  the  back  part  of  the  vertical 
wall  and  continuing  down  along  the  upper  part  of  the  heel  of  said  wall  to  the 
back  part  thereof,  whereby  by  reason  of  the  toe  and  the  heel  the  weight  of  the 
retained  material  upon  the  heel  of  the  metal  structure  wiU  operate  to  maintain 
the  wall  is  a  vertical  position. 

So  much  for  the  device  of  the  patent.  How  far  was  it  new  or  how 
far  was  it  anticipated  ? 

Bone's  idea  was  conceived  in  1898  and  his  patent  issued  in  1902 
upon  an  application  made  in  1899,  but  according  to  his  counsel,  the 
value  of  the  invention  was  not  recognized  "  until  after  the  lapse  of 
several  years,"  when  he,  Bone,  brought  a  suit  against  the  city  of 
Akron,  Ohio,  in  the  District  Court  for  the  Northern  District  of  Ohio, 
in  vindication  of  the  patent  and  in  reparation  for  its  infringement. 
He  was  given  a  decree  which  was  affirmed  by  the  Circuit  Court  of 
Appeals  for  the  Sixth  Circuit.  {City  of  Akron  v.  Bone^  221  Fed. 
Rep.,  944.) 

The  district  court  (Judge  Day)  gave  a  clear  exposition  of  the 
patent,  the  relation  of  its  metal  parts  ^  to  the  masonry  parts,  and 
their  cooperating  functions,  and  adjudged  the  patent  valid  and  the 
wall  of  the  city  of  Akron  an  infringement  of  it. 

^  The  following  is  an  extract  from  Judge  Day's  opinion : 

*' The  reinforcing  members  [metallic  members]  are  placed  near  the  back  face  of  th(^ 
wall  and  heel  and  near  the  lower  face  of  the  toe.  The  oblique  reinforcing  bars  in  the 
heel  acting  in  conjnnctlon  with  the  aprights  serre  the  function  of  a  cantUeirer  beam 
whereby  the^'elght  of  the  material  pressing  upon  the  heel  is  transferred  to  the  upright 
portion  of  the  wall  and  operates  to  retain  the  wall  In  a  vertical  position.     •     •     * 

"  Considering  the  claims  of  the  patent,  and  the  testimony,  I  am  of  the  opinion  that 
Bone,  the  patentee,  was  the  first  to  reinforce  the  retaining  wall,  or  similar  wall  of  con- 
crete or  masonry  In  such  a  manner  that  the  weight  of  the  retained  material  would  be 
utilized  to  impart  through  the  reinforcing  members  tensile  resistance  to  the  stem  or  rer- 
tical  part  of  the  wall,  thereby  fortifying  this  part  of  the  wall  against  breaking  strains. 

*'  This  was  an  advancement  in  the  art  and  possessed  novelty  and  the  structure  of  the 
defendant  city  Infringed  this  patent. 

"  While  many  of  the  features  of  concrete  structures  were  old,  yet  this  combination  as 
outlined  and  described  in  this  Bone  application  for  a  patent,  was  new.  It  is  also  In  evi- 
dence that  there  has  been  a  large  sale  and  general  acquiescence  in  the  Bone  patent." 


Digitized  by 


Google 


BONE  V.   COMMISSIONERS  OF  MARION  COUNTY.  461 

The  circuit  court  of  appeals  affirmed  the  decree.  The  court  said 
that  the  record  disclosed  nothing  which  anticipated  "  the  substantial 
thought  of  the  patent."  If  it  had  done  so,  or,  to  quote  the  exact  lan- 
guage of  the  court — 

if  the  prior  art  had  shown  a  structure  Intended  for  a  retaining  wall,  and  having 
a  heel  such  that  the  weight  of  the  earth  thereon  would  tend  to  keep  the  w^all 
erect,  It  might  be  dif&cult  to  find  invention  in  merely  adding  the  form  of 
reinforcement  most  suitable  to  create  the  desired  tensile  strength;  but  we 
find  no  such  earlier  structures/ 

On  application  for  rehearing  the  court  refused  to  direct  the  dis- 
trict court  to  open  the  case  to  permit  the  defendant  to  put  in  proof 
regarding  a  German  publication  of  1894. 

Those  decisions  confronted  the  district  court  in  the  present  suit  and 
fortified  the  pretensions  of  the  patent.  They  were  attacked,  however, 
as  having  been  pronounced  upon  a  different  record  and  this  conclu- 
sion was  accepted  by  the  district  court.  The  latter  court  found  from 
the  new  evidence  the  existence  of  a  structure  upon  the  non-existence 
of  which  the  Circuit  Court  of  Appeals  for  the  Sixth  Circuit  based  its 
conclusion.  The  district  court  said  that  Bone  was  not  the  first  to  do 
the  things  he  asserted  he  was  the  first  to  do,  and  that  whatever  the 
record  in  the  sixth  circuit  might  have  shown,  so  far  as  the  record  be- 
fore the  court  "  was  concerned,  the  absolute  converse  of  that  proposi- 
tion "  had  "  been  demonstrated.'' 

The  court,  therefore,  as  we  have  said,  dismissed  the  bill  for  want 
of  equity. 

The  decree  was  affirmed  by  the  circuit  court  of  appeals;  indeed, 
the  reasoning  of  the  district  court  was  approved  after  painstaking 
consideration  of  the  patent  and  an  estimate  of  the  anticipatory  de- 
fenses; none  of  which  the  court  said  was  introduced  in  the  Akron 
case,  "otherwise  a  different  conclusion  would  have  been  reached," 
adducing  the  opinion  of  the  court.  (249  Fed.  Rep.,  214.)  This  be- 
ing so,  and  there  is  no  doubt  it  is  so,  the  present  case  is  relieved  of 

*  The  following  Is  an  extract  from  the  opinion  of  the  circnlt  court  of  appeals : 
*'  The  record  discloses  nothing  anticipating  the  substantial  thought  of  the  patent. 
Masonry  or  concrete  retaining  walls  were  deep  and  heavy,  and  maintained  by  gravity  in 
their  resistance  against  a  horizontal  stress.  There  was  no  occasion  for  reinforcement. 
Sastalning  walls  had  been  built  of  concrete  with  vertical  reinforcement ;  but  they  were 
maintained  against  side  strain  by  crosa-ties  or  beams,  without  which  they  might  tip  over. 
If  the  prior  art  had  shown  a  structure  Intended  for  a  retaining  wall,  and  having  a  heel 
snch  that  the  weight  of  the  earth  thereon  would  tend  to  keep  the  wall  erect,  it  might  be 
difficult  to  find  Invention  In  merely  adding  the  form  of  reinforcement  most  suitable  to 
create  the  desired  tensile  strength;  but  we  find  no  such  earlier  structures.  Those  which 
have  that  shape  are  sustaining  walls  only,  and  were  so  obviously  unfit  for  use  as  retain- 
ing walls  that  no  one  seems  to  have  seen  the  utility  for  that  purpose,  of  which  the  form, 
when  properly  adapted  and  strengthened,  was  capable.  There  is  also  a  prior  wall,  wholly 
of  metal,  fairly  disclosing  a  unitary  heel  adapted  to  hold  the  wall  erect ;  but  to  see  that 
this  could  become  merely  a  skeleton  embedded  in  concrete  may  well  have  required,  in 
1898,  more  than  ordinary  vision.  Upon  the  whole,  we  think  invention  was  involved,  and 
i?^e  claims  are  valid." 
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the  authority  or  persuasion  of  the  Akron  case  and  it  becomes  neces- 
sary to  consider  the  prior  art  and  decide  the  extent  and  effect  of  its 
anticipation. 

We  have  given  a  cross-section  of  the  device  of  the  patent,  showing 
its  shape  and  strengthening  "  metallic  members,"  and  the  patent  in- 
forms of  their  cooperative  fimction.  We  reproduce  the  device  and 
set  by  its  side  the  Marion  county  wall  for  comparison. 


BONB  MABIONCoinfTT 

If  we  may  assign  novelty  to  the  Bone  wall  and  consider  it  a  broad 
advance  upon  the  prior  art  (the  extent  of  its  advance,  if  any,  we 
shall  consider  later,)  we  may  assign  infringement  of  it  by  the  Marion 
county  wall.  To  an  examination  of  the  prior  art  we  are,  therefore, 
brought. 

It  would  be  difficult  to  add  anything  to  the  consideration  and  com- 
ment of  the  court  of  appeals.  The  court  cited  in  support  of  its  judg- 
ment a  patent  issued  to  Francois  Coignet  in  1869,  and  one  issued  to 
Stowell  &  Cunningham  in  1899  upon  an  application  made  in  1897» 
and  two  articles  written  by  P.  Planat  which  appeared  in  1894  and 
1896  in  a  scientific  magazine  called  "Za  Construction  Modeme^^'^ 
published  in  Paris;  also  a  publication  which  appeared  in  Germany 
in  1894  concerning  a  wall  which  is  given  the  name  of  Bauzeitung 
wall.  The  article  recites  that  a  "  utility  model  patent "  had  been 
granted,  consisting  "  of  a  vertical  and  a  horizontal  member." 

The  Coignet  patent  is  somewhat  indefinite.  It  relates,  according 
to  its  declaration,  to  "monolithic  structures,  or  articles  made  of 
artificial  stone  paste"  into  which  irregular-shaped  irons  are  intro- 
duced to  be — 

arranged  In  such  a  manner  as  to  Interlace  each  other,  so  that  by  the  combina- 
tion of  this  metaUic  skeleton  and  of  apgrlomerated  artlflclal-stone  paste  the 
thickness  of  the  walls  or  size  of  the  articles  may  be  considerably  reduced  and 
yet  great  strength  be  attained. 

It  will  be  observed  that  there  is  nothing  explicit  of  how  "  stone 
paste  "  and  the  "  irregular  shaped  irons  "  operate  or  cooperate,  aside 
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from  their  cohesion  or  interlacing.  Their  arrangement  is  not  definite 
as  the  "'  metallic  members  "  in  the  Bone  patent  are,  so  that  there 
might  be  as  in  that  patent,  reinforcing  metal  in  the  heel  of  the  wall 
acting  with  its  upright  portion  serving  the  function,  to  quote  Judge 
Day— 

of  a  cantilever  beam  whereby  the  weight  of  the  material  pressing  upon  the 
heel  is  transferred  to  the  upright  portion  of  the  wall  and  operates  to  retain  the 
wall  in  a  vertical  position. 

If  there  was  any  prophecy  (to  borrow,  counsels'  word)  in  it  the 
world  was  slow  to  discern  it,  and  we  are  not  disposed  to  give  much 
anticipating  effect  to  it,  a  view  in  which  we  have  confirmation  in 
the  disclaimer  of  Bone — he  conceding  he  was  not  the  first  to  discover 
the  art  of  reinforcing  concrete. 

The  Planat  publications  are  more  explicit.  We  there  see  a  rela- 
tion between  the  metallic  and  masonry  parts  of  a  wall  and  their 
cooperation  to  produce  strength  in  the  wall  and  resistance  to  the 
pressure  of  and  bulging  from  the  stress  of  earth  behind  it.  Both 
articles,  the  court  of  appeals  said,  "deal  with  retaining  walls  of 
reinforced  concrete  of  the  cantilever  type"  and  quoted  from  the 
article  of  1896  as  follows : 

These  computations  suppose  that  one  has  effectively  realized  the  fixing  of  the 
vertical  wall  to  the  horizontal  slab  at  their  Junction.  This  fixing  requires 
special  precautions.  The  bars  at  the  point  of  juncton  exert  a  pulling  force 
which  tends  to  pull  them  out  of  the  concrete.  ♦  ♦  •  But  here  we  have  only 
a  half  beam  on  a  cantilever  span.  It  is  necessary  that  the  extremities  of  the 
bars  in  the  region  of  fixation  should  be  held  in  a  sufficient  mass  of  concrete  or 
maintained  by  some  other  means.    ♦    ♦    ♦ 

One  Is  able  to  reduce  these  projections  in  a  very  large  measure  if  one  takes 
care  to  bind  together  the  vertical  bars  and  the  horizontal  bars  at  their  point 
of  intersection.  In  this  way  the  pull  of  the  bar  is  carried  not  only  on  its 
prolongation,  arranged  for  anchorage,  but  also  on  the  bar  which  is  per- 
pendicular to  it  and  whose  great  length  permits  it  to  offer  a  large  resistance  to 
the  force  tending  to  pull  it  out  transversely. 

The  court  did  not  enlarge  upon  other  examples  of  the  prior  art 
nor  do  we  think  that  it  is  necessary  to  do  so.  The  court,  however, 
referred  to  a  publication  in  "  Bauzeitimg  "  and  the  patent  to  Stowell 
&  Cunningham.  The  former  is  too  technical  to  quote  and  the  latter 
has  not  the  simplicity  of  the  Bone  device ;  but  both  publication  and 
patent  represent  structures  that  resist  a  tendency  to  tilting  or  bulging 
from  the  pressure  of  the  earth  in  their  rears.  The  Bauzeikmg  article 
did  this  by  a  wall  which  consisted  of  a  "  vertical  and  a  horizontal 
member  "  which  were  "  rigidly  connected  with  each  other  "  and — 

the  ratios  are  so  chosen  that  the  resultant  of  the  earth  thrust  passes  through 
the  horizontal  part  or  through  the  foundation  respectively,  so  that  there  exists 
no  longer  any  tendency  to  tilting  so  long  as  the  two  parts  continue  to  be  firmly 
connected  with  each  other. 
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It  is  'further  said : 

To  Increase  the  stability,  the  horizontal  part  is  furthermore  connected  at 
Its  rear  end  by  means  of  anchors  with  the  underground. 

It  will  be  observed,  therefore,  that  there  are  no  metallic  reinforcing 
members.  It  is  the  shape  of  the  wall— one  having  a  base  extending 
to  the  rear  in  the  form  of  an  L,  the  exact  antecedent  of  one  of  the 
shapes  described  by  Bone  as  having  advantage  over  other  shapes. 
And  there  was  also  the  suggestion  of  the  value  of  a  firm  connection 
between  the  "  vertical  and  horizontal  member."  In  other  words,  the 
publication  showed  a  retaining-wall  haiving  a  heel  such  that  the 
weight  of  the  earth  thereon  would  tend  to  keep  the  wall  erect,  an 
effect  and  operation  that  Bone  declares  in  his  patent  no  wall  had 
attained  prior  to  his  invention.  And  that  effect  and  operation  the 
Circuit  Court  of  Appeals  for  the  Sixth  Circuit  considered  the  essence 
of  the  Bone  patent  and  the  court  said  that — 

it  might  be  difficult  to  find  invention  in  merely  adding  the  form  of  reinforcement 
most  suitable  to  create  the  desired  tensile  strength. 

The  Stowell  &  Cunningham  structure  is,  as  we  have  said,  somewhat 
complex  in  its  mechanical  parts.  But  these  are  but  details;  the 
physical  laws  that  they  are  to  avail  of  are  explained  so  that  "the 
volume  of  masonry"  of  retaining- walls  may  be  reduced  yet  retain 
their  strength  by  the  use  of  metallic  reinforcements. 

Counsel  attack  the  sufficiency  of  the  asserted  anticipations,  espe- 
cially the  publications,  and  in  effect  say  that  whatever  conceptions 
lurked  in  them  conveyed  no  suggestion  of  a  "concrete  entity,"  to 
use  counsels'  words,  to  execute  them  and  lament  that  Bone  should  be 
robbed  of  the  credit  and  reward  of  adding  to  the  world  useful  in- 
strumentalities which,  but  for  him,  would  have  remained  in  theories 
and  the  "  dust  from  which  respondent  recovered  them." 

To  execute  theories  by  adequate  instrumentalities  may  indeed  be 
invention,  but  an  answer  to  petitioner's  contention  we  have  given  by 
our  comment  on  the  Bauzeitung  and  Planat  publications  and  the 
fullness  of  their  expositions.  Bone  may  have  been  ignorant  of  them 
and  his  device  may  not  have  been  their  suggestion.  They  seem  to 
have  been  unknown  to  American  engineers,  not  even  the  interest  of 
the  controversy  in  the  sixth  circuit  having  developed  their  existence. 
From  this  local  ignorance  nothing  can  be  deduced  favorable  to  the 
patent.  Its  device  having  been  described  in  printed  publications, 
although  in  foreign  countries,  patentable  novelty  or  originality  can- 
not be  asserted  for  it.  (Sec.  4886,  Rev.  Stats. ;  29  Stat.,  692,  ch.  391.) 
Such  is  the  provision  of  the  law  and  we  cannot  relax  it  in  indulgence 
to  what  may  seem  the  individual's  merit. 
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The  circuit  court  of  appeals,  to  show  the  progress  of  the  prior  art, 
made  use  of  the  illustrations*  of  the.  patents  and  publications  that 
preceded  Bone's  and  we  also  avail  ourselves  of  the  same  to  show  that 
Bone's  patent  was  a  step,  not  a  leap,  in  that  progress,  and  that  the 
only  originality  that  can  be  accord^  it  is  in  its  special  form  and 
there  can  be  no  infringement  except  by  a  copy  of  that  form  or  a 
colorable  imitation  of  it.  We  do  not  think  the  Marion  county  wall 
is  subject  to  either  accusation. 

The  decree  of  the  circuit  court  of  appeaU  is  affirmed. 

Mr.  Justice  Day  took  no  part  in  the  consideration  or  decision  of 
this  case. 


[Supreme  Court  of  the  United  States.] 

Chapman  and  Chapman  v,  Wintroath. 


Decided  March  i,  1920. 

272  O.  G.,  913;  252  U.  S.,  128. 

[For  opinion  below  see  C.  D.,  1918,  9;  248  O.  G.,  1004;  47  App.  D.  C,  428.] 

1.  Patents — Equitable  Estoppel — Copying  Claims  of  Patent. 

An  applicant  who  has  pending  in  the  Patent  Office  an  application  disclos- 
ing but  not  claiming  an  invention  claimed  in  a  patent  granted  on  an 
application  filed  during  such  pendency  is  within  his  rights  In  filing  a 
divisional  application  for  such  invention  within  two  years  after  the  grant- 
ing of  said  patent  and  copying  claims  therefrom  for  the  purpose  of  in- 
terference. 

2.  Same — Divisional  Application  Entitled  to  Benefit  of  Date  of  Original 

Application  Disclosing  the  Invention. 
Divisional  applications  have  not  been  dealt  with  "  in  a  hostile  spirit  by 
the  courts,  but,  on  the  contrary,  designed  as  they  are  to  secure  the  patent 
to  the  first  discoverer,  they  have  been  favored  to  the  extent  that  where 
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an  Inyention  clearly  disclosed  In  an  application,  as  In  this  case,  Is  not 
claimed  therein  but  Is  snbse<;tuently  claimed  In  another  application,  the 
original  will  be  deemed  a  constructive  reduction  of  the  invention  to  prac- 
tice and  the  later  one  will  be  given  the  filing  date  of  the  earlier,  with  all 
of  its  priority  of  right.  (Smith  d  Qriggs  Manufacturing  Co.  v.  Sprague, 
0.  D.,  1887,  616;  41  O.  G.,  1037;  123  U.  S.,  249;  Von  Recmnghauaen  v. 
Dempster,  84  D.  C.  App.,  474.)" 

On  writ  of  certiorari  to  the  Court  of  Appeals  of  the  District  of 
Columbia. 

Mr.  John  L.  Jackson,  {Mr.  Albert  H.  Adams  on  the  brief),  for  the 
petitioners. 

Mr.  Paul  Synnestvedt  for  the  respondent. 

Mr..  Justice  Clarke  delivered  the  opinion  of  the  Court. 

In  1909  Mathew  T.  Chapman  and  Mark  C.  Chapman  filed  an  ap- 
plication for  a  patent  on  an  "improvement  in  deep  well  pumps." 
The  mechanism  involved  was  complicated,  the  specification  intricate 
and  long,  and  the  claims  numbered  thirty- four.  The  application 
met  with  unusual  difficulties  in  the  Patent  Office,  and,  although  it 
'had  been  regularly  prosecuted,  as  required  by  law  and  the  rules  of 
the  Office,  it  was  still  pending  without  having  been  passed  to  patent 
in  1915,  when  the  controversy  in  this  case  arose. 

In  1912  John  A.  Wintroath  filed  an  application  for  a  patent  on 
"  new  and  useful  improvements  in  well  mechanism,"  which  was  also 
elaborate  and  intricate,  with  twelve  combination  claims,  but  a  patent 
was  issued  upon  it  on  November  25, 1913. 

Almost  twenty  months  later,  on  June  6,  1915,  the  Chapmans  filed 
a  divisional  application  in  which  the  claims  of  the  Wintroath  patent 
were  copied,  and  on  this  application  such  proceedings  were  had  in 
the  Patent  Office  that  on  March  24,  1916,  an  interference  was  de- 
clared between  it  and  the  Wintroath  patent. 

The  interference  proceeding  related  to  the  combination  of  a  fluid- 
operated  bearing  supporting  a  downwardly-extending  shaft,  and 
auxiliary  bearing  means  for  sustaining  any  resultant  downward  or 
upward  thrust  of  such  shaft.  It  is  sufficiently  described  in  count 
three  of  the  notice  of  interference : 

3.  In  deep  well  pumping  mechanism,  the  combination  with  pump  means  in- 
cluding a  pump  casing  located  beneath  the  surface  of  the  earth  and  rotary 
impeller  means  in  said  casing,  of  a  downwardly  extending  power  shaft  driven 
from  above  and  adapted  to  drive  said  Impeller  means,  a  fluid  operated  bearing 
cooperating  to  support  said  shaft,  said  fluid  operated  bearing  being  located 
substantially  at  the  top  of  said  shaft  so  that  the  shaft  depends  from  the  fluid 
bearing  and  by  Its  own  weight  tends  to  draw  itself  into  a  substantially  straight 
vertical  line,  means  for  supplying  fluid  under  pressure  to  said  fluid  bearing  Inde- 
pendently of  the  action  of  the  pump  means,  auxiliary  bearing  means  for  sus- 
taining any  resultant  downward  thrust  of  said  power  shaft  and  auxiliary 
bearing  means  for  sustaining  any  resultant  upward  thrust  of  said  power  shaft 
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Wintroatli  admits  that  the  invention  thus  in  issue  was  clearly  dis- 
closed in  the  parent  application  of  the  Chapmans,  but  he  contends 
that  their  divisional  application,  claiming  the  discovery,  should  be 
denied,  because  of  their  delay  of  nearly  twenty  months  in  filing, 
after  the  publication  of  his  patent,  and  the  Chapmans,  while  assert- 
ing that  their  parent  application  fully  disclosed  the  invention  in- 
volved, admit  that  the  combination  of  the  Wintroath  patent  was  not 
specifically  claimed  in  it. 

Pursuant  to  notice  and  the  rules  of  the  Patent  Office,  Wintroath, 
on  April  27,  1916,  filed  a  statement,  declaring  that  he  conceived  the 
invention  contained  in  the  claims  of  his  patent  "on  or  about  the 
first  of  October,  1910,"  and  thereupon,  because  this  date  was  sub- 
sequent to  the  Chapman  filing  date,  March  10,  1909,  the  Examiner 
of  Interferences  notified  him  that  judgment  on  the  record  would  be 
entered  against  him  unless  he  showed  cause  within  thirty  days  why 
such  action  should  not  be  taken. 

Within  the  rule  day  Wintroath  filed  a  motion  for  judgment  in  his 
favor  "on  the  record,"  claiming  that  conduct  on  the  part  of  the 
Chapmans  was  shown,  which  estopped  them  from  making  the  claims 
involved  in  the  interference  and  which  amounted  to  an  abandonment 
of  any  rights  in  respect  thereto  which  they  may  once  have  had. 
The  Chapmans  contended  that  such  a  motion  for  judgment  could  not 
properly  be  allowed — 

until  an  opportunity  hod  been  granted  for  the  introduction  of  evidence. 

But  the  Examiner  of  Interferences,  without  hearing  evidence, 
entered  judgment  on  the  record  in  favor  of  Wintroath,  and  awarded 
priority  to  him,  on  the  ground  that  the  failure  of  the  Chapmans  to 
make  claims  corresponding  to  the  interference  issue  for  more  than 
one  year  after  the  date  of  the  patent  to  Wintroath,  constituted 
equitable  laches  which  estopped  them  from  successfully  making  such 
claims.  This  holding,  based  on  the  earlier  decision  by  the  Court  of 
Appeals  in  Rowntree  v.  Sloan,  (C.  D.,  1916,  192;  227  O.  G.,  744;  45 
App.  D.  C,  207,)  was  affirmed  by  the  Examiner-in- Chief,  but  was 
reversed  by  the  Commissioner  of  Patents,  whose  decision,  in  turn, 
was  reversed  by  the  court  of  appeals  in  the  judgment  which  we  are 
reviewing. 

In  its  decision  the  court  of  appeals  holds  that  an  inventor  whose 
parent  application  discloses,  but  does  not  claim,  an  invention  which 
conflicts  with  that  of  a  later  unexpired  patent,  may  file  a  second 
Application  making  conflicting  claims,  in  order  to  have  the  question 
of  priority  of  invention  between  the  two  determined  in  an  interfer- 
ence proceeding,  but  only  within  one  year  from  the  date  of  the 
patent,  and  that  longer  delay  in  filing  constitutes  equitable  laches, 
which  bars  the  later  application.    By  this  holding  the  court  sub- 
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stitutes  a  one-year  rule  for  a  two-year  rule  which  had  prevailed  in 
the  Patent  Office  for  many  years  before  the  Rowntree  decmon^  ren- 
dered in  1916,  and  the  principal  reason  given  for  this  important 
change  is  that  the  second  application  should  be  regarded  as  sub- 
stantially an  amendment  to  the  parent  application,  and  that  it  would 
be  inequitable  to  permit  a  longer  time  for  filing  it  than  the  one  year 
allowed  by  Revised  Statute  4894  for  further  prosecution  of  an  appli- 
cation after  office  action  thereon. 

The  question  presented  for  decision  is,  whether  this  conclusion  is 
justifiable  and  sound,  and  the  answer  must  be  found  in  the  statutes 
and  rules  of  the  Patent  Office  made  pursuant  to  statute,  prescribing 
the  action  necessary  to  be  taken  in  order  to  obtain  a  patent, — for  the 
whole  subject  is  one  of  statutory  origin  and  regulation. 

The  statute  which  is  fundamental  to  all  others  in  our  patent  law 
(Bev.  Stat.,  4886,  as  amended  March  3, 1897;  29  Rev.  Stat.,  692,  ch. 
391)  provides  with  respect  to  the  effect  of  a  United  States  patent 
upon  the  filing  of  a  subsequent  application  for  a  patent  on  the  same 
discovery,  which  is  all  we  are  concerned  with  here,  that  any  dis- 
coverer of  a  patentable  invention,  not  known  or  used  by  others  in 
this  country,  before  his  invention  or  discovery,  may  file  an  applica- 
tion for  a  patent  upon  it,  at  any  time  within  two  years  after  it  may 
have  been  patented  in  this  country.  Such  a  prior  patent  is  in  no  sense 
a  bar  to  the  granting  of  a  second  patent  for  the  same  invention  to 
an  earlier  inventor,  provided  that  his  application  is  filed  not  more 
than  two  years  after  the  date  of  the  conflicting  patent.  The  appli- 
cant may  not  be  able  to  prove  that  he  was  the  first  inventor  but  the 
statute  gives  him  two  years  in  which  to  claim  that  he  was  and  in 
which  to  secure  the  institution  of  an  interference  proceeding  in  which 
the  issue  of  priority  between  himself  and  the  patentee  may  be  deter- 
mined in  a  prescribed  maimer. 

This  section,  unless  it  has  been  modified,  by  other  statutes  or,  in 
effect,  by  decisions  of  the  courts,  is  plainly  not  reconcilable  with  the 
decision  of  the  court  of  appeals,  and  should  rule  it.  Has  it  been  so 
modified? 

The  section  of  the  Revised  Statutes  dealing  with  inventions  previ- 
ously patented  in  a  foreign  country  (Rev.  Stat.,  4887,  as  amended 
March  3,  1903;  32  Rev.  Stat.,  1226)  provides  that  no  patent  shall  be 
granted  on  an  application  for  a  patent  if  the  invention  has  been 
patented  in  this  or  any  foreign  country  more  than  two  years  before 
the  date  of  the  actual  filing  of  the  application  in  this  country. 

Section  4897  of  the  Revised  Statutes,  (16  Rev.  Stat,  202,  ch.  230, 
sec.  35,)  in  dealing  with  the  renewal  of  an  application  in  case  of  fail- 
ure to  pay  the  final  fee  within  six  months  of  notice  that  a  patent  has 
been  allowed,  provides  that  another  application  may  be  made  for  the 
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invention  "  the  same  as  in  the  case  of  an  original  discovery."  But 
such  application  must  be  made  within  two  years  after  the  allowance 
of  the  original  application. 

And  in  Revised  Statute  4920,  providing  for  pleadings  and  proofs 
in  infringement  suits,  it  is  provided  that  when  properly  pleaded  and 
noticed  the  defendant  may  prove  in  defense  that  the  patent  declared 
on  had  been  patented  prior  to  the  plaintiff's  supposed  invention  "  or 
7nore  than  two  years  prior  to  his  application  for  a  patent  therefor," 
and  also  that  the  subject-matter  of  the  patent  "  had  been  in  public 
use  or  on  sale  in  this  country  for  Tnore  than  two  years  "  before  the 
plaintiff's  application  for  a  patent. 

Thus  through  all  of  these  statutes  runs  the  time  limit  of  two  years 
for  the  filing  of  an  application;  there  is  no  modification  in  any  of 
them  of  the  like  provision  in  Revised  Statute  4886,  as  amended,  and 
no  distinction  is  made  between  an  original  and  a  later  or  a  divisional 
application,  with  respect  to  this  filing  right. 

A  brief  reference  to  the  decisions  will  show  that  until  the  Rown- 
tree  case,  the  courts  had  left  the  filing  right  under  Revised  Statute 
4886  as  untouched  as  the  statutes  thus  had  left  it. 

There  is  no  suggestion  in  the  record  that  the  original  application 
of  the  Chapmans  was  not  prosecuted  strictly  as  required  by  the 
statutes  and  the  rules  of  the  Patent  Office  and  therefore,  it  is  settled, 
their  rights  may  not  be  denied  or  diminished  on  the  ground  that  such 
delay  may  have  been  prejudicial  to  either  public  or  private  interests. 

A  party  seeking  a  right  under  the  patent  statutes  may  avail  himself  of  all 
their  provisions,  and  the  courts  may  not  deny  him  the  benefit  of  a  single  one. 
These  are  questions  not  of  natural  but  of  purely  statutory  right  Ck)ngress,  in- 
stead of  fixing  seventeen,  had  the  power  to  fix  thirty  years  as  the  life  of  a  pat- 
ent. No  court  can  disregard  any  statutory  provisions  In  respect  to  these  mat- 
ters on  the  ground  that  In  its  Judgment  they  were  unwise  or  prejudicial  to  the 
interests  of  the  public.  ( United  States  v.  American  Bell  Telephone  Co.  et  ah, 
C.  D.,  18d7,  442;  79  O.  G.,  1862;  167  U.  S.,  224.) 

In  reissue  cases,  where  there  was  no  statutory  time  prescribed  for 
the  making  of  an  application  for  the  correction  of  a  patent,  and 
although  unusual  diligence  is  required  in  such  cases,  this  court 
adopted  the  two-year  rule  as  reasonable  by  analogy  to  the  law  of 
public  use  before  an  application  for  a  patent.  (Mah/n  v.  Harwood, 
C.  D.,  1885,  144;  151;  30  O.  G.,  657,  660;  112  U.  S.,  354;  WoUen- 
sak  V.  Reiher,  C.  D.,  1885,  314;  31  O.  G.,  1303;  115  U.  S.,  96.) 

To  this  we  must  add  that  not  only  have  later  or  divisional  applica- 
tions not  been  dealt  with  in  a  hostile  spirit  by  the  courts,  but,  on  the 
contrary,  designed  as  they  are  to  secure  the  patent  to  the  first  dis- 
coverer, they  have  been  favored  to  the  extent  that  where  an  invention 
clearly  disclosed  in  an  application,  as  in  this  case,  is  not  claimed 
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therein  but  is  subsequently  claimed  in  another  application,  the  origi- 
nal will  be  deemed  a  constructive  reduction  of  the  invention  to  prac- 
tice and  the  later  one  will  be  given  the  filing  date  of  the  earlier,  with 
all  of  its  priority  of  right.  {Smith  <&  Griggs  Mcmufacturing  Co,  v. 
Sprague,  C.  D.,  1887,  616;  41  O.  G.,  1037;  123  U.  S.,  249;  Von  Reck- 
linghausen V.  Dempster^  C.  D.,  1910,  366;  164  O.  G.,  262;  34  App. 
D.  C,  474.) 

These,  a  few  from  many,  suffice  to  show  that  prior  to  the  Rowntree 
case^  the  decisions  did  not  tend  to  modification  of  the  statutory  two- 
year  rule. 

The  court  of  appeals  recognizes  all  this  law  as  applicable  to  an 
original  application,  but  it  finds  warrant  for  cutting  the  time  limit 
to  one  year  in  the  case  of  later  applications  in  three  reasons,  viz : 
because  it  is  inequitable  to  allow  so  long  a  time  as  two  years  for  filing 
a  new  application,  claiming  a  discovery  for  which  a  patent  has  is- 
sued ;  because  such  a  time  allowance  is  contrary  to  public  policy,  as 
unduly  extending  the  patent  monoj)oly  if  the  new  application  should 
prevail,  and,  finally  and  chiefly,  as  we  have  pointed  out,  because,  re- 
garding such  a  later  application  as  substantially  as  amendment  to 
the  original  application  the  court  discovers,  in  analogy  to  the  time 
allowed  by  statute  for  amendment  to  applications,  (Rev.  Stat.,  4894,) 
a  reason  for  holding  that  the  failure  for  more  than  one  year  to  make 
a  later,  in  this  case  a  divisional,  application,  amounts  to  fatal  laches. 

However  meritorious  the  first  two  of  these  grounds  may  seem  to  be 
they  cannot  prevail  against  the  provisions  of  the  statutes,  {United 
States  V.  American  Bell  Telephone  Co,^  supra^)  and  the  third  does 
not  seem  to  us  persuasive  because  of  the  difference  in  the  kind  of 
notice  which  is  given  to  the  applicant  under  Revised  Statutes  4894 
and  that  given  him  when  a  patent  is  issued  conflicting  with  his 
application. 

The  one-year  provision  of  Revised  Statute  4894,  as  amended  March 
3,  1897,  (29  Rev.  Stat.,  693,)  is  that  an  applicant  for  a  patent,  who 
shall  fail  to  prosecute  his  application  within  one  year  after  Patent 
Office  action  thereon,  "  of  which  notice  shall  have  been  given  "  him, 
shall  be  regarded  as  having  abandoned  his  application,  unless  the 
Commissioner  of  Patents  shall  be  satisfied  that  such  delay  was  un- 
avoidable. But  when  a  conflict  between  inventions  disclosed  in  ap- 
plications escapes  the  attention  of  the  Patent  Office  examiners  (Rev. 
Stat.,  4904)  and  a  patent  is  issued,  with  claims  conflicting  with  the 
disclosures  of  a  pending  application,  the  applicant  receives  only  such 
notice  of  the  conflict  as  he  is  presumed  to  derive  from  the  publica- 
tion of  the  patent.  In  the  one  case  the  notice  is  actual  and  specific, 
in  the  other  it  is  indefinite  and  constructive  only.  When  the  great 
number  of  patents  constantly  being  issued  is  considered,  many  of 
them  of  a  voluminous  and  complicated  character,  such  as  we  have 
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in  this  case,  with  many  and  variously-worded  claims,  such  an  im- 
plied notice  must  necessarily  be  precarious  and  indefinite  to  a  de- 
gree which  may  well  have  been  thought  to  be  a  sufficient  justification 
for  allowing  the  longer  two-year  period  to  inventors  who  must,  at 
their  peril,  derive  from  such  notice  their  knowledge  of  any  conflict 
with  their  applications. 

As  has  been  pointed  out,  the  Examiner  of  Interferences  did  not 
permit  the  introduction. of  any  evidence  with  respect  to  laches  or 
abandonment  and  the  court  of  appeals  rests  its  judgment,  as  he  did, 
wholly  upon  the  delay  of  the  Chapmans  in  filing  their  divisional 
application  for  more  than  one  year  after  the  Wintroath  patent  was 
issued,  as  this  appeared  "  on  the  face  of  the  record."  While  not  in- 
tending to  intimate  that  there  may  not  be  abandonment  which  might 
bar  an  application  within  the  two-year  period  allowed  for  filing,  yet 
upon  this  discussion  of  the  statutes  and  decisions,  we  cannot  doubt 
that  upon  the  case  disclosed  in  this  record,  the  Chapmans  were 
within  their  legal  rights  in  filing  their  divisional  application  at  any 
time  within  two  years  after  the  publication  of  the  Wintroath  patent. 

Tfie  judgment  of  the  court  of  appedU  must  be  reversed. 

Mr.  Justice  MoReynolds  dissents. 


[Supreme  Court  of  the  United  States.] 

BECKwrTH  V.  Commissioner  of  Patents. 

Decided  April  19,  1920. 

274  O.  Q.,  618 ;  252  U.  S.,  588. 

L  Tbadk-Mabks — ^AcT  or   1906,   Section   5   Constbued — Mabks    Merely   De- 

SCBIPTiyE. 

In  the  Trade-Mark  Act  of  1905,  (33  Stat.,  724,)  the  proviso  of  section  5 
that  "  no.  mark  which  consists  ♦  ♦  ♦  merely  in  words  or  devices  which 
are  descriptive  of  the  goods  with  whiich  they  are  used,  or  of  the  character 
or  quality  of  such  goods  •  •  •  shall  be  registered"  is  simply  an  ex- 
pression in  statutory  form  of  the  prior  general  rule  of  law  that  words 
merely  descriptive  are  not  a  proper  subject  for  exclusive  trade-mark  ap- 
propriation. 

2.  Same — Same. 

The  requirement  of  the  act  of  1905,  section  5,  that  "  no  mark  by  which 
the  goods  of  the  owner  of  the  mark  may  be  distinguished  from  other  goods 
of  the  same  class  shall  be  refused  registration  as  a  trade-mark  on  account 
of  the  nature  of  such  mark  unless,  etc."  is  Just  as  imperative  as  the  pro- 
hibition of  the  proviso  against  registration  in  cases  specified. 

3.  Same — ^Registration — Liberal  Attitude  Shoxtld  be  Adopted. 

"  Of  course,  refusal  to  register  a  mark  does  not  prevent  a  former  user 
from  continuing  its  use,  but  it  deprives  him  of  the  benefits  of  the  statute. 
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and  this  should  not  be  done  if  it  can  be  avoided  by  fair,  even  liberal,  con- 
struction of  the  act,  designed  as  it  Is  to  promote  the  domestic  and  foreign 
trade  of  our  country." 

4.  Same — Composite   Marks    Containing    Descriptive    Terms — Registration 

Not  Prohibited. 

A  composite  mark  including  arbitrary  matter  and  a  descriptive  term 
forming  a  definitely-positioned  part  of  the  mark  does  not  fall  within  the 
terms  of  the  statute,  since  such  a  mark  does  not  consist  merely  ("only") 
of  descriptive  words. 

5.  Same — Same — ^Requirement  to  Delete  Descriptive  Words  Improper. 

The  requirement  that  descriptive  words  constituting  part  of  a  composite 
mark  be  deleted  as  a  prerequisite  to  registration  Held  improper,  since 
such  deletion  would  often  result  in  so  changing  the  mark  sought  to  be  reg- 
istered from  the  form  In  which  it  had  been  used  in  actual  trade  that  It 
would  not  be  recognized  as  the  same  mark. 

6.  Same — Same — Practice  of  Allowing  Disclaimers  Approved. 

"While  there  is  no  specific  provision  for  disclaimers  in  the  trade-mark 
statute,  the  practice  of  using  them  is  commended  to  our  Judgment  by  the 
statement  of  the  Commissioner  of  Patents  that,  so  far  as  known,  no  harm 
came  to  the  public  from  the  practice  of  distinguishing,  without  deleting, 
non-reglstrable  matter  In  the  drawing  of  the  mark  as  registered,  when  a 
statement,  forming  a  part  of  the  record,  was  required  that  the  applicant 
was  not  making  claim  to  an  exclusive  appropriation  of  such  matter  except 
In  the  precise  relation  and  association  in  which  it  appeared  In  the  drawing 
and  description." 

7.  Same — **Moi8tair  Heating  System" — Descriptive. 

The  words  "Molstalr  Heating  System"  applied  to  "hot  air  and  com- 
bined hot  air  and  hot  water  heaters  and  furnaces  "  are  merely  descriptive 
of  a  claimed  property  or  quality  of  applicant's  heating  system,  that  by  It 
moisture  Is  Imparted  to  the  air  In  the  process  of  heating. 

8.  Same — Same — Composite  Mark — Registration. 

A  trade-mark  for  heating  systems  consisting  of  certain  arbitrary  matter 
and  the  descriptive  words  "Molstalr  Heating  System  "  Held  registrable 
If  an  appropriate  disclaimer  of  the  descriptive  words  be  made  by  the  Ap- 
plicant 

On  WRIT  of  certiorari  to  the  Court  of  Appeals  of  the  District  of 
Columbia. 

Mr.  Harry  C.  Howard  for  the  petitioner. 

Assistant  Attorney-General  Davis  and  Mr.  Edward  G.  Curtis  for 
the  Commissioner  of  Patents. 

Mr.  Justice  Clarke  delivered  the  opinion  of  the  Court. 

The  petitioner,  a  corporation,  filed  an  application  in  the  Patent 
OflScer  for  the  registration  of  a  trade-mark,  which  is  described  as 
follows : 

A  design  like  a  seal,  comprising  the  head  of  an  Indian  chief  surmounting  a 
scroll  bearing  his  name,  "  Doe-Wah-Jack  "  and  surrounded  by  a  circle,  outside 
of  which  appeared  the  words  "  Round  Oak  *'  and  "  Molstalr  Heating  System  '* 
in  a  circle,  and  the  whole  being  surrounded  by  a  wreath  of  oak  leaves. 
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It  will  be  useful  to  reproduce  the  drawing  filed  with  this  appli- 
cation : 


It  was  averred  that  the  petitioner  had  used  the  mark  for  more  than 
eighteen  months  before  the  application  was  made  by  applying  it  to— 

hot  air  and  combined  hot  air  and  hot  water  heaters  and  furnaces  by  haying 
the  same  cast  into  the  metals  of  which  the  systems  were  constructed. 

The  Commissioner  found  that  the  mark  did  not  conflict  with  any 
other  that  was  registered,  and  that  the  petitioner  was  entitled  to 
the  exclusive  use  of  it  excepting  the  words  "  Moistair  Heating  Sys- 
tem." It  was  ordered  that  the  mark  might  be  registered  if  the  ex- 
cepted words,  objectionable  because  descriptive,  were  "erased"  or 
"  removed  "  from  it,  but  that  the  filing  of  a  disclaimer  would  not 
suffice  to  secure  registration. 

Not  satisfied  with  this  result,  the  petitioner  appealed  to  the  Court 
of  Appeals  of  the  District  of  Columbia,  and  its  judgment  affirming 
the  decision  of  the  Commissioner  of  Patents  is  before  us  for  review. 

The  ground  of  both  decisions  is  that  the  words  "  Moistair  Heating 
System  "  are  merely  descriptive  of  a  claimed  merit  of  the  petitioner's 
system — ^that  in  the  process  of  heating,  moisture  is  added  to  the  air — 
and  that  one  person  may  not  lawfully  monopolize  the  use  of  words 
in  general  use  which  might  be  used  with  equal  truthfulness  to  de- 
scribe another  system  of  heating.  For  this  reason  it  was  held  that 
the  case  falls  within  the  proviso  of  the  registration  act  of  1905,  de- 
claring that  no  mark  consisting  merely  in  words  or  devices  which 
are  descriptive  of  the  goods  with  which  they  are  used  or  of  the 
character  or  quality  of  such  goods  shall  be  registered  under  the  terms 
of  the  act.  (Act  of  Feb.  20, 1905,  sec.  5,  33  Stat.,  725 ;  amended  Jan. 
8, 1913,  87  Stat.,  649.) 

No  question  of  patent  right  or  of  unfair  competition,  or  that  the 
design  of  the  trade-mark  is  so  simple  as  to  be  a  mere  device  or  con- 
trivance to  evade  the  law  and  secure  the  registration  of  non-regis- 
trable  words,  is  involved.  {Nairn  Linoleum  Go.  v.  Ringwalt  Lino- 
leum Works,  C.  D.,  1917,  136;  237  O.  G.,  919;  46  App.  D.  C,  64.) 

This  statement  makes  it  apparent  that  the  question  presented  for 
decision  is:  Whether  the  applicant  mr.y  lawfully  register  the  words 
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"  Moistair  Heating  System  "  when  combined  with  the  words  "  Round 
Oak,"  as  a  part  of  its  purely  fanciful  and  arbitrary  trade-mark  de- 
sign, as  shown  in  the  drawing  filed,  and  when  claim  to  exclusive  use 
of  the  words  apart  from  the  mark  shown  in  the  drawing  is  disclaimed 
on  the  record? 

An  account  of  the  process  of  decision,  in  the  Patent  Office  and 
in  the  court  of  appeals,  by  which  the  result  in  this  case  was  arrived 
at,  as  it  appears  in  the  brief  of  the  Commissioner  of  Patents  is 
suggestive  and  useful.  From  this  we  learn  that  when  a  mark 
has  been  presented  for  registration  consisting  merely  (only)  of 
descriptive  words  or  devices,  registration  has  been  uniformly  re- 
fused. When  "  composite  "  marks — such  as  contain  both  registrable 
and  non-registrable  matter — have  been  presented  for  registry  with 
features  in  them  which  conflicted  with  earlier  marks,  registered 
by  other  than  the  applicant,  the  complete  rejection,  "eradication," 
of  the  conflicting  portions  has  been  uniformly  required  before 
registry  was  allowed.  But  where  there  was  no  such  conflict,  and 
the  only  objection  was  that  descriptive  words  were  used,  the  prac- 
tice of  the  Patent  Office  prior  to  the  decision,  in  1909,  of  Johnson  v. 
Brandau  (C.  D.,  1909,  298;  139  O.  G.,  732;  32  App,  D.  C,  848) 
was  to  permit  the  registration  of  marks  containing  such  words, 
where  they  were  associated  with  registrable  words  or  were  a  part 
of  an  arbitrary  or  fanciful  design  or  device,  it  being  considered 
not  necessary  to  delete  the  descriptive  matter,  even  when  it  was 
an  essential  part  of  the  composite  trade-mark  as  it  had  been  used 
by  the  applicant,  provided  it  was  clearly  not  susceptible  of  exclu- 
sive appropriation  under  the  general  rules  of  law.  After  the  deci- 
sion of  Johnson  v.  Brandau  (C.  D.,  1909,  298;  189  O.  G.,  782; 
82  App.  D.  C,  848)  a  practice  grew  up  in  the  Patent  Office,  not 
provided  for  in  the  statute,  of  allowing  an  applicant  to  disclaim 
objectionable  descriptive  words  in  cases  where  to  require  their 
actual  removal  would  result  in  so  changing  the  mark  that  it  would 
not  readily  be  recognized  as  that  shown  in  the  drawing  or  specimen 
filed  with  the  application.  The  customary  form  of  such  disclaimer 
was  a  statement  filed  that  no  claim  was  made  to  the  designated 
words,  as  for  example,  "  Moistair  Heating  System,"  apart  from  the 
mark  shown  in  the  drawing — ^this  was  interpreted  as  meaning  that 
only  when  taken  in  connection  with  the  remaining  features  of  the 
mark  did  the  applicant  make  claim  to  their  exclusive  use.  {Ex  forte 
The  Illinois  Seed  Co,,  C.  D.,  1915, 17;  219  O.  G.,  981.) 

Such  disclaimer  became  a  part  of  the  applicant's  statement  in  the 
record  and  necessarily  formed  a  part  of  the  certificate  of  registra- 
tion as  it  would  appear  in  the  copies  of  it  furnished  to  the  applicaiil^ 
and  the  public,  pursuant  to  section  11  of  the  act. 
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Then  came  the  decisions  in  Fischbeck  Soap  Co.  v.  Kleeno  Mamu- 
factoring  Co.  (C.  D.,  1916,  168;  216  O.  G.,  688;  44  App.  D.  C,  6, 
and  Nairn  Linoleum  Co.  v.  Ringwalt  Linoleum  Worka^  C.  D.,  1917, 
136;  237  O.  G.,  919;  46  App.  D.  C,  64)  which,  says  the  Commis- 
sioner of  Patents,  were  understood  as  disapproving  the  practice  of 
disclaimer,  and  since  they  were  rendered,  registration  of  merely 
descriptive  matter  has  not  been  allowed  in  any  form,  but  its  actual 
deletion  from  the  trade-mark  drawing  has  been  required, — ^with, 
however,  an  apparent  exception  in  the  case  of  Rinsburger^  (8  T.  M. 
Keps.,  667;  128  MS.  Dec.,  141.)  The  judgment  we  are  considering 
requiring,  as  it  does,  the  "elimination"  of  the  descriptive  words, 
shows  that  the  Commissioner  correctly  interpreted  these  two  deci- 
sions of  the  court  of  appeals. 

It  is  apparent  from  this  rehearsal  that  the  Commissioner  of  Pat- 
ents has  promptly  and  cordially  accepted  for  his  guidance  the  deci- 
sions of  the  court  of  appeals  and,  although  he  avoids  a  controversial 
attitude  in  his  brief  and  gives  a  colorless  history  of  the  practice  of 
his  Office,  still  it  is  manifest  that,  in  this  case  and  in  others,  the 
court  has  very  radically  changed  that  practice  with  respect  to  per- 
mitting registry  of  composite  trade-marks  and  that  its  decisions  have 
turned  upon  the  construction  of  the  second  proviso,  referred  to, 
in  the  fifth  section  of  the  registration  act,  which  is  made  the  basis 
of  the  judgment  we  are  reviewing. 

The  registration  act  of  1906,  (33  Stat.,  724,)  amended  in  1906  (34 
Stat.,  168)  and  in  1909  (36  Stat.,  627)  and  in  1913  (37  Stat.,  649,) 
without  changing  the  substantive  law  of  trade-marks,  provided,  in 
the  manner  prescribed,  for  the  registration  of  marks,  (subject  to 
special  exceptions)  which,  without  the  statute,  would  be  entitled 
to  legal  and  equitable  protection,  and  the  case  before  us  calls  chiefly 
for  the  construction  of  the  provisions  of  section  6  of  that  act,  which, 
so  far  as  here  involved  are  as  follows  : 

No  mark  by  which  the  goods  of  the  owner  of  the  mark  may  be  distlngtilshed 
from  other  goods  of  the  same  class  shall  he  refused  registration  as  a  trade- 
mark on  account  of  the  nature  of  such  mark  unless,  etc    •    ♦    ♦ 

Provided,  that  no  mark  which  consists  ♦  ♦  ♦  merely  In  words  or  devices 
which  are  descriptive  of  the  goods  with  which  they  are  used,  or  of  the  char- 
acter or  quality  of  such  goods  ♦  ♦  ♦  shall  he  registered  under  the  terms 
of  this  act 

It  was  settled  long  prior  to  the  Trade-Mark  Eegistration  Act  that 
the  law  would  not  secure  to  any  person  the  exclusive  use  of  a  trade- 
mark consisting  merely  of  words  descriptive  of  the  qualities,  ingredi- 
ents or  characteristics  of  an  article  of  trade.  This  for  the  reason 
that  the  function  of  a  trade-mark  is  to  point  distinctively,  either  by 
its  own  meaning  or  by  association,  to  the  origin  or  ownership  of 
the  wares  to  which  it  is  applied,  and  words  merely  descriptive  of 


Digitized  by 


Google 


476       DECISIONS  OF  THE  U.  S.  COURTS  IN  PATENT  CASES,  1920. 

(jualities,  ingredients  or  characteristics,  when  used  alone,  do  not  do 
this.  Other  like  goods,  equal  to  them  in  all  respects,  may  be  manu- 
factured or  dealt  in  by  others,  who,  with  equal  truth,  may  use,  and 
must  be  left  free  to  use,  the  same  language  of  description  in  placing 
their  goods  before  the  public.  {Canal  Company  v.  Clark^  1  O.  G., 
279;  13  Wall.,  311;  Ma^mfacturing  Company  v.  Trainer^  C.  D.,  1880, 
464;  17  O.  G.,  1217;  101  U.  S.,  51 ;  ManhMtaoh  Medicine  Co.  v.  Wood, 
C.  D.,  1883,  268;  23  O.  G.,  1925;  108  U.  S.,  218;  Ooodyear^s  India 
Rubier  Glove  Mfg.  Co.  v.  Goody ewr  Rubber  Co.^  C.  D.,  1889,  257; 
46  O.  G.,  122;  128  U.  S.,  598;  Lanjorence  Manufacturing  Co.  \.  Ten- 
nessee  Manufacturing  Co.^  C.  D.,  1891, 415 ;  55  O.  G.,  1528;  188  U.  S., 
537;  Brown  Chemical  Co.  v.  Myer,  C.  D.,  1891,  346;  56  O.  G.,  287; 
139  U.  S.,  540 ;  Elgm  National  Watch  Co.  v.  IlUnoia  Woitch  Case  Co., 
C.  D.,  1901,  273 ;  94  O.  G.,  755 ;  179  U.  S.,  665 ;  Standard  Paint  Co.  v. 
Trinidad  Asphalt  Mfg.  Co.,  C.  D.,  1911,  530;  165  O.  G.,  971;  220 
U.S.,  446.) 

Thus  the  proviso  quoted,  being  simply  an  expression  in  statutory 
form  of  the  prior  general  rule  of  law  that  words  merely  descriptive 
are  not  a  proper  subject  for  exclusive  trade-mark  appropriation,  if 
the  application  in  this  case  had  been  to  register  only  the  words 
"  Moistair  Heating  System  "  plainly  it  would  have  fallen  within  the 
terms  of  the  prohibition,  for  they  are  merely  descriptive  of  a  claimed 
property  or  quality  of  the  petitioner's  heating  system, — ^that  by  it 
moisture  is  imparted  to  the  air  in  the  process  of  heating.  But  the 
application  was  not  to  register  these  descriptive  words  "merely," 
alone  and  apart  from  the  mark  shown  is  the  drawing,  but  in  a  de- 
scribed manner  of  association  with  other  words, "  Kound  Oak,"  which 
are  not  descriptive  of  any  quality  of  applicant's  heating  system,  and 
as  a  definitely  positioned  part  of  an  entirely  fanciful  and  arbitrary 
design  or  seal,  to  which  the  Commissioner  found  the  applicant  had 
the  exclusive  right. 

Since  the  proviso  prohibits  the  registration  not  of  merely  descrip- 
tive words  but  of  a  "  trade-mark  which  consists  ♦  ♦  ♦  merely  " 
(only)  of  such  words — ^the  distinction  is  substantial  and  plain — we 
think  it  sufficiently  clear  that  such  a  composite  mark  as  we  have  here 
does  not  fall  within  its  terms.  In  this  connection  it  must  be  noted 
that  the  requirement  of  the  statute  that  no  trade-mark  shall  be  re- 
fused registration,  except  in  designated  cases,  is  just  as  imperative  as 
the  prohibition  of  the  proviso  against  registration  in  cases  specified. 

While  there  is  no  specific  provision  for  disclaimers  in  the  trade- 
mark statute,  the  practice  of  using  them  is  commended  to  our  judg- 
ment by  the  statement  of  the  Commissioner  of  Patents  that,  so  far  as 
known,  no  harm  came  to  the  public  from  the  practice  of  distinguish- 
ing, without  deleting,  non-registrable  matter  in  the  drawing  of  the 
mark  as  registered,  when  a  statement,  forming  a  part  of  the  record. 
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was  required  that  the  applicant  was  not  making  claim  to  an  exclusive 
appropriation  of  such  matter  except  in  the  precise  relation  and  asso- 
ciation in  which  it  appeared  in  the  drawing  and  description. 

It  seems  obvious  that  no  one  could  be  deceived  as  to  the  scope  of 
such  a  mark,  and  that  the  registrant  would  be  precluded  by  his  dis- 
claimer from  setting  up  in  the  future  any  exclusive  right  to  the  dis- 
claimed part  of  it.  It  seems  obvious  also  that  to  require  the  deletion 
of  descriptive  words  must  result  often  in  so  changing  the  trade-mark 
sought  to  be  registered  from  the  form  in  which  it  had  been  used  in 
actual  trade  that  it  would  not  be  recognized  as  the  same  mark  as  that 
shown  in  the  drawing,  which  the  statute  requires  to  be  filed  with  the 
application,  or  in  the  specimens  produced  as  actually  used,  and  there- 
fore registration  would  lose  much,  if  not  all,  of  its  value.  The  re- 
quired omission  might  so  change  the  mark  that  in  an  infringement 
suit  it  could  be  successfully  urged  that  the  registered  mark  had  not 
been  used, — and  user  is  the  foundation  of  registry  (sec.  2).  Of  this 
last  the  case  before  us  furnishes  an  excellent  example.  To  strike  out 
"  Moistair  Heating  System  "  from  the  applicant's  trade-mark  would 
so  change  its  appearance  that  its  value  must  be  largely  lost  as  desig- 
nating to  prior  purchasers  or  users  the  origin  of  the  heating  system 
to  which  it  was  applied. 

The  commercial  impression  of  a  trade-mark  is  derived  from  it 
as  a  whole,  not  from  its  elements  separated  and  considered  in  detail. 
For  this  reason  it  should  be  considered  in  its  entirety  {Johnson  v. 
BrandaUy  supra)  and  to  strike  out  any  considerable  part  of  it,  cer- 
tainly any  conspicuous  part  of  it,  would  be  to  greatly  affect  its  value. 
Of  course,  refusal  to  register  a  mark  does  not  prevent  a  former  user 
from  continuing  its  use,  but  it  deprives  him  of  the  benefits  of  the 
statute,  and  this  should  not  be  done  if  it  can  be  avoided  by  fair,  even 
liberal,  construction  of  the  act,  designed  as  it  is  to  promote  the 
domestic  and  foreign  trade  of  our  country. 

Thus  the  case  comes  to  this:  that  the  Commissioner  found  that 
the  trade-mark  presented  for  registration  did  not  conflict  with 
any  theretofore  registered  and  there  is  no  suggestion  of  unfair 
practice  in  the  past  or  contemplated  in  the  future ;  that  it  had  been 
used  for  eighteen  months  in  the  form  proposed  for  registry;  that 
the  words  ordered  to  be  stricken  out  from  the  drawing  are  descrip- 
tive but  the  mark  does  not  consist  "  merely "  in  such  words,  but  is 
a  composite  of  them  with  others,  and  with  an  arbitrary  design 
which,  without  these  words,  both  the  Commissioner  and  the  court 
found  to  be  registrable;  that  the  language  of  the  statute  that  no 
mark  not  within  its  prohibitions  or  provisos  shall  be  denied  registra- 
tion is  just  as  imperative  as  the  prohibitory  words  of  the  proviso; 
and,  very  certainly,  that  a  disclaimer  on  the  part  of  applicant  that  no 
claim  is  made  to  the  use  of  the  words  "  Moistair  Heating  System " 


Digitized  by 


Google 


478       DECISIONS  OF  THE  U.  S.  COUBTS  IN  PATENT  CASES,  1920. 

apart  from  the  mark  as  shown  in  the  drawing  and  as  described,  would 
preserve  to  all  others  the  right  to  use  these  words  in  the  future  to 
truthfully  describe  a  like  property  or  result  of  another  system,  pro- 
vided only  that  they  be  not  used  in  a  trade-mark  which  so  nearly  re- 
sembles that  of  the  petitioner — 

as  to  be  Ukely  to  cause  confusion  in  the  mind  of  the  pubUc  or  to  deceive 
purchasers — 

when  applied — 

to  merchandise  of  the  same  descriptive  properties  (sec.  5). 

Such  being  the  ultimate  facts  of  this  controversy,  we  cannot  doubt 
that  the  court  of  appeals  fell  into  error  in  ruling  that  the  words 
"  Moistair  Heating  System  "  must  be  "  eliminated  "  from  the  trade- 
mark of  the  applicant  as  it  had  been  theretofore  used,  and  that  the 
requirement  of  the  act  of  Congress  for  the  registration  of  trade- 
marks would  be  fully  complied  with  if  registration  of  it  were  per- 
mitted with  an  appropriate  declaration  on  the  part  of  the  applicant 
that  no  claim  is  made  to  the  right  to  the  exclusive  use  of  the  descrip- 
tive words  except  in  the  setting  and  relation  in  which  they  appear 
in  the  drawing,  description  and  samples  of  the  trade-mark  filed  with 
the  application. 

It  results  that  the  judgment  of  tfie  court  of  appeals  must  be  re- 
versed. 

Mr.  Justice  MoRetnolds  dissents. 


[Supreme  Court  of  the  United  States.] 

Meccano  Limited  v.  John  Wanamakeb,  New  York. 

Decided  May  11,  1920, 

275  O.  G.,  203 ;  253  U.  S.,  136. 

1.  Appbai.  and  Erbob^-Poweb  of  Supreme  Ck>UBT  to  Review  Dbckees  Made 

Final  in  CiRCxnT  Courts  of  Appeals. 
Decrees  which  are  declared  final  under  section  128  of  the  Judicial  Ckxie 
may  be  taken  up  on  certiorari  by  the  Supreme  Court  and  treated  as  if  on 
appeal.    (Sec.  240,  Judicial  Code.) 

2.  Same — ^Appeal  to  Circuit  Courts  of  Appeals  from  Preliminary  Order — 

Power  to  Terminate  Litioation. 
"The  power  of  circuit  courts  of  appeals  to  review  preliminary  orders 
granting  injunctions  arises  from  section  129,  Judicial  Code.    •    ♦    ♦    This 
power  is  not  limited  to  mere  consideration  of,  and  action  upon,  the  order 
appealed  from ;  but,  if  insuperable  objection  to  maintaining  the  bill  clearly 
appears,  it  may  be  dismissed  and  the  litigation  terminated." 
8.  Same — ^Appeal  from  Order  Granting  or  Refusing  Injunction — Soofb  of 
Review. 
Whether  a  preliminary  injunction  shall  be  awarded  rests  in  the  sound 
discretion  of  the  trial  court.    Upon  appeal  an  order  granting  or  denying 
such  an  injunction  will  not  be  disturbed  unless  contrary  to  some  rule  of 
equity,  or  the  result  of  improvident  exercise  of  Judicial  discretion. 
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4.  Same — ^Revikw  on  Cebtiobari  by  Sttprehe  Court  op  Intkrlocutoby  Degbee. 
Upon  certiorari  by  the  Supreme  Court  to  a  circuit  court  of  appeals  bring 
ing  up  for  consideration  a  decree  upon  an  appeal  from  an  interlocutory 
order  the  Judgment  of  the  appellate  court,  exercised  upon  a  view  of  all 
relevant  circumstances,  is  entitled  to  great  weight  and,  except  for  strong 
reasons,  will  not  be  interfered  with. 

6.  Same — ^Appeal  fbom  Inteblocutoby  Obdeb — Motion  fob  FInal  Decision  on 
Mebits. 
Where  plaintiff  obtained  a  decree  from  a  district  court  of  Ohio  affirming 
the  validity  and  restraining  infringement  of  its  patent  for  mechanical  toys, 
also  restraining  unfair  competition  In  making  and  selling  such  toys,  and 
infringement  of  copyright  on  its  trade  catalogue,  and,  pending  appeal  by 
defendant,  brought  suit  against  defendant's  customer  in  New  York  for  like 
infringement,  wherein  an  Interlocutory  decree  was  given  in  plaintiff's  favor 
based  upon  affidavits,  from  which  defendant  in  that  suit  appealed  to  the 
Circuit  Court  of  Appeals  of  the  Second  Circuit,  pending  which  the  Circuit 
Court  of  Appeals  of  the  Sixth  Circuit  reversed  the  final  decree  as  to  in- 
fringement of  the  patent,  but  otherwise  affirmed  the  decree,  whereupon 
plaintiff  withdrew  the  patent  from  the  New  York  suit,  upon  denial  of  a 
motion  brought  after  argument  but  before  determination  of  the  appeal  from 
the  preliminary  order  for  final  decision  on  the  merits  on  the  ground  that 
the  decree  in  the  sixth  circuit  was  final  and  conclusive,  Held  that  the  denial 
of  the  motion  was  proper,  as  the  defendant  was  entitled  to  his  day  in  court 
with  opportunity  to  set  up  and  establish  his  defenses. 

6.  Same — Conflict  of  Decisions — Cebtiobabi  Bbinoino  Up  Pbeliminaby  Obdeb 
FOB  Review — Mebits  Not  Considebed. 
Where  the  Circuit  Court  of  Appeals  of  the  Sixth  Circuit  held  a  patent 
for  toys  invalid,  but  granted  an  injunction  against  unfair  competition  in 
the  sale  of  such  toys  and  Infringement  of  copyright  on  a  trade  catalogue, 
and  the  Circuit  Court  of  Appeals  of  the  Second  Circuit,  on  appeal  from 
an  interlocutory  order  in  another  suit  brought  by  the  same  plaintiff  against 
a  customer  of  defendant  for  like  infringements,  denied  all  relief  and  refused 
plaintiff's  motion  for  a  final  decision  on  the  merits,  upon  certiorari  to  the 
Supreme  Court  from  the  latter  decision.  Held  that  the  Supreme  Court  would 
not  declare  which  of  the  conflicting  views  of  the  two  circuit  courts  of 
appeals  was  right  or  undertake  to  decide  the  several  issues  involved  upon 
their  merits,  the  matter  for  review  being  only  the  action  of  the  courts  below 
upon  the  preliminary  order. 

Mr.  Reeve  Lewis^  Mr.  G.  A.  Z.  Maasie^  and  Mr.  W.  B.  Kerkam  and 
Mr,  Ralph  L.  Scott  for  the  petitioner. 

Messrs.  Toulmin  <&  TovJmin  for  the  respondent. 

Mr.  Justice  McKetnolds  delivered  the  opinion  of  the  Court. 

Proceeding  against  Wagner  and  others  in  the  United  States  Dis- 
trict Court,  Southern  District  of  Ohio,  Meccano,  Limited,  obtained 
a  decree  (July  8,  191G)  affirming  the  validity,  and  restraining  in- 
fringement, of  its  patent  for  mechanical  toys,  also  restraining  unfair 
competition  in  making  and  selling  such  toys  and  the  further  in- 
fringement of  its  copyright  upon  trade  catalogue  and  illustrated 
manual  relating  thereto.     (234  Fed.  Rep.,  912.)     An  appeal  was 
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taken  to  the  Circuit  Court  of  Appeals,  Sixth  Circuit.  The  same 
corporation  instituted  the  present  suit  in  the  United  States  District 
Court,  Southern  District  of  New  York  (December  9,  1916)  seeking 
like  relief  against  John  Wanamaker,  a  customer  of  Wagner. 

The  trial  court  granted  a  preliminary  injunction,  asked  upon  the 
bill,  supporting  affidavits  and  exhibits— January  12,  1917.  It  ex- 
pressed general  agreement  with  the  conclusions  annotmced  in  the 
Ohio  cause  and  said : 

It  seems  quite  apparent  that  the  patent  is  infringed  and  that  diagrams  and 
directions  as  to  construction  have  been  borrowed  by  defendant  from  complain- 
ant's copyrighted  catalogues,  and  that  the  system  of  construction  adopted  by 
the  defendant  is  a  direct  imitation  of  complainant's  system. 

An  appeal  followed ;  pending  which  the  Circuit  Court  of  Appeals, 
Sixth  Circuit  (November,  1917)  reversed  the  Ohio  district  court's 
decree  so  far  as  it  sustained  the  patent,  approved  it  otherwise,  and 
remanded  the  cause  for  further  proceedings.  (C.  D.,  1918,  281; 
248  O.  a,  288;  246  Fed.  Eep.,  608.) 

January  25,  1918,  after  argument  but  before  determination  of 
appeal  from  the  preliminary  order,  petitioner  moved  for  final  de- 
cision on  the  merits,  claiming  that  the  decree  of  the  Circuit  Court  of 
Appeals,  Sixth  Circuit — 

is  final  and  conclusive  as  to  the  case  at  bar,  under  principles  enunciated  by 
the  Supreme  Court. 

Being  opposed,  the  motion  was  denied — March  24,  1918.  The 
court  said  of  it  : 

This  was  a  motion  for  a  decision  on  the  merits  of  this  cause  by  this  court 
under  the  following  circumstances.  A  suit  was  brought  in  the  District  Court 
for  the  Southern  District  of  New  York  for  an  Injunction  for  infringement  of 
a  copyright,  and  of  a  patent,  and  for  unfair  competition  in  the  manufacture 
of  a  mechanical  toy  in  absolute  imitation  of  the  plalntifiTs.  The  plaintill 
applied  for  and  got  an  Injunction  pendente  lite,  from  which  the  defendant 
appealed.  That  appeal  is  still  pending  undetermined  in  this  court.  Mean- 
while the  plaintiff  had  in  the  district  court  required  the  defendant  to  answer 
certain  interrogatories  by  which  it  appeared  that  the  defendant  procured  from 
one  Wagner,  the  toys  which  it  sold  in  alleged  unfair  competition  and  in  viola- 
tion of  the  patent,  and  also  the  "  manuals "  which  went  with  the  toys  and 
explained  their  uses,  which  are  alleged  to  Infringe  the  copyright.  The  interrog- 
atories further  showed  that  Wagner  had  agreed  to  hold  the  defendant  harm- 
less for  any  sales  of  the  toys  and  manuals,  and  that  in  pursuance  of  that 
undertaking  he  had  taken  a  share  in  the  defense  of  this  suit.  While  It  did  not 
appear  exactly  what  that  share  was,  it  nray  be  assumed  for  the  puriMses  of 
the  motion  only,  that  Wagner  has  assumed  the  chief  conduct  of  the  case  and 
that  the  defendant  remains  only  formally  represented. 

The  plaintiff  sued  Wagner  in  Ohio  upon  the  three  same  causes  of  equity 
and  obtained  a  decree  upon  all.  Later  an  appeal  was  taken  to  the  Circuit 
Court  of  Appeals  for  the  Sixth  Circuit  and  the  decree  was  affirmed  except  as 
to  the  patent,  which  was  declared  Invalid  and  which  the  plaintiff  has  now 
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withdrawn  from  this  suit.  No  final  decree  has  been  entered  and  the  Ohio  canse 
now  stands  for  an  accounting  in  the  district  court  This  motion  is  upon  the 
record  in  the  Ohio  suit  which  is  made  a  part  of  the  moving  papers  and  it  pre- 
supposes that  this  court  may  pass  a  final  decree  for  the  plalntiif  upon  the 
appeal  from  the  injunction  pendente  lite  npon  the  assumption  that  that  record 
is  a  complete  estoppel  against  the  defendant  here  and  leaves  open  no  Issues 
for  determination  between  the  parties. 

We  pass  the  question  of  practice  whether  this  court  under  the  doctrine  of 
Mast,  F008  d  Co.  V.  St(yver  (C.  D.  1900,  285;  91  O.  G.,  1239;  177  U.  S.  488,) 
may  enter  a  decree  for  the  plaintiff  upon  such  an  appeal  as  that  now  pending. 
Mast,  Foos  d  Co.  v.  Stover,  supra,  was  a  case  where  the  bill  was  dismissed 
and  no  case  has  so  far  held  that  the  plaintiff  could  obtain  an  afl[lrmative  decree. 
As  we  think  the  motion  must  be  denied  upon  the  merits,  we  leave  open  the 
question  whether  the  plaintiff  may  In  any  event  so  terminate  the  litigation. 
♦  ♦  ♦  It  is  apparent  that  some  of  the  issues  are  different  from  those  litigated 
in  Ohio ;  they  Involve  not  only  the  defendant's  rights  to  sell  Wagner's  toys  and 
manuals,  but  any  others  which  it  may  procure  elsewhere.  ♦  ♦  ♦  At  best 
the  rule  In  Mast,  Foos  d  Co.  v.  Stover,  supra,  is  limited  to  those  cases  in  which 
the  court  can  see  that  the  whole  issues  can  be  disposed  of  at  once  without 
Injustice  to  the  parties.  Whatever  may  be  the  result  here,  it  is  apparent  that 
the  case  Involves  more  than  can  be  so  decided. 

April  15, 1918,  the  court  below  reversed  the  challenged  preliminary 
order.  After  stating  that  the  trial  court  very  naturally  followed 
the  Ohio  district  court,  it  referred  to  the  partial  reversal  of  the 
decree  there  announced  and  expressed  entire  agreement  with  the 
Circuit  Court  of  Appeals,  Sixth  Circuit,  in  holding  the  patent  in- 
valid. And,  having  considered  the  evidence  relating  to  copywright 
and  unfair  competition,  it  found  no  adequate  ground  for  an  injunc- 
tion. (260  Fed.  Rep.,  460.)  The  cause  comes  here  by  certiorari. 
(See  ew  parte  Wagner,  C.  D.,  1919,  481;  267  O.  G.,  186;  249  U.  S. 
466.) 

Decrees  by  circuit  courts  of  appeals  are  declared  final  by  section 
128,  Judicial  Code,  in  cases  like  the  present  one.  We,  therefore,  had 
authority  to  bring  this  cause  up  by  certiorari  and  may  treat  it  as  if 
here  on  appeal.  (Sec.  240,  Judicial  Code;  Harriman  v.  Northern 
Securities  Co,,  197  U.  S.,  244;  Denver  v.  New  York  Trust  Company, 
229  U.  S.,  123.)  The  power  of  circuit  courts  of  appeals  to  review 
preliminary  orders  granting  injunctions  arises  from  section  129, 
Judicial  Code,  which  has  been  often  considered.  {Smith  v.  Vulcan 
Iron  Works,  166  U.  S.,  618 ;  Mast,  Foos  <&  Co.  v.  Stover  Manufac- 
turing Co.,  C.  D.,  1900, 286 ;  91  O.  G.,  1239 ;  177  U.  S.,  486 ;  Harrvman 
V.  Northern  Securities  Co.,  supra;  United  States  Fidelity  <&  Guar- 
anty Co.  V.  Bray,  226  U.  S.,  206 ;  Denver  v.  New  York  Trust  Comr 
pany,  supra.)  This  power  is  not  limited  to  mere  consideration  of, 
and  action  upon,  the  order  appealed  from;  but,  if  insuperable  ob- 
jection to  maintaining  the  bill  clearly  appears,  it  may  be  dismissed 
and  the  litigation  terminated. 
16762—21 31 
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The  correct  general  doctrine  is  that  whether  a  preliminary  in- 
junction shall  be  awarded  rests  in  sound  discretion  of  the  trial  court. 
Upon  appeal,  an  order  granting  or  denying  such  an  injunction  will 
not  be  disturbed  unless  contrary  to  some  rule  of  equity,  or  the  result 
of  improvident  exercise  of  judicial  discretion.  {Rahley  v.  Columbia 
Phonograph  Company^  122  Fed.  Rep.,  623 ;  Texaa  Traction  Compaiyy 
V.  Barron  G.  ColUer^  Inc.^  195  Fed.  Rep.,  65 ;  Southern  Express  Com- 
pany  v.  Long  et  al,^  202  Fed.  Rep.,  462;  City  of  AmarUlo  et  dl.  v. 
Southwestern  Telegraph  <&  Telephone  Co.^  253  Fed.  Rep.,  638.) 
The  informed  judgment  of  the  circuit  court  of  appeals  exercised 
upon  a  view  of  all  relevant  circumstances  is  entitled  to  great  weight. 
And,  except  for  strong  reasons,  this  Court  will  not  interfere  with  its 
action.    No  such  reasons  are  presented  by  the  present  record. 

Pending  the  New  York  appeal  the  situation  underwent  a  radical 
change — the  Circuit  Court  of  Appeals,  Sixth  Circuit,  reversed  the 
decree  upholding  petitioner's  patent.  Evidently  the  trial  court  had 
granted  the  preliminary  injunction  in  entire  reliance  upon  that  de- 
cree and  after  its  reversal  the  court  below  properly  took  notice  of 
and  considered  the  changed  circumstances.  {Chdf^  Colorado  <&  Santa 
Fe  Ry.  v.  Dennis,  224:  U.  S.,  503.) 

Petitioner  maintains  that  its  motion  for  final  decree  upon  the 
merits  should  have  been  sustained.  But  the  appeal  was  from  an  in- 
terlocutory order  and  the  court  could  only  exercise  powers  given  by 
statute.  On  such  an  appeal  a  cause  may  be  dismissed  if  it  clearly 
appears  that  no  ground  exists  for  equitable  relief;  but  finally  to 
decide  a  defendant's  rights  upon  the  mere  statement  of  his  adver- 
sary, although  apparently  supported  by  ew  parte  affidavits  and  de- 
crees of  other  courts,  is  not  within  the  purview  of  the  act.  He  is 
entitled  to  a  day  in  court  with  opportunity  to  set  up  and  establish 
his  defenses.  The  motion  for  final  judgment  was  properly  over- 
ruled. {Eagle  Glass  <&  Mamifacturing  Co.  v.  Rowe  et  «Z.,  245  U.  S., 
276.) 

Petitioner's  motion  to  enter  a  disclaimer  must  he  denied. 

If  the  two  circuit  courts  of  appeals  have  expressed  conflicting 
views  we  cannot  now  declare  which  is  right  or  undertake  finally  to 
decide  the  several  issues  involved  upon  their  merits.  The  matter  for 
review  here  is  the  action  of  the  courts  below  upon  the  preliminary 
order  for  injunction  and  we  may  go  no  further.  {Leeds  and  CaUin 
Co.  V.  Victor  Talking  Machine  Co.,  C.  D.,  1909,  536;  144  O.  G.,  1089; 
213  U.  S.,  301 ;  Lutcher  &  Moore  Lumber  Co.  v.  Knight,  217  U.  S., 
257.) 

The  judgment  of  the  circuit  court  of  appeals  is  affirmed.  The 
cause  will  be  remanded  to  the  district  court  for  further  proceedings 
in  conformity  with  this  opinion. 
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[Supreme  Court  of  the  United  States.] 

Beidler  V.  The  United  States. 

Decided  June  7,  1920, 

275  O.  G.,  1026;  258  U.  S.,  447. 

1.  Patents — Vaxidity — Sufticiency  of  Disclosube. 

A  correct  and  adequate  description  or  disclosure  of  a  claimed  discovery 
(which  in  the  case  of  a  machine  involves  particularly  the  operation  of  It) 
is  essential  to  the  validity  of  a  patent  for  the  reason  that  such  a  disclosure 
is  necessary  in  order  to  give  the  public  the  benefit  of  the  invention  after 
the  patent  shall  expire. 

2.  Same — Same — Apparatus  Inoperative  Without  Material  Changes  from 

ck>nstruction  described. 
Letters  Patent  No.  1,057,397,  to  Beidler,  for  an  improvement  in  photograph- 
ing and  developing  apparatus,  Held  void  for  lack  of  sufficient  disclosure,  since 
for  successful  operation  it  would  require  a  manipulation  which  could  not  be 
performed  with  the  construction  disclosed  without  material  changes  thereof 
and  which  did  not  accord  wltli  the  mode  of  operation  set  forth  In  the 
description. 

Appeal  from  the  Court  of  Claims. 

Mr.  Charles  J.  WUliamson  {Mr.  Frank  S.  Appleman  on  the  brief), 
for  the  appellant. 

Mr.  Daniel  L.  Morris^  Special  Assistant  to  the  Attorney  General, 
Mr.  Assistant  Attorney  General  Davis^  and  {Mr.  Edward  O.  Curtis) 
on  the  brief,  for  the  United  States. 

Mr.  Justice  Clabke  delivered  the  opinion  of  the  Court, 
This  is  a  suit  to  recover  damages  for  the  infringement  of  five  of 
the  forty-one  claims  of  Letters  Patent  No.  1,057,397  applied  for 
March  23,  1907,  and  granted  on  March  25, 1913. 

The  specification  describes  the  claimed  invention  as  an  improve- 
ment in  photographing  and  developing  apparatus,  and  as  designed 
primarily  for  reproducing  writings,  drawings,  pictures  or  the  like — 

novel  means  being  also  proviile<l  to  convey  the  sensitized  film  through  a  series 
of  receptacles  containing  suitable  developing  and  fixing  fluids  or  through  suit- 
able baths,  according  to  requirements. 

The  patent  is  for  a  machine  made  up  of  a  combination  of  elements 
all  of  which  were  old,  to  produce  a  result  which  was  old  but  by  a 
method  of  coordination  and  operation  which  it  is  claimed  is  new 
and  useful.  The  invention  is  declared  in  the  specification  to  con- 
sist in — 
the  details  of  construction  and  in  the  arrangement  and  combination  of  the  parts* 

as  "  set  forth  and  claimed  "  by  the  inventor. 

Figure  1  of  the  drawings,  forming  a  part  of  the  specification,  will 
aid  in  explaining  the  construction  and  function  of  the  invention  as 
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claimed  and  in  determining  the  character  and  extent  of  the  disclos- 
ures of  the  patent. 

F^   I. 


The  described  mode  of  operation  is  substantially  as  follows : 

W  is  a  roll  of  sensitized  paper  or  film  placed  immediately  below 
the  exposure-chamber  F  of  a  camera,  with  its  sensitized  surface  up- 
permost to  receive  the  desired  image,  reflected  from  the  mirror  H. 
This  film  is  fed  into  the  chamber  between  the  rolls  &,  and  thence 
along  the  floor  thereof  to  the  rollers  D  where  it  emerges  from  the 
camera  and  is  seized  by  ^^ clips"  or  clamps  N.  These  clamps  are 
supported  and  carried  by  a  rack  M,  and  may  be  moved  to  and  fro 
(reciprocated)  by  turning  the  pinions  L  on  the  shaft  K,  by  means  of 
a  crank. 

I,  J  and  J'  are  shallow  pans  or  "  tanks  "  in  which  suitable  "  de- 
veloping," "  fixing,"  and  "  washing  "  solutions  or  fluids  are  placed 
and  the  whole  of  the  construction  to  the  right  of  the  camera,  as  we 
face  the  print,  is  inclosed  in  a  light-proof  case  E,  referred  to  in  the 
patent  sometimes  as  a  ^^compartment"  and  sometimes  as  a 
^'chamber."  The  rack  M,  and  the  clamps  which  hold  and  support  the 
film,  move  above  the  tanks  and  necessarily  above  the  level  of  the  liquid 
within  them.  By  turning  the  pinion^  L,  the  rack  M  is  moved  out- 
wardly away  from  the  camera,  and  the  clamps  draw  the  film  after 
them  until  the  required  length  is  attained,  when  it  is  severed  from  the 
roll  by  a  manually-operated  cutter  O.  When  the  film  is  thus  cut  to 
the  desired  length,  obviously  only  the  free  end  will  fall  to  the  surface 
of  the  solution  in  the  tank  I,  and  by  continuing  the  outward  move- 
ment of  the  rack  M,  the  specification  declares,  '^  the  film  is  carried 
through  the  several  tanks."  The  "  clips  "  or  clamps  are  set  and  re- 
leased automatically  and  at  the  limit  of  the  outward  movement  the 
film  is  released  and  falls  into  the  tank  i'.  By  reversing  the  turning 
of  the  pinions  L  the  rack  and  clamps  are  returned  inwardly  to  the 
camera,  so  that  the  operation,  just  detailed,  may  be  repeated. 

The  Court  of  Claims  carries  into  its  findings  of  fact  fourteen  pat- 
ents as  illustrative  of  the  prior  art,  and  with  this  exhibit  before  us 
we  fully  agree  with  that  court  that  the  claim  of  invention  of  appel- 
lant must  be  restricted  to  the  disclosed  construction  and  operation  of 
the  mechanism  for  carrying  the  exposed  section  of  film  ^  through  the 
developing  and  other  solutions  or  liquids  "  after  it  leaves  the  camera. 

In  the  description  of  the  operation  of  the  machine  as  we  have  just 
given  it,  there  is  no  provision  other  than  gravity  for  causing  the  free 
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end  of  the  film,  when  it  is  cut  from  the  roll,  to  sink  into  the  develop- 
ing fluid,  and  the  other  end  of  it  is  .held  between  the  damps,  above 
the  surface  of  the  fluid,  as  it  is  drawn  along  from  one  tank  to  another. 
The  Court  of  Claims  found  that  under  such  conditions  of  operation 
all  of  the  film  would  not  be  submerged  with  sufficient  rapidity  and 
uniformity  to  secure  a  proper  and  useful  development  of  the  image 
and  this  conclusion  is  not  seriously  disputed.  But  the  applicant 
contends  that  the  required  submergence  may  be  obtained  by  oscillat- 
ing the  rack  and  clamps  (and  thereby  the  film)  back  and  forth 
•  within  the  range  of  a  few  inches  when  the  film  is  over  the  first  tank  I, 
with  the  result  that  the  free  end  of  the  film,  first  sinking  into  the 
fluid,  is  turned  under  and  over  and  the  exposed  side  of  it  wholly 
submerged  and  thereby  developed. 

In  reply  to  this  it  is  contended  by  the  Government  that  the  dis- 
closures of  the  patent  do  not  contain  any  suggestion  of  a  short, 
reciprocating  movement  of  the  rack,  such  as  is  thus  relied  upon,  and 
that  the  drawings  provide  for  a  construction  of  the  machine  which 
would  be  inoperative  if  such  movement  were  resorted  to. 

Upon  this  subject  the  finding  of  the  Court  of  Claims  is,  that  the 
machine  can  be  rendered  operative  only — 

by  resorting  to  a  new  oscillating  mode  of  operation  evolved  by  the  claimant 
for  submerging  and  developing  the  film. 

and  that  such  mode  of  operation  is  not  disclosed  in  the  patent.  On 
the  contrary,  it  is  especially  found  that — 

by  the  method  contemplated  and  disclosed  in  the  patent,  the  film  with  the  ex- 
posed side  up,  held  at  one  end  by  the  clamps  attached  to  the  rack  M  and  mov- 
ing in  a  plane  above  the  pans  containing  the  developing  and  fixing  fluids,  is 
intended,  by  the  outward  movement  of  the  rack,  to  be  drawn  successively 
through  the  developing  and  fixing  fluids,  the  rack  moving  in  one  direction  only 
through  its  entire  course,  the  end  of  the  film  next  the  knife  and  away  from 
the  clampe  falling,  when  severed  by  the  knife,  on  the  surface  of  the  developer 
in  the  first  pan  and  submerging  by  gravity. 

Treating  this  finding  by  the  court  as  an  interpretation  of  the 
patent  and  therefore  as  a  conclusion  of  law  and  subject  to  review, 
we  are  brought  to  the  question  whether  the  short,  reciprocating 
movement  of  the  rack,  confessedly  necessary  to  successful  operation 
of  the  machine,  is  disclosed  in  the  patent,  as  it  must  be  to  render 
it  valid.    (Rev.  Stats.,  4888.) 

The  only  description  of  the  mode  of  operation  of  appellant's 
machine,  and  the  statute  requires  that  this  must  be  the  best  mode 
known  to  the  patentee  (Bev.  Stats.,  4888)  is  found  in  the  specifica- 
tion and  is  as  follows : 

In  order  to  draw  the  film  through  the  several  compartments,  I  provide  a 
mechanism  consisting  of  a  shaft  K,  having  toothed  wheels  L,  which  mesh  with 
a  rack  M,  the  said  rack  being  suitably  guided  in  the  compartment  B,  and  being 
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alternately  reciprocated  through  the  rotation  of  the  shaft  K,  in  opposite  di- 
rections. When  the  shaft  is  turned  ty  the  right,  the  said  rack  will  be  projected 
from  the  compartment  until  the  inner  end  thereof  is  nearly  above  the  shaft  K. 
When  the  shaft  is  rotated  in  the  opposite  direction,  the  said  rack  will,  of 
course,  be  retracted  and  thrust  into  the  compartment.  It  Is  the  purpose  of  this 
invention  that  the  said  rack  shall  carry  clips  N,  which  are  designed  to  damp 
on  the  edges  of  the  film  Y  and  as  the  said  rack  is  moved  outwardly,  the  film 
is  carried  through  the  several  tanks  as  indicated.  The  clips  are  automatically 
released  and  set  through  the  contact  with  trips  within  the  casing  in  the  path 
of  travel  of  said  clips. 

We  agree  with  the  Court  of  Claims  that  this  language  describes^ 
a  movement  of  the  rack  M,  carrying  the  clamps  N,  in  one  direction 
only — outwardly  and  progressively  away  from  the  camera — ^until  the 
movement  is  completed  and  the  film  is  released,  and  that  the  recipro- 
cating movement  referred  to  in  the  patent  is  the  return  of  the 
mechanism  for  clamping  and  carrying  the  film  to  its  initial  position 
for  the  purpose  of  repeating  the  operation. 

There  is  nothing  in  the  disclosure  or  in  the  claims  to  suggest  the 
arresting  of  the  outward  movement  of  the  clamps  as  soon  as  the  film 
is  severed  from  the  roll  and  the  initiating  thereupon  of  a  short 
oscillating  movement  of  the  mechanism  to  and  fro,  until  the  film 
shall  have  been  immersed  in  the  developing  liquid  sufficiently  to  bring 
out  the  image  photographed.  It  is  very  clear  that  no  such  operation 
can  be  derived  from  the  disclosure  in  the  patent,  and  we  agree  with 
the  further  finding  of  the  Court  of  Claims  that  in  order  to  permit 
"  this  new  oscillating  mode  of  operation  evolved  by  the  claimant  ** 
material  changes  would  be  required  in  the  construction  of  the  ma- 
chine, from  that  disclosed  in  the  description  and  drawings. 

The  statutes,  which  are  the  source  of  all  patent-rights,  provided 
that  a  valid  patent  may  be  granted  for  a  new  and  useful  machine,  or 
for  a  new  and  useful  improvement  thereof  (Rev.  Stats.,  4886,)  but 
they  require  that  every  applicant  for  a  patent  shall  file  a  written 
description  of  the  manner  and  process  of  making  and  using  his  in- 
vention "  in  such  full,  clear,  concise,  and  exact"  terms  as  to  enable  any 
person  skilled  in  the  art  to  which  it  relates  to  make  and  construct  it, 
and  in  case  of  a  machine  the  description  must  disclose  the  best  mode 
in  which  the  inventor  has.  contemplated  the  application  of  his  dis- 
covery.    (Rev.  Stats.,  4888.) 

Ever  since  Grant  et  al  v.  Raymond  (6  Pet.,  218)  it  has  been  con- 
sistently held  that  a  correct  and  adequate  description  or  disclosure 
of  a  claimed  discovery  (which,  in  the  case  of  a  machine,  involves 
particularly  the  operation  of  it)  is  essential  to  the  validity  of  a 
patent,  for  the  reason  that  such  a  disclosure  is  necessary  in  order  to 
give  the  public  the  benefit  of  the  invention  after  the  patent  shall 
expire.  The  source  of  the  power  to  grant  patents,  and  the  considera- 
tion for  granting  them,  is  the  advantage  which  the  public  will  derive 
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from  them,  especially  after  the  expiration  of  the  patent  monopoly, 
when  the  discoveries  embodied  in  them  shall  become  a  part  of  the 
public  stock  of  knowledge. 

The  application  of  these  requirements  of  the  law  to  our  conclusion 
that  the  only  form  of  construction  of  the  machine  and  the  only 
method  of  operation  of  it  which  are  disclosed  in  the  patent  would  not 
produce  a  sufficiently  uniform  and  rapid  development  of  the  film  to 
render  it  useful,  must  result  in  the  approval  of  the  judgment  of  the 
Court  of  Claims,  that  the  patent  is  invalid  and  void,  for  the  reason 
that  it  fails  to  disclose  a  practical  and  useful  invention. 

This  result  renders  it  unnecessary  to  consider  the  further  con- 
clusion of  the  court  below  that  the  use  by  the  United  States  of  photo- 
copying-machines  of  a  type  known  as  ^'  photostat,''  manufactured  and 
sold  under  warrant  of  Letters  Patent  issued  to  D.  S.  Green,  No. 
1,001,019,  would  not  have  constituted  an  infringement  of  appellant's 
patent  had  it  proved  to  be  valid. 

However^  for  Us  bearing  on  future  possible  controversy  we  add 
that  the  construction  and  relation  of  the  two  appliances^  designed  to 
produce  the  same  result  or  product^  have  been  fully  considered  and 
that  we  agree  with  the  conclusion  of  the  Court  of  Claims. 

Affirmed. 

[Supreme  Court  of  the  United  States.] 

New  York  Scaffolding  Company  v.  Lxebeu-Binnet  Construction' 

Company.     (No.  22.) 

Decided  November  8,  1920, 

280  O.  G„  1007 ;  254  U.  S.,  24. 

Patents — ^Vaijditt — Hendebson  Patent,  No.  959,008,  Void. 

The  Henderson  patent  No.  959,008,  for  scaffold-supporting  means.  Held 
void  for  lack  of  Invention  In  view  of  the  patent  to  Murray,  No.  854,959. 

On  writ  of  certiorari  to  the  United  States  Circuit  Court  of  Ap- 
peals for  the  Third  Circuit. 

Mr.  Frank  Chase  8om£s^  Mr.  C.  P.  Goepel^  and  Mr.  Frederick  P. 
Fish  for  the  petitioner. 

Mr.  Robert  H.  Parkinson  and  Mr.  Wallace  R.  Lane  for  the  re- 
spondent. 

Mr.  Justice  MoKenna  delivered  the  opinion  of  the  Court. 

Suit  for  infringement  by  the  Construction  Company  of  a  patent 
dated  May  10,  1910,  and  numbered  959,008,  for  new  and  useful  im- 
provements in  "scaffold-supporting  means,"  granted  to  Elias  H. 
Henderson.    Petitioner  is  assignee  of  the  patent. 
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An  injunction  was  prayed,  accounting  of  profits  and  damages. 

The  patent  is  in  the  visual  form  but  a  special  manner  of  use  of  the 
invention  is  alleged.  It  is  alleged  that  since  the  acquisition  of  the 
patent,  petitioner  has  been  largely  engaged  in  different  cities  of  the 
United  States  in  putting  the  invention  into  practice,  and  the  manner 
thereof  has  been  to  construct  and  lease  for  use  to  builders  and  others 
at  a  specified  royalty  or  price  per  week,  the  scaffolds  embodying 
the  invention,  petitioner  retaining  the  ownership  of  and  title  to  the 
scaffolds,  they  being  returned  to  petitioner  upon  the  completion  by 
the  lessees  of  the  work  for  which  the  scaffolds  had  been  required. 

The  answer  of  the  Construction  Company  directly  puts  in  issue 
certain  of  the  allegations  of  the  patent.  It  admitted,  however,  the 
use  of  scaffolds  which  it  purchased  from  the  Eclipse  Scaffolding 
Company,  of  Omaha,  Nebr.,  but  alleged  that  such  scaffolds  did  not 
contain  or  embody  the  invention  protected  by  Patent  No.  959,008, 
in  any  way  or  manner. 

It  is  also  alleged  that  petitioner,  some  time  prior  to  February  21, 
1914,  brought  suit  in  equity  in  the  United  States  District  Court  for 
the  District  of  Nebraska,  against  one  Egbert  Whitney,  predecessor 
in  title  to  the  Eclipse  Scaffolding  Company,  for  the  scaffolds  sold  by 
the  latter  company  to  the  Construction  Company,  in  which  suit  in- 
fringement of  Patent  No.  969,008  was  alleged. 

In  that  suit  a  patent  of  one  William  J.  Murray  (No.  854,959)  was 
pleaded,  but  the  Scaffolding  Company  withdrew  its  case  as  to  that 
patent  and  relied  on  claims  1  and  3  of  the  patent  to  Henderson,  and 
the  court  decreed  that  the  claims  were  void  for  want  of  invention, 
and  it  is  alleged  that  the  Construction  Company  '^  is  entitled  to  the 
protection  of  said  decree." 

On  the  issues  thus  made  by  bill  and  answer  proofs  were  taken 
and  the  court  decreed  against  the  patent  saying  in  its  opinion  that— 
the  Henderson  patent  bas  not  supplanted  others,  nor  has  the  Influence  of  its 
owner  been  exerted  to  that  end.  It  barely  represents  a  step  in  the  art  It 
does  not  disclose  invention; 

and  further — 

in  view  of  the  conclusion  reached  by  this  court  that  claims  1  and  3  of  the  patent 
In  said  suit  are  invalid,  it  is  unnecessary  to  do  more  than  touch  upon  tlie  matter 
of  infringement.  The  evidence  of  infringement  is  meager  and  yet  if  tbe 
claims  of  patent  in  suit  were  to  be  held  valid  with  a  range  of  equivalents,  in- 
fringement would  be  found. 

The  decree  was  aflBirmed  by  the  circuit  court  of  appeals.  (243  Fed. 
Kep.,  577.) 

The  Construction  Company  pleaded  in  defense  as  we  have  said, 
the  decree  of  the  District  Court  of  Nebraska  in  the  suit  of  petitioner 
against  Egbert  Whitney,  but  that  decree  was  reversed  by  the  circuit 
court  of  appeals.    (224  Fed.  Bep.,  452.)    The  reversal  and  the  opin- 
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ion  of  the  circuit  court  of  appeals  thereon  are  much  relied  on  in  this 
suit,  and  we  may  say  constituted  the  inducement  to  issue  certiorari. 
It  is  seemingly  antithetical  to  the  opinion  and  judgment  under  re- 
view and  the  Circuit  Court  of  Appeals  for  the  Third  Circuit  felt  and 
expressed  the  embarrassment  of — 

disturbing  the  force  of  a  decision  of  a  court  of  coordinate  jurisdiction,  *  *  * 
formed  upon  precisely  the  same  issue  and  upon  substantially  the  same  facts. 

The  court,  however,  felt  constrained  to  an  "opposite  judgment" 
and  decided  that  Henderson  made  but  "  formal  changes  "  in  the  prior 
art  which  involved  no  invention,  and  affirmed  the  decree  of  the  dis- 
trict court. 

Necessarily  for  an  estimate  of  Henderson's  patent  we  must  con- 
sider the  prior  art.  It  is  detailed  by  witnesses,  explained  by  counsel, 
and  illustrated.  Specific  descriptions  are  not  necessary.  We  may  re- 
fer to  our  own  observation  of  the  first  forms  of  scaffolding.  To 
quote  District  Judge  Orr: 

Originally,  scaffolding  was  made  to  rest  upon  the  ground  and  was  increased  in 
height  as  the  building  of  the  structure  demanded. 

The  first  forms  of  scaffolding  which  constituted  the  prior  art  are 
described  by  a  witness  as — 

the  thrust  out  scaffold,  the  pull  scaffold,  the  timber  scaffold;  that  they  were 
built  right  up  to  the  front  of  the  building. 

In  1900,  he  testified— 

a  new  device  came  on  the  market,  or  a  new  structure,  and  in  place  of  building 
up  from  the  ground,  they  hung  a  rigid  iron  frame  from  the  upper  stories  of  the 
building.  That  could  be  used  on  three  or  four  stories  sometimes.  It  was  heavy, 
inconvenient  to  handle,  and  did  not  meet  with  very  great  success,  al- 
though it  did  seem  an  improvement  over  the  old  poles.  Then  there  came  an- 
other form  of  scaffolding  which  was  a  suspended  wire  platform  scaffold,  sus- 
pending the  wires  from  the  top  of  the  building.  ♦  ♦  ♦  Then  there  came  the 
Cavanagh  overhead  scaffolding  machine.  ♦  ♦  •  That  machine  became  fairly 
well  used,  after  being  introduced,  and  was  apparently  a  great  improvement  over 
any  other.  Then  Murray  came  in  the  market  with  his  platform  machine ;  a  ma- 
chine operated  from  the  platform,  the  fastening  of  the  wire  that  supported  the 
platform  being  from  above,  the  wire  being  secured  to  the  out-riggers  from  the 
upper  part  of  the  building.  Then  the  Henderson  machine,  supported  by  cables 
from  the  upper  part  of  the  building,  and  similar  in  a  great  many  respects, 
except  that  the  machines  were  placed  In  the  opposite  position,  enabling  you  to 
make  a  scaffold  any  width,  which  would  seem  to  be  the  latest. 

The  Murray  patent,  therefore,  is  the  step  in  the  prior  art  preced- 
ing that  made  by  Henderson  and  a  comparison  of  the  latter's  patent 
with  it,  the  Murray  patent,  is  immediately  indicated. 

Murray  describes  his  invention  to  be  of  "  new  and  useful  improver 
ments  in  adjustable  scaffolds."  The  object  of  it,  he  said,  was  to  pro- 
vide such  a  scaffold  as  would — 

permit  of  adjustment  at  any  height  during  the  construction  of  a  building  or  the 
repair  thereof. 
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And  he  claimed — 

the  combination  with  two  bars  having  means  for  detachably  securing  them  to  a 
building,  of  a  platform,  frames  on  said  platform  carrying  means  operable  from 
the  platform  and  having  connections  adapted  to  be  connected  to  one  of  said  bars 
for  raising  the  platform,  and  supporting  means  on  said  frames  extending  above 
the  said  bar  when  the  platform  has  been  fully  raised  and  adapted  to  detach- 
ably  engage  said  bar  and  rigidly  support  the  platform  therefrom,  whereby,  the 
platform  may  be  connected  to  one  bar  by  the  raising  means  and  raised  to  a 
level  to  engage  the  supporting  means  with  said  bar  and  may  then  remain  sup- 
ported by  said  bar  while  the  other  bar  is  placed  at  a  higher  level  and  the  rais- 
ing means  secured  to  the  latter,  the  bars  thus  becoming  alternately  points  of 
raising  support  and  of  rigid  support  for  the  platforms. 

The  following  is  the  illustrative  diagram  of  the  claim. 


Henderson  describes  his  invention  as  "  certain  new  and  improved 
scaffold  supporting  means,"  and  further  says  it  relates — 

to  an  improved  means  for  supporting  scaffolds  used  in  connection  with  the 
construction  of  buildings  and  their  repair. 

In  other  words,  the  patent  is,  as  the  Murray  patent  is,  for  improve^ 
ment  of  scaffold-supporting  means.  And  the  details  given  by  Mur- 
ray, or  necessarily  implied  by  him,  and  the  inevitable  adjuncts  "  of 
cross  beam  and  floor  piece  "  are  made  elements  in  the  combinations 
claimed  in  three  claims.  There  is  a  change  from  the  Murray  hoisting 
device  and  it  is  described  to  consist — 

of  a  continuous  U-shaped  metal  bar  extending  around  the  under  side  of  and 
upward  from  the  associated  beam.    ♦    •    • 

The  continuity  of  metal  is  the  novel  element  asserted.  Counsel 
emphasize  it,  not  so  much  for  itself  as  for  what  it  permits.  It  permits 
according  to  counsel,  a — 

hinged  or  loose  jointed  connection  between  the  putlog  (called  in  the  daims 
"cross  beams'*)  and  the  frames  that  support  the  putlog  and  the  hoisting 
mechanism — 

and  counsel  say  that  this  is  a — 

separate  and  distinct  entity  from  the  elements  of  the  Murray  patent,  difS&rlng 
in  structure,  function  and  result  produced. 
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And  of  this  it  is  insisted  there  was  no  suggestion  in  the  Murray 
patent,  it  containing  but  a  single  claim  and  a  single  idea — 
the  idea  of  supporting  the  scafFold  to  out-riggers  by  means  of  auxiUary  bars  or 
rods — 

SO  that  the  platform  or  scaflfold  by  the  lengthening  of  the  cables  can 
be  raised  to  a  greater  height  than  before.  In  other  words  the  asser- 
tion is  that  Murray  invented  nothing  and  saw  nothing  in  his  device 
but  means  of  raising  the  scaflfold,  and  to  use  counsel's  word,  all  other 
"  functions  "  were  beyond  his  vision.  Or  again,  and  to  bring  out 
clearly  counsel's  contention — 

Henderson  did  not  do  what  Murray  did.  Murray  provided  means  for  supporting 
a  platform  temporarily  on  one  set  of  out-riggers  while  the  cables  were  being 
adjusted  to  a  higher  set  of  out-riggers.  This  is  all  Murray  did,  and  that  was 
embodied  in  the  one  claim  of  the  patent  and  that  is  what  Henderson  did  not  do. 
Murray,  on  the  other  hand,  never  suggested  the  idea  of  making  a  hinge  or  flexi- 
l)le  connection  between  the  putlogs  and  their  supporting  frames. 

The  utility  of  this  construction  is  the  final  assertion,  and  that  the 
continuity  of  metal  of  the  stirrup  adds  strength,  and  the  loose  jointed 
connection  of  the  putlogs  with  it  gives  "  fllexibility  longitudinally  and 
transversely  of  the  platform  '*  and 

enables  the  operator  to  raise  the  scaffold  machines  one  at  a  time,  allowing  the 
putlogs  to  tip  or  hinge  over  the  support  of  the  U -frame,  leaving  the  machine  to 
Qtand  erect  at  all  times. 

The  advantage  of  this  is  emphasized  in  various  ways  and  the  con- 
struction, it  is  insisted,  quoting  the  patent,  "  secures  the  greatest  pos- 
sible amount  of  security." 

Claims  1  and  3  are  inserted  in  the  footnote.^  The  following  is  an 
illustration  of  them  taken  from  brief  of  counsel : 


It  is  further  contended  that  the  arrangement  of  the  hoisting  device 
parallel  to  a  building  instead  of  at  right  angles  to  it  as  in  the  Mur- 

*  1.  A  scaffold  consisting  In  the  combination  of  cross  beams,  floor  pieces  extending 
between  such  beams,  and  a  hoisting  device  associated  with  each  end  of  each  beam, 
each  hoisting  device  consisting  of  a  continuous  U-shaped  metal  bar  extending  around 
the  under  side  of  and  upward  from  the  associated  beam,  and  a  hoisting  drum  rotatably 
supported  by  the  side  members  of  such  bar. 

3.  A  scaffold  coaststing  of  a  plurality  of  U-shaped  bars  arranged  in  pairs,  a  cross 
beam  laid  in  and  extending  between  each  pair  of  such  U-shaped  bars,  a  floor  laid  upon 
said  cross  beam,  a  drum  rotatably  supported  between  the  upwardly  extending  side 
members  of  each  of  said  U-shaped  bars,  and  means  of  controlling  the  rotation  of  said 
dram. 
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ray  patent,  gives  more  room  to  the  working  masons  and  mechanics, 
and  therefore  to  their  security.  This  advantage  was  asserted  in  the 
patent,  the  others  were  not,  nor  displayed  or  counted  on.  They, 
however,  may  be  conceded.  The  fact  of  non-display  in  the  patent, 
while  it  does  not  militate  against  his  claims  for  the  advantages,  causes 
surprise  at  least,  considering  the  emphasis  that  is  now  put  upon  them 
and  the  assertion  that  they  distinguish  and  make  superior  his  mech- 
anisms to  all  that  preceded  them.  However,  we  may  concede  to 
counsel  for  the  sake  of  the  argument,  all  of  the  uses  and  excellencies 
of  the  patent  even  though  not  discerned  by  Henderson,  but  his  pre- 
tensions, whether  at  first  hand  or  second,  his  or  those  of  his  counsel, 
must  be  subjected  to  the  test  and  estimate  of  the  prior  art  and  so 
subjecting  them  we  can  discern  no  exercise  of  invention.  The  changes 
were  simply  mechanical,  easy  to  discern,  and  as  easy  to  make,  inci- 
dental entirely  to  the  main  idea  of  Murray  which  was,  as  was  de- 
clared by  him,  to  provide  a  scaffold  that  would — 

permit  of  adjustment  at  any  height  during  the  construction  of  a  building  or  the 
repairing  thereof — 

a  scaffold  which  might — 

be  readily  moved  from  one  position  to  another  by  the  workmen  thereon  without 
Interfering  materially  with  the  work  being  performed, 

and  one  "  in  which  different  supports  are  employed,"  and — 
in  which  the  shifting  from  one  set  of  supports  to  another  set- 
might — 

be  accomplished  without  Interfering  in  any  degree  with  the  workmen  thereon, 
or  their  work. 

A  glance  at  the  diagi-am  which  we  have  given  will  show  that  he 
accomplished  his  purpose  and  the  way  he  accomplished  it;  a  glance 
at  the  diagram  we  have  given  of  the  Henderson  device  will  show  that 
it  is  a  substantial  imitation  of  Murray's  scaffold,  the  variations  being 
only  mechanical.  The  chief  difficulty  we  have  found  in  the  case  is 
the  plausibility  of  the  arguments  of  counsel,  and  that  it  secured  the 
assent  of  the  Circuit  Court  of  Appeals  for  the  Eighth  Circuit  and 
other  courts  and  strength  from  such  assent. 

Decree  affirmed. 

[Supreme  Court  of  the  United  Statea] 

New  York  Scaffolding  Company  v.  Chain  Belt  Compaxt  a>t) 

Whitney.     (No.  23.) 

Decided  November  8,  1920. 

280  O.  a,  1009 ;  254  U.  S.,  82. 

1.  Patents— Invention— Change  Readily  Made. 

It  may  be  that  the  conception  of  Invention  cannot  be  tested  by  the  ex- 
perience of  the  inventor  in  the  art  or  by  moments  of  time  and  that  orlgl- 
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nality  does  not  need  the  aid  or  delay  of  drudgery,  but  one  is  forced  to  think 
that  where  a  change  is  readily  made  in  any  composite  instrumentality  the 
change  is  not  the  prompting  or  product  of  invention. 

2.  Same — ^Validity — Hendebson  Patent,  No.  959,008,  Void. 

The  Henderson  patent,  No.  959,008,  for  scaffold-supporting  means,  Held 
void  for  lack  of  invention  In  view  of  the  patent  to  Murray,  No.  854,959. 

On  writ  of  certiorari  to  the  United  States  Circuit  Court  of  Ap- 
peals for  the  Seventh  Circuit. 

Mr.  Frank  Chase  Somea^  Mr.  C.  P.  Ooepel^  and  Mr.  Frederick  P. 
Fish  for  the  petitioner. 

Mr.  Robert  H.  Parkinson  and  Mr.  Wallace  R,  Lane  for  the  re- 
spondent. 

Mr.  Justice  MoKbnna  delivered  the  opinion  of  the  Court. 

Suit  by  petitioner  against  Chain  Belt  Company  et  al.^  for  infringe- 
ment of  a  patent  considered  in  No.  22,  ante^  487.  The  bill  contains  the 
usual  allegations,  and  prays  for  an  accounting,  for  damages,  and 
injunctions^  preliminary  and  final. 

A  copy  of  the  opinion  of  the  Circuit  Court  of  Appeals  for  the 
Eighth  Circuit  in  the  suit  of  the  Scaffold  Company  against  Egbert 
Whitney,  expressing  the  judgment  of  the  court  sustaining  the 
validity  of  the  patent  and  adjudging  Whitney  to  be  an  infringer  of 
it,  is  attached  to  the  bill. 

The  answer  denied  invention  and  sets  forth  a  number  of  patents 
as  anticipations^  among  others,  a  patent  to  William  Murray.  A 
dismissal  of  the  suit  was  prayed. 

A  trial  was  had  upon  the  issues  thus  made  which  resulted  in  an 
interlocutory  decree  awarding  an  injunction,  adjudging  infringe- 
ment, and  an  accounting. 

The  injunction  decreed  is  as  follows : 

That  an  injunction  be  issued  under  the  seal  of  this  court  unto  the  said 
Chain  Belt  Company,  and  the  said  Egbert  Whitney,  enjoining  them,  and  each  of 
them,  their  several  agents,  officers,  employees  and  all  persons  in  privity  with 
them,  and  each  of  them,  from  making  or  selling,  or  causing  to  be  made  or  sold, 
the  machine  known  as  "  Whitney  Scaffold  Hoist  Machines "  and  "  Little  Won- 
der" machines,  to  be  used  in  the  combinations  of  claims  1  and  3  of  said  U.  S. 
Patent  No.  959,008,  or  from  using  or  causing  said  machines  to  be  used  in  the 
combinations  of  said  claims,  or  from  infringing  upon  said  claims  in  any  manner 
whatsoever. 

The  circuit  court  of  appeals  agreed  with  the  district  court  that  the 
Henderson  patent  exhibited  invention,  expressing  the  view,  however, 
while  its  advance  was  slight  it  was — 

not  so  wholly  wanting  in  invention  or  novelty  as  to  justify  a  finding  contrary 
to  the  presumptive  validity  of  the  grant  to  him. 

The  court  fortified  its  views  by  the  decision  of  the  Circuit  Court  of 
Appeals  of  the  Eighth  Circuit  in  New  York  Scaffolding  Company  v. 
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WMtney,  (224  Fed.  Rep.,  462,)  citing,  however,  to  the  contrary,  the 
decision  of  the  Circuit  Court  of  Appeals  of  the  Third  Circuit  in  New 
York  Scaffolding  Company  v.  Liebel-Binney  Construction  Company^ 
the  decision  we  have  just  affirmed. 
The  court,  however,  decided  that  the  decree  was — 

erroneous  in  finding  infringement  In  the  manufacture  or  sale  or  in  any  use  of 
tlie  Little  Wonder  machine. 

The  decree  of  the  district  court  was  reversed  with  directions  to 
enter  a  decree  in  accordance  with  the  views  expressed. 

The  Henderson  patent  was  made  the  basis  of  recovery  in  New  York 
Scaffolding  Company  v.  Liebel-Bvnney  Construction  Com^pany^  antey 
487,  just  decided,  and  there  we  estimated  its  inventive  quality  as 
tested  by  the  prior  art,  and  as  representative  of  that  we  took  the 
patent  of  William  Murray,  accepting  it  as  an  advance  upon  the 
prior  art. 

We  need  only  add  to  what  was  there  said  that  our  conclusion  is 
confirmed  by  Henderson's  testimony  which  we  insert  in  the  footnote 
somewhat  fully  as  it  cannot  be  adequately  represented  in  condensa- 
tion or  by  paraphrase.^  From  his  testimony,  it  is  certain,  that  his 
scaffold  did  not  cause  him  sleepless  nights  or  laborious  days.  He 
was  not  experienced  in  the  art  of  which  it  is  an  example.  It  may 
be  that  the  conceptions  of  invention  cannot  be  tested  by  such  or  by 
moments  of  time,  ahd  that  originality  does  not  need  the  aid  or  delay 
of  drudgery ;  but  one  is  forced  to  think  that  where  a  change  is  readily 
made  in  any  composite  instrumentality  the  change  is  not  the  prompt- 

1  After  stating,  the  schools  and  colleges  he  had  attended,  and  that  he  was  admitted  to 
the  bar  In  1910,  he  tecrtifled  as  follows : 

*'  3.  Q.  Will  you  state  when  yoa  first  acquired  any  knowledge  of  the  scaffolding 
business  and  how  it  came  about? 

"A.  The  first  time  I  bad  any  occasion  to  consider  scaffolding  on.  buildings  was  about  in 
B'ebruary  1910 — February  1909.  I  was  having  dinner  wlth'Mr.  Merrill,  then  president 
of  the  Noel  Construction  Company,  and  I  explained  to  Mr.  MerrUL  a  certain  gas  engine 
I  was  designing  attempting  to  get  a  patent  at  that  time,  and  Mr.  Merrill,  whom  I  had 
known  while  I  was  at  the  academy  at  Annapolis,  put  up  to  me  a  proposition  of  scaffolding 
on  the  city  halU  which  the  Noel  Construction  Company  was  then  building  in  Chicago, 
and  explained  to  me  the  great  expense  of  building  up  a  scaffold  from'  the  ground,  and 
stated  that  it  was  much  more  convenient  and  cheaper  to  scaffold  by  swinging  the  scaffold 
from  an  overhead  outrigger.  He  said  there  was  such  a  scaffold  in  use  and  being  put  up 
by  a  New  York  concern,  but  that  the  rental  charged  by  the  New  York  concern  was  pro- 
hibitory of  its  use  on  the  city  hall,  and  said  with  my  mechanical  training  I  ought  to  be 
able  to  devise  a  means  of  swinging  a  scaffold,  and  instructed  me  to  go  ahead  and  see 
what  I  could  do. 

•  •••••• 

"A.  This  was  in  February  1009." 

He  further  testified  that  Mr.  Merrill  called  his  attention  to  devices  that  were  then  In 
use  in  Chicago  at  the  Blackstone  Hotel  and  that  shorUy  after  he  went  down  to  the  botel. 

Ho  further  testified : 

**  A.  On  the  north  side  of  the  building  there  waa  a  scaffold  suspended  by  overhead  out- 
riggers, cables  led  down  to  a  dram,  the  cable  passed  over  a  litUe  puUey  wheel  on  the  top 
cross  member  of  the  scaffold  down  to  a  drum,  and  the  drums  were  in,  pairs  opposite  at 
right  angles  to  the  building.  These  drums  were  supported  above  a  U-frame  which  was 
held  in  place,  bolted,  with  two  angle  irons,  the  bolts  passed  through  the  U-frame,  and 
then  the  planking  was  laid  along  the  scaffold  on  top  of  the  angle  irons  which  was 
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ing  or  product  of  invention.  Indeed,  it  is  a  common  experience  in 
patent  cases  that  mere  mechanical  facility  can  alter  or  change  the 
form  in  which  originality  and  merit  expressed  themselves  and  assert 
for  it  the  claim  of  invention.  This  case  is  an  example  of  such  pre- 
tension. We  may  repeat  counsel's  question  and  ask  what  did  Hen- 
derson do  that  Murray  did  not  do?  He  made  the  U-frame  which 
supported  the  hoisting  device  of  continuous  metal  instead  of  as^ 
Murray  did  of  several  pieces  riveted  together  and  in  the  stirrup 
which  it  formed  he  rested  the  putlogs  or  beams  loosely  making  a 
hinged  joint  connection  between  the  stirrup  and  the  hoisting  ma- 
chines with  a  resulting  flexibility.  This  consequence  and  its  ad- 
vantage, if  it  have  such,*  it  is  admitted  he  did  not  discern,  and  nat- 
urally.  His  purpose  was  evasion.  To  evasion  he  was  prompted. 
Beyond  what  was  necessary  to  that  he  exerted  no  vision  or  concep- 
tion. He  had  had  no  experience  in  the  art,  and  what  knowledge  of 
the  Murray  scaffolding  he  had  was  obtained  by  a  thirty  minutes' 
observation  of  it  in  operation.    We  yield  to  the  assertion  of  coimsel 

lM>lted  to  the  U-frames  and  the  drums  were  operated  by  means  of  the  ratchet  lever,  to- 
whlch  the  men  put  a  pipe,  making  an  extension,  and  pumped  It  up  and  down. 

"  18  Q.  Just  how  were  the  putlogs  supported  relative  to  the  U-frame  concerning  which 
you  have  testified? 

*'A.  The  putlogs  were  bolted  alongside  of  the  U-frame  and  the  bolts  passed  through 
the  U-frame. 

'*  14  Q.  Did  you  see  the  machines  operate? 

"  A.  Yes,  the  men  were  laying  brick  along  the  scaffold,  a  couple  of  laborers  holsted^ 
one  end  of  the  scaffold. 

**  15  Q.  So  you  saw  it  raised  during  the  time  you  were  there? 

*'  A.  YeB»  sir. 

"  16  Q.  At  that  time  had  you  done  any  work  on  what  later  developed  into  your 
IMitent  in  suit? 

"  A.  I  had  not." 

And  further: 

*'  A.  I  didn't  do  anything  further  until  about  the  middle  of  May.  Mr.  Merrill  called 
me  up  and  asked  me  to  come  down  to  the  office.     I  went  down  and  he  asked  me  if 

1  had  a  scaffold  ready  for  him  or  had  any  ideas.  I  told  him  no,  that  I  had  not  He 
said,  '  I  have  been  depending  upon  you  to  design  something,  and  I  have  got  to  have  some« 
thing.'  So  he  called  in  Mr.  Peterson,  the  superintendent,  took  me  over  to  the  city  hall 
and  showed  me  the  wall  he  wanted  to  scaffold  in  the  court  there,  and  I  then  went  over 
to  Carpenter  &  Company  and  inspected  some  winches  he  had  there  to  see  if  it  was. 
practicable  to  bolt  the  winches  to  wooden  putlogs.  And  owing  to  the  fact  that  Carpenter 
&  Company  wanted  more  money  than  Merrill  could  pay,  for  scaffold,  didn't  make  a  deal 
with.  him.  Th^i  I  went  home  and  made  up  the  design  for  the  scaffold  that  I  subse- 
quently applied  for  a  patent  on,  and  took  it  down  to  Brown  &  Williams'  attorneys,  and 
asked  them  if  I  could  get  a  patent  on  it  They  thought  I  could.  Mr.  Merrill  said  he 
would  have  Parker  &  Carter  investigate  if  there  would  be  no  infringement  on  the  winch 
and  instead  of  bolting  the  windlas;i  to  the  putlog,   I   found  I   could   utilize  pieces  of 

2  z  10  around  the  building  for  putlogs  and  place  them  in  the  U-frame,  and  would  make 
the  scaffolds  easier  to  put  into  the  building  and  much  simpler  to  dismantle — to  take  off. 

"  Q — .  Where  did  you  gftt  your  knowledge  of  the  U-frame  being  used  in  this  line  of 
work? 

*'A.  I  saw  U-frames  on  the  Blackstone  Hotel.  It  was  Just  an  ordinary  stirrup." 
'There  Is  a  denial  of  advantage,  and  it  was  admitted  at  the  argument  that  rigidity 
of  the  putlog  and  frame  was  sometimes  resorted  to.  Counsel  tried  to  minimize  the- 
necessity  or  practice  by  saying  that  it  was  accomplished  by  a  ten-penny  nail.  Manifestly 
it  was  the  effect  and  Its  necessity  or  advantage  which  were  important,  not  the  means  of 
their  accomplishment  and  the  necessity  or  advantage  cannot  be  estimated  by  the  size* 
of  the  nail. 
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that  he  cannot  be  deprived  of  an  advantage  because  he  did  not  dis- 
cern it,  but  the  same  concession  must  be  given  to  Murray.  He  was 
entitled  to  all  of  the  benefit  that  he  claimed  for  his  device,  or  that 
can  be  given  to  it  by  formal  changes. 

It  will  be  observed  that  the  circuit  court  of  appeals  and  the  dis- 
trict court  disagreed  in  their  views  of  the  relation  of  the  Little 
Wonder  machine  to  the  Henderson  device,  the  latter  considering  it 
an  infringement,  the  former  determining  otherwise,  and  to  that  ex- 
tent reversing  the  decree  of  the  district  court.  Both  courts  however 
concurred  in  ascribing  invention  to  Uie  Henderson  device.  In  this 
both  courts  erred. 

The  decree  of  the  district  court  is  therefore  reversed  and  the  case 
remanded  to  that  court  with  directions  to  dismiss  the  bill  of  com- 
plahit  on  the  ground  that  the  Henderson  patent  is  invalid^  it  exhibit- 
ing no  indention. 

So  ordered. 


[Supreme  Court  of  the  United  States.] 

Berlin  Mills  Company  v.  Procter  &  Gamble  Compant. 

Decided  December  6,  1920. 

281  O.  O.,  574;  254  U.  S.,  156. 

Patsnts — ^Vauditt — ^BuBCHSNAL  Patbnt  fob  Labdlikb  Food  Pboduct  Invalid. 

The  Burchenal  patent,  No.  1,185,351,  for  a  food  product,  claimg  1  and  2, 

for  a  homogeneous  lardlike  food  product  consisting  of  an  incompletely 

hydrogenized  vegetable  oil  or  cotton-seed  oil.  Held  devoid  of  invention  in 

view  of  the  prior  art. 

On  writ  of  certiorari  to  the  United  States  Circuit  Court  of  Ap- 
peals for  the  Second  Circuit. 

Mr.  Charles  E.  Hughes^  Mr.  Marcus  B.  May^  Mr.  John  C.  Penme, 
and  Mr.  Melville  Church  for  Berlin  Mills  Company. 

Mr.  Livingston  Gifford^  Mr.  Thomas  B.  Kerr^  Mr.  John  H.  Brick- 
enstein^  and  Mr.  Alfred  M.  Allen  for  Procter  &  Gamble  Company. 

Mr.  Justice  Day  delivered  the  opinion  of  the  Court. 

This  suit  was  brought  by  the  Procter  &  Gamble  Company  against 
the  Berlin  Mills  Company  for  the  infringement  of  the  patent  of 
John  J.  Burchenal  for  a  food  product,  issued  on  April  13,  1915, 
No.  1,135,351,  and  assigned  to  the  Procter  &  Gamble  Company.  The 
district  court  held  the  patent  void  for  lack  of  invention,  and  also 
that  the  claims  in  suit  were  not  infringed.  The  circuit  court  of 
appeals,  one  judge  dissenting,  held  the  patent  valid  and  infringed. 
(256  Fed.  Rep.,  23.) 
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The  patent  in  controversy  relates  to  a  lardlike  food  product  con- 
sisting of  a  vegetable  oil  partially  hydrogenized  to  a  homogeneous 
whitish,  yellowish  product.  The  record  discloses  that  the  making 
of  lard  substitutes  has  been  accomplished  by  mixing  melted  fat  with 
vegetable  oils. 

These  oils  contain  glycerids^-olein,  linolin  and  stearin.  The  hy- 
drogenation,  or  hardening  process,  has  the  effect  to  increase  the 
proportion  of  the  solid  glycerids  of  high  saturation.  Stearin  is 
called  a  saturated  glycerid  for  the  reason — 

that  there  are  present  in  the  molecule  as  many  hydrogen  atoms  as  possibly 
can  be  Joined  to  the  carbon  atoms. 

Linolin  and  olein  are  called  unsaturated  glycerids  and  can  be 
converted  by  the  addition  of  hydrogen  into  hardened  glycerids. 

The  patentee  in  the  specifications  of  his  patent  states  the  object  of 
his  alleged  invention,  and  what  he  intended  to  accomplish,  as  follows : 

The  special  object  of  the  Invention  is  to  provide  a  new  food  product  for  a 
shortening  in  cooking,  in  which  the  liability  to  become  rancid  is  minimized,  and 
in  which  the  components  of  such  vegetable  oils  which  are  inferior  and  detri- 
mental to  use  as  such  a  food  product  have  been  to  a  large  extent  converted  into 
a  higher  and  more  wholesome  form.  All  such  vegetable  oils  contain  glycerids  of 
unsaturated  fatty  acids,  and  among  these,  notable  quantities  of  fatty  glycerids 
of  lower  saturation  than  oleln.  It  is  the  presence  of  these  glycerids  of  lower 
saturation  that  seriously  affects  the  rancidity  of  the  material.  Oxidation  is 
largely  the  cause  of  rancidity,  which  oxidation  weakens  the  fat  at  the  point  of 
absorption  at  the  double  bonds,  and  these  glycerids  of  lesser  saturation  readily 
absorb  oxygen  from  the  air  at  ordinary  temperatures,  while  the  more  highly 
saturated  glycerids,  as  olein,  only  absorb  oxygen  at  elevated  temperatures.  It 
is  evident,  therefore,  that  oils  or  fats  containing  notable  quantities  of  glycerids 
of  llnolic  acid,  or  of  lesser  saturation,  are  distinctly  Inferior  as  an  edible  product 
to  those  containing  a  minimum  of  these  glycerids  with  a  largex  per  cent,  of  olein. 
On  the  other  hand,  while  it  is  important  to  get  rid  of  the  readily  oxidizable 
glycerids  of  lower  saturation,  it  is  also  important  not  to  supply  too  large  a  per 
cent,  of  fully  saturated  glycerids.  ♦  ♦  ♦  Oil,  liquid  at  the  ordinary  tempera- 
tures, does  not  make  the-best  shortening,  because  the  oil  remains  liquid,  keeping 
the  food  in  a  soggy  condition,  and  the  oil  will  even  settle  to  the  under  part  of  the 
cooked  product  and  soil  the  doth,  paper,  or  whatever  it  may  come  in  contact 
with.  Moreover,  fats  of  a  melting  point  above  the  temperature  of  the  human 
body,  98**  F.,  ai'e  not  so  digestible  as  fats  which  are  liquid  at  this  point,  or 
which  have  a  melting  point  below  98**  F.  It  is,  therefore,  my  object  in  the 
preparation  of  my  new  lard-like  composition  and  food-product,  and  in  preparing 
same  from  cottonseed  oil,  to  change  the  chemical  composition  of  the  oil  to 
obtain  a  product  with  a  high  percentage  of  olein,  a  low  percentage  of  linolin 
and  the  lesser-saturated  fats,  and  with  only  sufficient  stearin  to  make  the 
product  congeal  at  ordinary  temperatures. 

In  manufacturing  this  product,  cotton-seed  or  other  vegetable  oil  is  caused  to 
chemically  absorb  a  limited  amount  of  hydrogen  by  reacting  on  the  oil  with 
hydrogen  in  the  presence  of  a  catalytic  agent  and  at  an  elevated  temperature. 
The  oil  is  preferably  agitated  in  a  closed  vessel  in  the  presence  of  an  atmos- 
phere of  compressed  hydrogen,  a  catalyzer  of  finely-divided  nickel  carried  by 
15752—21 32 
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kieselguhr  being  maintained  In  sospension  in  the. oil  and  its  temperature  Mng 
raised  to  about  156"*  G. 

According  to  the  present  invention,  the  amount  of  hydrogen  absorbed  is  care- 
fully regulated  and  limited.  In  practice,  the  operation  is  stopped  when  the 
oil  has  been  converted  into  a  product  which  cools  to  a  white  or  yellov^lsh  semi- 
solid more  closely  resembling  lard  than  do  the  commercial  mixtures  of  cotton- 
seed oil  and  animal  oleo-stearin,  while  in  many  respects  the  product  Is  superior 
to  the  best  leaf  lard  as  a  shortening.  It  is  not  so  liable  to  become  rancid,  and 
the  product  can  be  heated  to  a  considerably  higher  temperature  than  lard 
without  smoking  or  burning.  ♦  ♦  ♦  The  high  temperature  to  which  my 
product  can  be  raised  without  smoking  or  burning  makes  the  product  ideal  for 
frying,  inasmuch  as  a  crust  forms  almost  instantly  on  the  food  fried,  which 
prevents  any  absorption  of  the  shortening.  A  lard-llke  product  thus  pr^mred 
from  cottonseed  oil  has  a  saponification  value  of  about  195 ;  and  an  lodln  value 
ranging  from  about  55  to  about  80.  The  product  having  an  iodin  value  of  55 
has  a  titre  of  about  42''  and  a  melting-point  of  about  40"*  0. ;  that  having  an 
iodin  value  of  80  has  a  titre  of  about  35"  and  a  •melting-point  of  about  33"  C. 
While  but  partially  hydrogenized,  containing  from  about  1.5%  to  2.5%  of 
additional  hydrogen  more  than  in  the  nonhydrogenized  material.  It  shows  no 
free  cottonseed  oil  when  subjected  to  the  Halphen  test,  thereby  differing  from 
all  commercial  lard  substitutes  containing  this  oil.  It  contains  from  twenty  to 
twenty-five  per  cent,  of  fully  saturated  glycerids,  from  five  to  ten  per  cent  of 
linolin  and  from  sixty-five  to  seventy-five  per  cent,  olein,  and  an  average  of  a 
number  of  samples  gives  twenty-three  per  cent,  of  saturated  fats,  seven  and 
five- tenths  per  cent  linolin  and  sixty -nine  and  five-tenths  per  cent,  olein,  while 
the  cottonseed  oil  before  treatment  contained  seventeen  per  cent  saturated  fats, 
thirty-seven  per  cent  linolin  and  forty -six  per  cent,  olein.  It  will  thus  be  seen 
that  I  have  produced  an  ideal  food  product,  which  is  high  in  olein,  low  in 
linolin  and  lesser-saturated  fats,  and  with  only  enough  stearin  to  make  the 
product  congeal  at  ordinary  temperatures. 

The  patent  has  seven  claims;  two  broad  claims,  which  are  the  ones 
here  involved : 

1.  A  homogeneous  lard-like  food  product  consisting  of  an  incompletely  hydro- 
genized vegetable  oil. 

2.  A  homogeneous  lard-like  food  product  consisting  of  incompletely  hydro- 
genized cottonseed  oil. 

The  five  additional  claims,  more  specific  and  limited,  are  not  in- 
volved in  this  suit.  Two  of  the  four  judges  who  considered  this 
patent  and  the  validity  of  the  claims  in  suit  reached  the  conclusion 
that  they  were  void  for  want  of  invention;  two  judges  of  the  circuit 
court  of  appeals  held  the  patent  valid,  and  infringed. 

In  deciding  between  these  conflicting  views  we  must  consider  the 
genesis  of  the  alleged  invention,  and  what  was  theretofore  known  and 
disclosed  in  the  art.  Burchenal,  the  patentee,  was  not  a  chemist,  and 
was  the  general  manager  of  the  Procter  &  Gamble  Company,  whose 
principal  business  had  been  the  manufacture  of  soap.  One  Edwin  C. 
Kayser,  who  had  been  in  the  employ  of  Crossfield  &  Son,  an  English 
firm,  and  familiar  with  the  Normann  process,  to  be  hereinafter  con- 
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sidered,  came  to  this  country  in  1907,  and  saw  Mr.  Burchenal  a4;  the 
Procter  &  Gamble  factory.  A  contract  was  made  with  Kayser,  and 
an  experimental  plant  was  erected  at  the  Procter  &  Gamble  works 
for  hydrogenating  oil. 

It  is  the  contention  of  the  respondent  that  the  merit  of  Burchenal's 
alleged  invention  arises  from  the  fact  that  he  was  the  first  to  origi- 
nate and  develop  the  process  involved  so  as  to  make  a  food  product 
of  the  character  described. 

The  district  court  found  that  Burchenal  in  fact  invented  nothing, 
and  that  all  that  was  real  invention,  as  established  by  the  testimony, 
came  from  Kayser.  But  considering,  for  the  purposes  of  this  discus- 
sion, that  the  thought  occurred  to  Burchenal,  which  he  developed  in 
the  production  of  a  food  product,  the  subject-matter  of  this  patent, 
the  primary  question  is  presented  whether  what  Burchenal  accom- 
plished amounted  to  invention  within  the  meaning  and  protection  of 
the  patent  law. 

In  considering  the  patentability  of  this  alleged  invention,  it  is  to 
be  remembered  that  this  is  not  claimed  to  be  a  process  patent.  While 
the  process  is  described  in  the  specifications,  Burchenal  makes  no 
claim  that  it  is  his  invention,  indeed,  he  concedes  in  the  testimony 
that  the  process  is  not  his,  and  coimsel  frankly  say  that  the  patent 
must  stand  or  fall  upon  its  validity  as  a  product  patent  of  a  new  and 
useful  thing  within  the  meaning  of  the  patent  law.  If  this  product 
were  the  result  of  mechanical  improvement  only,  when  viewed  in  the 
light  of  that  which  was  previously  disclosed  and  open  to  public  use, 
the  step  in  advance  being  only  that  which  one  skilled  in  the  art  might 
well  make,  without  the  exercise  of  the  originating  or  inventing  fac- 
ulty, then  the  achievement  is  not  within  the  protection  of  the  patent 
law. 

The  English  patent  to  Nermann  of  October,  1903,  disclosed  to  the 
world  the  process  of  converting  unsaturated  fatty  acids,  or  their 
glycerids,  into  saturated  compounds.  After  referring  to  other  dis- 
coveries he  says : 

By  causing  acetylene,  ethylene,  or  benzene  vapor  In  mixture  with  hydrogen 
gas  to  pass  over  one  of  the  said  metals,  the  said  investigators  obtained  from 
the  unsaturated  hydrocarbons  saturated  hydrocarbons,  partly  with  simulta- 
neous condensation, 

I  have  found,  that  it  is  easy  to  convert  by  this  catalytic  method  unsaturated 
fatty  acids  into  saturated  acids.  This  may  be  effected  by  causing  vapors  of 
fatty  acid  together  with  hydrogen  to  pass  over  the  catalytic  metal,  which  is 
preferably  distributed  over  a  suitable  support,  such  as  pumice  stone.  It  is 
sufficient,  however,  to  expose  the  fat  or  the  fatty  acid  in  a  liquid  condition 
to  the  action  of  hydrogen  and  the  catalytic  substance. 

For  instance,  if  fine  nickel  powder  obtained  by  reduction  in  a  current  of 
hydrogen,  is  added  to  chemically  pure  oleic  acid,  then  the  latter  heated  over  an 
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Oil  bath,  and  a  strong  current  of  hydrogen  is  caused  to  pass  through  it  for  a 
sufficient  length  of  time,  the  oleic  acid  may  be  completely  converted  into  stearic 
acid. 

The  quantity  of  the  nickel  thus  added  and  the  temperature  are  Immaterial 
and  will  only  affect  the  duration  of  the  process.  Apart  from  the  formation  of 
small  quantities  of  nickel  soap,  which  may  be  easily  decomposed  by  dilute 
mineral  acids,  the  reaction  passes  off  without  any  secondary  reaction  taking 
place.  The  same  nickel  may  be  used  repeatedly.  Instead  of  pure  oleic  acid, 
commercial  fatty  acids  may  be  treated  in  the  same  manner.  The  yellowish  fatty 
acids  of  tallow,  which  melt  between  44  and  48**  C.  and  whose  iodin  number  is 
85.1,  will,  after  hydrogenation,  melt  between  66.5  and  59"  C,  while  their  iodin 
number  will  be  9.8  and  their  color  slightly  lighter  than  before,  and  they  will 
be  very  hard. 

The  same  method  is  applicable  not  only  to  free  fatty  acids,  but  also  to  their 
glycerids  occurring  in  nature,  that  is  to  say,  to  fats  and  oils.  Olive  oil  will  yield 
a  hard  tallow-like  mass ;  linseed  oil  and  fish  oil  will  give  similar  results. 

By  the  new  method,  all  kinds  of  unsaturated  fatty  acids  and  their  glycerids 
may  be  easily  hydrogenized. 

An  expert  witness,  called  by  petitioner,  gives  in  his  testimony  cer- 
tain views  of  this  process  which  commend  themselves  to  our  judg- 
ment as  entirely  reasonable  and  accurate,  and  so  well  stated  that  we 
quote  them  in  part : 

Dr.  Nermann  discovered,  and  sets  forth  in  the  patent,  that  unsaturated  acids 
or  unsaturated  oils  by  the  action  of  hydrogen  in  the  presence  of  finely  divided 
nickel  may  be,  converted  into  corresponding  saturated  compounds.  He  defines 
the  reaction  rather  carefully  in  some  regards.  He  says,  for  instance,  if  fine 
nickel  powder  obtained  by  reduction  in  the  current  of  hydrogen  is  added  to 
chemically  pure  oleic  acid,  then  the  latter  heated  over  an  oil  bath  and  a  strong 
current  of  hydrogen  is  caused  to  pass  through  it  for  a  sufficient  length  of  time, 
the  oleic  acid  may  be  completely  converted  Into  stearic  acid. 

Further  on  he  says : 

"Apart  from  the  formation  of  small  quantities  of  nickel  soap,  which  may 
be  easily  decomposed  by  dilute  mineral  acids,  the  reaction  passes  off  without 
any  secondary  reaction  taking  place." 

I  think  that  those  two  sentences  which  I  have  read  very  well  define  the 
product  which  is  obtained  by  such  reduction  especially  the  second  sentence, 
where  he  says  that  the  reaction  goes  on  in  a  quantitative  way,  we  will  say ;  tliat 
is  he  says  that  there  is  no  side  reaction  takes  place.  A  chemist  would  know 
from  this  first  paragraph  where  he  says  that  oleic  acid  goes  to  stearic  acid, 
and  from  the  second  one  where  he  says  that  no  side  reaction  takes  place,  the 
chemist  would  know  exactly  what  the  product  is  which  is  formed  by  this 
reaction.    ♦    ♦    ♦ 

I  would  call  attention  particularly  to  the  fact  that  he  hardened  olive  oU  to 
a  hard,  tallow-like  mass.  Tallow  is  a  substance  that  is  obtained  from  the 
fat  of  either  cattle  or  of  sheep  and  is  a  substance  of  somewhat  semi-solid  char- 
acter; that  is,  its  lower  limit  of  melting  point  is  within  a  lard  range  and  its 
upper  limit  is  just  slightly  beyond  the  lard  range  so  that  if  Nermann  hardened 
olive  oil  to  a  tallow-like  mass  that  means  that  he  hardened  it  to  a  product  of 
a  semi-solid  character. 

Q.  63.  Does  Normann  specify  anywhere  in  his  patent  any  of  the  purposes  for 
which  his  patents  are  intended? 
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A.  He  does  not.  He  says  nothing  in  the  patent  as  to  what  these  products 
should  be  used  for.  The  presumption)  is  that  they  might  be  used  for  any 
purpose  for  which  fats  of  that  general  character  could  be  utilized.  They  might 
be  used  for  making  candles ;  they  might  be  used  for  soaps ;  they  might  be  used 
for  edible  purposes. 

By  the  passages  I  have  read  he  has  very  carefully  specified  what  the  product 
is  so  that  any  chemist  would  know  for  what  particular  purposes  it  might  be 
useful. 

Q.  64.  In  the  process  of  hydrogenation  as  described  in  the  Normann  patent 
from  which  you  made  citations ;  that  Is,  the  British  Patent  No.  1615  of  1903, 
what  would  your  conclusion  be  as  to  the  edibility  of  the  resultant  product  when 
the  material  hydrogenated  was  among  those  suggested  by  him,  olive  oil? 

A.  If  an  edible  olive  oil  was  started  with  one  would  certainly  obtain  an  edible 
hydrogenated  product. 

It  is  in  evidence  that  this  method,  shown  by  Normann,  is  a  practi- 
cable one,  and  may  be  used  for  the  making  of  edible  food  products 
of  the  kind  here  involved. 

With  the  knowledge  disclosed  in  the  Normann  patent  conclusively 
presumed  to  be  known  by  the  patentee,  was  it  invention  to  apply 
the  known  process  to  vegetable  oils?  In  this  connection  the  history 
of  the  application  for  the  patent  in  suit  in  the  Patent  Office  is  in- 
teresting and  instructive.  It  is  true  that  claims  1  and  2  were  finally 
allowed,  and  the  patentee  is  entitled  to  the  presumption  which  arises 
from  the  granting  of  them.  But  it  appears  in  the  history  of  the  ap- 
plication for  the  Burchenal  patent,  found  in  the  record,  that  as  orig- 
inally presented  it  contained  two  claims  not  so  broad  as  the  ones  now 
in  suit,  and  a  third  claim  for  "  a  semi-solid  hydrogenized  oil,"  was 
added  by  amendment.  All  of  the  claims  were  rejected,  the  Examineir 
saying : 

The  composition  of  lard  and  of  cottonseed  oil  as  to  the  glycerids  olein  and 
stearin  that  they  contain  is  well  known.  To  make  a  product  from  cottonseed 
oil  that  shall  simulate  lard  the  content  of  stearin  should  be  increased.  [Re- 
ferring to  patents.]  It  is  thought  therefore  that  if  the  problem  of  simulating 
lard  from  cottonseed  oil  were  presented  to  an  oil  chemist,  an  incomplete  hydro- 
penlzation  of  the  cottonseed  oil  would  at  once  suggest  Itself  to  him  as  a  solu- 
tion of  the  problem.  All  the  claims  are  accordingly  rejected  on  the  above  ground 
of  lack  of  Invention.  Claim  3  is  further  rejected  on  the  product  formed  by  the 
above  cited  patents. 

Replying  to  the  communication  of  the  Examiner  amendment  was 
made  canceling  claim  3.  Further  consideration  was  requested  on 
claims  1  and  2,  upon  arguments  which  were  presented.  The  claims 
were  afterward  rejected  upon  reference  to  patents  to  Kayser  of  Sep- 
tember 26,  1911,  and  November  14,  1911,  the  Examiner  stating  that 
these  patents  were  adapted  to  hydrogenize  glycerids,  the  latter  one 
specifically  mentioning  its  adaptability  for  cottonseed  oil,  and  thai 
the  process  could  be  arrested  at  any  time  during  its  progress  and  thuf 
an  incompletely  hydrogenized  article  be  produced. 
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Subsequently  the  specifications  were  amended,  giving  more  defi- 
nitely the  percentages  of  olein,  linolin,  and  stearin.  The  patentee 
concludes  the  amended  specifications,  stating: 

It  will  thus  be  seen  tliat  I  have  produced  an  ideal  food  product,  which  is  high 
in  olein,  low  in  linolin  and  lesser-saturated  fats,  and  with  only  enough  stearin 
to  make  the  product  congeal  at  ordinary  temperatures; 

additional  and  more  limited  claims  were  added,  but  ultimately  the 
patent,  containing  the  broad  claims  here  involved,  was  granted. 

It  is  true,  as  the  circuit  court  of  appeals  states  in  its  opinion,  that 
the  applicant  never  did  acquiesce  in  the  Examiner's  action  rejecting 
his  claims,  and  finally  obtained  what  he  had  in  the  first  place  asked 
for. 

This  record  establishes  that  it  was  known  before  Burchenal  took  up 
the  subject  that  a  vegetable  oil  could  be  changed  into  a  semisolid, 
homogeneous,  substance  by  a  process  of  hydrogenation  arrested  be- 
fore completion  and  that  it  might  be  edible.  This  much  of  the  art 
was  public  property  and  open  to  general  use.  The  product  of  this 
process  was  known  and  open  to  public  use.  To  supply  such  products 
as  the  patentee  has  described  in  the  broad  claims  in  suit  may  have 
been  new  and  useful,  but  does  not  in  our  opinion  arise  to  the  dignity 
of  invention,  and  is  an  advance  step  which  would  occur  to  one  skilled 
in  the  art  when  investigating  and  considering  the  subject. 

It  follows  tfiat  the  decree  of  the  circuit  court  of  appeals  rrvast  he 
reversed  and  the  cwuse  remanded  to  the  district  court  with  directions 
to  dismiss  the  bill  on  the  ground  that  claims  1  and  £  are  void  for  the 
reasons  stated  in  this  opinion. 

Reversed. 
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[Opinions  of  the  Solicitor  of  the  Department  of  the  Interior  are  indicated  by  a  degree 
mark  (*)  ;  of  the  Attorney  General  by  a  double  dagger  ($)  ;  decisions  of  the  Supreme 
Court  of  the  District  of  Columbia  by  the  letter  C)  ;  of  the  Court  of  Appeals  of  the  Dis- 
trict of  Columbia  by  one  star  (^)  ;  of  the  United  States  Circuit  Court  of  Appeals  by  the 
letter  (')  ;  and  of  the  Supreme  Court  of  the  United  States  by  two  stars  (**).] 


ABANDONED  EXPERIMENTS.    See  Priority  of  Invmtion,  7. 

1.  Subsequent  Change  of  Construction  At/)ne  Does  Not  Establish. — The 

making  of  improved  machines  after  an  alleged  reduction  to  practice  and 
after  commercial  production  of  such  machines  is  not  alone  sufficient  to 
discredit  the  claim  of  successful  operation  and  warrant  a  holding  that 
the  earlier  construction  was  merely  an  abandoned  experiment.  Antoine 
and  Trcuvis  v.  Orover  and  Barber,  18. 

2.  Interference — ^Priority. — Where  G.  built  a  plow-tractor  in  the  summer 

of  1914,  took  it  to  a  farm  and  tested  it,  brought  it  back,  and  laid  it 
aside  until  the  spring  of  1916,  where  it  was  observed  by  licensees  of  the 
opposing  party,  H.,  who  induced  G.  to  file  an  application,  while  H.  filed 
his  application  on  July  21,  1915,  and  promptly  perfected  his  machine 
and  placed  it  on  the  market,  Held  that  what  G.  did  in  1914  must  be  re- 
garded as  an  abandoned  experiment  in  view  of  his  failure  to  act  except 
under  the  stimulus  of  the  knowledge  of  H/s  activity  and  of  the  further 
circumstances  that,  although  the  tractor  was  in  the  same  condition  at 
the  time  of  taking  testimony  and  the  sufficiency  of  the  test  in  1914  was 
challenged,  no  attempt  was  made  to  prove  its  operativeness,  and  that 
after  said  test  G.  directed  his  attention  to  the  construction  of  another 
machine,  which  was  completed  in  1916,  and  for  which  he  Immediately 
applied  for  a  patent.    ♦  Hartsough  v.  Oile,  187. 

8.  lNTERFERBNci>— Delay.— A  party  must  be  Judged  by  his  conduct  rather 
than  by  what  he  says  afterward  were  his  intentions.  Where  G.  alleges 
that  he  constructed  a  device  in  March,  1913,  and  tested  it  shortly  there- 
after by  placing  it  in  a  car  for  a  week,  after  which  it  was  removed  and 
taken  to  a  party  for  the  purpose  of  having  dies  made,  where  it  remained 
until  1917,  and  that  this  test  was  so  satisfactory  that  he  did  not  think 
it  necessary  to  test  two  other  devices  made  in  August,  1914,  and  August, 
1915,  respectively,  but  he  further  testifies  that  three  other  devices  were 
made  in  1916,  and  that  several  thousand  devices  constructed  in  accord- 
ance with  these  models  were  mad^  and  sold,  but  no  application  for  the 
invention  was  filed  until  June,  1916,  although  three  other  applications 
were  filed  which  were  not  within  the  issue.  Held  that  the  evidence  indi- 
cates that  what  was  done  in  1913  amounted  only  to  an  abandoned  ex- 
periment.   CfruA,  Jr.,  V.  Eynon,  ^. 

4.  Same — Reduction  to  Practice. — In  an  interference  relating  to  an  oil 
fiotation  apparatus  and  process  where  a  party  made  laboratory  experi- 
ments in  1912  in  which  he  employed  a  glass  funnel,  a  wash-bottle  from 
which  to  supply  water,  and  a  spoon  with  which  to  feed  ore,  by  which 
he  could  treat  about  four  hundred  pounds  of  ore  per  day,  but  did  little 
or  nothing  thereafter  to  commercialize  his  machine  and  never  made  any 
salable  commercial  article,  did  not  file  his  application  until  1915,  but 
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ABANDONED  EXPERIMENTS— Continued. 

took  out  another  patent  in  October,  1915,  for  a  different  device,  Held 
that  what  was  done  in  1912  must  be  considered  as  merely  experimental 
Haley  v.  Du  Rell,  53. 

ABANDONMENT  OF  APPLICATIONS.    See  Continuation  of  AppHoations,  2. 
Delay  in  filing  appUcationa  for  reissues,  8. 

1.  Sufficiency  of  Response. — Where  amendments  to  the  specification  and 

drawings  were  filed  on  November  13,  1918,  at  the  expiration  of  the 
year  allowed  for  taking  action,  and  on  November  18,  1918,  the  Ex- 
aminer notified  the  attorney  that  the  amendments  to  the  drawings 
had  not  been  entered  because  all  necessary  corrections  had  not  been 
made,  made  other  criticisms,  and  stated  that  the  claims  were  allowable, 
in  response  to  which  the  attorney  filed  another  amendment  on  Novem- 
ber 22,  1918,  whereupon  the  Examiner  held  the  case  abandoned,  Held 
that  the  Examiner's  action  was  wrong.  If  the  amendment  filed  at  the 
expiration  of  the  year,  taken  with  prior  amendments,  in  the  opinion  of 
the  Examiner  were  not  responsive,  he  should  have  then  held  the  appli- 
cation abandoned ;  but  having  objected  to  the  sufficiency  of  the  amend- 
ments and  acted  on  the  merits  applicant  was  entitled  to  a  year  from 
that  action  in  which  to  reply.    Ex  parte  Humphrys,  70. 

2.  By  Successful  iNXERtXRANx — Right  of  Losing  Party  to  a  Patent.— 

Where  the  winning  party  to  an  interference  has  abandoned  his  appli- 
cation, the  losing  party  is  not  entitled  to  a  patent  if  the  winning  party 
has  otherwise  given  the  invention  to  the  public  before  that  abandonment 
took  place,  and  certainly  is  not  entitled  to  It  if  it  was  first  reduced  to 
practice  by  the  winning  party  or  if  the  prior  conception  of  the  latter  was 
coupled  by  diligence  with  an  actual  reduction  to  practice,  so  that  his 
work  would  constitute  a  valid  defense  under  section  4920,  Revised 
Statutes.  Nash  v.  Reeder  v.  Ryan,  72. 
8.  Evidence  of  Completion  and  Public  Use  of  Invention  by  Winning 
Pabty. — Where  in  an  interference  proceeding  there  is  no  evidence  of 
the  completion  of  the  invention  by  the  winning  party,  upon  abandon- 
ment of  such  application  the  refusal  of  a  patent  to  the  losing  party  can 
not  properly  be  based  upon  an  affidavit  averring  that  the  winning  party 
had  reduced  the  invention  to  practice  and  put  it  into  public  use;  but 
such  facts  must  be  proved  by  evidence  showing  that  the  device  was 
actually  put  into  use  and  was  satisfactory.    Id, 

ABANDONMENT  OF  CLAIMS.    See  Disclaimers. 

ABANDONMENT  OF   INVENTION.     See  Delay  in  Filing  Applications  for 
Reissue;  PiHority  of  Invention,  14;  Renewal  of  Forfeited  Applications. 

1.  Alleged  Bubden  of  Proof. — In  an  interference  proceeding  one  asserting 

the  abandonment  of  the  invention  by  another  party  has  the  burden 
of  proving  it,  and  where  the  only  evidence  relied  upon  is  a  delay  of 
ten  months  after  reduction  to  practice  in  filing  the  application  for 
patent  the  burden  is  not  sustained  where  the  delay  is  explained  by 
evidence  of  financial  embarrassment.    *  Hoenig  v.  Parker,  234. 

2.  Question  of  Fact. — ^The  failure  of  an  applicant  to  renew  a  forfeited 

application  for  twenty- three  months  after  allowance  of  the  original 
does  not  of  itself  effect  an  abandonment  of  the  Invention  even  in 
favor  of  one  who  takes  out  a  patent  for  the  same  invention  during  the 
period  of  forfeiture,  the  question  of  abandonment  being  one  of  fact, 
which  must  affirmatively  appear  and  cannot  be  presumed  from  mere 
delay.    *  Wells  and  Hunter  v.  Honigmann,  242. 
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AJ3USB  OF  DISCRETION.    See  Discretion  of  the  Commissioner  of  Patents, 

ACQUIESCENCE.     See  Claims,  10;  Infringement,  6;  Interference,  2;  Laches. 

ACQUISITION.    See  Trade-Marks,  11,  12. 

ACT  OP  MARCH  3.  1883.    See  Construction  of  Statutes,  1. 

AX)APTATION.     See  Construction  of  Specifications  and  Patents,  18. 

ADOPTION  AND  USE.    See  Trade-Marks,  47,  51. 

ADVERSE  DECISIONS  IN  INTERFERENCE.    See  Interference,  7. 

AFFIDAVITS.  See  Abandonment  of  Applications,  3;  Anticipation,  2;  Final 
Fees;  Interference.  17;  Patentability,  1;  Priority  of  Invention  3,  4; 
Suits  for  Infringement,  4. 

AFFIDAVITS  UNDER  RULE  75. 

Access  to. — Where  claims  forming  the  issue  of  an  interference  had  been 
rejected  in  view  of  a  prior  patent  and  the  rejection  withdrawn  fcy 
the  Examiner  in  view  of  affidavits  filed  under  Rule  75,  which  were 
then  sealed  up,  upon  motion  to  dissolve,  alleging  non-patentability  in 
view  of  such  patent,  it  was  not  error  for  the  Patent  Office  to  refuse 
access  by  the  moving  party  to  such  affidavits,  since  the  issue  raised 
by  the  affidavits — ^patentability — ^was  one  in  which  the  moving  party 
had  no  interest  in  the  interference  proceeding.    ♦  Erben  v.  Yardley,  220. 

AGENTS.    See  Delay  in  Filing  Application  for  Reissue,  4 ;  Infringement,  6,  7. 

AGGREGATION.  See  Construction  of  Claims,  6,  7 ;  Construction  of  Spedftca- 
tions  and  Patents,  21;  Patentability,  6. 

AMENDMENT  OF  CLAIMS. 

DoTTBLE  Patenting. — ^An  amendment  of  a  patent  claim  to  meet  the  Com- 
missioner's objection  of  double  patenting  is  as  binding  on  the  patentee 
as  an  amendment  to  avoid  rejection  on  the  prior  art,  especially  as 
the  limitation,  if  intentionally  made,  would  be  binding,  though  volun- 
tary.   *  Higgin  Mfg.  Co.  v.  Watson  et  at,  408. 

AMENDMENT  TO  PRELIMINARY  STATEMENT. 

1.  Interference. — ^A  party  to  an  interference  will  not  be  allowed,  in  order 

to  correct  an  alleged  error  in  his  preliminary  statement,  to  amend 
such  statement  to  carry  his  date  of  conception  and  disclosure  back  of 
the  dates  proved  by  his  rival,  after  such  proofs  are  in,  unless  the 
utmost  care  would  apparently  have  failed  to  avoid  the  alleged  error. 
Caps  V.  Kennicott,  6. 

2.  Same — ^Excuse  Insufficient. — ^Where  a  preliminary  statement  Is  made 

upon  one  understanding  of  the  issue,  an  amendment  thereof  which 
would  result  in  distinct  injury  to  a  rival  will  not  be  permitted  because 
of  another  understanding  of  the  issue  suggested  by  othex  parties.    Id. 

AMENDMENTS.  See  Abandonment  of  Applications,  1 ;  Amendments  to  Draw- 
ings; Construction  of  Claims,  5;  Construction  of  Statutes,  4;  Joint 
Application,  One  Applicant  not  Inventor,  2, 
APPLICATION — New  Matter. — ^Amendments  attempting  to  cover  up  practical 
devices  brought  into  use  after  the  filing  of  the  application.  Held  to 
be  without  foundation  in  the  original  disclosure.    Ex  parte  Smdth,  2. 

AMENDMENTS  TO  DRAWINGS.     See  Abandonment  of  Applications,  1. 

ENTRY. — Proposed  amendments  to  drawings  should  not  be  refused  entry 
merely  because  they  do  not  make  all  the  changes  which  the  Examiner 
regards  as  necessary,  but  they  should  be  refused  entry  if  the  work 
would  probably  have  to  be  undone.    Ex  parte  Humphry s,  70. 

ANALOGOUS  USE.  See  Construction  of  Specifications  and  Patents,  16;  In- 
vention, 23,  26.  27,  Patentability,  3,  4. 
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ANTICIPATION.  See  Construction  of  Specifications  and  Patents,  1,  6,  7,  10, 
16;  Construction  of  Statutes,  4;  Infringement,  8;  Invention,  6,  11, 12, 
28 ;  Particular  Patents,  %  1,  9,  12,  15,  22,  28,  84,  36,  43,  45,  48 ;  PatenX- 
ability,  2 ;  Suits  for  Infringement,  2.  7,  9 ;  Trade-Marks,  5 ;  Validity  of 
Patents,  2,  3. 

1.  DiscLosuEE. — A  patent  for  an  escplosive  which  specifically  states  that 

the  product  formed  is  free  from  compounds  containing  nitroglycerin 
does  not  anticipate  claims  to  an  explosive  limited  to  a  mixture  con- 
sisting of  nitmted  sugar  and  nitroglycerin.    Ex  parte  Comey,  65. 

2.  Affidavits   Showing  Distinction  Between  Applicant's  Claims  and 

Pbiob  Patent. — ^A  prior  patent  for  a  process  for  producing  an  ex- 
plosive, Held  to  be  not  an  anticipation  in  view  of  affidavits  of  experi- 
ments performed  which  sufficiently  showed  that  the  process  described 
would  not  produce  an  explosive  such  as  set  out  in  the  claims  alleged 
to  be  anticipated.  Id. 
8.  British  and  French  Patents — ^Enrollment. — British  and  French 
patents  do  not  become  "patents,"  or  "printed  publications,"  within 
the  meaning  of  the  patent  statutes,  until  the  enrollment  or  sealing  of 
the  complete  specifications,  so  that  they  cannot  defeat  a  United  States 
patent,  unless  enrolled  before  the  Invention  or  two  years  before  the 
application.    *  Barber  v.  Otis  Motor  Sales  Co.,  106. 

4.  Date  of  Enrollment — Foreign  Patents. — Evidence  by  the  invwitor  and 

others,  showing  drawings,  patterns,  and  an  experimental  machine  in- 
volving the  Invention,  Held  to  show  invention  before  the  date  of  en- 
rollment of  foreign  patents,  which  were  enrolled  less  than  two  years 
before  the  application  for  United  States  patent.    *  Id. 

5.  Inventor  May  Show  Date  of  Invention  by  Competent  Proof. — ^Where 

defendant  makes  no  rival  claim  to  priority  of  invention,  but  relies  on 
the  statutory  defense  of  anticipation,  the  patentee  may  show,  if  he 
can,  the  fact  of  his  prior  invention  by  drawings,  sketches,  models,  or 
any  other  competent  proofs.    *  Id. 

APPARATUS.  See  Construction  of  Specifications  and  Patents,  8,  9,  11; 
Diligence,  2;  Particular  Patents,  4,  9,  23,  24,  89;  PatentabUUy,  4,  6; 
Priority  of  Invention,  3,  4 ;  Reduction  to  Practice,  3,  9. 

APPEAL.  See  Interference,  7,  8, 22 ;  Rights  of  Holder  of  Legal  Title  of  Patent; 
Trade-Marks,  13,  14,  53;  Suits  under  Section  4915  Revised  Statutes,  2; 
Validity  of  Patents,  3. 

APPEAL  TO  THE  COMMISSIONER  OF  PATENTS.  See  Claims,  4;  Inter- 
ference, 17;  Trode-Marks,  14. 
Review  Not  Restricted  to  Questions  Put  in  Assignment  of  Bbbors.— 
On  appeal  to  the  Commissioner  he  is  not  bound  to  decide  merely  the 
specific  questions  put  to  him  by  the  assignments  of  error,  because  it 
is  his  duty  to  refuse  a  patent  whenever  he  has  an  opinion  that  the 
patent  ought  not  to  be  granted,  and  it  is  immaterial  how  he  gets  the  in- 
formation upon  which  he  bases  his  opinion.    Ex  parte  Duncan,  36. 

APPEAL  TO  THE  CIRCUIT  COURT  OF  APPEALS.  See  Certiorari;  Suits  for 
Infringement,  4 ;  Trade-Marks,  13. 
1.  Pbeliminaby  Order — ^Poweb  to  Terminate  LmoATioN. — **  The  power  of 
circuit  courts  of  appeals  to  review  preliminary  orders  granting  in- 
junctions arises  from  section  129,  Judicial  Code.  *  *  •  This  power 
is  not  limited  to  mere  consideration  of,  and  action  upon,  the  order 
appealed  from;  but,  if  insuperable  objection  to  maintaining  the  bill 
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clearly  appears,  it  may  be  dismissed  and  the  litigation  terminated." 
♦*  ^^eccano  Limited  v.  John  Wariamakery  New  York,  478. 
2.  Same — Scope  of  Review. — Whether  a  preliminary  injunction  shall  be 
awarded  rests  In  the  sound  discretion  of  the  trial  court.  Upon  appeal 
an  order  granting  or  denying  such  an  injunction  will  not  be  dis- 
turbed unless  contrary  to  some  rule  of  equity,  or  the  result  of  im- 
provident exercise  of  Judicial  discretion.    *♦  Id. 

APPEAL  TO  THE  COURT  OF  APPEALS  OF  THE  DISTRICT  OF  CO- 
LUMBIA. See  Court  of  Appeals  of  the  District  of  Columbia;  Dis- 
cretion of  the  Commissioner  of  Patents;  Interference,  16;  Jurtsdio- 
tion  of  the  Commissioner  of  Patents;  Trade-Marks,  13. 

1.  Dismissed  for  Failxjre  to  File  Brief. — ^Motion  to  dismiss  an  appeal  for 

failure  to  file  a  brief  within  the  time  specified  granted  under  Rule  8 
(sec.  4b)  of  the  Rules  of  the  Court  of  Appeals  of  the  District  of 
Columbia.    *  Wegner  v.  Bobbitt,  164. 

2.  Matters  Renewed — Claims  Not  Considered  by  Commissioner. — Where, 

after  an  appeal  to  the  court  of  appeals  from  a  refusal  to  allow  certain 
claims  is  perfected,  an  applicant  presented  for  consideration  certain 
other  .claims  as  substitutes  in  a  petition  for  rehearing,  which  was  de- 
nied, and  such  claims  are  presented  to  the  court  on  the  appeals.  Held 
that  the  court  will  not  consider  them,  as  appeal  lies  only  from  a  final 
decision.    •  In  re  Smith,  140. 

APPEAL  TO  THE  EXAMINERS-IN-CHIEF.    See  Interference,  7. 

APPEAL  TO  THE  SUPREME  COURT  OF  THE  UNITED  STATES.  See 
Certiorari, 

APPLICATIONS.  See  Claims,  4;  Copending  Applications;  Delay  in  fUing 
Applications  for  Reissue;  Earlier  and  Later  Applications;  Final  Fees; 
Joint  Application,  one  applicant  not  Inventor;  Priority  of  Invention, 
2,  3 ;  Public  Use  Proceedings,  2. 

ASSIGNEES.    See  Interference,  1,  22,  23;  Licenses;  Priority  of  Invention,  2. 

ASSIGNMENTS  OF  ERROR.    See  Appeal  to  the  Commissioner  of  Patents. 

ATTORNEYS.  See  Abandonment  of  Applications,  1;  Delay  in  Filing  AppU- 
eatiofis  for  Reissue,  4;  Interference,  14;  Suits  for  Infringement,  5. 

AUTHORITY  OF  COMMISSIONER  OF  PATENTS.     See  Final  Fees. 

AUTHORITY  OF  THE  PATENT  OFFICE.    See  Divisional  AppUoations,  8. 

BAR  TO  PATENTS,  See  Double  Patenting,  1,  2;  Interference,  16;  Priority  of 
Invention,  11. 

JBILL  IN  EQUITY.    See  Suits  Under  Section  4915,  Revised  Statutes. 

BRIEFS.  See  Appeal  to  the  Court  of  Appeals  of  the  District  of  Columbia;  Pub- 
lic Use  Proceedings,  2. 

JBROAD  CLAIMS.  See  Claims,  10;  Delay  in  FiHng  Applications  for  Reissue; 
Particular  Patents,  10,  29. 

JBURDEN  OF  PROOF.  See  Abandonment  of  Invention,  1;  Interference,  2,  6, 
12,  20;  Priority  of  Invention,  1. 

CANCELATION  OF  ELEMENT.     See  Trade -Marks,  8. 

CJANOBLATION  OF  TRADE -MARK  REGISTRATION.  See  Trade -Marks, 
14,41. 

43ERTIORARI.    See  Suits  for  InfHngement,  4. 

1.  AppBiLL  and  Error — Power  of  Supreme  Court  to  Review  Decrees  Mads 
Final  in  Circuit  Courts  of  Appeals. — Decrees  which  are  declared 
final  under  section  128  of  the  Judicial  Code  may  be  taken  upon  cer- 
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tiorari  by  Uie  Supreme  Ck>urt  and  treated  as  if  on  appeal.  (Sec.  240, 
Judicial  Code.)  **  Meccano  lAmUed  v.  John  Wanamaker,  New  York, 
478. 

2.  Samb>— Review  by  Supbeme  Coubt  of  Interlocutoby  Decbee. — ^Upon  cer- 

tiorari by  the  Supreme  Court  to  a  circuit  court  of  appeals  bringing  up 
for  consideration  a  decree  upon  an  appeal  from  an  interlocutory  order 
tlie  judgment  of  the  appellate  court,  exercised  upon  a  view  of  all  rele- 
vant circumstances,  is  entitled  to  great  weight  and,  except  for  strong 
reasons,  will  not  be  interfered  with.    ♦*  Id, 

3.  Same — Coni-xict  of  Decisions — Bringing  Up  Pbelikinaby  Obdee  fob 

Review — Merits  Not  Considebed. — Where  the  Circuit  Court  of  Appeals 
of  the  Sixth  Circuit  held  a  patent  for  toys  invalid,  but  granted  an  in- 
junction against  unfair  competition  in  the  sale  of  such  toys  and  in- 
fringement of  copyright  on  a  trade  catalogue,  and  the  Circuit  Court  of 
Appeals  of  the  Second  Circuit,  on  appeal  from  an  interlocutory  order  in 
another  suit  brought  by  the  same  plaintiff  against  a  customer  of  de- 
fendant for  like  Infringements,  denied  all  relief  and  refused  plaintiffs 
motion  for  a  final  decision  on  the  merits,  upon  certiorari  to  the  Supreme 
Court  from  the  latter  decision.  Held  that  the  Supreme  Court  would  not 
declare  which  of  the  conflicting  views  of  the  two  circuit  courts  of  ap- 
peals was  right  or  undertake  to  decide  the  several  issues  involved  upon 
their  merits,  the  matter  for  review  being  only  the  action  of  the  courts 
below  upon  the  preliminary  order.    **  Id. 

OITIZENSHIP.     See  Trade-Marks,  21. 

CLAIMS.  See  Appeal  to  the  Court  of  Appeals  of  the  District  of  Columhia,  2 ; 
Ahandonment  of  AppliC(itions,  1;  Affidavits  under  Rule  75;  AfUioipa- 
timiy  1,  2;  Construction  of  Claims;  Construction  of  Specifications  and 
Patents,  1,  4,  5,  6,  9,  10,  11,  15,  18,  19,  20,  21;  Continuation  of  AppHea- 
tionSf  1 ;  Delay  in  Filing  Applications  for  Reissue;  Designs;  Disclaimers; 
Divisional  Applications,  3;  Double  Patenting,  2,  8;  Interference,  1,  3, 
4,  7,  8,  9,  11, 12,  13,  24;  Invention,  7.  8  ,9,  12, 18,  19;  Jurisdiction  of  the 
Commissioner  of  Patents;  Jurisdiction  of  the  Court  of  Appeals  of  the 
District  of  Columbia;  Particular  Patents,  2,  8,  4,  6,  9,  11,  12.  14,  22. 
23,  24,  29,  31,  34,  36,  37,  40,  42,  44,  45,  47,  51,  52 ;  Priority  of  Invention, 
8,  11  12 ;  Suits  for  Infringement,  9 ;  Terminology, 

1.  Limitation. — Where  a  claim  defines  an  element  in  terms  of  its  form, 

material,  location,  or  function,  thereby  apparently  creating  an  express 
limitation,  and  the  limitation  pertains  to  the  inventive  step  rather  than 
to  its  environment  and  imports  a  substantial  function  which  the  pat- 
entee considered  of  importance,  forms  excluded  can  not  be  considered 
covered  by  the  patent  under  the  doctrine  of  equivalency.  *  D^Arcy 
Spring  Co,  et  al.  v.  Marshall  Ventilated  Mattress  Co,^  246. 

2.  Measure  of  Invention. — ^A  patent  is  sustained  not  for  what  the  inventor 

may  have  done,  in  effect,  but  for  what  is  pointed  out  clearly  and  dis- 
tinctly in  his  claims.  As  much  as  is  not  so  claimed  belongs  to  the 
public.    *  Knight  Soda  Fountain  Co,  v.  Walrus  Mfg,  Co,,  254. 

3.  Same. — ^A  patent  claim  may  be  limited  by  reference  to  the  specifications. 

*  Bisight  Co,  et  al,  v.  Onepiece  Bifocal  Lens  Co.,  257. 

4.  pRAcncB — Pbesented  on  Appeal  Indefinttb. — ^Where  on  appeal  to  the 

Commissioner  it  is  found  that  the  appealed  claims  are  so  indefinite  that 
it  is  impossible  to  determine  what  they  cover,  the  application  will  be 
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remanded  to  the  Primary  Examiner  for  immediate  action,  indicating 
tlie  objections  thereto.    Ex  parte  Schneider,  25. 

5.  Duplicate  or  REDtJNDANT. — Where  an  applicant  defines  the  same  inven- 

tion in  numerous  waj's,  he  not  only  fails  to  secure  his  invention,  but 
he  fails  to  comply  with  the  provision  of  Mie  law  that  "  he  shall  particu- 
larly point  out  and  distinctly  claim  the  part,  improvement  ♦  ♦  ♦ 
which  is  his  invention,*'  and  the  claims  are  therefore  indefinite.  If  an 
applicant  writes  two  claims  which  define  the  same  invention,  then  by 
that  very  fact  he  fails  to  point  out  his  invention.    Ex  parte  Duncan,  36. 

6.  Rejection  fob  Dupucation. — Duplication  of  claims  invariably  leads  to 

indefinlteness,  and  an  entire  set  of  claims  should  be  rejected  as  indis- 
tinct whenever  by  reason  of  duplication  it  is  made  uncertain  what  the 
Invention  is.  The  different  claims  must  be  on  their  face  obviously  dif- 
ferent in  substance.    Id, 

7.  iNDEFiNiTENEss. — Claims  which  are  confused  by  reciting  numerous  un- 

necessary limitations  and  using  indefinite  terms,  making  things  appear 
of  essence  which  are  not  of  essence,  are  indefinite.    Id, 

8.  Distinctions. — ^Where  an  applicant  presents  a  multiplicity  of  claims  to 

define  a  simple  invention  and  many  are  substantial  duplicates  of  others, 
it  is  applicant's  duty  rather  than  that  of  the  Examiner  to  point  out 
how  each  claim  patentably  differs  from  every  other  one.    Id, 

9.  Rejection  fob  Indefiniteness  and  Redttndancy. — ^The  statute  requires 

an  applicant  to  so  formulate  his  claims  that  the  experts  of  the  Patent 
Office  may  understand  definitely  what  they  mean,  and  the  invention 
must  be  so  distinctly  described  as  to  be  understood  by  one  ordinarily 
skilled  in  the  art  to  which  the  invention  belongs,  and  where  a  multi< 
plicity  of  claims  was  presented  on  a  simple  invention,  some  of  which 
were  inherently  indefinite,  all  of  the  claims  were  properly  rejected  for 
failure  to  point  out  the  invention,  as  required  by  the  law.  *  In  re 
Duncan,  197. 
10.  Acquiescence  in  Rejection — Immatebial  Unless  Claim  Issued  In- 
cludes Defendant's  Device. — ^Under  usual  conditions  acquiescence  in 
the  rejection  of  a  claim  by  the  Patent  Office  is  of  no  importance  unless 
the  court  is  called  on  to  determine  whether  the  claim  as  issued  has  a 
scope  sufficiently  broad  to  include  defendant's  somewhat  variant  de- 
vice.   ^  JenniaonrWright  Co.  v.  Hempy,  444. 

CLASS  OF  MERCHANDISE.    See  Trade-Marks  7,  31,  41,  47. 

COMBINATION.  See  Comtnictim  of  Speoificationa  and  Patents,  6,  18,  21; 
Double  Patenting,  2;  Equivalents,  2;  Invention,  14,  19;  Particular 
Patents,  7,  37. 

COMMERCIAL  SUCCESS.  See  Abandoned  Experiments,  1;  Construction  of 
Specifications  and  Patents,  3;  Infringement,  4;  Interference,  6;  Reduc- 
tion to  Practice,  9. 

COMMISSIONER  OP  PATENTS.  See  Amendment  of  Claims;  appeal  to  the 
Court  of  Appeals  of  the  District  of  Columbia,  2;  Construction  of  Stat- 
utes, 1 ;  Discretion  of  the  Commissioner  of  Patents;  Interference,  7,  11, 
12;  Jurisdiction  of  th-e  Commissioner  of  Patents.  Jurisdiction  of  the 
Court  of  Appeals  of  the  District  of  Columbia;  Suits  under  Section  4015, 
Revised  Statutes,  2;  Trade^Marks,  8,  14,  21,  24,  35. 

COMMON  LAW.    See  Trade-Marks,  12. 

COMPOSITE  TRADE-MARKS.     See  Trade-Marks,  33,  34,  37. 
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CONCEPTION  OF  INVENTION.  See  Amendment  to  Preliminary  StatemetUr 
1;  Diligence;  Earlier  and  Later  Patents;  Interferencet  6;  Invention, 
28 ;  Priority  of  Invention,  2,  5,  7, 14, 15, 19,  20 ;  Suits  for  Infringement,  7. 

CONCURRENT  DECISIONS  OF  THE  TRIBUNALS  OF  THE  PATENT 
OFFICE.  See  Court  of  Appeals  of  the  District  of  Columbia;  Inter- 
ference, 12. 
Interference — Error. — Where  the  line  which  separates  the  respective  con- 
tentions of  the  parties  to  an  interference  is  quite  attenuated  and  not 
easily  perceived  and  the  just  consideration  of  the  case  calls  for  expert 
knowledge,  the  concurring  decisions  of  the  Patent  Office  tribunals  will 
not  be  disturbed  by  the  court  except  where  error  very  clearly  appears. 

♦  Blaine  v.  White,  222. 
CONFLICTING  DECISIONS.    See  Certiorari,  3. 

CONFUSION  OF  THE  PUBLIC.    See  Trade-Marks,  18,  19.  40,  47,  54. 

CONSTRUCTION  OF  CLAIMS.  See  Claims,  1,  3,  7,  9,  10;  Designs;  Double 
Patenting,  2;  Interference,  3,  4,  9,  11,  12,  18;  Invention;  Particular 
Patents,  6,  9,  10,  11,  12,  21,  22,  23,  24,  29,  36,  87,  40,  44,  45,  47,  51.  52 ; 
Priority  of  Invention,  8,  11. 

1.  Language  Constrxted  in  the  Light  of  the  Specification. — Where  the 

language  of  a  claim  includes  elements  described  in  general  terms,  the 
court  may  look  to  the  specification  for  the  puri>08e  of  construing  tlie 
language  and  ascertaining  its  meaning.  "  Concave "  and  "  convex  " 
may  be  used  in  a  restricted  and  technical  sense  or  may  be  used  loosely. 
In  view  of  the  specification  in  this  case  Held  that  they  refer  to  surfaces 
which  are  spherical  throughout  their  areas.  */.  T.  8,  Rubber  Co,  v. 
Panther  Rubber  Mfg.  Co.,  283. 

2.  IssTTE — Construed  in  ught  of  Specification   Where  First  Made. — 

"  While  ♦  *  ♦  a  party  will  not  be  permitted  to  narrow  his  claims 
to  suit  the  exigencies  of  a  given  situation,  It  is  equally  well  settled  tliat 
the  meaning  given  to  the  counts  of  an  interference  must  be  that  dis- 
closed in  the  specification  of  the  party  firat  to  make  the  claim.  {Funk 
V.  Whitely,  C.  D.,  1905,  670 ;  25  App.  D.  C,  313 ;  Podlesak  v.  Mclnnemey, 
C.  D.,  1906,  558;  120  O.  G.,  2127;  26  App.  D.  C,  399;  Viele  v.  Cum- 
mings,   C.    D.,   1908,   362;    134    O.    G.,    777;    30   App.    D.    C,    455.)" 

*  Seymour  v.  Molyneux,  133. 

3.  Invention — Duplication   of   Parts. — Claims  for  a   locomotive   stoker 

covering  mechanism  for  transferring  coal  from  a  tender  to  a  loco- 
motive having  a  plurality  of  devices  for  independently  elevating  the 
coal  from  the  transfer  mechanism  to  the  fire-box  of  the  locomotive  Held 
unpatentable  as  Involving  only  a  duplication  of  the  conveyers  of  the 
prior  art.    *  In  re  Lower,  149. 

4.  Interference — Issue  Construed. — Counts  of  an  interference  issue  must 

be  given  the  broadest  interpretation  they  reasonably  will  support  and 
In  the  light  of  the  specification  where  they  originated,  and  this  rule  Is 
not  varied  by  the  fact  that  the  applicant  in  whose  application  the  claims 
originated  dropped  out  of  the  interference  after  the  decision  of  the 
Examiner  of  Interferences.    ♦  Cox  v.  Headley  and  Thompson,  183. 

5.  Priority  Awarded — Subsequent  Amendment. — A  count  of  the  Inter- 

ference Held  Indefinite  In  language,  but  construed  to  have  a  certain 
meaning.  Priority  thereon  awarded  to  K.,  but  the  Primary  Examiner 
directed  to  require,  after  the  final  adjudication,  that  such  claim  be 
made  more  definite.    Reid,  Reid,  and  Kelley  v.  Kitselman,  29. 

6.  Aggregation — Record- Tape. — Claims  for  a  record-tape  for  guidance  In 

running  a  train  provided  with  a  standard-speed  line  and  a  maximum- 


Digitized  by  LjOOQ IC 


DIGEST  OF  DECISIONS.  511 

CONSTRUCTION  OF  CLAIMS— Oontlniied. 

allowable-speed  line  and  perforations  Held  not  objectionable  as  aggrega- 
tions, as  they  enable  the  engineer  to  so  regulate  his  speed  as  to  keep  an 
indicator  between  the  two  lines  and  so  indicate  at  a  glance  that  his 
Instant  speed  is  between  the  normal  and  maximum.  Ex  parte  Dun- 
can,  36. 

7.  Same — DirwEBCRvr  Rexsistebs  Mounted  in  the  Same  Casing. — ^Two  manu- 

ally-operated registers  adapted  to  keep  a  record  of  the  quantity  of  gas 
and  oil  used  in  an  automobile,  mounted  in  the  same  casing  with  the 
ordinary  speedometer  and  odometer,  constitute  but  an  aggregation  of 
features,  the  registers  being  independent  units.    *  In  re  SnUthey,  198. 

8.  Invention — Pbocess  of  Roasting  Obeb. — Claims  for  a  process  of  Coasting 

ores  which  distinguish  from  the  prior  art  only  in  stating  that  the 
material  is  exposed  in  a  confined  space  to  heat  arising  from  the  com- 
bustion of  unrefined  gas  as  distinguished  from  heat  otherwise  applied 
disclosed  in  the  prior  art  are  devoid  of  invention.    Ex  parte  Foss^  61. 

9.  Misdesobiptive  Claims  Refused. — In  an  application  disclosing  a  process 

of  roasting  ores  in  which  the  crushed  ore  is  passed  through  a  confined 
space  and  subjected  to  the  heat  of  a  flame  of  gas,  claims  which  specify 
that  the  material  is  exposed  to  the  "  heat  arising  from  a  heated  body 
in  said  space"  declared  to  be  intended  to  refer  to  the  fact  that  the 
walls  of  the  rotary  drier  are  heated,  Held  to  be  objectionable  in  form 
and  not  allowable,  since  the  walls  of  the  driers  cannot  be  said  to  be 
a  heated  body  in  the  drier.  M, 
10.  Dupucation — Omission  of  Feature  Which  Must  be  Implied. — Claims 
of  an  application  for  an  explosive  mixture  which  differ  only  in  that 
one  omits  a  statement  in  the  other  that  the  mixture  is  stabilized  are 
duplicates,  since  stabilization  must  be  implied  in  the  claim  omitting  it 
or  the  claim  must  be  considered  to  cover  a  useless  thing.  Ex  parte 
Comey,  65. 
CONSTRUCTION  OF  SPECIFICATIONS  AND  PATENTS.  See  Invention, 
3,  8,  9,  10,  11,  14,  26,  27,  28;  Particular  Patents, 

1.  Descbiption — Sufficiency. — Though  the  patentee  did  not  anticipate  the 

the  use  to  which  the  patented  article  could  be  and  was  put,  he  is  en- 
titled to  protection  for  such  use  where  the  adaptability  was  Inherent  in 
the  structure  shown  and  described  in  claims  and  specifications. 
*  D*Arcy  Spring  Co.  et  al.  v.  Marshall  Ventilated  Mattress  Co.,  246. 

2.  Instbuction — Limitations. — The  Marshall  patent,  No.  685,160,  for  a 

mattress  comprising  a  cover  and  a  plurality  of  transversely-extending 
strips  of  material  stitched  at  intervals  to  form  pockets,  the  pocket  of 
one  strip  alternating  with  those  of  adjacent  strip,  and  spiral  springs 
arranged  in  such  pockets,  Held  limited  therein  to  that  form  of  arrange- 
ment and  not  to  be  Infringed  by  a  mattress  similarly  constructed  where 
the  pockets  were  arranged  with  centers  equidistant  in  right-angled 
directions,  so  that  there  was  no  nesting  of  the  springs.    *  Id, 

3.  Pbesumption  of  Inventive  No\'elty  fbom  Use — ^Attribution  to  Prod- 

uct.— ^Though  brick  of  a  certain  type,  which  have  gone  on  the  market 
and  had  a  large  sale,  are  the  product  of  the  patentee's  patented  ma- 
chine, which  has  been  manufactured  by  him  and  sold  to  brickmakers, 
such  credit  and  such  presumption  of  inventive  novelty  as  arise  from 
public  use  should  be  given  to  the  product — ^the  bricks — and  not  to  the 
machine.  *  Dunn  Wire-Cut  Lug  Brick  Co,  v.  Toronto  Fire  Clay  Co. 
et  al,  259. 
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4.  Same  Invention — New  Claims  Added — ^Addition  to  Dkscbiption  and 

Slight  Changes  in  Dba wings. — ^The  Tufford  reissue  patent.  No.  14,049, 
Held  to  be  for  the  same  invention  as  the  original  patent,  since  the 
features  specified  in  the  new  claims  were  all  set  out  with  reasonable 
clearness  in  the  original  specification,  and  the  changes  made  in  the 
drawing  are  slight  and  immaterial,  and  the  additions  to  the  specifica- 
tion merely  bring  out  the  Idea  disclosed  in  the  original  patent  with 
greater  clearness,  and  certain  statements  in  the  reissue  application, 
while  not  strictly  correct,  were  approximately  so,  and  the  departure 
from  the  exact  truth  being  without  any  material  importance.  *  Fetzcr 
'  d  Spies  Leather  Co.  v.  /.  T.  8,  Rubher  Co.,  274. 

5.  Claim  Omitting  Refebencb  to  Essential  Element. — Claim  10  of  the 

Rodman  patent.  No.  1,076,458,  for  "the  method  of  adapting  finely 
divided  material  for  dry  packing  for  use  as  carbonizing  material,  which 
consists  in  mixing  the  material  with  a  binding  agent  and  separating 
the  resulting  mass  into  relatively  small  masses  of  appreciable  size,'* 
which  omits  the  element  whereby  the  product  will  retain  its  identity 
under  heat,  found  in  the  other  claims.  Held  void,  as  being  incomplete 
and  vague.  ^Rodman  Chemical  Co.  v.  Deeds  Commercial  Laboratories, 
202. 

6.  Bone—No.  705,732 — Retaining- Wall— -Not  Infringed. — Patent  No.  705,- 

732,  (claims  1,  3,  5,  16,  and  17,)  to  Frank  A.  Bone,  for  the  combination, 
with  a  retaining-wall  having  a  heel,  of  a  metal  structure  embedded 
vertically  in  the  wall  and  obliquely  in  the  heel,  so  that  the  weight  of 
the  retained  material  upon  the  heel  of  the  metal  structure  will  operate 
to  retain  the  wall  in  vertical  poeition,  or  of  such  a  structure  having 
also  a  toe  opposite  to  the  heel,  was  anticipated  in  its  broad  aspects 
by  other  patents  and  publications  as  to  its  specific  form.  Held  not  in- 
fringed.   **  Bone  V.  Commissioners  of  Marion  County,  457. 

7.  Anticipation — ^Pbiob   Unsuccessful   Device   Not   an    Anticipation. — 

Patents  for  a  machine  and  process  for  drawing  glass  for  windows 
mechanically  are  not  anticipated  by  patents  for  earlier  and  abi^tive 
devices  and  methods  where  the  patents  in  suit  were  the  first  that  were 
successful,  and  such  patents  must  be  given  a  broad  and  liberal  con- 
struction, the  inventors  being  pioneers  in  the  art.  *  Consolidated  Win- 
dow Class  Co.  v.  Windmo  Class  Mach.  Co.  et  at.,  313. 

8.  Mechanical  Drawing  of  Glass — Patent  Valid  and  Infringed. — ^The 

Lubbers  divisional  patent,  No.  702,015,  which  showed  the  use,  in  con- 
nection with  his  shield  in  the  forehearth,  of  fioafing  rings,  all  of 
which  apparatus  was  used  for  the  mechanical  drawing  of  glass.  Held 
valid  and  infringed.    *Id. 

9.  E\^DENCE  OF  Invention — Simplicity  of  Device. — The  Lubbers  patent. 

No.  886,618,  for  an  air-vent  hole  in  an  apparatus  for  mechanically 
drawing  glass,  claims  20,  21,  23,  24,  and  26  Held  to  involve  an  in- 
vention of  a  high  order.  "  The  simplicity  of  the  use  of  an  open  vent 
which  simplicity  is  cited  as  evidence  of  lack  of  invention,  to  our  minds 
shows  the  high  order  of  novelty  and  invention,  in  thus  making  use 
of  a  simple  opening,  instead  of  complicated  mechanical  appliances,  in 
order  to  accomplish  a  really  remarkable  result."  *Id. 
10.  Anticipation — Method  of  Blowing  Glass  by  Mechanical  Means  Not 
Anticipated  by  Hand-Blowing  Methods. — Claim  5  of  the  Lubbers 
patent.  No.  702,014,  for  a  method  of  forming  hollow  glass  articles,  jETeU 
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to  be  physically  and  functionally  different  from  the  hand-blowing 
method  of  the  prior  art,  in  which  the  hand-blower  took  advantage  of 
a  swinging  motion  imparted  to  the  article  and  of  gravity,  while  accord- 
ing to  the  method  of  the  claim  an  increased  air-supply  was  relied 
upon.    *Id, 

11.  Ikpbovement    of    Apparatus    fob    Dbawing    Giass — Vaizd    and    In- 

FBiNOED. — The  Lubbers  patent,  No.  886,618,  for  an  air-vent  hole  in  the 
apparatus  for  mechanically  drawing  glass,  the  application  for  which 
was  filed  May  21,  1008,  and  whi<±i  was  granted  May  5,  1906,  after  the 
patentee,  at  the  suggestion  of  the  Patent  Office,  later  made  a  divisional 
application  of  that  patent,  applying  for  Patent  No.  1,020,920,  and  filing 
nearly  three  years  later  additional  claims  for  his  original  patent,  Seld 
valid,  it  appearing  that  the  whole  art  was  in  a  state  of  flux  and  experi- 
ment and  it  being  impossible  to  say  with  deflniteness  that  Lubbers  had 
satisfactorily  worked  out  the  open-vent  solution  more  than  two  years 
in  advance  of  his  application.    ^Id. 

12.  PlONBaCB    PATENTBaC    CANNOT    PbOLONG    MONOPOLY     BY      PATENTING     OnE 

F^TUBB  OF  THE  DEVICE. — Where  an  inventor  of  an  automatically- 
collapsible  revolving  door  was  granted  a  pioneer  patent  and  insisted 
upon  and  obtained  a  construction  so  broad  that  any  form  of  double- 
acting  hinge  or  of  a  releasing  device  was  an  infringement,  he  could 
not  prolong  his  patent  monopoly  by  subsequently  obtaining  a  patent  for 
some  one  form  of  double-acting  hinge  or  self-releasing  or  collapsible 
device.    *  Fow  Kamtel  Revolving  Door  Co.  v.  Winton  Hotel  Co.j  99. 

13.  Invention — ^Adaptation  of  Improvement  in  Child's  Waist  to  Infant's 

Band. — ^Tlie  adaptation  of  the  inelastic  reinforcing-tape  with  tabs  of  a 
child's  Imitted  waist,  to  which  buttons  are  sewed  for  the  purpose  of 
supporting  lower  garments,  to  an  infant's  band  designed  to  support 
the  napkin,  the  lower  garment  appropriate  to  the  infant,  Held  devoid  of 
invention.  The  Ovenshlre  patent.  No.  800,237,  Seld  void.  ^Mitme- 
apoUs  Knitting  Works  v.  Marshall  Field  d  Co.,  860. 

14.  Patentability — ^Use  in  New  Device  of  Constbuction  Previously  Used 

IN  Repair  Jobs. — ^Where  in  the  use  of  steel  cars  having  longitudinal  sills 
it  was  foimd  that  the  sill  was  often  broken  between  the  end  of  the  car 
and  the  body-bolster  by  reason  of  collision  or  bufilng  and  it  was 
the  practice  to  repair  such  breaks  by  removing  the  end  of  the  sill 
beyond  the  break  and  splicing  an  end  section  to  the  main  body  of  the 
sill,  claims  of  the  Bellows  patent,  No.  093,218,  covering  a  car  provided 
with  a  sill  with  a  sectional  end  spliced  to  the  body  at  a  point  between 
the  body-bolster  and  the  end,  Held  invalid  because  devoid  of  invention, 
as  it  involves  only  the  idea  of  using  for  new  cars  a  construction  there- 
tofore used  in  repair  Jobs.  (National  Harrow  Co,  v.  Quick,  C.  ' 
1896,  501;  78  O.  G.,  1574;  74  Fed.  Rep.,  236.)  *  BeUows  and  Slack  v. 
yew  York  Central  Railroad  Company;  Same  v.  Pressed  Steel  Car  Com- 
pany, 362. 

15.  CoNSTEUCTioN — "ADJUSTABLE." — ^The  Callahan  patent,  No.  948,719,  for 

an  apparatus  for  elevating  and  distributing  wet  concrete  to  the 
floors  of  buildings  under  construction,  claim  5,  the  phrase  *'  said  boom 
being  adjustably  connected  with  the  tower  and  adapted  to  be  ar- 
ranged at  various  points  in  the  height  thereof"  construed  in  accord- 
ance with  the  apparent  intention  of  the  draftsman  to  refer  to  the 
vertical  change  of  the  boom  on  the  tower,  which  was  effected  by  tak- 
15752—21 33 
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ing  out  bolts  and  bolting  it  again  to  a  new  position,  although  such  is 
not  adjustability  in  the  most  precise  definition.  *  Concrete  Appliances 
Co,  et  ah  y.  Meinken  et  ah,  878. 

16.  Invention — Analogous  Use — Vacuum  Suction  Device  fob  Automobiles 

Anticipated  by  WATER-LiFTiNn  Devices. — The  Higginson  and  Arundel 
patent,  No.  1,067,814,  and  the  Jay  patents,  Nos.  1,132,273  and 
1,134,457,  for  vacuum  suction  devices  for  raising  gasolene  in  an  auto- 
mobile from  a  main  tank  below  the  level  of  the  carbureter  to  a 
secondary  tank.  Held  anticipated  by  prior  devices  for  lifting  water 
from  a  lower  to  a  higher  level,  which  is  not  an  analogous  but  the 
same  art.    *  Jay  et  al.  v.  Weinberg  et  aU,  402. 

17.  Invention — Slight  Changes. — A   frame  for   a   rewirable  screen   con- 

struction, (Watson  patent.  No.  836,475,)  each  side  and  end  being  con- 
structed from  a  metal  sheet  having  an  edge  bent  around  in  the  form 
of  a  tube  rectangular  in  cross-section,  the  free  edges  being  brought 
against  a  flat  portion  of  the  metal  and  welded  or  brazed  thereto, 
Held  devoid  of  invention  over  a  prior  structure  of  a  similar  nature, 
except  that  the  free  edge  did  not  quite  contact  with  the  flat  metal  part, 
as  it  did  not  involve  invention  to  extend  the  edge  a  little  to  make  a 
complete  tube  and  secure  the  parts  together  by  brazing  or  welding, 
even  though  a  structure  of  greater  rigidity  was  produced.  *Higgin 
Mfg,  Co.  V.  Watson  et  al.,  403. 

18.  Claim  to  Combination  Limited. — ^The  Dickinson  patent,  No.  831,501, 

for  a  candy-pulling  machine,  claim  1  for  "a  candy-pulling  machine 
comprising  a  plurality  of  oppositely  disposed  candy  hooks  or  su;^>orts, 
a  candy-puller  and  means  for  producing  a  specified  relative  in-and- 
out  motion  of  these  parts  for  the  purpose  set  forth,"  Held  limited  to 
the  in-and-out  motion  described  in  the  specification  (as  a  claim  cannot 
cover  a  mode  of  operation)  and  not  infringed,  by  the  device  of  the 
Langer  patent.  No.  I,232,6d7,  although  it  has  means  for  producing  a 
relative  in-and-out  motion.    ^MMtoras  v.  Hildreth,  414. 

19.  Axttomobilb-Radiator  Made  of  "(Continuous  Steip." — ^The    Brinkman 

patent,  No.  848,864,  for  a  cooler  or  radiator  for  motor-cars,  claims  of 
which  specify  the  refrigerator^section  as  constructed  of  a  "continuous 
strip  of  metal,"  the  specification  stating  how  it  may  be  bent  upon  itself, 
Held  not  restricted  to  the  literal  terms  employed,  but  to  cover  a 
radiator  made  up  of  a  plurality  of  separate  sections.  *  Whitlock  CoU 
Pipe  Co.  V.  Jfai^o  Retdiator  Co.,  447. 

20.  "Continuous  Stbip"  May  Consist  of  Sepabate  Strips  Soldebed  To- 

oetheb. — In  the  Brinkman  patent,  No.  843,864,  for  a  radiator  for 
motor-cars,  in  a  claim  for  a  "  continuous  strip  "  of  metal,  "  continuous  •* 
should  be  taken  in  a  mechanical  sense,  and  two  pieces  of  metal  con- 
tiguously placed  and  soldered  together  may  be  considered  as  a  con- 
tinuous strip  when  together  they  function  like  one  strip.    *Id. 

21.  Validity  of  Reissue — ^Foue-Gano    DiskHabbow. — ^The    Nlesz    reissue 

patent,  No.  13,163,  for  a  four-gang  disk  harrow  consisting  of  a  set  of 
inthrow-disks  connected  by  a  flexible  reach-bar  behind  a  set  of  out- 
throw-disks,  so  that  the  whole  harrow  may  be  turned  without  tearing 
up  the  earth.  Held  to  cover  a  new  and  patentable  combination, 
although  inthrow  and  outthrow  disk  machines  were  old,  four-gang 
plows  were  old,  and  cultivators  of  other  types  had  been  previously 
arranged  in  tandem  fftshion  and  connected  by  a  flexible  reach-bar,  the 
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combination  of  the  flexible  reach-bar  with  the  other  elements  being 
novel  and  possessing  utility.  *  Ohio  Rake  Co,  v.  Bucher  d  Oibbs  Plow 
Co.,  451. 

CONSTRUCTION  OF  STATUTES.  See  Abandonment  of  Applications,  2; 
Anticipation  3;  Estoppel;  Final  Fees;  Patentability,  2;  Particular 
Patents,  35;  Suits  under  section  4915,  Revised  Statutes. 

1.  Patents — Statutes — Act  of  Mabch  3, 1883,  Consthued. — When  a  patent 

issues  under  the  provisions  of  the  act  of  March  3, 1883,  (22  Stat,  603,) 
authorizing  the  Secretary  of  the  Interior  and  the  Commissioner  of 
Patents  to  grant  patents  without  the  payment  of  any  fee  to  officers  of 
the  Government,  except  officers  and  employees  of  the  Patent  Office,  no 
dedication  to  the  public  results,  but  any  person  in  the  United  States, 
Including  governmental  officers  and  employees,  may  use  the  invention 
disclosed  In  the  patent  without  the  payment  of  royalty,  provided  the 
use  be  In  the  prosecution  of  work  for  the  Federal  Government. 
t  Opinion  of  the  Attomey-Oeneral,  92. 

2.  Necessity  of  Clearly  Disclosing  In\'ention. — Revised  Statutes,  section 

4888  (Comp.  St.,  sec.  9432),  and  the  purpose  of  the  patent  laws  require 
a  full  disclosure  of  the  invention  before  the  patent  is  granted  in  order 
that  the  public  may,  at  the  expiration  of  the  patent,  have  full  use  of  the 
invention.    *  Rohm  et  al  v.  Martin  Dennis  Co^  349. 

3.  Section  4920,  Re\^i8ed  Statutes—"  Surreptitiously  or  Unjustly." — ^As 

far  back  as  Reed  v.  Cutter  (Fed.  Cas.,  11,645;  1  Story,  590)  it  was 
pointed  out  that  the  words  of  section  4920,  Revised  Statutes,  **  surrep- 
titiously or  unjustly  "  did  not  mean  fraudulently,  but  related  to  a  case 
where  it  appeared  that  another  had  conceived  the  invention  prior  to 
the  patentee  and  while  the  last  to  reduce  the  Invention  to  practice  was 
diligent  in  so  doing.    Nash  v.  Reeder  v.  Rya1^,  72. 

4.  Anticipations — Foreign  Patents. — ^Under  Revised  Statutes,  section  4886, 

as  amended  (Comp.  St.,  sec.  9430),  foreign  patents  to  be  available  to 
defeat  a  United  States  patent  for  the  same  invention  must  have  become 
patents  or  printed  publications  in  foreign  countries  before  the  date  of 
the  United  States  Invention,  or  more  than  two  years  before  the  applica- 
tion for  the  United  States  patent  was  filed.  ^Barber  v.  Otis  Motor 
Sales  Co,,  106. 

CONSTRUCTION  OF  TRADE-MARK  STATUTES.  See  Trade-Marks,  12,  22, 
23,  24,  25.  27,  30,  31,  32,  33,  35,  39,  45,  46,  47,  48. 

CONTINUATION  OF  APPLICATIONS. 

1.  Ck>NTiNuiNG — Defined.— A   continuing   application   is  one   filed   subse- 

quently to  another,  while  the  prior  application  is  pending,  disclosing 
all  or  a  substantial  part  of  the  subject  matter  of  the  prior  application 
and  containing  claims  to  subject  matter  common  to  both  applications, 
both  being  filed  by  the  same  inventor  or  his  legal  representative.  Ex 
parte  Hall,  56. 

2.  Substitute  Application   Fujsd   After  Abandonment   of   Original. — 

Where  H.  filed  an  application  which  was  allowed,  forfeited,  renewed, 
and  again  allowed  and  where  after  the  time  within  which  a  second  re- 
newal could  have  been  filed  he  filed  a  second  application  for  the  same 
subject  matter,  Held  that  the  second  application  could  not  be  regarded 
as  a  continuation  of  the  first.    Id. 
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Earlier  and  Later  Patents. — ^The  rule  that  where  two  patents  are  granted 
on  copending  applications  of  the  same  inventor,  neither  of  which  claims 
any  invention  claimed  in  the  other,  the  one  later  granted,  but  earlier 
applied  for,  can  not,  in  determining  invention,  be  considered  prior  art 
as  against  the  later-applied-for  but  earlier-issued  patent,  is  not  changed 
by  the  fact  that  the  later  application  purports  to  cover  an  improvem«it 

^  on  the  invention  embraced  in  the  earlier  application.    ^  Higgin  Mfg.  Co. 

*  V.  Watson  et  al.,  404. 

COPYING  CLAIMS.     See  Divisional  Applications,  1 ;  Estoppel,  1. 

COPYRIGHTS.     See  Certiorari,  3 ;  Suits  for  Infringement,  4. 

CORPORATIONS.  See  Infringement,  1,  6;  Suits  for  Infringement,  1,  5,  8; 
Trade-Marks,  55. 

COURT  OF  APPEALS  OF  THE  DISTRICT  OF  COLUMBIA.  See  Appeal  to 
the  Court  of  Appeals  of  the  District  of  Columbia;  Estoppel;  Priority  of 
Invention,  11 ;  Suits  under  Section  4915,  Revised  Statutes, 

1.  Interference — Priority. — Where  the  tribunals  of  the  Patent  Office  con- 

cur with  respect  to  the  proper  solution  of  a  question  of  fact,  the  Court 
of  Appeals  of  the  District  of  Columbia  will  not  disturb  their  action  if 
there  is  competent  evidence  to  sustain  it.    ♦  Kennicott  v.  Caps,  120. 

2.  Same— Question   of   Fact   Involved — Concurrence   of   Tribunaub    of 

Patent  Office. — Where  the  question  between  two  contestants  in  an 
interference  proceeding  is  one  of  originality  and  the  three  tribunals  of 
the  Patent  Office  concur  on  this  question  of  fact,  the  court  of  appeals 
will  follow  the  prior  decisions  unless  they  be  manifestly  wrong.  *  Hop- 
kins V.  Riegger,  126. 

DAMAGES  AND  PROFITS.     See  Infringement,  1,  7;  Laches;  Trade-Marks,  19. 

DATE  OF  CONCEPTION  OF  INVENTION.  See  Amendment  to  Preliminary 
Statement;  Anticipation,  5;  Construction  of  Statutes,  4;  Suits  for 
Infringement,  7. 

DATE  OF  ENROLLMENT  OF  FOREIGN  PATENTS.  See  Anticipation,  3,  4, 
5;  Construction  of  Statutes,  4. 

DATE  OF  FILING  APPLICATIONS.  See  Anticipation,  5;  Construction  of 
Statutes,  4;  Diligence,  Divisional  Applications,  2;  Earlier  and  Later 
Patents;  Joint  Applications,  One  Applicant  Not  Inventor,  1;  Priority 
of  Invention,  3,  7 ;  Reduction  to  Practice;  Renewal  of  Forfeited  Appli- 
cations; Suits  for  Infringement,  7. 

DECISIONS  OF  THE  COMMISSIONER  OF  PATENTS.  See  Appeal  to  the 
Court  of  Appeals  of  the  District  of  Columbia,  2;  Discretion  of  the 
Commissioner  of  Patents;  Interference,  1,  11,  12;  Priority  of  Inven- 
tion,  10,  12, 13,  16. 

DECISIONS  OF  THE  EXAMINERS-IN-CHIEF.  See  Interference,  17 ;  Priority 
of  Invention,  11. 

DECISIONS  OF  THE  EXAMINER  OF  INTERFERENCES.  See  Construction 
of  Claims,  4 ;  Reduction  to  Practice,  1. 

DECREE  OF  COURTS.  See  Certiorari,  1;  Disclaimers;  Suits  for  Infringe- 
ment, 4. 

DEDICATED  TO  THE  PUBLIC.     See  Construction  of  Statutes,  1. 

DELAY  IN  BRINGING  SUITS  FOR  INFRINGEMENT.  See  Suits  for  In- 
fringement, 3. 

DELAY  IN  FILING  APPLICATIONS.  See  Abandonment  of  Invention,  1,  2; 
Interference,  6;  Priority  of  Invention,  7,  14;  Reneuml  of  Forfeited 
Applications. 
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DELAY  IN  FILING  APPLICATIONS  FOR  REISSUE.    See  Reissues, 

1.  Broadened  Claims — Unbeasonablb  Delay. — ^Broadened  claims  m  a  re- 

issue application  Held  properly  refused  where  the  application  was  filed 
two  years  and  eight  months  after  the  issuance  of  the  patent  and  the 
only  explanation  given  by  the  patentee  was  that  he  had  no  occasion 
to  review  the  patent  from  its  date  of  issue  until  shortly  before  the 
application  for  reissue  was  filed  and  that  the  insufficiencies  of  the 
original  specification  and  claims  came  to  his  attention  through  others 
and  that  he  did  not  delay  after  he  had  knowledge  of  those  insuffi- 
ciencies.   Ex  parte  Schneider,  9. 

2.  Same — Same. — ^A  delay  of  two  years  and  eight  months  in  filing  an  appli- 

cation for  reissue  to  secure  broader  protection  Held  to  be  unreasonable 
where  applicant's  only  excuse  is  "  that  he  had  no  occasion  to  review 
his  patent  from  the  date  of  its  issue  until  the  present  time,  and  that 
the  insufficiencies  in  his  original  specifications  and  claims  only  came  to 
his  attention  through  others.  *  In  re  Schneider,  121. 
8.  Same — Same — Evidence  of  Abandonment. — A  lapse  of  more  than  two 
years  in  the  filing  of  an  application  for  reissue  to  secure  broader  claims 
applies  not  only  to  the  prima  facie  presumption  of  intervening  rights, 
but  it  is  evidence  of  abandonment.  *  Id, 
4.  Same  —  Same  —  Failure  to  Secxtbe  Adequate  Pbotbction — Inventor 
Bound  by  Acts  of  Solicitors.^— An  unreasonable  delay  in  the  filing  of 
a  reissue  application  which  seeks  to  broaden  the  claims  can  not  be 
excused  on  the  ground  that  the  failure  to  secure  adequate  protection 
was  due  to  the  fault  of  the  solicitors.  They  were  the  agents  of  the 
inventor,  and  he  is  bound  by  their  acts.    *  Id. 

DELAY  IN  FILING  EVIDENCE.     See  Suits  for  Infringement,  2. 

DELAY  IN  PROSECUTION  OF  APPLICATIONS.  See  Ahandonment  of  Ap- 
plications, 1 ;  Abandoned  Experiments,  2,  8,  4 ;  Priority  of  Invention,  14. 

DESCRIPTION.  See  Anticipation,  2;  Construction  of  Specifications  and 
Patents,  1,  2,  4,  18;  Interference,  14;  Particular  Patents,  1;  Suits  for 
Infringement,  7. 

DESCRIPTIVE  TERMS.  See  Trade-Marks  8.  4,  8,  9,  15,  28,  28,  29,  80,  33,  34, 
86,  87. 

DESCRIPTIVE  MARKS.    See  Trade-Marks,  8,  22,  23,  24,  25,  27,  42,  48,  44. 

DESIGNS.  See  Infringement,  9,  10;  Particular  Patents,  30,  88,  49;  Trade- 
Marks,  46. 
Entitled  to  Equivalents  Respecting  Non-Essential  Details. — A  design 
patent  for  a  doll  entitles  the  holder  to  the  usual  range  of  equivalents 
with  respect  to  known  prior  unessential  details^  and  though  the  patent 
drawings  show  a  doll  with  a  cap  the  figure  shown  is  included  within 
the  claim  of  the  patent,  whether  the  doll  is  provided  with  painted  hair, 
real  hair,  bathing-cap,  or  military  or  naval  cap  or  any  other  standard 
form  of  head-dress.    ^  Geo.  Borgfeldt  d  Co.  et  aL  v.  Weiss,  889. 

DILIGENCE.  See  Abandonment  of  Applications,  2;  Construction  of  Statutes, 
8 ;  Priority  of  Invention,  5,  7,  14,  17,  18,  20 ;  Public-Use  Proceedings,  1. 

1.  Intebference. — The  diligence  required  of  one  first  to  conceive  and  last 

to  reduce  to  practice  need  not  be  extraordinary.  "  It  needs  to  be  only 
reasonable  under  the  circumstances  of  the  case,  nor  does  it  'involve 
uninterrupted  effort  nor  the  concentration'  of  all  the  applicant's  energies 
upon  the  single  enterprise."    *  Dickinson  v.  Swinehart,  151. 

2.  Same. — D.  conceived  the  invention  in  August,  1912,  disclosed  it  in  Novem- 

ber, 1912,  and  immediately  after  the  disclosure  caused  a  draftsman  to 
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DILIGENCE— Continued. 

commence  work  on  drawings  for  a  machine.    D.  was  obliged  to  be 

1  away  from  his  home  for  a  considerable  period  from  March,  1913,  to 

February,  1914,  but  during  this  time  draftsmen  were  working  on  draw- 
ings under  his  directions,  and  a  model  apparatus  for  producing  the 
process  of  the  invention  was  completed  in  June,  1914.  D.'s  application 
was  filed  on  February  26, 1915.  S.  alleges  conception  and  disclosure  in 
February,  1913,  and  filed  his  application  on  December  16,  1914.  Held 
that  D.  was  not  lacking  in  diligence.    *  Id, 

DISCLAIMERS.    See  Trade-Marks,  35,  37.  42,  43. 

Time  for  Fujnq  After  Decision  of  Appellate  Court. — ^Decree  of  the  dis- 
trict court  holding  claims  of  the  Watson  patent,  No.  886,475,  valid  and 
infringed  reversed  as  to  claims  1  and  2  and  an  injunction  and  account- 
ing granted  as  to  claim  3,  conditioned  upon  abandonment  of  the  claims 
found  to  be  Invalid;  plaintiffs  given  thirty  days  after  filing  of  the 
mandate  below  or  such  further  time  as  the  district  court  may  allow. 
In  which  to  show  that  claims  1  and  2  have  been  abandoned.  (Herman 
V.  Yotingatovon,  191  Fed.  Hep.,  579.)  *  Hiffgin  Mfg.  Co.  v.  WaUon  et  a/., 
403. 

DISCLOSURE  OF  INVENTION.  See  Amendment  to  PreUmvnary  Statement, 
1;  Amendments;  Antidpation,  1;  Claims,  2,  4,  5,  8,  9;  Construction  of 
Claims,  1,  2,  8,  9,  10 ;  Construction  of  Specifications  and  Patents,  1,  4 ; 
Construction  of  Statutes,  1,  2;  Continuation  of  Applications,  1;  DUi- 
gence,  2;  Divisional  Applications,  1,  2;  Invention,  1;  Interference, 
9,  15,  17,  19 ;  Particular  Patents,  1,  5,  29,  85,  41,  43 ;  Priority  of  Inven- 
tion, 8 ;  Reduction  to  Practice,  3,  8 ;  Suits  for  Infringement,  9. 

1.  Interfebencb— SxTFFiciENCY  OF  TO  OTHERS. — ^Where  the  specification  of 

an  application  does  not  describe  all  the  parts  of  a  complete  machine, 
but  refers  to  an  earlier  application,  and  the  disclosures  taken  together 
are  sufildent  to  enable  one  skilled  In  the  art  to  construct  a  complete 
machine,  Held  that  the  objection  that  the  specification  of  the  later 
application  is  Insufficient  Is  not  sustained.  Kitselman  v.  Reid^  Reid, 
and  KeUey,  26. 

2.  Patents — Validity. — ^A  correct  and  adequate  description  or  disclosure 

of  a  claimed  discovery  (which  in  the  case  of  a  machine  Involves  par- 
ticularly the  operation  of  it)  Is  essential  to  the  validity  of  a  patent, 
for  the  reason  that  such  a  disclosure  is  necessary  in  order  to  give  the 
public  the  benefit  of  the  Invention  after  the  patent  shall  expire. 
**  Beidler  v.  The  United  States,  488. 

DISCRETION  OF  THE  COMMISSIONER  OF  PATENTS. 

Appeal — Review  by  Coubt  op  Appeals — Questions  Discbetionaby  with 
CoKMissioNEB. — ^Where  a  motion  brought  before  the  Commissioner  of 
Patents  is  directed  to  his  discretion,  his  decision  thereon  must  be  sus- 
tained unless  there  was  an  abuse  of  discretion.    ♦  In  re  Dement,  170. 

DISCRETION  OF  THE  COURT.  See  Appeal  to  the  Circuit  Courts  of  Appeal^ 
2 ;  Suits  for  Infringement,  6. 

DISMISSAL  OF  BILL.    See  Appeal  to  the  Circuit  Courts  of  Appeal,  1. 

DISSOLUTION  OF  INTERFERENCE.    See  Interference,  7. 

DIVISIONAL  APPLICATIONS.    See  Construction  of  Speci/lcaHons  and  Pat- 
ents, 8,  11 ;  Double  Patenting,  2 ;  Estoppel,  1 ;  Priority  of  Invention,  8. 
1.  Copying  Claims  or  Patent. — ^An  applicant  who  has  pending  in  the  Pat- 
ent Office  an  application  disclosing  but  not  claiming  an  Invention 
claimed  in  a  patent  granted  on  an  application  filed  during  such  p^i- 
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DIVISIONAL  APPLICATIONS— Continued. 

dency  is  within  his  rights  in  filing  a  divisional  appllcaton  for  such  in- 
vention within  two  years  after  the  granting  of  said  patent  and  copying 
claims  therefrom  for  the  purpose  of  Interference.  **  CJiaptnan  and 
Chapman  v.  Wintroath,  465. 

2.  Entttled  to  Benei^t  of  Date  of  Obiginal  Afpucation  Disclosing  the 

Invention. — Divisional  applications  have  not  been  dealt  with  **in  a 
hostile  spirit  by  the  courts,  but,  on  the  contrary,  designed  as  they  are 
to  secure  the  patent  to  the  first  discoverer,  they  have  been  favored  to 
the  extent  that  where  an  invention  clearly  disclosed  in  an  application, 
as  in  this  case,  is  not  claimed  therein  but  is  subsequently  claimed  in 
another  application,  the  original  will  be  deemed  a  constructive  reduc- 
tion of  the  invention  to  practice  and  the  later  one  will  be  given  the 
filing  date  of  the  earlier,  with  all  of  its  priority  of  right.  {Smith  d 
Qriggn  Manufacturing  Co.  v.  Sprague,  C.  D.  1887,  616;  41  O.  G.,  1037; 
123  U.  S.,  249 ;  Yon  Reckiinghausen  v.  Dempster,  C.  D.  1910,  365 ;  154 
O.  G..  252 ;  34  D.  C.  App.,  474.)"    ♦♦  Id. 

3.  Claims  Which  Abb  Not  Patentably  Diffebent. — ^An  Examiner  should 

not  require  division  between  two  groups  of  claims  which  he  regards  as 
not  patentably  different  without  indicating  his  opinion  in  the  matter; 
but  the  issuance  of  a  patent  on  matter  required  to  be  divided  out  af- 
fords no  basis  for  waiving  consideration  of  patentable  identity  between 
the  claims  of  the  patent  and  any  claims  remaining  in  the  parent  case, 
even  though  the  Examiner  failed  to  state  his  opinion,  as  the  Office  has 
no  authority  to  grant  two  patents  to  the  same  inventor  for  the  same 
indivisible  invention.  Ex  parte  Wigginton,  67. 
DOUBLE  PATENTING.      See  Amendment  of  Claims;  Divisional  Applications,  3. 

1.  Patents — Pbocess  and  Pboduct. — ^A  patent  for  a  commutator  comprising 

metal  commutator-bars  and  a  body  of  heat-hardened  resinous  conden- 
sation product  holding  said  bars  in  place  is  not  a  bar  to  the  allowance 
to  the  same  inventor  of  a  patent  for  the  process  of  producing  the  article, 
involving  the  conception  of  softening  the  moldable  material,  position- 
ing the  bars  radially  and  longitudinally,  and  forming  a  complete  in- 
sulating-body simultaneously  under  heat  and  pressure,  which  was  for- 
eign to  the  processes  of  the  prior  art.    *  In  re  Zenk,  215. 

2.  Claius  Babbed  by  Patent  Gbantbd  on  Divisional  Application. — Claims 

for  the  combination  of  a  loose-sheet  holder  and  the  sheets  held  thereby 
which  do  not  in  any  way  specify  the  character  of  the  sheets  or  how  they 
coact  with  the  holder,  Held  unpatentable  in  view  of  a  patent  granted  on 
a  divisional  application  for  the  holder  alone  (citing  Underwood  v. 
Oerher,  C.  D.,  1893,  340;  63  O.  G.,  1068;  149  U.  S..  224).  Em  parte 
Wigginton,  67. 
8.  QxTESTioN  Raised  Not  One  of  Pbiobity. — The  question  whether  claims  in 
an  application  are  patentable  over  a  patent  granted  to  the  same  inven- 
tor does  not  involve  priority  of  invention,  but  patentable  identity  of  the 
subject-matter  claimed.    Id, 

DOUBTS.    See  Interference,  6 ;  Trade-Marks,  20. 

DRAWINGS.  See  Abandonment  of  Applications,  1;  Amendments  to  Drawings; 
Anticipation,  4,  5;  Construction  of  Specifioations  and  Patents,  4; 
Designs;  Diligence,  2;  Trade-Marks,  35. 

DUPLICATION  OF  CLAIMS.  See  Claims,  5,  6,  7;  Construction  of  Claims, 
3.  10. 

DUTY  OF  APPLICANTS.    See  Claims,  8. 
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EARLIER  AND  LATER  APPLICATIONS.  See  Divisional  AppUcaiiona,  1,  2) 
Disclosure  of  Invention,  1 ;  Interference,  7 ;  Priority  of  Invention,  3,  4 ; 
VaUdity  of  Patents,  2. 

EARLIER  AND  LATER  PATENTS.  See  Copending  Applications,  Infringe- 
ments,  2 ;  Invention,  26 ;  Particular  Patents,  44. 
Pbiob  Art.— a  patent  actually  iflsued  before  plaintiff's  patent  was  applied 
for  was  a  part  of  the  prior  art  as  to  plaintiff,  though  plaintiff  carried 
his  invention  back  of  the  issue  date  of  the  earlier  patent  but  subsequent 
to  the  ming  date  thereof.    ^Higgin  Mfg.  Co,  v.  Watson  et  aL,  403. 

ELEMENTS.  See  Claims,  1;  Construction  of  Specifications  and  Patents,  5; 
Invention,  19. 

EMPLOYEE  OF  THE  GOVERNMENT.    See  Construction  of  Statutes,  1. 

ENGLISH  LANGUAGE.    See  Specifications. 

EQUITY  JURISDICTION.    See  Suits  Under  Section  491S,  Revised  Statutes. 

EQUITY  RULES.  See  Appeal  to  the  Circuit  Courts  of  Appeal,  2 ;  Expert  Testi- 
mony,!. 

EQUIVALENTS.  See  Claims,  1;  Designs;  Invention,  15;  Particular  Patents, 
5,  29,  31,  42 ;  Terminology. 

1.  Spot-Weldinq  and  Rivetiwg — ^Bbazing. — Spot-welding  and  riveting  are 

each  the  equivalent  of  brazing.    '  Higgin  Mfg.  Co.  v.  Watson  et  at.,  408 

2.  Range — Infbinqemcnt.— Protection  against  the  use  pf  mechanical  equiva- 

lents in  a  combination  is  governed  by  the  same  rules  as  in  case  of  other 
patents,  and  where  a  combination  patent  marlcs  a  distinct  advance  in 
the  art  the  term  "  mechanical  equivalent "  should  have  a  reasonably 
broad  and  generous  interpretation.  ^  Smith  Cannery  Machines  Co.  v. 
Seattle-Astoria  Iron  Works  et  at.,  296. 

ERRORS.  See  Am^endment  to  Preliminary  Statement;  Affidavits  under  Rule 
75;  Certiorari;  Concurrent  Decisions  of  the  Trihunats  of  the  Patent 
Office;  Certiorari,  1;  Interference,  17;  Suits  for  Infringement,  6; 
Trade-Marks,  8, 13, 14,  53 ;  VaUdity  of  Patents,  8. 

ESTOPPEL.    See  Infringement,  3,  7 ;  Interference,  7,  8 ;  Licenses. 

1.  GoPTiNG  Claims  of  a  Patent.— -The  time  for  filing  a  divisional  ai^lica- 

tion  for  matter  claimed  in  a  patent  taken  out  by  another  fixed  by  the 
Court  of  Appeals  of  the  District  of  Columbia  in  Rovmtree  v.  Sloan 
(C.  D.,  1916,  192 ;  227  O.  G.,  744;  45  App.  D.  C,  207),  and  Wintroath  v. 
Chapman  (C.  D.,  1918,  154;  248  O.  G.,  1004;  47  App.  D.  C,  428)  at 
one  year  from  the  date  of  the  patent,  in  analogy  to  the  provisions  of 
Revised  Statutes,  4894,  was  extended  by  the  Supreme  Court  to  two 
years,  by  analogy  to  other  statutes  which  were  regarded  as  more 
pertinent.    *  WeUs  and  Hunter  v.  Hontgmann,  242. 

2.  Same.— The  ruling  of  Rovmtree  v.  Sloan  (C.  D.,  1916,  192;  227  O.  G., 

744 ;  45  App.  D.  C,  207)  could  not  properly  be  applied  to  the  case  of  a 
renewal  application,  since  the  statute  (sec.  4897,  Rev.  Stats.)  expressly 
gives  two  years  within  which  a  renewal  application  may  be  filed.    ^  Id. 

ByiDENCE.  See  Abandoned  Experiments,  3 ;  Ahandonmsnt  of  Applications,  8 ; 
Abandonment  of  Invention,  1;  Anticipation,  4;  Construction  of  Specifi- 
cations and  Patents,  9 ;  Court  of  Appeals  of  the  District  of  Cohinibia; 
Delay  in  Filing  Applications  for  Reissue,  3 ;  Interference,  1,  2,  5,  14, 
15,  19,  21;  Invention,  7,  18;  PatentabiUty,  1;  Priority  of  Invention, 
1,  2,  5,  6,  9,  10,  17,  18 ;  Public-Use-Proceedings,  1 ;  Reduction  to  Prao- 
tice,  6 ;  Suits  for  Infringement,  2 ;  Trade-Marks,  10,  44  58. 

EXCLUSIVE  USE  OF  TRADE-MARKS.    See  Trade-Marks,  25,  26,  30,  35. 
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EXPERIMENTS.  See  Abandoned  Experiments;  Anticipation,  2 ;  Construction 
of  Specifications  and  PateniSt  11 ;  Priority  of  Invention,  17,  18. 

EXPERIMENTAL  DEVICE.  See  Anticipation,  4;  PrioHty  of  Invention,  7; 
Reduction  to  Practice,  9. 

EXPERT  TESTIMONY. 

1.  Not  Required  in  Patent  Cases,  if  Court  Understands  Specifications. — 

Expert  testimony  as  to  the  meaning  of  patent  specifications  is  only  per- 
missible to  enable  the  Judge  to  understand  the  specifications,  and  when 
the  judge  understands  the  specifications  without  such  testimony  it  is 
not  necessary  since  the  adoption  of  the  new  equity  rules.  108  Fed. 
Rep.,  xix ;  115  C.  C.  A.,  xix.)    *Kohn  v.  Eimer  et  al,  431. 

2.  Determination    of    Necessity — ^Nor    Reviewable,    Except    in    Clear 

Cases. — It  is  for  the  judge  trying  a  patent  infringement  suit  to  decide 
whether  he  needs  the  assistance  of  experts  to  understand  specifications 
of  patents  relied  on  as  prior  art,  and  his  decision  will  not  be  disturbed, 
except  in  the  clearest  case.    '  Id. 

EXPERTS.  See  Claims,  9 ;  Concurrent  decisions  of  the  Tribunal  of  the  Patent 
Office;  Expert  Testimony;  Infringement,  10. 

EXPIRATION  OF  PATENT.  See  Construction  of  Statutes,  2;  Disclosure  of 
Invention,  2 ;  Infringement,  8 ;  Particular  Patents,  45 ;  Rights  of  Holder 
of  Legal  Title  of  Patent, 

EXTENSION  OF  TIME.  See  Disclaimers;  Interference,  22;  Suits  Under  Sec- 
tion 4915  Revised  Statutes,  1, 

FAILURE  TO  FILfJ  APPLICATION.    See  Reduction  to  Practice,  3. 

FINAL  FEES.    See  Construction  of  Statutes,  1;  Trade-Marks,  48. 

Paid  More  Than  Six  Months  After  Notice  of  Allow anob  of  Applica- 
tion.— ^Where  the  Office  records  indicate  that  a  notice  of  allowance  of 
an  application  was  mailed  on  a  certain  date,  the  Commissioner  has  no 
authority  to  receive  a  final  fee  paid  more  than  six  months  thereafter, 
upon  afildavits  that  such  notice  was  not  received.  The  law  (sec.  4885, 
Rev.  Stats.)  does  not  require  that  the  notice  shall  have  been  received 
by  the  applicant,  but  merely  that  it  should  be  sent  to  him.  Ex  parte 
Lacey,  83. 

FIRST  AND  ORIGINAL  INVENTOR.  See  Court  of  Appeals  of  the  District 
of  Columbia,  2;  Construction  of  Statutes.  3;  DiUgenoe;  Interference, 
5,  6, 10 ;  PatentaMUty,  2;  PrioHty  of  Invention,  1,  2,  5,  9, 10,  15,  19,  20. 

FOREIGN  LANGUAGE.    See  Trade-Marks,  6. 

FOREIGN  PATENTS.  See  Anticipation,  3,  4;  Construction  of  Statutes,  4; 
Patentability,  2 ;  Suits  for  Infringement,  2. 

FORMER  DECISIONS  CITED.  See  Construction  of  Claims,  2;  Construction 
of  Specifications  and  Patents,  14;  Construction  of  Statutes,  3;  Dis- 
claimers; Divisional  Application,  2;  Double  Patenting,  2;  Estoppel; 
Interference,  8;  Invention,  3,  12;  Particular  Patents,  9;  Patentability, 
2 ;  Priority  of  Invention,  11,  14,  18 ;  Public  Use  Proceedings,  2 ;  Trade- 
Marks,  S,  12.  15,  26,  56. 

FORMER  DECISION  DISTINGUISHED.     See  Trade-Marks,  23. 

FUNCTION.  See  Claims,  1;  Construction  of  Specification  and  Patents,  20; 
Infringement,  4,  5 ;  Particular  Patents,  1,  48. 

GEOGRAPHICAL  TERMS.    See  Trade-Marks,  24,  25. 

GOODS  OF  THE  SAME  DESCRIPTIVE  PROPERTIES.  See  Trade-Marks, 
16,  38,  41,  47,  56. 
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GRANT  OF  PATENTS.  See  Appeal  to  the  CommisHoner  of  Patents;  Construe- 
tion  of  Statutes,  2 ;  Divisional  Applications,  1,  3 ;  Double  Patenting,  2,  3 ; 
Patentability,  1. 

IDENTITY  OF  DESIGNS.    See  Infringement,  10. 

IDENTITY  OF  TRADE-MARKS.    See  Trade-Marks,  17,  18.  65. 

IMPEACHMENT  TESTIMONY.    See  Testimony, 

IMPROVEMENT  PATENTS.    See  InfHngement,  3.  4,  5;  Laches. 

INADVERTENTLY-GRANTED  PATENT.    See  Interference,  20,  21. 

INDEFINITENESS.  See  Claims,  3,  4,  5,  6,  7,  8,  9 ;  Construction  of  Claims,  5 ; 
Particular  Patents,  14. 

INFRINGEMENT.  See  CertioraH,  3 ;  Construction  of  Specifications  and  Pat- 
ents, 2,  6,  8,  11, 12, 18 ;  Equivalents;  Laches;  Particular  Patents,  2,  5,  8, 
11, 14, 15, 18,  23,  24,  25,  26,  29,  30,  31,  33,  40,  48,  44,  46,  50,  51,  52 ;  Rights 
of  Holder  of  Legal  Title  of  Parent;  Suits  for  Infringement,  1,  2,  4, 
5,  6,  7,. 

1.  Damages. — The  president  and  general  manager  of  a  corporation  which 

Infringed  a  patent  is  not  individually  liable  for  damages  and  profits 
on  infringement  unless  he  inflicted  the  damages  or  received  the 
profits  otherwise  than  through  the  usual  relations  between  oflScer  and 
corporation.  ^  D*Arcy  Spring  Co.  et  ah  v.  Maashall  Ventilated  Mat- 
tress Co.,  246. 

2.  What  Constitutes. — ^As  between  plaintiffs  earlier  and  defendant's  later 

patent  a  finding  that  the  earlier  device,  if  later,  would  not  have  in- 
fringed the  later  patent  is  not  helpful  in  deciding  whether  defendant's 
device  infringes  plaintiffs  patent.  ^Dunn  Wire-Cut  Lug  Brick  Co.  v. 
Toronto  Fire  Cla/y  Co.  et  aL,  259. 

3.  Improvement,  Though  Patentes),   May  Infbingb  Pbiob  Patbnt. — ^An 

improver  can  not  appropriate  the  invention  of  his  predecessor,  who  has 
obtained  a  pat^t,  as  a  base  for  his  improvement  without  Infringe- 
ment, even  though  the  improvement  has  been  patented.  *R€ed  v. 
Hughes  Tool  Co.,  288. 

4.  Mere  Addition  ob  Improvement  Does  Not  Avoid. — ^That  an  infringing 

machine  is  superior,  more  useful,  and  more  acceptable  to  the  public 
than  that  of  a  patent  does  not  avoid  infringement  where  the  essential 
features  of  the  patented  machine  are  used,  unless  its  superiority  is 
due  to  a  difference  in  function  or  mode  of  operation  or  some  essential 
change  in  character.  '  Smith  Cannery  Machines  Co.  v.  Seattle-Astofia 
Iron  Works  et  al.,  296. 
6.  Same — ^Additional  Function. — That  a  part  of  defendants*  device  per- 
forms a  function  additional  to  a  corresponding  part  of  plaintiffs  device 
does  not  avoid  infringement.    ^  Id. 

6.  OOBPOBATIONS — RATIFICATION  OF  ACTS  OF  UnINCOBPOBATED  PbEDECESSOB. — 

Complainant  corporation,  which  was  the  owner  of  patents.  Held  to 
have  ratified  the  acts  and  statements  of  a  representative  of  its  unin- 
corporated predecessor  with  reference  to  suit  for  infringement  of 
improvement  patents,  which  amounted  to  acquiescence  in  infringe- 
ment of  original  patents.  *  Wolf,  Sayer  d  Heller,  Inc.,  v.  United  States 
Slicing  Mach.  Co.,  301. 

7.  Knowledge  and  Consent  Mebe  Pabole  License — Revocable. — ^Where  a 

representative  of  the  owner  of  a  patent  notified  an  infringer  that  if 
improvement  patents  were  infringed  suit  would  be  brought  and  the 
infringer  continued  to  make  and  vend  the  infringing  machines  for  a 
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INPRINGHMBNT— Continued. 

number  of  years,  Held  that  the  statement  amounted  to  no  more  than  a 
parole  license  to  the  infringer,  which  was  revoked  when  Infringement 
suit  was  begun.  Hence,  though  the  owner  was  barred  by  laches  from 
recovering  damages  for  the  past  infringement,  he  might  recover 
damages  for  infringement  occurring  after  the  suit,  the  conduct  of  the 
owner  and  statement  of  its  representative  not  amounting  to  an 
estoppel.    *  Id. 

8.  Expiration  of  Patent. — ^A  construction  which  was  anticipated  by  a 

patent  and  condemned  as  an  infringement  of  It  may  be  freely  made 
and  sold  after  such  patent  has  expired.  ^  Van  Kannel  Revolving  Door 
Co,  v.  Winton  Hotel  Co.,  99. 

9.  Design  Patent  Depends  on  Impression  Produced  on  Purchasers. — 

The  question  of  infringement  of  a  design  patent  for  a  doll  is  a  question 
as  to  the  impression  produced  on  would-be  purchasers.  ^Geo.  Borge- 
feldt  d  Co.  et  al.  v.  Weiss,  889. 

10.  Test  of  Design. — Infringement  of  a  design  patent  for  a  doll  turns  upon 

whether  there  is  identity  of  appearance,  whether  the  effect  produced 
upon  the  eye  is  the  same,  and  whether  there  is  substantial  identity  of 
design,  and  the  persons  to  be  deceived  are  not  experts,  but  ordhiary  ob- 
servers, giving  such  attention  to  the  matter  as  purchasers  usually 
give.    ♦  Id. 

11.  Inoperative  Machine  Not  Infringed  by  Operative  Machine. — That 

under  a  patent  no  machine  has  ever  been  made  and  shown  to  work 
successfully  does  not  prevent  the  owner  from  restraining  infringement ; . 
but  if  the  patented  device  is  not  operative  it  cannot  be  infringed  by 
one  that  is.    *  Mastoras  v.  Hildreth,  414. 

INJUNC3TI0N.  See  Appeal  to  the  Circuit  Court  of  Appeals;  Certiorari,  3; 
Disclaimers;  Rights  of  Holder  of  Legal  Title  of  Patent;  Suits  for  In- 
fringement, 4,  6. 

INJURY.    See  Amendment  to  Preliminary  Statement,  2. 

INTERFERENCE.  See  Abandoned  Experiments;  Abandonment  of  Applications, 
2,  3;  Abandonment  of  Inx^ention,  1;  Affidavits  under  Rule  75;  Amend- 
ment to  Preliminary  Statement;  Concurrent  Decisions  of  the  Tribunals 
of  the  Patent  Office;  Construction  of  Claims,  1,  2,  4,  5 ;  Court  of  Appeals 
of  the  District  of  Columbia;  Diligence;  Disclosure  of  Invention,  1; 
Discretion  of  the  Commissioner  of  Patents;  Divisional  Applications,  1 ; 
Jurisdiction  of  the  Court  of  Appeals  of  the  District  of  Columbia",  Pre- 
liminary Statem^ent;  Priority  of  Invention;  Public  Use  Proceedings,  2; 
Redtwtion  to  Practice;  Testimony;  Trade-Marks,  13,  14,  53. 

1.  Evidence — Inference  Arising  from  Failure  to  Gall  Inventor. — Where 

the  inventor  refused  to  sign  the  preliminary  statement  made  on  his  be- 
half and  the  assignee  of  the  application,  who  conducted  the  interfer- 
ence, failed  to  call  him  as  a  witness,  altliough  he  was  available,  the 
inference  is  warranted  that,  in  the  judgment  of  counsel  for  the  as- 
signee, he  would  not  support  tlie  claims  made  in  his  name.  ♦  Marie  E. 
Scheuerle,  administratrix,  v.  Conner,  123. 

2.  Originality — Evidence — ^Acquiescence. — On  the  question  of  originality 

as  between  E.  and  S.  and  M.  evidence  considered  and  Held  that  it 
tended  to  show  acquiescence  by  S.  and  M.  in  E.*s  claim  to  inventorship 
and  that  the  evidence  on  behalf  of  S.  and  M.  failed  to  overcome  the 
burden  of  proof  imposed  on  Junior  applicants.  *  Engle  v.  Manchester 
and  Spooner,  130. 
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INTERFERENCE— Continued. 

3.  Right  to  Makb  Claim — ^Devices  Designed  to  Meet  Different  Pbob- 

LEMS. — Where  the  count  in  controversy  in  an  interference  included 
guideways  susceptible  of  being  "  adjusted  angularly  about  their  respec- 
tive pivots  "  and  was  first  made  in  the  application  of  S.,  wherein  pre- 
cise adjustment  was  not  only  necessary  but  provided,  and  the  othei 
party  M.  provided  adjustment  for  a  diflferent  purpose  and  precise  ad- 
justment was  unnecessary  and  unprovided,  the  two  devices  being  con- 
structed to  meet  different  problems,  Held  that  M.  had  no  right  to  make 
the  claim.    *  Seymour  v.  Molyneux,  133. 

4.  Same. — ^In  an  interference  between  S.  and  M.,  relating  to  a  feeding 

mechanism  for  sewing-machines,  where  certain  counts  called  for  feed- 
dogs  to  engage  the  fabric  "  in  advance  of  the  stitch-forming  mechan- 
ism," Held  that  M.  had  no  right  to  make  these  claims  in  view  of  the 
fact  that  in  his  device  the  feed-dogs  operated  almost,  if  not  entirely,  in 
the  rear  of  the  needles,  only  a  limited  number  of  feed-dog  teeth  engag- 
ing the  fabric  in  advance  of  the  stitch-forming  mechanism,  while  in  S.*s 
case  the  dogs  necessarily  operated  in  advance  of  the  stitch-forming 
mechanism.    *  Seymour  v.  Molyneux^  137. 

5.  Originality — ^Evidence  Conflicting — Circumstanceb. — Where  evidence 

on  the  question  of  originality  is  very  conflicting,  nearly  every  material 
statement  made  by  one  side  being  denied  by  the  other,  the  accuracy  of 
the  evidence  must  be  tested  by  the  circumstances  surrounding  the 
parties,  as  well  as  by  things  done  or  omitted  to  be  done  by  them  and 
about  which  there  is  no  controversy.    ♦  Brwan  v.  Wiegand^  141. 

6.  Same — Application  and  Patent — Burden  of  Proof  Not  Sustained. — 

Where  in  an  interference  involving  the  application  of  B.  and  a  patent 
to  W.  it  appeared  that  the  question  was  one  of  originality,  that  both 
parties  were  employed  by  the  same  company,  that  B.  did  not  file  his 
application  until  long  after  the  invention  patented  by  W.  had  gone  into 
commercial  use  and  more  than  nine  months  after  the  grant  of  W.'s 
patent,  though  prior  to  the  time  that  the  device  of  W.  was  adopted  the 
devices  manufactured  by  the  company  were  unsatisfactory  and  the  com- 
pany was  anxious  to  discover  a  device  that  would  meet  with  approval, 
and  that  B.  was  working  on  a  less  satisfactory  device.  Held  that  the 
testimony  on  behalf  of  B.  was  insufficient  to  establish  beyond  a  rea- 
sonable doubt  that  he  was  the  first  to  conceive  the  invention.    *  Id. 

7.  Priority — ^Estoppel  by  Judgment  in  Prior  Interference  Involving  An- 

other Application  of  Same  Party. — Where  in  a  tri-party  interference 
between  P.,  H.,  and  D.  the  interference  was  dissolved  as  to  one  claim 
because  D.  had  no  right  to  make  it,  and  no  appeal  was  taken  from  that 
decision,  and  at  the  time  D.  had  an  earlier  application  pending  in  which 
he  could  make  it,  but  did  not  attempt  to  include  the  earlier  application 
in  the  interference  until  after  testimony  had  been  taken  by  the  other 
parties  and  the  interference  was  before  the  Examiners-In-Chief  on  ap- 
peal from  an  adverse  decision.  Held  that  the  Commissioner  was  right 
in  refusing  to  reopen  the  interference  at  that  time  to  huclude  the  earlier 
application  and  that  D.  was  barred  by  the  doctrine  of  res  judicata 
from  making  the  claim  in  his  earlier  application  after  final  adverse 
adjudication  in  the  interference  and  four  years  after  the  decision  deny- 
ing his  right  to  make  the  claims  in  his  later  application.  ^  In  re  De- 
ment, 170. 


Digitized  by 


Google 


DIGEST  OF  DECISIONS.  525 

INTBRFBRENOE— Continued. 

8.  Reopening — Change  in  Pbactice. — ^Where  in  an  interference  involving 

an  applicant  and  a  patentee  priority  was  awarded  to  the  patentee  on 
the  ground  that  under  ruling  in  Winthroaih  v.  Chapmariy  C.  D.,  1918, 154 ; 
248  O.  G.,  1004 ;  46  App.  D.  C,  428),  the  applicant  was  estopped  to  make 
the  claims  and  no  appeal  was  taken  from  that  decision,  Held  that  the 
fact  that  the  decision  in  the  case  cited  was  subsequently  reversed  by  the 
Supreme  Court  does  not  warrant  the  reopening  of  the  interference.  Ex 
parte  Wright,  14. 

9.  Patents — Right  to  Make  Claim. — ^The  disclosure  of  Clark  considered 

and  Held  that  he  has  a  right  to  make  the  count  in  issue,  which  was 
directed  to  a  refractive  screen  for  headlights  having  a  reflector  com- 
prising surfaces  of  variant  vertical  distributive  dispersion  and  surfaces 
of  variant  lateral  distributive  dispersion.  Shenk  <md  Holman  v. 
Clark,  16. 

10.  Same — Issue   Construed — Vehicle-Govebning   Mbians. — In   traffic-con- 

trolling systems  danger-signals  operated  on  a  vehicle  considered  as 
"  vehicle-governing  means  "  in  view  of  the  admissions  of  the  opposing 
party.    ♦  Day  v.  Boxcer,  174. 

11.  Same — Right  to  Make  Claim. — ^The  Commissioner's  ruling  that  Clark 

has  a  right  to  make  the  claim  in  issue  reviewed  and  affirmed.  *  Shenk 
and  Holman  v.  Clark,  178. 

12.  Same — Same — Same.— Record  reviewed  and  Held  that  appellee,  Brown, 

has  failed  to  overcome  the  burden  imposed  by  concurrent  decisions  of 
the  Patent  Office  tribunals  holding  that  Tomlinson  had  a  right  to  make 
the  claims  in  issue,  and  the  decision  of  the  Commissioner  of  Patents 
therefore  affirmed.    ♦  Brotcn  v.  Tomlinson,  178. 

13.  Pbiob  Adjudication. — A  contention  that  a  count  of  an  interference  is 

not  patentably  diflPerent  from  the  issue  in  a  prior  intereference  between 
the  same  parties  which  had  been  finally  determined  does  not  form  a 
proper  basis  for  invoking  the  principle  of  res  adjudicata,  as  it  is,  in 
eflPect,  merely  a  denial  of  the  patentability  of  the  count.  Reid,  Reid, 
and  Kelley  v.  Kitselman,  28. 

14.  Evidence. — Where  three  patents  were  granted  to  a  party  whose  name 

is  the  same  as  that  of  an  applicant  involved  in  interference,  and  the 
name  of  the  attorneys  in  each  is  the  same,  and  the  applicant  in  the 
interference  testifies  that  one  of  these  patents  was  taken  out  by  him, 
and  the  description  thereof  contains  a  reference  to  another  of  these 
patents,  Held  that  it  may  properly  be  concluded  that  the  applications 
were  all  filed  by  the  same  person,  although  the  patents  were  not  intro- 
duced into  evidence.    Orus,  Jr.,  v.  Eynon,  49. 

15.  Disclosube  by  One  Contestant  to  the  Otheb. — In  an  interference  be- 

tween S.  and  P.  relating  to  a  process  of  making  stencil-paper  for  use 
with  a  sensitized  photographic  film  and  to  the  article  made  by  such 
process,  Held  the  evidence  of  disclosure  by  S.  to  P.  only  proved  dis- 
closure of  the  result  to  be  accomplished  rather  than  the  specific  article 
of  the  issue  and  the  process  of  producing  the  same,  *  Pembroke  v. 
Sulzer,  218. 

16.  Issue  That  of  Pbiobity  Only. — In  an  interference  contest  the  only  ques- 

tion involved  on  appeal  to  the  Court  of  Appeals  of  the  District  of 
Columbia  is  that  of  priority  of  invention  between  the  parties,  the  losing 
party  having  no  standing  to  contend  that  the  issue  is  not  patentable, 
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that  a  third  party  was  the  prior  inventor,  or  that  there  Is  a  statutory 
bar  to  the  issuance  of  a  patent    *  Erhen  v.  Yardley,  220. 

17.  Reopening  Atteb  Appeal  to  Oommissioneb  to  Tae3s  Fubtheb  Pboofs. — 

In  an  interference  between  B.  and  M.,  In  which  the  question  was  one 
of  originality  where  after  hearing  on  appeal  to  the  Commissioner  from 
a  decision  of  the  Examiners-in-Chief  awarding  priority  to  M.,  B.  filed 
a  motion  to  reopen  the  interference  to  take  the  testimony  of  M.,  sup- 
porting the  motion  by  affidavits  executed  by  M.  to  the  effect  that  B. 
disclosed  the  Invention  to  him,  it  was  error  to  refuse  the  motion  to 
reopen.    ♦  Bruckman  v.  Miller,  224. 

18.  Same — Poweb  of  Commissioner  to  Reopen  Intebfebence  to  Take  Addi- 

tional Testimony. — Interference  proceedings  are  of  an  equitable  na- 
ture, and  so  long  as  a  case  is  pending  in  the  Patent  Office  it  is  within 
the  supervision  of  the  Commissioner,  who  is  charged  with  the  duty 
of  seeing  that  full  justice  is  done,  and  he  may,  under  his  supervisory 
power,  order  a  case  reopened  for  the  taking  of  additional  testimony. 
*Id. 

19.  Same — Oeiginality. — In  an  interference  between  B,  and  M.,  involving 

the  question  of  originality,  evidence  considered  and  Held  that  B.  dis- 
closed the  invention  in  issue  to  M.    *  Id. 

20.  BuBDEN    OF   Pboof — XnalvebtentlyGbanted   Patent. — In   an   interfer- 

ence between  an  inadvertently-granted  patent  and  an  application  filed 
jointly  by  the  patentee  and  another  prior  to  the  filing  of  the  applica- 
tion on  which  the  patent  was  granted  the  burden  of  proof  is  heavily 
upon  the  patentee.    ♦  Lambert  v.  Hope  and  Lambert,  237. 

21.  Evidence  of  Joint  ob  Sole  Inventobship. — In  an  interference  between 

Lambert,  whose  patent  was  inadvertently  granted  during  the  pendency 
of  an  application  filed  jointly  by  him  and  Hope,  evidence  considered 
and  Held  that  it  failed  to  sustain  Lambert's  contention  that  he  was 
the  sole  inventor.    *  Id, 

22.  Reopening  to  Pebmit  Filing  of  Pbeuminaby  Statement. — ^Where  a 

junior  party  to  an  interference  falls  to  file  a  preliminary  statement 
within  the  time  set  and  makes  no  reply  to  an  order  to  show  cause  why 
judgment  on  the  record  should  not  be  rendered  against  him,  but  within 
.the  limit  of  appeal  from  such  a  judgment  moves  to  reopen  and  to  be 
permitted  to  file  a  preliminary  statement  executed  by  an  official  of  the 
assignee  company,  Held  that  the  motion  should  be  denied  on  the  ground 
of  negligence  where  it  appeared  that  a  statement  had  been  prepared 
for  the  signature  of  said  official,  who  was  traveling  for  his  health, 
and  was  sent  to  him,  with  directions  to  sign  it  immediately  and 
acknowledge  it  before  a  notary,  that  it  was  signed  and  returned  without 
being  sworn  to  and  was  not  properly  executed  until  after  judgment 
on  the  record,  no  request  having  been  made  in  the  meantime  for  an 
extension  of  time  for  filing  the  statement    CoIUm  v.  OioeiM,  76. 

28.  Admission  of  Testimony  of  Pabty  to  Pboceedings  Taken  at  Fobicbb 
Tbial. — Where  a  party  to  an  interference  is  not  called  upon  to  testify, 
his  testimony  taken  in  a  prior  interference  between  the  same  parties 
may  be  admitted  as  an  admission  on  his  part,  and  it  is  not  material 
that  the  application  is  assigned,  since  the  assignee  stands  upon  the 
same  footing  as  the  assignor.    Moyer  v.  Anglada,  86. 

24.  Right  to  Make  Claims. — ^Record  reviewed  and  Held  that  Tomlinson  has 
a  right  to  make  the  claims  of  the  issue.  *  Doyle  and  Hedley  v.  Tommm^ 
son,  179. 
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INTERLOCUTORY  DECREE.  See  Certiorari,  2,  3;  Suits  for  infringement, 
2.4. 

INTERSTATE  COMMERCE.    See  Trade-Marks,  47,  52,  63. 

INTERVENING  RIGHTS.  See  Delay  in  Filing  Applioation  for  Reissue,  3; 
Reissues, 

INVENTION.  See  Abandonment  of  Applications,  2,  3;  Anticipation,  3,  4,  5; 
Claims,  2,  5,  6,  8,  9;  Construction  of  Claims,  3,  8;  Construction  of 
Specifications  and  Patents,  3,  4,  8,  9, 11,  13, 14, 16,  17,  21 ;  Construction 
of  Statutes;  Copending  Applications;  Interference,  2,  6;  Method  and 
Product,  2 ;  Particular  Patents,  2,  5,  6,  7,  13,  16,  17,  20,  21,  22,  27,  28. 
34,  35,  38,  39,  41,  43,  50,  51,  52;  PatentabUity ;  Priority  of  Invention; 
Reduction  to  Practice;  Validity  of  Patents,  2. 

1.  Fltuvg-Maohiitb — ^Application  of  Old  Idea  to  Nkw  Type  of  Machine. — 

Where  the  prior  art  taught  the  necessity  of  maintaining  lateral  and 
longitudinal  stability  in  a  flying-machine  adapted  to  fly  from  the  land 
and  showed  means  for  doing  it  and  the  prior  art  also  showed  flying- 
machines  intended  to  be  launched  from  the  water,  it  did  not  involve 
invention  to  substitute  the  means  found  in  the  former  in  a  machine  of 
the  latter  type.    Ex  parte  Smith,  2. 

2.  Patentability — ^Making  Pakts  Sykmetbigal  fob  Reversal. — The  modi- 

fication of  a  fluid-motor  piston  shown  in  one  patent,  which  consisted  In 
making  certain  parts  symmetrical,  so  that  it  could  be  reversed,  Held 
to  be  without  invention  in  view  of  another  patent  which  showed  this 
feature.    Ex  parte  Smith,  5. 

8.  Same — ^Bsinging  Old  Devices  Into  Juxtaposition. — ^Merely  bringing  old 
devices  into  juxtaposition  and  there  allowing  each  to  work  out  its  own 
effect  without  the  production  of  something  novel  is  not  invention. 
{HaUes  v.  Van  Wormer,  5  O.  G.,  89 ;  20  WaU.  363,  368.)  ♦  In  re  Sm/Uh, 
126. 

4.  Patents — ^Patentability — ^Association  of  Old  Means.  —  Where  one 
prior-art  patent  disclosed  a  portable  cleaning-machine  of  the  vacuum 
type  in  which  the  vacuum-creating  means  is  mounted  on  the  device 
and  another  patent  disclosed  such  a  machine  having  two  compartments 
in  the  casing,  one  connected  with  the  machine-nozzle  and  the  other 
containing  a  rotary  brush,  but  in  which  the  vacuum-creating  means  was 
separately  mounted  and  connected  to  the  device  by  a  pipe.  Held  that 
it  involved  no  invention  to  make  a  separate  compartment  in  the  casing 
of  the  former  and  place  a  rotary  brush  therein  in  view  of  the  latter. 
Ex  parte  Moore  and  Pack,  21. 

6.  Incobpobation  of  One  Old  Device  into  Anothsb  Not  Invention. — The 
application  of  a  rotary  brush  and  its  cooperative  parts  to  an  old  carpet- 
cleaning  device  where  the  parts  so  associated  operated  in  the  old  way 
to  effect  the  same  results  does  not  constitute  invention.  *  In  re  Moore 
and  Pack,  182. 

6.  Patentability — ^Alleged  New  Relation  of  Pbinting-Pbess  and  Papeb- 

Web.— No  invention  is  involved  in  leading  the  web  through  a  printing- 
press  in  a  specified  way  where  no  change  in  the  construction  is  neces- 
sary to  accomplish  it.    Ex  parte  Barber,  2S. 

7.  Evidence  of. — The  argument  that  applicant  has  converted  an  unsuc- 

cessful machine  into  a  successful  one  is  not  always  convincing,  since 
success  may  have  resulted  from  reasons  other  than  in  the  changes  over 
the  prior  art  specified  in  the  claims.    Ex  parte  Schneider,  25. 

8.  Patentabixjty--Ohange  of  Matebial. — "A  filler  form  comprising  a 

body  of  f&lt  compressed    *    *    *    and  saturated  by  a  water  soluble 
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stiffening  agent  (starch)  maintaining  it  in  compressed  condition," 
designed  to  be  used  as  a  filling  beneath  embroidery-threads,  Held 
devoid  of  invention,  it  appearing  that  starched  felt  was  old  and  that 
it  was  old  to  use  other  filling  material  beneath  embroidery-threads  and 
the  evidence  showing  that  the  capacity  claimed  for  the  felt  in  this 
situation — ^namely,  its  expansibility  after  being  freed  of  starch  during 
washing  and  so  maintaining  the  "  plumpness  "  of  the  embroidery — did 
not  exist  in  any  useful  degree.  *  G.  ReU  d  Bro.,  Inc.,  v.  Reform  InitM 
Company,  Inc.,  and  Gottschalk  and  Braach,  351. 
9.  Same — Same. — ^The  use  of  starched  compressed  felt,  which  was  old,  for 
a  filler-form  to  be  placed  beneath  embroidery-threads,  claimed  by  the 
patentee  to  have  the  capacity  of  expanding  after  being  freed  of  the 
starch  during  washing.  Held  devoid  of  invention  as  involving  only  a 
substitution  of  an  old  material  for  material  formerly  used  for  the  same 
purpose,  the  capacity  of  the  material  to  so  expand  being  only  trifling 
and  having  been  long  known.    ^Id, 

10.  Same — Substitution  or  Steel  fob  Wood. — "The  idea  of  making  a  car 

sill  of  rolled  steel  straight  channel  bars  which  could  be  purchased  in 
the  open  market  was  not  the  subject  of  patentable  invention."  *BeZ- 
low8  and  Slack  v.  The  New  York  Central  RaUroad  Company,  856. 

11.  Same — ^Reinfobcing  Metal  Cab-Sills — ^Wooden  Sills. — ^Where  it  was 

old  to  reinforce  wooden  car-sills  by  the  employment  of  a  reinforcing 
member  extending  along  the  sill  between  bolsters  and  to  reinforce 
metal  car-sills  of  the  fish-belly  type  and  also  to  reinforce  straight  metal 
channel-bars  in  other  arts,  it  involved  no  invention  to  substitute  a 
straight  rolled-steel  channel  bar  for  the  wooden  sill  and  reinforce  it  in 
an  analogous  way.    ^Id. 

12.  Same — Handle  Made  of  Metal  Rod  Having  Sebies  of  Latebal  Bends. — 

Claims  for  a  windshield-wiper  in  which  the  feature  relied  upon  for 
patentability  is  a  handle  to  be  grasped  in  the  palm  of  the  hand,  con- 
sisting of  a  wire  or  rod  provided  with  a  series  of  lateral  bends  extend- 
ing from  side  to  side  in  zigzag  manner  to  form  a  wide  flat  vertical 
handle  arranged  in  a  plane  parallel  to  the  wind-shield,  Held  devoid  of 
invention  in  view  of  a  patent  for  a  similar  device  which  disclosed  but 
a  single  bend,  it  appearing  that  the  idea  of  forming  a  rod  in  a  series 
of  bends  was  a  well-Ioiown  mechanical  expedient  (citing  Toione  Steer- 
ing Wheel  Co.  v.  Lee,  199  Fed.  Rep.,  777.)     Ex  parte  Stadeker,  34. 

13.  Same — Windshield-Cleaneb. — Claims  for  windshield-cleaner  in  which 

the  feature  relied  upon  for  patentability  is  a  handle  consisting  of  a 
wire  or  rod  bent  in  zigzag  form,  Held  devoid  of  invention.  *  In  re 
Stadeker,  190. 

14.  Same — Combination. — ^Although  the  prior  art  disclosed  in  one  patent  the 

combination  of  an  addlng-machine  and  an  ejecting  mechanism  which 
would  eject  the  smallest  number  of  coins  necessary  to  be  dispensed  to 
pay  each  item  of  a  pay-roll  and  in  another  a  machine  for  automatically 
recording  the  different  denominations  of  coins  and  paper  money  neces- 
sary to  make  up  any  given  amount,  Held  that  it  was  invention  to  com- 
bine an  addlng-machine  with  a  denomlnationalizer,  whereby  it  could 
be  determined  in  advance  the  number  of  bills  and  coins  which  it  would 
be  necessary  to  obtain  at  the  bank  to  pay  each  item  of  a  pay-roll,  which 
was  a  new  result.    ♦  In  re  Sorum,  193. 
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INVENTION— Continued. 

15.  Patentabiuty  —  STTBSTmmoN   OF   BQXTivAiaNTS.  —  Where   a  prior-art 

patent  disclosed  a  device  to  produce  a  shower  of  tobacco  and  direct  It 
onto  a  separating  means  and  another  patent  disclosed  a  separator  to 
act  on  granulated  tobacco  having  elements  of  different  specific  gravities 
in  which  the  tobacco  was  fed  from  a  hopper  onto  a  rapidly-moving  belt, 
which  propelled  the  tobacco  against  opposing  air-currents,  the  heavier 
particles  being  thrown  through  the  current  and  the  lighter  ones  being 
deflected  by  the  current,  Held  that  it  Involved  no  invention  to  substitute 
the  shower-producing  means  of  the  former  for  the  hopper  of  the  latter 
combination.    Ex  parte  Teale,  45. 

16.  Patentability — ^Elbctbicai.  Heating  Unit. — ^Where  the  prior  art  dis- 

closed in  one  patent  an  electrical  heating  unit  consisting  of  a  series  of 
separate  resistance-coils  formed  of  a  double  spiral  wound  in  conical  form, 
each  coll  being  Joined  to  the  next  by  a  binding-post,  another  patent  dis- 
closed a  heater  having  a  series  of  coils  of  a  continuous  piece  of  wire, 
and  others  disclosed  heating-colls  of  a  single  spiral,  the  wire  being  led 
back  through  the  coll,  Held  that  no  invention  was  Involved  in  modifying 
the  first-named  construction  by  making  the  wire  continuous  and  winding 
the  coils  in  a  single  instead  of  a  double  spiral  In  view  of  the  other 
references.    Ex  parte  Kuhn  and  ShaUor^  58. 

17.  Test  of. — ^Whether  a  patented  structure  Involves  invention  is  a  question 

of  fact,  and  the  determining  factor  Is  not  whether  the  achievement  was 
difficult  or  easy,  but  whether  It  has  in  point  of  fact  given  the  world 
something  of  value  that  it  did  not  have.  *H.  D.  Smith  d  Oo,  v.  Peck, 
Stow  do  Wiloow  Co.,  873. 

18.  Evidence  of. — The  willingness  of  the  public  to  pay  more  for  a  patented 

device  than  for  other  articles  of  that  class  is  a  demonstration  of  its 
substantial  value,  and  the  fact  that  defendant  copied  the  structure  and 
shape  of  the  article  shows  that  It,  too,  appreciated  the  value  of  the 
advance  made.    '/d. 

19.  Test — "  New  Result." — "  The  test  of  the  presence  of  Invention  in  a  new 

assembly  of  old  elements  is  sometimes  said  to  be  whether  a  new  result 
is  accomplished.  This  is  often  not  a  helpful  rule,  because  its  applica- 
tion involves  definition  of  the  phrase  '  new  result,'  and  this  opens  the 
original  difficulty.  Within  a  narrow  definition,  every  new  combination 
of  old  elements  gets  a  new  result ;  but  this  is  not  the  sense  in  which 
the  phrase  is  rightly  used  as  indicative  of  invention."  '  Concrete  Ap- 
pliances Co.  et  al.  V.  Meinken  et  ah,  378. 

20.  Attbibutes  Stated. — While  patentable  ** invention"  is  not  a  term  of 

legal  art  or  capable  of  Judicial  definition,  yet  it  is  a  means  only,  or 
the  embodiment  of  the  inventive  idea,  and  merits  the  title,  even  if  the 
want  it  meets  Is  not  apparent  until  some  previous  invention,  im- 
perfectly satisfying  the  more  universal  want,  discloses  the  subordinate 
and  narrower  need.    *A.  Kimball  Co.  v.  NoeHing  Pin  Ticket  Co.,  394, 

21.  Mechanical  Skill — Stated. — As  a  mechanic  is  one  who  applies  his 

trade  by  rule  or  rote  and  only  uses  what  he  learned  yesterday  to  do 
the  work  of  to-day,  it  may  become  invention  where  a  mechanic  uses 
insight  or  foresight  to  comprehend  a  problem  and  uses  even  the  learn- 
ing of  yesterday  to  do  new  things  In  a  new  way.    */d. 

22.  Patentability. — ^No  invention  is  involved  in  extending  the  operating-rod 

of  an  electric  switch  shown  In  a  prior  patent  through  the  cover  of 
15752—21 34 
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the  inclosing  casing,  so  that  the  operating-magnets  would  be  outside 
the  casing,  particularly  in  view  of  another  patent  of  the  prior  art 
which  disclosed  an  operating  mechanism  on  the  outside  of  the  casing. 
Ex  parte  Simofij  59. 

23.  Analogous  Use. — ^Where  it  was  old  to  provide  a  dental  tool  with  a  re- 

movable metal  shield  having  absorbent  dislss,  which  shield  with  the 
disks  could  be  removed  and  cleansed,  and  it  was  old  In  general  to  use 
protective  shields  of  paper  which  could  be  thrown  away  when  once 
used  (exemplified  in  clinical  thermometers,)  it  involved  no  invention 
to  provide  a  dental  handpiece  with  a  removable  paper  shield  for  the 
same  purpose.    Ex  parte  Moolten,  63. 

24.  Patentabiuty — Scbeening  Inlet- Valve. — In  view  of  the  common  prac- 

tice of  screening  the  inlet  of  a  pump,  so  as  to  prevent  undesirable  ob- 
jects from  clogging  it,  there  would  be  no  invention  in  so  screening 
valves  leading  to  the  bellows  of  a  domestic  suction  cleaning-machine 
if  the  dust-bag  adjacent  thereto  were  of  such  light  material  that  there 
would  be  danger  of  its  being  sucked  into  the  opening.  Ex  parte  Moore 
and  Pack,  69. 

25.  Same — ^Mounting  Old  Cleaning  Device  on  Wheels. — ^No  invention  is 

involved  in  mounting  an  old  suction  cleaning  device  on  wheels.    Id. 

26.  Substitution  of  Means. — Where  an  earlier  patent  disclosed  means  for 

effecting  unison  of  movement  between  biscuit-cutting  machinery  and 
the  material  to  be  cut,  the  substitution  therefor  of  means  already 
employed  in  the  brick-making  art  in  connection  with  the  cutting  of 
plastic  clay  was  not  invention,  there  being  a  substantial  analogy  be- 
tween the  two  arts.  *./.  H.  Day  Co,  v.  Mountain  City  Mill  Co.  et  al., 
421. 

27.  Analogous  Use. — ^The  employment  of  a  rotary  fan  for  withdrawing 

heated  air  from  a  moving-picture  cabinet  is  not  an  improvement  In 
the  moving-picture  art.  The  alleged  Improvement  relates  only  to 
ventilation,  and  the  use  of  ventila ting-fans  being  conunon  no  invention 
is  involved  in  the  specific  application ;  otherwise  anyone  could  obtain 
a  monopoly  of  the  use  of  a  ventilating-fan  in  every  cabinet  or  box  or 
room  into  which  he  put  a  different  apparatus  or  in  which  existed  a 
different  condition  on  account  of  which  he  desired  ventilation  for  a 
different  purpose.  Lockwood  patent.  No.  929,678,  Held  void  on  motion 
to  dismiss  bill.  *  De  Vry  Corporation  v.  Acme  Motion  Picture  Pro- 
jector Co.,  440. 

28.  Change  Readily  Made. — It  may  be  that  the  conception  of  invention 

cannot  be  tested  by  the  experience  of  the  inventor  in  the  art  or  by 
moments  of  time  and  that  originality  does  not  need  the  aid  or  delay  of 
drudgery,  but  one  is  forced  to  think  that  where  a  change  is  readily  made 
in  any  composite  instrumentality  the  change  is  not  the  prompting  or 
product  of  invention.  ♦♦  New  York  Scaffolding  Company  v.  Chain  BeU 
Company  and  Whitney,  492. 

INVENTION  BY  THIRD  PARTY.    See  Interference,  16. 

JOINT  AND  SOLE  APPLICATIONS.    See  Interference,  20,  21 ;  Joint  AppUca- 
tion.  One  Applicant  Not  Inventor. 

JOINT  APPLICATION,  ONE  APPLICANT  NOT  INVENTOR. 

1.  Application — Sole  Apptjcation  May  Take  Benefit  op  Filing  Date  of 
Prior  Joint  Applicaton. — Where  an  application  is  filed  by  two  parties 
as  Joint  inventors,  but  during  its  pendency  one  of  the  Joint  applicants 
admitted  that  he  had  no  part  in  the  act  of  invention  and  it  appears 
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JOINT  APPLICATION,  ONE  APPLICANT  NOT  INVENTOR— Continued. 

that  he  was  joined  as  a  coinventor  through  inadvertence  and  mistake 
and  without  fraudulent  Intent,  a  sole  application  afterward  filed  by 
the  other  joint  applicant  for  the  same  subject-matter  is  aititled  to  the 
benefit  of  the  filing  date  of  the  joint  application.  *  In  re  Roberta, 
158. 
2.  Same — Same — Changing  Joint  to  Sole  Application. — Where  during 
the  pendency  of  a  Joint  application  It  is  admitted  by  one  of  the  joint 
applicants  that  he  had  no  part  in  the  act  of  invention  and  it  appears 
that  he  was  joined  as  a  coinventor  through  inadvertence  and  mistake 
and  without  fraudulent  intent,  "it  is  difilcult  to  perceive  any  reason 
for  not  permitting  the  rectification  of  such  a  mistake,  by  an  amend- 
ment eliminating  the  superfluous  applicant.**    *  Id. 

JUDGMENT  ON  THE  RECORD.    See  Certiorari,  2 ;  Interference,  22 ;  Priority 
of  Invention,  4 ;  Suits  for  Infringement,  5. 

JUDICIAL  CODE.    See  Appeal  to  the  Circuit  Courts  of  Appeal,  1 ;  Certiorari,  1. 

JURISDICTION.    See  Trade-Marks,  21. 

JURISDICTION  OF  THE  COMMISSIONER  OF  PATENTS.  See  Interfer- 
ence, 18. 
Commissioner  of  Patents — Appeal  to  Court  Perfected. — ^The  Commis- 
sioner of  Patents  has  no  Jurisdiction  to  consider  claims  presented  to 
him  after  an  appeal  to  the  court  of  appeals  has  been  perfected  as  to 
other  claims.    ♦  In  re  Smith,  140. 

JURISDICTION  OF  THE  COURT  OF  APPEALS  OF  THE  DISTRICT  OF 
COLUMBIA. 
Interference  Proceeding. — The  Court  of  Appeals  of  the  District  of  Co- 
lumbia is  without  authority  in  an  interference  proceeding  to  review 
the  Commissioner's  ruling  that  the  claims  of  one  of  the  parties  are 
not  patentable  because  barred  by  the  statute  of  public  use  (or  printed 
publication).    ♦  Cowles  v.  Rody,  117. 

LACHES.  See  Infringement,  7;  Priority  of  Invention,  14;  Suits  for  Infringe- 
ment,  8. 
Recovery  for  Infringement  Barred. — Where  the  owner  of  patents  notified 
one  who  was  already  Infringing  that  suit  would  be  brought  if  im- 
provement patents  controlled  by  the  owner  were  infringed  and  no  suit 
was  brought  for  seven  years,  during  which  the  infringers  continued  to 
make  and  vend  the  infringing  machines,  no  recovery  for  that  period  of 
infringement  of  tlie  original  patents  can  be  allowed,  the  owner  being 
barred  by  laches.  While  such  acquiescence  in  Infringement  amounted 
to  a  parole  license,  it  was  revoked  by  the  bringing  of  the  suit,  and 
damages  were  recoverable  for  infringement  accruing  after  suit  was 
brought.  *  Wolf,  Sayer  d  Heller,  Inc.,  v.  United  States  SUcing  Mach. 
Co.,  301. 

LEGAL  QUESTION.    See  Trade-Marks,  23,  24. 

TilABILITY.    See  Infringement,  1 ;  Suits  for  Infringement,  1. 

LICENSES.  See  Abandoned  Experiment,  2;  Infringement,  7;  Laches;  Rights 
of  Holder  of  Legal  Title  of  Patent. 
Not  Estopped  to  Deny  Validity. — Under  an  assignment  of  a  patent  pro- 
viding for  reversion  to  the  patentee  in  case  of  dissolution  or  ter- 
mination of  the  assignee,  if,  as  claimed  by  the  patentee,  the  sale  by 
the  corporate  assignee  of  all  its  assets  caused  the  patent  to  revert, 
a  license  subsequently  granted  by  the  assignee  did  not  estop  the 
licenses  to  dispute  the  validity  of  the  patent.  *  Kohn  v.  Eimer  et 
ah,  431. 
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MMIT  OF  TIME.    See  Abandonment  of  Applications,  1 ;  Abandonment  af  In- 

^..  ventiona,  2;  Anticipation,  3;  Appeal  to  the  Court  of  Appeals  of  the 

I    i  District  of  Columbia;  Delay  in  FiUmg  AppUoatUms  for  Reissue;  Divi- 

'  sional  Applications,  1;   Estoppel;  Final   Fees;  Jnterferenoe,  6,  22; 

Reissue;  Renewal  of  Forfeited  Applications;  Suits  under  Section  4915 ^ 
Revised  Statutes. 

LIMITATION  OF  CLAIMS.  See  Amendfnent  of  Claims;  Anticipation,  1; 
Claim^s  1,  2,  8,  7 ;  Construction  of  Claims,  2 ;  Construction  of  Specifica- 
tions and  Patents,  2, 18 ;  Particular  Patents,  10,  29. 

LIMITATION  OF  PATENTS.    See  Particular  Patents,  10,  30,  46. 

MACHINES.  See  Construction  of  Specifications  and  Patents,  8,  7,  18;  Bis- 
closure  of  Invention;  Infringement,  4, 11 ;  Invention,  1 ;  Patentability,  7 ; 
Particular  Patents,  10,  12,  31,  40,  50;  Reduction  to  Practice,  6,  7;  Suits 
for  Infringement,  9. 

MECHANICAL  SKILL.  See  Disclosure  of  Invention,  1 ;  Invention,  12,  21 ;  Par- 
ticular Patents,  12,  13,  51 ;  Priority  of  Invention,  3. 

MERITS.  See  Abandonment  of  Applications,  1 ;  Certiorari,  3 ;  Priority  of  In- 
vention, 4;  Scope  of  Patents;  Suits  for  Infringement,  4. 

METHOD.    See  Particular  Patents,  4,  9,  23,  25,  32. 

METHOD  AND  PRODUCT.  See  Construction  of  Specifications  and  Patents, 
5,10. 

1.  New  PBODtrcT — Variations  in  Method  or  Making. — ^The  inventor  of  a 

new  and  usefu,!  product  or  article  of  manufacture  may  have  a  patent 
covering  it  and  giving  a  monopoly  upon  it  regardless  of  great  varia- 
tions in  the  method  of  making.  ^Dunn  Wire-Cut  Lug  Brick  Co.  v. 
Toronto  Fire  Clay  Co.  et  al,  259. 

2.  Sepabate  Patents. — ^In  tiie  ordinary  and  typical  case  the  method  of 

manufacture  and  the  product  manufactured  are  separable  inventions 

supporting  separate  patents,  one  of  which  may  be  valid  and  the  other 

not,  «/(f. 
MISTAKE.    See  Joint  Application,  One  Applicant  Not  Inventor. 
MODE  OF  OPERATION.    See  Constniction  of  Specifications  and  Patents,  18; 

Patentability,  7 ;  Scope  of  Patent. 
MONOPOLY.    See  Construction  of  Specifications  and  Patents,  12 ;  Invention,  27 ; 

Method  and  Product,  1. 
MOTION  FOR  FINAL  DECISION  ON  MERITS.    See  Suits  for  Infringement,  4. 
MOTION  FOR  REHEARING.     See  Suits  Under  Section  4915,  Revised  Stat- 
utes, 1. 
MOTION  TO  DISMISS  APPEAL.    See  Appeal  to  the  Court  of  Appeals  of  the 

District  of  Columbia. 
MOTION  TO  DISSOLVE  INTERFERENCE.    See  Affidavits  Under  Rule  75. 
MOTION  TO  REOPEN  INTERFERENCE.    See  DUcretion  of  the  Commissioner 

of  Patents;  Interference,  7,  8, 17, 18,  22. 
MOTION  TO  REOPEN  PUBLIC-USE  PROCEEDINGS.     See  Public-Use  Pro- 

ceedings,  1. 
MULTIPLICITY  OF  CLAIMS.    See  Claims,  5,  6,  7,  8,  9. 
NEW  CLAIMS.    See  Construction  of  Specifications  and  Patents,  4. 
NEW  FUNCTION.    See  Particular  Patents,  48. 

NEW  RESULTS.    See  Invention,  14,  19,  21 ;  PatentabiUty,  5 ;  fifoope  of  Patent 
NEW  USE.     See  Construction  of  Specifications  and  Patents,  1. 
NON-USER.    See  Validity  of  Patents,  1. 
NOTICE  OF  ALLOWANCE.    See  Final  Fees. 
NOVELTY.    See  Construction  of  Specifications  and  Patents,  3,  9,  21 ;  Invention, 

3 ;  Patentability,  2. 
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OFFICER  OF  CORPORATION.  See  Infringement,  1;  8uiU  for  InfHnge- 
mentf  1. 

OFFICERS  OF  THE  GOVERNMENT.  See  Construction  of  Statutes,  1 ;  Reduc- 
tion to  Practice,  2. 

OLD  DEVICES.  See  Invention,  3,  5,  8,  9,  11,  12,  15,  28,  25,  26;  Particular 
Patents,  48. 

OMISSION  IN  CLAIMS.    See  Cmstruotion  of  Claims,  10. 

OMISSION  OF  INVENTOR'S  ADDRESS.    See  Suits  for  Infringement,  8. 

OPERATIVENBSS.  See  Abandoned  Experiments,  2;  Infringement,  11;  Par- 
ticuUir  Patents,  1;  Patentability,  1;  Priority  of  In/vention,  8,  4;  Re- 
duction to  Practice,  7,  8;  Scope  of  Patent;  Validity  of  Patents,  1. 

OPPOSITION  TO  REGISTRATION  OF  TRADE-MARKS.  See  Trade-Marks, 
19,  88,  60,  61. 

ORAL  INTER  PARTIES  HEARING.     See  Public-Use  Proceedings,  2. 

ORIGINAL  PATENT.  See  Construction  of  Specifications  and  Patents,  4,  11 ; 
Dela^  in  Filing  Application  for  Reissue;  Particular  Patents,  47. 

PARTICULAR  PATENTS.  See  Construction  of  Specifications  and  Patents; 
Invention,  27. 

1.  Beioleb — No.  1,057,397 — Photoobaphino  and  Developing  Appabatus — 

Invention. — Letters  Patent  No.  1,057,397,  to  Beidler,  for  an  improve- 
ment in  photographing  and  developing  apparatus,  Held  void  for  lack 
of  sufficient  disclosure,  since  for  successful  operation  it  would  require 
a  manipulation  which  could  not  be  performed  -with  the  construction 
disclosed  without  material  changes  thereof  and  which  did  not  accord 
with  the  mode  of  operation  set  forth  in  the  description.  ♦♦  Beidler  v. 
The  United  States,  488. 

2.  Bellows — ^No.  7(J2,796 — Metal  Cab-Sills — Invention. — ^Tlie  Bellows  pat- 

ent, No.  762,796,  claims  1,  7,  and  10  to  17,  and  the  Bellows  patent.  No. 
762,858,  claims  1  to  9,  for  metal  car-sills,  Held  invalid,  being  devoid  of 
invention  in  view  of  the  prior  art.  *  Bellows  and  Slack  v.  The  Netb 
York  Central  Railroad  Company,  356. 

8.  Same— No.  693,218— Steel  Cab.— The  Bellows  patent,  No.  693,218,  for  a 
steel  car,  claims  2  and  3,  Held  void  In  view  of  prior  uses.  ^BeUows 
and  Slack  v.  New  York  Central  Railroad  Company;  Same  v.  Pressed 
Steel  Car  Company,  362. 

4.  Bbidge — ^No.  1,006,995 — Holding  Glass  Cylindeks — ^Vaud  as  to  Cebtain 
Claims. — ^The  Bridge  patent.  No.  1,006,995,  for  an  apparatus  for  hold- 
ing the  large  mechanically-drawn  glass  cylinders,  which  was  fit  for 
U9e  when  the  cylinders  were  divided  into  segments.  Held  valid  as  to 
claims  1,  2,  and  4.  ^  Consolidated  Window  Olass  Co.  v.  Window  Class 
Mach.  Co.  et  ah,  314. 
5.  Bbinkhan — ^No.  843,864— Mooxm  -  Cab  Radiatob— Vauditt  and  In- 
FBiNGEHENT. — ^The  Brlukmau  patent.  No.  843,864,  for  a  cooler  or  radi- 
ator for  motor-cars,  HeUd  valid,  and,  as  disclosing  the  first  honey- 
comb construction  of  an  automobile-radiator,  is  entitled  to  a  liberal 
range  of  equivalents;  also  Held  infringed.  ^Whitlock  Coil  Pipe  Co. 
V.  Mayo  Radiator  Co.,  447. 

6.  BuBCHENAL — ^No.  1,135,351 — Labdlikei  Food  Pboduct — ^Vaudity. — ^The 
Burchenal  patent,  No.  1,135.361,  for  a  food  product,  claims  1  and  2, 
for  a  homogeneous  lardlike  food  product  consisting  of  an  incompletely- 
hydrogenized  vegetable  oil  or  cottonseed  oil.  Held  devoid  of  invention 
in  view  of  the  prior  art.  ♦♦  Berlin  MUls  Company  v.  Procter  d  Gamble, 
496. 
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7.  Callahan — No.    948,719 — Device   fob    Distbibutino    Wet   Congbetb — 
»  Valid — Not  Anticipated. — ^The  Callahan  patent,  No.  948,719,  for  an 

apparatus  for  distributing  wet  concrete,  consisting  of  an  elevating-tower 
and  devices  for  spreading  same  over  structure,  though  a  combination. 
Held  to  show  invention  and  not  to  have  been  anticipated.  ^Concrete 
Appliances  Co,  et  ah  v.  Meinken  et  oZ.,  378. 

8.  Chambebs — No.  782,880 — ^Method  of  Dbawino  Glass — Valid  and  In- 

fbinged. — ^The  Chambers  patent,  No.  782,880,  for  a  method  for  gradually 
increasing  the  speed  of  the  drawing  operation  for  the  mechanical  draw- 
ing of  glass,  Held  valid  and  infringed.    *  Consolidated  Window  Olass 
f  Co,  v.  Windoto  Glass  Mach,  Co.  et  al.,  313. 

9.  Collis — ^No.  1,204,905 — Process  fob  Dbying  and  Shaping  Hosieby  Arti- 

cles— Von). — ^The  claim  of  the  Collis  patent,  No.  1,204,945,  reading  as 
follows :  '*  A  method  of  treating  hosiery  articles,  consisting  in  heating, 
from  within,  and  to  a  predetermined  fabric-drying  temperature,  a 
metallic  form  having  its  sides  relatively  narrow  in  cross-section  and 
converging  into  substantially  reduced,  crease-producing  edges;  then 
superposing  upon  said  form  a  hosiery  article  and  subjecting  the  same 
to  the  action  of  heat  imparted  internally  thereto  by  the  form  for  pro- 
ducing a  substantially  flattened  and  creased  article,"  Held  void  as 
covering  nothing  more  than  the  function  of  an  apparatus  which  was  the 
subject  of  a  separate  patent  which  had  been  held  Invalid  because  of 
prior  invention  and  use.  "The  process  in  this  case  Is  as  clearly  the 
whole  value,  the  sole  purpose  of  the  apparatus,'*  as  In  the  case  of  Busch 
V.  Jones  (184  U.  S.,  598),  "the  process  was  the  whole  value,  the  sole 
purpose  of  the  press."  *  Paramount  Hosiery  Form  Drying  Co.  v.  Moor- 
head  Knitting  Co.,  268. 

10.  CoNNOB — ^No.  886,486 — ^Bifocal  Lens — Limitation. — ^The  Connor  machine 

patent,  No.  836,486,  claim  1,  for  making  bifocal  lenses,  as  limited  by  its 
reference  to  the  specifications,  is  not  Invalid  because  too  broad. 
^Bisight  Co.  et  al.  v.  Onepiece  Bifocal  Lena  Co.,  257. 

11.  Same — Infbingement. — No.  836,486,  claim  1,  for  making  bifocal  lenses^ 

Held  Infringed.    *Id. 

12.  Same — Anticipation. — No.  836,486,  claim  1,  for  producing  bifocal  lenses. 

Is  not  anticipated  by  grindlng-machlnes  In  remote  arts,  such  as  grinding 
buttons,  since  more  than  mechanical  skill  was  required  to  apply  the 
grinding  process  to  lenses.  ^Id. 
18.  Dunn— No.  918,980— Wibe-Cut  Pavino-Bbick— Validity. — ^Dunn's  patent. 
No.  918,980,  for  wire-cut  pavlng-brlck  having  wire-cut  ribs  on  the  side. 
Held  valid  because  the  concept  had  inventive  character,  as  distinguished 
from  mere  skill.  *  Dunn  Wire-Cut  Lug  Brick  Co.  v.  Toronto  Fire  Clay 
Co.  et  al.,  259. 

14.  Fabiebs — ^No.    779,271 — ^Jab   and    Dippeb — Validity — ^iNDEFiNnENSSS. — 

The  Farles  patent.  No.  779,271,  for  a  jar  and  dipper  for  serving  crushed 
fruit,  etc.,  claim  3  Held  not  infringed.  Claims  4  and  5  Held  invalid  for 
Indeflnlteness  In  view  of  the  prior  art  ^  Knight  Soda  Fountain  Co,  v. 
Walrus  Mfg.  Co.,  254. 

15.  Gbiffin— No.   1,195,209— Hughes— No.   1,124,241— Rotaby   WBLirBoBiNo 

Dbill — Valid  and  Infbinoed. — ^The  Griffin  patent,  No.  1,195,209,  and  the 
Hughes  patent.  No.  1,124,241,  each  for  a  rotary  well-boring  drill.  Held  not 
j  anticipated,  valid,  and  infringed.    *  Reed  v.  Hughes  Tool  Co.,  288. 
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16.  Henderson — ^No.   959,006 — Scaffolding  Means — ^Void. — The  Henderson 

patent  No.  959,008,  for  scaffold-supporting  means,  Held  void  for  lack 
of  invention  in  view  of  the  patent  to  Murray,  No.  854,959.  *♦  New  York 
Scaffolding  Compawy  v.  LiebeUBin/ney  Construction  Company,  487. 

17.  Same — Same — Same. — The  Henderson  patent,  No.  959,008,  for  scaffold- 

supporting  means.  Held  void  for  lack  of  invention  in  view  of  the  patent 
to  Murray,  No.  854,959.  ♦♦  New  York  Scaffolding  Compan/y  v.  Chain 
Belt  Company  and  Whitney,  492. 

18.  HiTNERr— No.    821,361  —  Capping    Glass    Oylindebs  —  Valid    and    In- 

FRiNOED. — The  Hitner  patent,  No.  821,361,  for  a  device  for  capping  off 
glass  cylinders.  Held  valid  despite  the  contention  that  it  had  been 
placed  on  sale  more  than  two  years  before  application,  and  also  Held 
infringed.  ^Consolidated  Window  Glass  Co.  v.  Window  Glass  Mach, 
Co,  et  al,,  313. 

19.  Same — ^No.  822,452 — Hoisting  Device — Patent  Valid  and  Infringed. — 

The  Hitner  patent,  No.  822,452,  for  a  hoisting  device  to  move  large 
cylinders  of  glass  mechanically  drawn.  Held  valid  and  infringed.    '  Id. 

20.  Jennison — ^No.  1,061,296 — Wooden  Pavement — ^Validity. — The  Jennison 

patent,  No.  1,061,296,  for  a  wooden  pavement  consisting  of  wood  paving- 
blocks  with  a  spacing  projection  extending  in  the  direction  of  the  grain 
along  the  vertical  side  of  the  block.  Held  void  for  want  of  Invention, 
such  spacing  projection  having  been  used  on  clay  and  brick  paving- 
blocks  and  the  only  specific  advantages  of  the  patentee's  pavement  being 
tliose  inherent  in  the  material  selected.  ^  Jewnison-Wriffht  Co,  v. 
Hempv,  44A. 
2L  Knudsen — ^No.  1,221,190— Brace  to  Strengthen  Radius  Bods— Void. — 
Claims  of  the  Knudsen  patent,  No.  1,221,190,  for  a  brace  supporting  the 
V-sbaped  radius  rods  of  the  Ford  automobile,  Held  void  for  lack  of 
invention.  When  the  patentee  "found  that  the  radius  rods  were  in- 
sufficient to  support  the  strain  which  hard  usage  entailed,  he  sought  to 
strengthen  them.  Not  only  was  the  strengthening  of  the  radius  rods 
the  obvious  remedy,  but  a  brace  was  the  means  which  even  a  layman 
would  have  adopted  to  accomplish  the  end.  To  fasten  one  end  of  the 
brace  to  the  lower  side  of  the  axle  and  to  attach  the  other  end  to  the 
radius  rod  was  not  only  the  obvious  way,  but  it  was  practically  the 
only  way."    *  Walker  Mfg.  Co,  et  al.  v.  Illinois  Brass  Mfg.  Co.,  442. 

22.  KoHN — No.  983,291 — Electric  Furnace — Validity — Anticipation. — 

Claims  1,  3,  8,  and  11  of  the  Kohn  patent.  No.  683,291,  for  an  electric 
furnace  consisting  of  separate  heating  units,  each  form  being  removable 
and  the  coil  being  removable  from  each  form.  Held  invalid  for  antici- 
pation and  want  of  invention.    *  Kohn  v.  Eimer  et  al.,  431. 

23.  Lubbers — Nos.   702,013  and  702,014 — ^Drawing  Window  Olass — Valid 

AND  Infringed.— The  Lubbers  patent,  No.  702,013,  claims  1,  2,  3,  5,  8, 
9,  10,  12,  13,  15,  16,  17,  and  18,  as  well  as  Patent  No.  702,014,  claims  2, 
3,  4,  5,  8,  9,  11,  and  13,  the  first  of  which  was  for  an  apparatus  for 
mechanically  drawing  window  glass  and  the  latter  being  a  method  pat- 
ent, Held  valid  and  infringed.  ^Consolidated  Window  Glass  Co,  v. 
WitidOiv  Glass  Mach.  Co.  et  ah,  318. 

24.  Same — No.  886,618 — Drawing  Glass — Patent  Valid  and  Infringed. — 

The  Lubbers  patent.  No.  886,618,  for  an  air-vent  hole  in  the  apparatus 
for  mechanically  drawing  glass,  claims  20,  21,  23,  24,  and  26,  Held  valid 
and  infringed.     ^ Id. 


Digitized  by 


Google 


536  DECISIONS  OF  THB  GOMMISSIOKEB,  1920. 

PAKTICULAB  PATENTS— Continued. 

25.  Same — ^No.  822,678 — Re^utjitino  Speed  of  Drawihg  Giass — Valid  and 

Infbinoid. — The  Lubbers  patent.  No.  822,678,  for  a  method  of  regulating 
the  speed  for  the  mechanical  drawing  of  glass,  Held  valid  and  in- 
fringed.   *  Id. 

26.  Same — ^No.  914,586 — Reoulatino  Drawing   of  Glass — Valid  and  In- 

fringed.— The  Lubbers  patent.  No.  914,586,  for  an  appliance  to  regulate 
the  mechanical  drawing  of  glass,  so  that  the  surface  tension  on  the 
bait  would  be  equalized,  Held  valid  and  infringed.    ^Id. 

27.  Marshall — ^No.  685,160 — ^Mattress — Invention. — The  Marshall  patent. 

No.  685,160,  for  a  mattress  comprising  a  cover  and  a  plurality  of  trans- 
versely-extending strips  of  material  stitched  at  intervals  to  form  pock- 
ets, etc.,  and  spiral  springs  arranged  in  such  pockets,  Held  valid, 
showing  invention.  ^D'Arcy  Spring  Co,  et  at.  v.  Marshall  Ventilated 
Mattress  Co,,  246. 

28.  Nathan — No.  873,775 — Innerbole  for  Shoes — Void. — The  Nathan  pat- 

ent, No.  873,775,  for  an  innersole  for  shoes  having  variously  located 
pockets  for  the  insertion  of  filling  to  correct  abnormal  tendencies  of  the 
foot,  Held  void  for  lack  of  invention  and  anticipation  in  the  prior  art, 
as  it  involved  only  duplication  of  the  pocket  of  a  prior  device  and  the 
provision  of  an  insert  at  other  locations.  ^Nathan  Anklet  Support 
Co,,  Inc,,  et  dl.  v.  Cammeyer^  Inc.,  427. 

29.  NiESz — No.  13,168 — ^Reissue — ^Four-Gang  Disk  Harrow — ^Validity  and 

Infringement. — Claims  of  the  Niesz  reissue  patent,  No.  13,163,  for  a 
four-gang  disk  harrow,  which  include  a  **central "  reach  bar.  Held  not 
limited  to  a  reach  bar  "  on  the  median  line  **  or  to  a  reach  bar  made  of 
a  single  piece,  as  disclosed  in  the  patent,  the  word  ^'c^itral**  being 
taken  to  mean  a  central  location  generally  and  "reach  bar"  being 
broad  enough  to  include,  at  least  as  equivalmit,  two  draft  bars.  ^  Ohio 
Rake  Co,  v»  Bucher  d  Oibbs  Plow  Co,^  451. 

80.  Pfeffer — ^No.  51,559 — ^DoLir— Valid — Infringed. — ^The  Pfeffer  design  pat- 
ent, No.  51,559,  for  a  doll,  Held  valid  and  infringed.  *  Geo.  Borgfeldt 
d  Co,  et  al,  y.  Weiss,  889. 

31.  Robinson — No.  809,582 — Veoktable-Peeling  Machine — Infringed. — 
Claims  of  the  Robinson  patent.  No.  809,582,  for  a  vegetable-peeling  ma- 
chine, including  a  rotary  disk  having  a  horizontal  striated  portion. 
Held,  infringed  by  a  peeling  machine  having  an  abrading  disk  of  con- 
crete or  cem^it,  the  latter  being  considered  as  having  striations  set 
irregularly.  ^Imperial  Machine  d  Foundry  Corporation  v.  O.  8,  Blake- 
slee  d  Co.,  868. 

82.  Rodman-— No.  1,076,468— Msthod  of  Making  Cask-Hardening  Materials- 
Prior  Use.— Rodman  patent.  No.  1,076,453,  for  a  method  for  making 
case-hardening  material,  Held  not  Invalid  on  the  ground  of  prior  use. 
*  Rodman  Chemical  Co,  v.  Deeds  Commercial  Laboratories^  292. 

88.  Same— INFRINOKMKNT.— The  Rodman  patent,  No.  1,076,453,  for  a  case- 
hardening  material,  which  material  was  composed  of  carbonaceous  pel- 
lets, jETeld  infringed.    *Id. 

34.  SAM»--AiraciPATioN.— The  Rodman  patent.  No.  1,076,458,  for  a  case- 
hardening  material,  claims  1,  7,  17,  22,  and  25,  consisting  of  pellets  of 
carbon,  etc..  Held  not  anticipated  and  to  show  invention.    '  Id. 

85.  RoHH — No.  886,411 — Process  for  Bating  Hides — Invention. — ^Rohm  pat- 
ent. No.  886,411,  for  a  process  for  bating  hides,  Held  invalid  because 
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of  the  application's  failure  to  fully  and  clearly  disclose  the  Invention, 
as  required  by  Revised  Statutes,  section  4888  (Comp.  St.,  sec.  9432). 
^  Rohm  ei  al,  v.  Martin  Dennis  Co^  849. 

36.  ScHEKKEL — ^No.  1,226,600 — ^Finishing-Welt — ^Anticipated. — ^The  Schem- 

mel  patent.  No.  1,226,600,  claims  1,  2,  5,  and  6,  of  May  15,  1915,  for  a 
finishing-welt,  Held  invalid  because  anticipated.  ^Backstay  MacMne 
d  Leather  Co,  v.  Hamilton,  397. 

37.  Same — Same— Finishing-Welt — Invalid. — ^The    Schemmel   patent.   No. 

14^6,600,  claims  3  and  4,  of  May  15,  1917,  for  a  flnishing>welt,  is  in- 
valid because  for  a  combination  of  the  article  claimed  to  have  been 
inv^ited  with  some  other  article  which  the  inventor  does  not  describe. 

38.  Same — Design — ^No.  51,804 — Molding  ob  Welt — ^Vom  fob  Lack  of  In- 

vention.— ^The  Schemmel  design  patent.  No.  51,804,  for  a  design  for  a 
molding  or  welt,  Held  void  for  lack  of  invention.    */d. 

39.  Smith — ^No.  948,746 — Appabatus  fob  Distbibuting  Wet  Oonobete — In- 

valid FOR  Lack  of  Invention. — The  Smith  patent,  No.  948,746,  for  an 
apparatus  for  distributing  wet  concrete,  as  limited  by  the  prior  Calla- 
han patent.  No.  948,719,  Held  not  to  show  invention.  *  Concrete  Appli- 
ances Co.  et  al.  V.  Meinken  et  aZ.,  878. 
40.  Same— No.  979,103 — ^Fish  -  Dbessino  Machine — Infbingement. — ^The 
Smith  patent.  No.  979,108,  for  a  fish-dressing  machine,  claims  38,  39, 
40,  and  41,  Held  valid  and  infringed.  *  Smith  Cannery  Machines  Co,  v. 
Seattle-Astoria  Iron  Works  et  at.,  296. 

41.  Thompson — No.  1,252,862— Pin-Ticket  Device— Valid.— The  Thompson 

patent.  No.  1^252362,  for  an  improved  pin-ticket  device  to  be  attached 
to  textile  and  other  articles  offered  for  sale.  Held  valid  against  the 
contention  that  it  did  not  disclose  invention.  ^  A,  Kimball  Co,  v. 
Noesting  Pin  Ticket  Co.,  394. 

42.  Thomson — ^No.  841,356 — ^Music-Sheet  Guide — ^Vaud  and  Infbinged. — 

The  Thomson  patent.  No.  841,366,  for  a  muslc-sheet-guiding  device  for 
mechanical  piano  and  organ  players,  Heldy  to  cover  a  patentable  im- 
provement on  prior  devices  and  entitled  to  a  fair  construction  and  a 
reasonable  range  of  equivalents;  also  Held  infringed.  ^/Eolian  Co,  v. 
Schubert  Piano  Co.,  804. 

43.  Tuffobd — ^No.  1,177,833 — ^Mold  fob  Making  Rubbeb  Heels. — ^The  Tuf- 

ford  patent,  No.  1,177,833,  for  a  mold  for  making  rubber  heels.  Held 
not  anticipated  and  to  disclose  patentable  invention;  also  infringed. 
*/.  T.  S,  Rubber  Co.  v.  PantJier  Rubber  Mfg,  Co,,  283. 
44.  Van  Bebklb — Nos.  806,603  and  895,213 — ^Meat-Slicing  MACHiiras — 
Valid  and  Infbinged. — ^The  Van  Berkel  patents,  Nos.  806,603  and 
895,213  for  meat-slicing  machines  with  removable  meat-plates.  Held 
valid  and  infringed  as  to  claim  2  of  the  earlier  pat^t  and  claims  8,  9» 
and  10  of  the  later.  ^Wolf,  Sayer  d  Heller,  Inc.,  v.  United  States 
Slicing  Mach,  Co.,  801. 
45.  Van  Kannel — Reissue  No.  14,255 — Revolving  Doob— Anticipation. — 
Claims  1,  2,  8,  18,  22,  23,  and  24  of  the  Van  Kannel  Reissue  Patent  No. 
14,265,  for  an  automatically-collapsible  revolving  door,  Held  invalid, 
as  anticipated  by  Patent  No.  656,062,  issued  to  the  same  inventor  and 
now  expired.    *  Vam  Kannel  Revolving  Door  Co.  v.  Winton  Hotel  Co., 


Digitized  by 


Google 


638  DECISIONS  OF  THE  COMMISSIONER,  1920. 

PARTICULAR  PATENTS— <:;ontinu€d. 

46.  Vandbnburoh — No.     841,741 — Reinfobcino  -  Bar     Limited — ^Not     In- 

fringed.— ^The  Vandeuburgh  patent,  No.  841,741,  for  a  reinforcing-bar 
for  use  in  concrete  work,  tield  limited  by  the  prior  art  to  a  bar  with 
Iferfs  or  cuts,  in  which  the  attached  coil  is  placed,  and  a  tongue  or  spur 
overlapping  the  kerf  and  holding  the  coil  in  place,  and,  as  so  limited* 
not  infringed.    *  Vafidenburgh  v.  Electric  Welding  Co.,  353. 

47.  Same — Reissue   No.    14,182 — Reinfobcing-Bar — ^Held   Invalid   as    Not 

Warranted  by  Original  Patent. — Claims  1  and  2  of  the  Vandenburgh 
reissue  patent.  No.  14,182,  for  reinforcing-bars  for  use  in  concrete 
work.  Held  invalid,  as  not  warranted  by  the  original  patent.    */d. 

48.  Ward — ^No.  737,179 — Screw-Driver — ^Nor  Anticipated. — ^The  Ward  pat- 

ent, No.  737,179,  for  a  screw-driver,  is  not  anticipated  by  a  horse- 
shoer's  hoof-parer,  by  a  carriage-trimmer's  tool,  by  an  ice  pick  and 
meat  maul,  or  by  a  wrench,  as  none  of  them  suggest  the  idea  in  their 
construction  of  being  at  all  adapted  to  a  tool  utility  by  turning  on  its 
longitudinal  axis.  To  adapt  the  old  devices  to  the  new  function  re- 
quires modification  or  changes.  'JET.  D.  Smith  d  Co.  v.  Peck,  Stow  d 
Wilcox  Co.,  373. 

49.  Same — Design — No.  37213 — Scrbw-Driveh — ^Invalid. — ^The  Ward  design 

patent,  No.  37,213,  for  a  design  for  a  screw-driver,  Held  invalid,  as  it 
does  not  impart  such  a  pleasing  effect  to  the  eye  as  to  create  beauty  or 
attractiveness  or  to  make  It  ornamental.      ^Id. 

50.  Same — ^No.  865,461 — Improvement  in  CRACKKRrOuTTiNG  Machines,  In- 

valid AND  Not  Infringed. — ^The  Ward  patent.  No.  865,461,  for  means 
for  moving  the  cutting  mechanism  of  cracker-cutting  machines  during 
the  cutting  operation  in  line  with  and  at  the  same  rate  of  speed  as 
the  moving  sheet  of  dough  to  be  cut  and  for  means  for  removing  the 
scrap  from  the  cut  sheet,  Held  void  for  want  of  invention  over  the  prior 
art  and  not  infringed,  even  if  valid,  as  to  the  specific  mechanical 
means  devised.    ^  J.  H.  Day  Co.  v.  Mountain  City  Mill  Co.  et  at.,  421. 

51.  Watson — ^No.  836,475 — ^Rbwirabia  Screen-Frames — Invalid  in  Part  and 

Valid  and  Infringed  in  Part. — Claims  1  and  2  of  the  Watson 
patent.  No.  836,475,  for  an  improvement  on  the  tubular  construction 
of  rewirable  screen-frames.  Held  Invalid  as  involving  no  more  tlian  the 
skill  of  a  mechanic  trained  in  the  sheet-metal  art,  but  claim  3  valid 
and  infringed  by  a  structure  manufactured  under  the  Higgin  patent. 
No.  1,171,952.  ^  Higgin  Mfg.  Co.  v.  Watson  ei  ah,  403. 
52.  Same — No.  956,239 — Rewirable  Screen  Gonstritction  Valid,  but  Not 
Infringed. — The  Watson  patent,  No.  956,239,  for  rewirable  screen  con- 
struction, Held  valid  as  involving  a  degree  of  invention  over  the  prior 
art,  but  claims  Nos.  3,  10,  11,  12,  and  13  not  hif ringed  by  a  structure 
manufactured  under  the  Higgin  patent,  No,  1,171,952.    *  Id. 

PARTIES  TO  SUIT.    See  Sidts  for  Infringement. 

PATENT  LAW.     See  Construction  of  Statutes  2. 

PATENTEE  AND  APPLICANT.  See  Interference,  6,  8;  Priority  of  Invef^ 
tion,  1. 

PATENTS  WITHOUT  FEE.    See  Construction  of  Statutes,  1. 

PATENTABILITY.  See  Affidavits  under  Rule,  75;  Claims;  Construction  of 
Claims,  3;  Construction  of  Specifications  and  Patents,  13,  14,  21; 
Divisional  Applications,  3;  Double  Patenting,  2,  3;  Interference,  13, 
16;  Invention;  Particular  Patents,  42,  43;  Reduction  to  Practice,  1,  2. 
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PATENTABILITY— Continued. 

1.  BviDENCE — ^P&ACTicAL  RESULTS. — ^A  patent  should  not  be  granted  on  a 

flying-machine  on  the  ground  that  it  was  the  first  device  built  on  correct 
principles  where  admittedly  it  was  never  successfully  operated  and 
the  only  basis  for  the  claim  rests  upon  assumption  and  an  affidavit  of 
one  who  attempted  a  flight  that  it  was  put  out  of  commission  only 
through  lack  of  skill  on  his  part  and  not  through  any  inherent  defect. 
Ex  parte  Smith,  2. 

2.  Anticipation — ^Fobeign  Patents  and  Pxtblications. — ^Patentable  novelty 

or  originality  can  not  be  asserted  of  a  device  which  has  previously 
been  described  in  printed  publications  in  foreign  countries,  although 
unknown  to  the  patentee  or  to  others  in  this  country.  (Rev.  Stat,  sec. 
4886,  ch.  391;  29  Stat,  692,  p.  144;  249  Fed.  Rep.,  211,  affirmed.) 
♦•  Bone  V.  Commissioners  of  Marion  County,  457, 
8.  Anaix>got7S  Use. — ^The  use  of  a  device  for  separating  parts  of  ground 
ore  is  so  remote  from  that  of  separating  the  heavier  and  lighter  parts 
of  ground  tobacco  that  the  latter  might  not  be  suggested  by. the 
former.    Ex  parte  Teal,  45. 

4.  Same. — ^Apparatus  for  elevating  and  distributing  wet  concrete.  Held  not 

a  mere  double  use  of  earlier  apparatus  for  loading  coal.  ^Concrete 
Appliances  Co.  et  al,  v.  Meinken  et  al,  878. 

5.  New  Result. — ^The  elevation  and  gravity  distribution  of  wet  concrete 

to  and  around  the  successive  floors  of  a  building  being  constructed  and 
all  in  a  semiautomatic  way  is  a  new  result  in  a  patentable  sense.    ^  Id. 

6.  Agobegation. — ^Apparatus  for  elevating  and  distributing  wet  concrete  to 

the  floors  of  buildings  under  construction,  which  is  in  a  fair  sense 
a  unitary  work,  does  not  become  an  aggregation  merely  because  it  in- 
volves successive  steps  under  manual  control.    '  Id, 

7.  Mode  of  Operation. — ^A  specifled  movement  of  a  machine  irrespective  of 

the  mechanism  which  causes  it  is  not  patentable.  A  patent  can  not 
cover  the  mode  of  operation.    ^  Uastoras  v.  Hildreth,  414. 

8.  Change  of  Mateuai.. — ^A  mere  change  of  material  is  not  patentable. 

*  JenwisotirWright  Co.  v.  Sem/py,  444. 
PIONEER  PATENTS.     See  Construction  of  Specifications  aatd  Patents,  7,  12. 
PLEADING.    See  PreliminoTf  Statem^ent;  Suits  for  Infringement,  1. 
POVERTY.    See  Reduction  to  Practice,  6. 

POWER  OF  COURT.     See  Appeal  to  the  Circuit  Court  of  Appeals,  1;  Cer- 
tiorari, 1. 
PRACTICE   IN  THE   PATENT  OFFICE.     See  Interference,  8;   Priority  of 

Invention,  11;  Trade-Marks,  3o"» 
PRELIMINARY  STATEMENT.     See  Amendment  to  Preliminary  Statement; 

Interference,  1,  22 ;  Priority  of  Invention,  2. 
Nature  of.— A  preliminary  statement  is  not  a  mere  pleading.    It  is  the  basis 

for  taking  proofs  upon  which  opposing?  parties  have  a  right  to  rely. 

Capa  v.  Kennicott,  6. 
PRESUMPTION.    See  Construction  of  Specifications  and  Patents,  3 ;  Delay  in 

Filing  Application  for  Reissue,  3. 
PRIOR  ADJUDICATION.     See  Interference,  13;   Suits  for  Infringement,  6. 
PRIOR    APPLICATIONS.      See    Continuation    of    AppUcations,    Validity    of 

Patents,  2. 
PRIOR  INTERFERENCE.     See  Interference,  13.  23;  Testimony. 
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PRIOR  PATENTS.  See  Affldavita  under  Rule  75;  Anticipation,  2;  Construc- 
tion of  Specifications  and  Patents,  16;  Infrinffement,  8;  Invention,  1, 
2,  4,  15,  22 ;  Particular  Patents,  3,  16,  17,  82,  45 ;  Suits  for  Infringe- 
ment,  7. 

PRIORITY  OF  ADOPTION  AND  USE.     See  Trade-Marks,  7.  10,  12,  13,  14, 
20,  41,  49,  50,  51. 

PRIORITY  OF  INVENTION.  See  Abandoned  Experiments;  Aha/ndonment  of 
Applications,  2 ;  Anticipation,  5 ;  Copending  Applications;  Construction 
of  Claims,  5;  Construction  of  Statutes,  3;  Court  of  Appeals  of  the 
District  of  Columbia;  Double  Patenting,  3;  Interference,  8,  16,  17; 
PwriiouUir  Patents,  9;  Reduction  to  Practice,  7;  Suits  for  Infringe- 
ment, 8,  9. 
1.  AwABD — Evidence. — Evid^ice  reviewed  and  Held  insufficient  to  establish 
that  the  junior  party,  on  whom  the  burden  of  proof  rested  heavily 
as  an  applicant  against  a  patentee,  was  the  first  inventor.  *Bader  v. 
Burroughs,  114. 
^.  Evidence. — Evidence  considered  and  Held  that  S.  reduced  the  invention 
to  practice  prior  to  the  date  of  conception  alleged  in  the  preliminary 
statement  filed  by  the  assignee  of  C.'s  application.  *Marie  E.  Scheuerle, 
Administratrix,  v.  Conner,  123. 

3.  Right  to  Take  Testimony  on  Operativeness. — An  affidavit  filed  by  I*. 

and  H.  alleging  that  an  apparatus  like  that  shown  in  V.^s  earlier  appli- 
cation, of  which  the  application  in  interference  is  a  division,  had  been 
constructed  by  them  and  had  been  found  to  be  inoperative.  Held  sufficient 
to  overcome  the  prima  facie  showing  of  V.  where  it  appeared  that  V.*s 
earlier  application  was  filed  more  than  five  years  prior  to  the  filing  of 
the  application  of  L.  and  H.,  that  the  subject-matter  is  highly  technical 
and  very  decided  advances  in  the  art  had  been  made  since  the  filing 
of  V.*s  earlier  application,  and  that  V.  did  not  seriously  contend  that 
his  early  device  was  operative  for  practical  purposes,  but  only  that 
it  could  be  made  so  by  a  skilled  mechanic.  *Lee  and  Hogan  v. 
Vreeland,  145. 

4.  Same. — Where  it  appeared  that  an  affidavit  made  out  a  prima  facie 

showing  of  inoperativeness  of  the  apparatus  of  the  early  application 
of  the  senior  party,  in  view  of  which  Judgment  had  been  rendered 
in  favor  of  him,  the  Judgment  reversed  and  the  case  remanded  for 
trial  on  its  merits.    *Id. 

5.  Evidence — Duioengb — ^Reduction. — Evidence  considered  and  Held  that 

B.  was  the  first  to  conceive  the  invention  in  issue  and  the  first  to 
reduce  it  to  practice ;  also,  that  he  was  diligent  Just  prior  to  S.'s  entry 
into  the  field  and  up  to  the  time  when  he  constructively  reduced  it 
to  practice.    Bethke  v.  Scannell,  11. 

6.  Intekfebence — ^Evidence — Award. — ^Evidence  considered  and  Held  that 

priority  of  invention  was  properly  awarded  by  the  lower  tribunals  to 
Bethke.    *Scannell  v.  Bethke,  150. 

7.  Abandonment  of  Fibst  Experimental  Device. — ^Where  S.  constructed 

an  experimental  device  relating  to  phonograph-stops  In  May,  1914, 
and  tested  it,  but  dismantled  it  and  admitted  that  he  had  no  intention 
of  using  it  again,  and  soon  thereafter  caused  an  application  to  be 
prepared,  but  did  not  file  it,  although  he  was  able  to  do  so,  and  did 
nothing  further  until  February,  1916,  when  he  built  a  second  device, 
which  was  submitted  to  a  company  interested  in  such  attachments. 
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which  purchased  the  invention  In  March,  1916,  after  they  had  experi- 
mented with  the  invention  of  D.,  the  other  party  to  the  interference, 
and  caused  S/s  application  to  be  filed  on  April  5,  1916,  Held,  without 
determining  whether  S.'s  device  of  1914  was  a  reduction  to  practice, 
that  S.  is  not  entitled  to  prevail  over  D.,  who  conceived  in  May  and 
reduced  to  practice  in  June,  1914,  and  filed  his  application  on  April 
21,  1915,  since  he  lost  his  right  to  assert  priority  over  D.  by  his  long 
delay  and  conduct  in  abandoning  his  experimental  device.  *  Duncan 
v.  Shelly,  155. 

8.  Right  to  Make  Claims. — ^Where  in  an  interference  between  B.  and  D., 

relating  to  traffic-controlling  systems,  certain  counts  called  for  vehicle- 
controlling  means  having  a  retarding  condition,  B.  disclosed  only 
signals,  Held  that  he  had  no  right  to  make  such  claims,  and  priority 
awarded  to  D.    *Day  v.  Botoer^  174. 

9.  Patents— Originality. — Evidence  considered  and  Held  that  Richards 

derived  the  invention  from  De  Forest.      ♦De  Forest  v.  Richards,  175. 

10.  Samb — Decision  Affirmed. — ^Evidence  reviewed  and  the  decision  of  the 

Commissioner  of  Patents  awarding  priority  to  Antoine  and  Travis  on 
the  ground  that  they  were  the  first  to  conceive  and  reduce  to  practice 
affirmed.    *Qrover  and  Barber  v.  Antoine  and  Travis,  180. 

11.  Counts  Barred  to  One  of  the  Pabtieb. — Decision  of  the  Examiners-in^ 

Chief  awarding  priority  to  R.,  R.,  and  K.  as  to  certain  counts,  but 
recommending  that  the  counts  were  barred  by  a  prior  patent  to  them, 
affirmed,  following  the  practice  authorized  by  the  Court  of  Appeals  of 
the  District  of  Columbia  in  Norling  v.  Hayes  (C.  D.,  1911,  847 ;  166  O.  G^ 
1282;  87  App.  D.  C,  160.)     Reid,  Reid,  and  KeUey  v,  Kitselman,  28. 

12.  Interference. — ^The  decision  of  the  Commissioner  awarding  certain 
counts  to  K.  and  others  to  R.,  R.,  and  K.  affirmed.  *  Reid,  Reid,  and 
Kelley  v.  KitseHman,  192. 

13.  Same. — ^Decision  of  the  Commissioner  of  Patents  awarding  priority  to 
R.,  R.,  and  K.  affirmed.    *  Kitselman  v.  Reid,  Reid,  and  KeUey,  191. 

14.  Delay  After  Alleged  Reduction  to  Practice. — ^Delay  to  file  an  appli- 
cation or  practice  an  invention  for  more  than  two  years  after  a  doubtr 
ful  reduction  to  practice,  while  not  a  deliberate  abandonment  under 
Mason  v.  Hepburn  (C.  D.,  1898,  510;  84  O.  G.,  147 ;  13  App.  D.  C,  86), 
indicates  such  laches  as  to  avoid  any  advantage  flowing  from  an  earlier 
conception.   Maremont  v.  Olson,  44. 

15.  Interference.— ^In  an  interference  between  Brown  and  Mcintosh  pri- 
ority awarded  to  Mcintosh  as  being  the  first  to  conceive  and  construc- 
tively reduce  to  practice.    ♦  Brown  v.  Mcintosh,  199. 

16.  Same. — ^Decision  of  the  Assistant  Commissioner  of  Patents  awarding 
priority  of  invention  to  Olson  affirmed.    *  Maremont  v.  Olson,  200. 

17.  Same — Diligence  Lacking. — ^Evidence  considered  and  Held  that  Du 
Reirs  early  experiments  did  not  amount  to  a  reduction  to  practice  and 
that  as  he  did  nothing  thereafter  for  almost  two  years,  while  in  the 
meantime  Haley  reduced  the  invention  to  practice,  Haley  is  entitled  to 
an  award  of  priority.    ♦  Du  Rell  v.  Haley,  208. 

18.  Same — ^Diligence. — In  considering  the  bearing  of  experiments  made  to 
perfect  an  invention  on  the  question  of  diligence  the  test  is  not  whether 
such  experiments  led  to  anything  as  far  as  benefiting  the  public  is  con- 
cerned, but  whether  such  tests  were  so  unnecessary  as  to  constitute 
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evidence  of  bad  faith.  An  inventor  is  to  be  commended  rather  than 
condemned  for  taking  reasonable  time  to  perfect  his  invention.  {Griffin 
V.  Stcenson.  C,  D.,  1899,  440;  89  O.  G.,  919;  15  App.  D.  C,  135.)  •  Onm^ 
meter  v.  Backdahl  209. 

19.  AwABDED  TO  FiBST  TO  CONCEIVE  AND  REDUCE  TO  Pbactice. — In  an  inter- 

ference contest  a  finding  that  one  of  the  parties  was  prior  to  the  other 
in  conception  and  reduction  to  practice  is  a  sufiicient  basts  for  an 
award  of  priority  to  him.  In  this  proceeding  it  is  unnecessary  to  de- 
termine what  right  either  party  ultimately  might  have  to  a  patent,  the 
only  question  involved  being  that  of  priority  between  the  parties  to  the 
interference.    ♦  Erhen  v.  YardleUy  220. 

20.  INTEBFEBBNCE. — In  an  interference  between  H.  and  K.  priority  of  in- 
vention awarded  to  H.  on  the  ground  that  he  was  the  first  to  conceive 
and  was  diligent  up  to  the  time  of  his  reduction  to  practice.  ♦  Hoenig 
V.  KendiOy  241. 

PROCESS.  See  Anticipation,  2 ;  Construction  of  Cladma,  8,  9 ;  Construction  of 
Specifications  and  Patents,  7 ;  Diligence,  2 ;  Interference,  15 ;  Particular 
Patents,  9, 12,  35 ;  Reduction  to  Practice  1,  2,  3,  4,  5,  9. 

PROCESS  AND  APPARATUS.  See  Abandoned  Experiments,  4;  Particular 
Patents,  9;  Reduction  to  Practice,  3,  9. 

PROCESS  AND  PRODUCT.  See  Double  Patenting,  1 ;  Reduction  to  Practice, 
1,  2,  4,  8. 

PRODUCT.  See  Construction  of  Specifications  and  Patents,  3;  Method  and 
Product ;  Reduction  to  Practice,  2,  8 ;  Suits  for  Infringement,  2. 

PROHIBITION  LAWS.    See  Trade-Marks,  56. 

PROOFS.  See  Abandonment  of  Applications,  3;  Amendm^ent  to  Preliminary 
Statement,  1;  Anticipation,  4,  5;  Interference,  17;  Preliminary  State- 
ment; Reduction  to  Practice,  6;  Renewal  of  Forfeited  Application. 

PROPERTY  RIGHTS.    See  Trade-Marks,  11,  25,  26. 

PUBLIC  INSIGNIA.    See  Trade-Marks,  39. 

PUBLIC  PROPERTY.    See  Claims,  2. 

PUBLIC  USE  AND  SALE.  See  Abandonment  of  Applications,  2,  3;  Construc- 
tion of  Specifications  and  Patents,  3 ;  Construction  of  Statutes,  2 ;  In- 
terference,  6;  Jurisdiction  of  the  Court  of  Appeals  of  the  District  of 
Columbia;  Particular  Patents,  18;  Red/uction  to  Practice,  6;  Reissues. 

PUBLIC-USE  PROCEEDINGS. 

1.  Reopening  to  Take  Further  Testimony. — In  public-use  investigations 

the  public,  the  Patent  Office,  and  all  parties  concerned  have  a  common 
interest  in  seeing  to  it  that  an  invalid  patent  shall  not  issue.  In  such 
cases  the  same  degree  of  diligence  is  not  required  to  be  shown  in  the 
discovery  of  evidence  in  order  to  reopen  tlie  proceedings  for  the  taking 
of  further  testimony.  Abercrombie  v.  Ringel  v.  Angier  v.  Taylor  and 
Hepp,  80. 

2.  Oral  Inter  Partes  Hearing. — In  public-use  proceedings  ordinarily  an 

oral  inter  partes  hearing  will  not  be  given,  but  briefs  may  be  filed,  {in 
re  Toumsend,  C.  D.,  1913,  55;  188  O.  G..  513;)  but  where  the  interested 
parties  are  Involved  in  an  interference  proceeding,  suspended  for  the 
purpose  of  investigating  public  use,  so  that  all  parties  have  access  to 
the  applications  of  all  other  parties,  an  oral  inter  partes  hearing 
will  be  permitted.  Abercrombie  v.  Ringel  v.  Angier  v.  Taylor  and 
Hepp,  82. 
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PUBLICATIONS.  See  AnticifMtion,  3;  Construction  of  Statutes,  4;  Construc- 
tion of  Specifications  and  Patent Sy  6;  Jurisdiction  of  the  Court  of 
Appeals;  Patentability ,  2;  Suits  for  Infringement^  7;  Validity  of 
Patents,  2. 

RECORD  OF  CASE.     See  SuUs  for  Infringement,  2. 

RECORDS  OF  THE  PATENT  OFFICE.     See  Final  Fees. 

REDUCTION  TO  PRACTICE.  See  Abandoned  Experiments;  Abandonment  of 
Applications,  2,  3;  Abandonment  of  Invention,  1;  Construction  of  Stat- 
utes, 3;  Diligence;  Divisional  Applications,  2;  Priority  of  Invention,  2, 
5,  7,  10, 14, 15,  17,  19, 20 ;  Renewal  of  Forfeited  Applications, 

1.  Necessity  of  Test. — Where  the  invention  in  issue  constituted  an  impor- 

tant step  in  the  art  of  hog-cholera  treatment,  covering  both  a  process 
and  a  product,  nothing  short  of  a  successful  test  could  meet  the  legal 
requirements  of  a  reduction  to  practice.    ♦  Reich  el  v.  Dorset,  128. 

2.  Delay  in-^  Ex  cube  Insufficient. — A  delay  of  a  year  in  making  a  test 

of  a  product  designed  to  prevent  hog  cholera  after  it  was  alleged  to 
have  been  obtained  may  not  be  excused  on  the  ground  that  the  inventor 
was  working  under  orders  as  a  Grovernment  official  and  was  not  at  lib- 
erty to  lay  aside  his  assigned  work,  where  all  that  was  necessary  and 
all  that  he  did  to  make  the  test  was  to  send  it  to  an  experiment  station, 
particularly  where  other  circumstances  indicated  that  the  real  cause  of 
delay  was  that  he  did  not  think  his  process  was  patentable  until  the 
activity  of  his  adversary  was  brought  to  his  attention.     *  Id. 

3.  Interference — Appucation  fob  Apparatus  Constructive  Reduction  to 

Practice  of  Process. — An  application  for  an  apparatus  clearly  disclos- 
ing a  process  is  a  constructive  reduction  to  practice  of  the  process. 
Bethke  v.  Scannell,  11. 

4.  Saue  —  Process  —  Necessity  of  Testing  Product  Produced. — Qucsre: 

Whether  the  practice  of  a  process  for  making  a  cord  tire  which  in- 
volved "  winding  the  cord  spirally  around  a  support  to  reduce  a  fabric 
web,  and  thereafter  shifting  said  cord  to  change  the  angle  of  the  cord 
element  relative  to  the  sides  of  said  web,"  without  embodying  the  web 
so  formed  into  a  tire,  is  a  reduction  to  practice.  *  Dickinson  v.  Sioine- 
hart,  151. 

5.  Excuse  fob  Failure — ^Poverty. — A  claim  of  financial  inability  to  file  an 

application  for  patent,  Held  not  sustained  where  it  appears  that  during 
the  period  of  such  alleged  inability  the  inventor  had  no  one  dependent 
upon  him,  was  employed  most  of  the  period,  and  purchased  a  motor 
cycle  and  was  paying  for  the  same  in  monthly  instalments.  *  Duncan 
V.  Shelly,  155. 

6.  Machines  Sold,  But  no  Direct  Evidence  of  Successful  Operation. — 

Where  a  party  to  an  interference  proves  the  construction  of  a  device 
embodying  the  issue  and  the  testimony  is  to  the  effect  that  a  large 
number  of  machines  of  the  same  construction  were  made  and  sold  prior 
to  the  reduction  to  practice  of  the  opposing  party,  names  and  addresses 
of  persons  to  whom  they  were  shipped  being  given,  Held  that  the  tes- 
timony proves  a  prior  reduction  to  practice  in  the  absence  of  contro- 
verting evidence  showing  that  the  machines  so  alleged  to  have  been 
•  sold  were  not  reductions  to  practice.  Antoinc  and  Travis  v.  Orover  and 
Barber,  18. 

7.  Interference — Operativeness. — Where  the  counts  of  a  three-party  in- 

terference originated  in  an  application  where  automatic  operation  was 
not  contemplated  and  related  to  a  subordinate  part  of  the  entire  ma- 
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chine,  which  application  dropped  out  of  the  Interference  after  the  deci- 
sion of  the  Examiner  of  Interferences,  Judgment  of  priority  in  favor 
of  one  of  the  remaining  parties  should  not  be  based  on  the  theory  that 
the  other  party*s  machine  was  not  operative  as  a  whole  and  was  there- 
fore not  a  reduction  to  practice  because  it  would  not  perform  its  func- 
tions automatically.    *  Cox  v.  Headley  and  Thompson,  183. 

8.  Same — Same. — ^That  the  device  disclosed  by  one  of  the  parties  Increases 

the  cost  of  manufacture  and  produces  a  product  not  readily  salable  Is 
not  sufficient  to  justify  a  holding  that  such  device  is  inoperative.  Kit- 
selman  v.  Reid,  Reid,  and  KeUepf  26. 

9.  Pbocess — Experimental  Model. — ^The  rules  governing  the  reduction  to 

practice  of  a  process  are  similar  to  those  for  the  reduction  to  practice 
of  an  apparatus.  The  process  should  be  performed  in  a  way  that 
leaves  no  doubt  as  to  its  commercial  practical  working,  ire/4,  there- 
fore, that  a  process  carried  out  with  an  experimental  model  was  not  a 
reduction  to  practice.    Haley  v.  Du  Rell,  53. 

10.  INTERFEBENCE — SIMPLE  DEVICE. — ^A  two-part  Insulatlou  having  means  for 
holding  the  parts  in  assembled  relationship  Is  of  such  a  Edrnple  nature 
that  It  needed  no  test  to  show  that  it  would  do  what  was  claimed  for  It 
♦  Hoenig  v.  Parker,  234. 

REGISTRATION  OF  TRADE-MARKS.    See  Trade-Marks. 

REISSUES.  See  Construction  of  Specifications  and  Patents,  4,  21;  Delay  in 
Fili/ng  Applications  for  Reissue,  1 ;  Particular  Patents,  29,  45  47. 
Reasonable  Timb— Intebvening  Riohtb. — ^A  delay  of  about  nine  months 
in  filing  an  application  for  reissue  (Reissue  No.  14,049,  to  Tuflord) 
Held  reasonable,  no  patents  having  been  tak^i  out  or  applied  for  and 
no  manufacture  or  sale  of  a  similar  device  having  occurred  in  the 
interval.    *  Fetsfer  d  Spies  Leather  Co,  v.  /.  T.  S.  Rubber  Co.,  274. 

REJECTION  OF  CLAIMS.     See  Affidavits  under  Rule  75;  Amendment  of 
Claims;  Claim,  6,  9,  10;  Construction  of  CMms,  9. 

RENEWAL  OF  FORFEITED  APPLICATIONS.    See  Abandonment  of  Invention 
2;  Estoppel,  2. 
ENTiTua)  TO  Benefit  of  Date  of  Obioinal. 

A  renewal  application,  although  filed  twenty-three  months  after  the  al- 
lowance of  the  original  application,  is  entitled  to  the  benefit  of  the 
filing  date  of  the  original  as  a  constructive  reduction  to  practice,  not- 
withstanding the  fact  that  another  had  been  granted  a  patent  for  the 
same  invention  during  the  period  of  forfeiture,  in  the  absence  of  proof 
of  facts  showing  an  abandonment  of  the  invention.  *  WeUs  and  Hunter 
V.  Honigmann,  242. 

REOPENING  OF  INTERFERENCE.    See  Interference,  7,  8.  17,  18,  22. 

REQUIREMENTS  OF  THE  PATENT  OFFICE.    See  Trade-Marks,  84. 

RES  ADJUDICATA.    See  Interference,  7, 18, 14. 

RESULTS.    See  Construction  of  Specifications  and  Patents,  9 ;  Interference,  15 ; 
Invention,  5 ;  Patentability,  1 ;  Scope  of  Patent. 

RIGHT  TO  ASSERT  PRIORITY.    See  Priority  of  Invention,  7. 

RIGHT  TO  MAKE  CLAIMS.    See  Interference,  3,  4,  7,  9,  11,  12,  24.    Priority 
of  Invention,  8. 

RIGHT  TO  PATENT. 

See  Abandonment  of  Applications,  2,  8 ;  Priority  of  Invention,  19. 

RIGHTS  OF  APPLICANT.    See  Divisional  AppUoations. 
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RIGHTS  OF  HOLDER  OF  LEGAL  TITLE  OF  PATENT. 

To  Prosecute  Appeal  Independent  or  Exclusive  Licensee. — ^Where  suit 
was  brought  by  the  legal  owner  of  a  patent.  Joined  with  an  exclusive 
licensee  holding  a  license  containing  a  provision  that  If  the  patent 
should  be  held  invalid  or  should  be  held  to  infringe  other  patents  the 
licensee  should  have  the  right  to  surrender  the  agreement  and  should 
not  thereafter  be  obliged  to  pay  royalties,  and  the  district  court  held 
the  patent  invalid,  upon  refusal  of  the  licensee  to  appeal  the  legal 
owners  have  sufficient  interest  in  maintaining  the  validity  of  the 
patents  to  entitle  them  to  prosecute  an  appeal,  although  the  patent 
had  expired  and  no  injunction  could  be  granted.  ^Bellows  and  Slack 
V.  New  York  Central  Railroad  Company;  Same  v.  Pressed  Steel  Car 
Company,  862. 

ROYALTIES.  See  Construction  of  Statutes,  1 ;  Rights  of  Holder  of  Legal  Title 
of  Patent. 

RULES  OF  THE  COURT  OF  APPEALS  OF  THE  DISTRICT  OF  COLUAIBIA. 
See  Appeal  to  the  Court  of  the  District  of  Columbia, 

SCOPE  OF  CLAIMS.    See  Claims,  10. 

SCOPE  OF  PATENT. 

Efhect  op  Failube  to  State  Mode  of  Operation  of  Device. — ^A  patentee's 
failure  to  state  in  the  patent  the  new  mode  of  operation  which  his 
device  in  ftict  contains  and  which  produces  a  new  and  beneficial  result 
does  not  prohibit  the  court  from  taking  these  merits  into  consideration 
in  determining  the  scope  of  the  invention  or  the  validity  of  the  patent 
*  /.  T.  S,  Rubber  Co,  v.  Panther  Rubber  Mfg.  Co.,  283. 

SECOND  APPLICATION.    See  Continuation  of  Applications. 

SEPARATE  PATENTS.     See  Method  and  Product,  2;  Particular  Patents,  9. 

SIMILARITY  OF  TRADE-MARKS.  See  Trade-Marks,  1.  2,  17,  18,  40,  49,  50, 
51,  54. 

SOLE  APPLICANT.    See  Joint  Application,  One  Applicant  Not  Inventor. 

SPECIFICATIONS.  See  Abandonment  of  AppUcations,  1;  Anticipation,  3; 
ClaiMs,  2 ;  Construction  of  Claims,  1, 4, 19 ;  Construction  of  Specifications 
and  Patents,  1,  4;  Delay  in  Filing  Applicutian  for  Reissue.  1,  2;  Dis- 
closure of  Invention,  1;  Expert  Testimony;  Particular  Patents,  10; 
Suits  for  Infringement,  9. 
Criticish  of  English  Constbuction. — It  is  not  deemed  necessary  for  the 
Examiner  to  specifically  point  out  all  inaccuracies  in  the  use  of  the 
English  language,  such  as  the  use  of  or  the  omission  of  indefinite  or 
definite  articles,  unless  confusion  would  arise  from  leaving  the  speci- 
fication as  wrltt^L    Ex  parte  Humphrys,  70. 

STATE  OF  THE  ART.  See  Amendment  of  Claims;  Construction  of  Claims, 
3,  8;  Construction  of  Specifications  and  Patents,  7,  10,  11;  Copending 
Applications;  Double  Patenting,  1;  Earlier  and  Later  Patents;  Equiv- 
alents,  2;  Expert  Testimony,  2;  Invention,  1,  2,  4,  7,  11,  14,  15,  16, 
22,  26;  Particular  Patents,  2,  6,  14,  28,  42,  46,  50,  52;  Priority  of  Inven- 
tion, 8 ;  Validity  of  Patents,  2,  8. 

STATUTORY  BAR.  See  Interference,  16 ;  Jurisdiction  of  the  Court  of  Appeals 
of  the  District  of  Columbia. 

SUBSTITUTE  APPLICATIONS.     See  Continuation  of  Applications. 

SUBSTITUTION    OF    EQUIVALENTS.     See    Invention,    15. 

SUBSTITUTION  OF  MATERIAL,    See  Invention,  8,  9, 10,  11 ;  Patentability,  8. 

SUBSTITUTION  OF  MEANS.     See  Invention,  1,  26. 
15752—21 36 
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SUFFICIENCY  OF  DISCLOSURE.  See  Disclosure  of  Invefition;  Partioular 
Patents,  1. 

SUFFICIENCY  OF  EXCUSE.  See  Amendment  to  Preliminary  Statement,  2; 
Delay  in  Filing  Applications  for  Reissue;  Reduction  to  Practice,  2. 

SUFFICIENCY  OF  DESCRIPTION.  See  Construction  of  Specifications  and 
Patents,  1. 

SUFFICIENCY  OF  RESPONSE.     See  Abandonment  of  Applications,  1. 

SUITS  FOR  INFRINGEMENT.  See  Certiorari,  3;  Expert  Testimony,  2;  In- 
fringement, 6,  7;  Laches;  Rights  of  Holder  of  Legal  Title  of  Patent, 

1.  Defendant. — In  a  suit  against  a  corporation  for  infringement  of  patent 

the  president  and  general  manager,  in  active  control  of  the  corporate 
affairs,  may  be  made  defendant,  so  that  he  may  be  personally  bound 
and  enjoined.  ^D'Arcy  Spring  Co,  et  aL  v.  Marshall  Ventilated  Mat- 
tress Co.,  246. 

2.  Late  Introduction  of  Evidence — Conditions  of  Permission. — In  suit 

for  Infringement  of  patent  where,  after  direction  of  the  usual  inter- 
locutory decree  on  finding  of  infringement,  defendants  present  foreign 
patents  said  to  anticipate  plaintiff's  product  and  ask  leave  to  apply 
to  reopen  the  case  and  put  them  into  the  record  on  account  of  the 
public  interest  and  the  interest  of  the  courts  the  proposed  evidence 
will  be  permitted  to  be  brought  into  the  record  on  defendants*  meet- 
ing additional  expenses  of  another  trial,  their  showing  to  excuse  fail- 
ure to  put  in  the  evidence  in  due  time  not  being  satisfactory.  '  Dunn 
Wire-Cut  Lug  Brick  Co,  v.  Toronto  Fire  CUpy  Co,  et  at,,  250. 

3.  Not  Barred  by  Laches. — A  delay  of  four  or  five  years  after  defendant's 

device  was  placed  on  the  marlcet  Held  not  such  laches  as  barred  a  suit 
for  infringement.    ^  JEolian  Co,  v,  Schubert  Piano  Co.,  304. 

4.  Patents — Motion  for  Final  Decision  on  Debits. — ^Where  plaintlfl  ob- 

tained a  decree  from  a  district  court  of  Ohio  affirming  the  validity 
and  restraining  infringement  of  its  patent  for  mechanical  toys,  also 
restraining  unfair  competition  In  making  and  selling  such  toys,  and 
infringement  of  copyright  on  its  trade  catalogue,  and,  pending  appeal 
by  defendant,  brought  suit  against  defendant's  customer  in  New  York 
for  like  infringement,  wherein  an  interlocutory  decree  was  given  in. 
plaintilTs  favor,  based  upon  affidavits,  from  which  defoidant  in  that 
suit  appealed  to  the  Circuit  Court  of  Appeals  of  the  Second  Clrcnit, 
pending  which  the  Circuit  Court  of  Appeals  of  the  Sixth  Oircait  re- 
versed the  final  decree  as  to  infringement  of  the  patent,  but  otherwise 
affirmed  the  decree,  whereupon  plaintiff  withdrew  the  patent  from  the 
New  York  suit,  upon  denial  of  a  motion  brought  after  argument,  but 
before  determination  of  the  appeal  from  the  preliminary  order  for  final 
decision  on  the  merits  on  the  ground  that  the  decree  in  the  sixth 
circuit  was  final  and  conclusive,  Held  that  the  denial  of  the  motion 
was  proper,  as  the  defendant  was  entitled  to  his  day  in  court,  with 
opportunity  to  set  up  and  establish  his  defenses.  **Meccano  Limited 
V.  John  Wanamaker,  New  York,  478. 

5.  Judgment — Patents. — ^A  corporation  employing  counsel  appearing  tor 

defendant  in  a  patent  infringement  suit  and  conducting  the  defense  at 
its  own  cost  and  expense  is  a  privy  to  any  judgment  rendered  and 
bound  thereby,  but  was  not  required  to  become  a  party  to  the  record. 
*  Van  Kannel  Revolving  Door  Co,  v.  Winton  Hotel  Co.,  99. 
0.  Preuminary  Injunction.— While  an  application  for  preliminary  in- 
junction in  a  suit  for  infringement  is  addressed  to  the  discretion  of 
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SUITS  FOR  INFRINGEMENT— Continued. 

the  court,  where  the  validity  of  the  patent  has  been  sustained  by  many 
prior  adjudications  and  infringement  is  clear  its  refusal  would  be 
error.  *  Imperial  Machine  d  Foundry  Corporation  v.  G.  8.  Blakeslee 
d  Co.,  368. 
7.  Answeb  Held  to  Sufticiewtly  Allege  Puob  Patent  as  Anticipation. — 
An  allegation  in  the  answer  In  a  patent  infringement  suit  that  all  the 
substantial  and  material  parts  of  plaintiffs  structure  were,  prior  to 
the  date  of  the  alleged  discovery  or  Invention  thereof,  or  more  than 
two  years  prior  to  the  date  of  the  applications,  invented,  patented,  de- 
scribed, and  shown  in  numerous  patents  and  printed  publications,  and 
more  particularly  in  certain  patents  mentioned,  including  one  to  B., 
sufficiently  pleaded  the  patent  to  B.  as  an  anticipation.  *  HigginMfg. 
Co,  V.  Watson  et  al.,  403. 
S.  Omission  of  Inventob*s  Addbess. — In  a  patent  infringement  suit  notice 
of  the  defense  of  prior  invention  by  G.  was  not  Insufficient,  though 
G/s  address  was  omitted,  where  the  notice  identifled  him  as  the  presi- 
dent of  one  of  the  defendants,  a  corporation  which  bore  his  name. 
^J.  H.  Day  Co,  v.  Mountain  City  Mill  Co.  et  ah,  421. 
9.  Anticipation  and  Pkiobity  of  Invention  Not  Inconsistent. — In  a  pat- 
ent infringement  suit  the  finding  that  plaintifTs  invention  was  antici- 
pated by  a  machine  manufactured  by  G.  and  a  finding  of  priority  of 
Invention  as  disclosed  by  G.'s  patent  specification  and  claims  were  not 
inconsistent.    Id, 

SUITS  UNDER  SECTION  4915,  REVISED  STATUTES.    See  Trade-Marks,  21. 

1.  Time  fob  Filino. — ^Where  a  patent  on  an  application  is  refused  by  the 

Ck)urt  of  Appeals  of  the  District  of  (Columbia  and  the  applicant  files 
a  bill  in  equity  under  section  4915,  Revised  Statutes,  the  year  within 
which  the  bill  must  be  filed  begins  to  run  from  the  date  of  the  decision 
of  the  court,  and  this  time  is  not  extended  by  a  motion  for  rehearing. 
*  MattuUath  Aeroplane  Company  v.  Newton,  Commissioner  of  Patents, 
97. 

2.  Natttbe  of  Action — ^Nor  an  Appeal. — ^An  action  taken  under  the  provi- 

sions of  section  4915  is  not  an  appeal  from  the  Ck>mmissioner  of  Pat- 
ents, but  is  one  of  original  equity  Jurisdiction.    Id. 

SUPREME  COURT  OF  THE  UNITED  STATES.  See  Certiorari;  Estoppel,  1; 
Interference,  8. 

TEN-YEARS  CLAUSE.    See  Trade-Marks,  25. 

TERMINOLOGY.  See  Cmistruction  of  Claims,  1 ;  Construction  of  Specifications 
and  Patents,  15, 19,  20 ;  Construction  of  Statutes,  3 ;  Equivalents;  Trade- 
Marks,  9,  29. 
Claims — "  Pbopelling  Means." — The  objection  that  an  air-draft  is  not  a 
"  propelling  mechanism  "  Held  to  be  not  well  taken,  as  an  air-draft  is 
a  well-known  propelling  means  and  is  recognized  as  an  equivalent  of 
a  strictly  structural  propelling  means.    Ex  parte,  Teale,  45. 

TEST.  See  Abandoned  Experiments;  Infringement,  10;  Invention,  17,  19; 
Patentability,  1 ;  Priority  of  Invention,  7,  18 ;  Reduction  to  Practice,  1, 
2,  4,  10 ;  Trade-Marks,  18. 

TESTIMONY.    See  Abandoned  Experiments,  2,  3 ;  Interference,  6,  7,  17,  18,  23 ; 
Priority  of  Invention,  8 ;  Public.  Use  Proceedings,  1 ;  Reduction  to  Prac- 
tice, 6;  Trade-Marks,  10,  58. 
Pbiob  Intebfebence. — ^The  testimony  taken  in  a  prior  interference  of  wit- 
nesses called  in  behalf  of  one  of  the  parties  cannot  be  admitted  in  a 
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TESTIM0NY-O)ntinued. 

pending?  Interference  between  the  same  parties  for  the  purpose  of  im- 
peaching them  where  proper  foundation  was  not  laid  therefor  by  con- 
fronting them  with  the  previous  testimony.    Moyer  y.  Anglada,  86. 

TRADE-MARKS. 

1.  Similarity — "  Bio  Chief  "  and  "  Arab." — ^A  mark  consisting  of  the  words 

**  Big  Chief,"  associated  with  the  representation  of  a  man  on  horseback, 
inclosed  within  a  circle,  Held  deceptively  similar  to  a  mark  consisting 
of  the  word  "Arab,"  associated  with  the  representation  of  a  man  on 
horseback,  inclosed  within  two  circles.  *  American  Feed  MiUing  Co.  v. 
M.  C.  Peters  Mill  Co.,  113. 

2.  Same — "From  the  Land  of  Sunshine  '*  and  "Blossom  and  Sunshine." — 

A  mark  consisting  of  the  words  "  From  the  Land  of  Sunshine  "  Held 
not  deceptively  similar  to  a  mark  consisting  of  the  words  "Blossom 
and  Sunshine,"  associated  with  the  representation  of  blossoms  and  a 
sunburst.    *L.  Otzen  d  Co.  v.  The  J.  K.  Armshy  Co.,  118. 

3.  Descriptiveness — "  SafeTseal,"  for  En\t:lops. — ^The  mark  "  SafeTseal " 

as  applied  to  envelops  Held  descriptive,  as  indicating  either  safety-seal 
envelops  or  safe-seal  envelops.    *In  re  Alvah  Bushnell  Company,  112. 

4.  Same — "  E\T!:rla8tino,"  for  Vehicle- Wheels. — The  word  "  Everlasting  " 

Held  descriptive,  and  therefore  not  registrable  as  a  trade-mark  for 
vehicle-wheels.  This  word  expresses  aptly  the  idea  that  applicant's 
wheels  will  last  a  very  long  time,  and  therefore  cannot  be  monopolized. 
Ex  parte  Smith  Wheel,  Inc.,  1. 
6.  Anticipation — "  El  Gallo  "  (The  Rooster)  Anticipated  by  **  Our 
Rooster  "  and  Picture  of  a  Rooster. — ^The  Spanish  words  "  El  Gallo," 
meaning  "The  Rooster,"  as  a  trade-mark  for  tobacco,  refused  regis- 
tration in  view  of  the  prior  registration  by  another  concern  of  the 
words  "  Our  Rooster  "  and  a  picture  of  a  rooster.  *In  re  MacHin-Zim- 
mer-McGiU  Tobacco  Company,  Incorporated,  183. 

6.  Registrability — Foreign  Language. — ^A  trade-mark  otherwise  not  regis- 

trable is  not  made  so  because  it  is  written  in  the  Spanish  language  in- 
stead of  English.    *Id. 

7.  Class  of  Merchandisf: — Breakfast  Foods  and  Candy. — ^The  general 

and  essential  characteristics  of  breakfast  foods  and  candy  are  different, 
and  the  first  to  adopt  and  use  the  mark  "  Krumbles "  for  a  cereal 
breakfast  food  has  no  right  to  extend  it  to  candy  as  against  one 
who  shows  an  intermediate  adoption  and  use  of  "Golden  Crumbles" 
for  candy.  ♦  Paul  F.  Beich  Company  v.  Kellogg  Toasted  Com  Flakes 
Company,  119. 

8.  Registrability — Descriptive  Mark — Cancelation  of  Descriptive  Elet 

ment. — Where  the  words  "  Unit  Carrier,"  for  roller-brackets  for  belt 
conveyers,  were  refused  registration  because  descriptive,  the  refusal 
by  the  Commissioner  of  an  application  for  leave  to  strike  out  the 
word  "Carrier"  was  error.  (In  re  Beckwith,  C.  D.,  1918,  179;  252 
O.  G.,  245;  48  App.  D.  C,  110.)  *  In  re  Stephens-Adamson  Manufac- 
turing Company,  147. 

9.  Descriptiveness   and   Suggestiveness — "Unit"   Merely   Suggestive. — 

Although  a  mark  to  be  suggestive  must  contain  some  element  of  de- 
scriptiveness, this  does  not  render  it  obnoxious  to  the  law.  The  word 
"  Unit,"  for  roller-brackets  for  belt  conveyers.  Held  merely  suggestive, 
and  therefore  registrable.    *  Id. 
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10.  Pmobity— BviDENci!  OF  PRioKiTy.— Where  appellant,  The  R.  M.  Holllnga- 

head  Co.,  proved  use  of  the  mark  "  Gear  Life  "  for  lubricating  com- 
pounds not  earlier  than  April,  1916,  and  a  witness  on  behalf  of 
appellee,  the  Area  Manufacturing  Co.,  testified  that  in  August,  1915, 
packages  of  grease  were  shipped  bearing  this  mark  stenciled  thereon, 
and  way-bills  of  shipments  were  produced,  though  not  referring  to 
the  mark,  and  a  traveling  salesman  testified  that  he  took  orders  for 
"  Gear  Life  "  compound  between  February  1,  1916,  and  the  following 
May,  and  that  during  this  time  he  stenciled  the  mark  on  packages  con- 
taining the  compound  and  gave  the  names  of  parties  to  whom  the 
goods  were  sold,  which  evidence  was  corroborated  by  other  witnesses, 
and  appellant  did  not  avail  himself  of  the  opportunity  to  call  any  of 
the  parties  referred  to  in  the  way-bills  or  to  whom  the  goods  were 
alleged  to  have  been  sold.  Held  that  the  evidence  was  suflJcient  to 
prove  priority  of  use  by  appellee.  ♦  The  R,  M.  HolHngahead  Co.  v. 
Area  Manufacturing  Co.,  154. 

11.  Acquisition — ^Extent  of  Use  Necessary. — ^The  use  of  a  mark  on  a  few 

sample-boxes  of  toilet  powder,  three  of  which  were  consigned  to  dealers 
in  different  parts  of  the  country  without  previous  request  by  them,  for 
which  there  was  paid  only  five  cents  for  a  box  intended  to  sell  at  fifty 
cents,  does  not  constitute  such  a  use  of  the  mark  as  to  establish  any 
property  rights  therein.    *  Phillips  v.  Hudnut  and  Mack,  164. 

12.  Same — General  Rules  as  to  Acquisition. — The  common  law,  and  not 

the  trade-mark  statutes,  defines  what  constitutes  a  trade-mark.  The 
trade-mark  recognized  by  the  common  law  is  generally  the  outgrowth 
of  a  considerable  period  of  use  rather  than  a  sudden  invention.  The 
exclusive  right  to  it  grows  out  of  its  use  and  not  its  mere  adoption. 
(Trade  Mark  Cases.  C.  D.,  1879,  619 ;  16  O.  G.,  999;  100  U.  S.,  82.)  The 
trader  must  apply  the  mark  to  a  vendible  commodity  and  must  actually 
put  the  commodity  so  marked  on  the  market  ♦  Id, 
18.  Appeal  and  EsaoB — Questions  foij  Review. — ^In  a  trade-mark  inter- 
ference proceeding  involving  the  three  parties  H.,  M.,  and  P.,  where 
it  is  adjudged  by  the  Patent  Oflice  that  H.  was  the  first  to  adopt  and 
use  the  mark,  on  appeal  by  P.  to  the  court  of  appeals  he  is  not  en- 
titled to  be  heard  on  the  question  whether  the  decision  properly 
awarded  priority  to  H.  over  M.    ♦  Id, 

14.  Same — Review   of   Question   Not  Appealed. — In  a   three-party   inter- 

ference involving  the  application  of  H.  and  the  registrations  of  M.  and 
P.,  the  Examiner  of  Interferences  held  that  the  marks  were  the  same 
and  awarded  priority  to  H.  After  the  decision  was  announced  H. 
filed  a  motion  requesting  the  Examiner  of  Interferences  to  adjudge 
that  P.  was  not  entitled  to  the  use  of  the  mark  at  the  date  of  his  appli- 
cation for  registration,  which  was  denied,  from  which  H.  failed  to 
appeal.  On  P.'s  appeal  the  Commissioner  reviewed  this  action  and 
reversed  it,  ordering  the  cancelation  of  P.'s  registration.  This  was 
error,  as  H.  did  not  appeal,  and  the  question  was  therefore  not  before 
the  Commissioner.    *  Id. 

15.  Descbiptive  Words — "  Lava,"  fob  Soap. — ^The  word  "  Lava,"  for  soap. 

Held  not  descriptive.  It  may  suggest  the  function  of  soap,  being 
derived  from  "  lavare,"  to  wash,  and  meaning,  in  English,  fluid  rock ; 
but  it  does  not  describe  its  properties.  (In  re  Stephens-Adamson  Mfg. 
Co.,  ante,  147;  272  O.  G.,  181;  49  App.  D.  C,  147.)  ♦  William  Waltke 
d  Company  v.  Geo.  H.  Schafer  d  Company,  167. 
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16.  Goods  of  the  Same  Descbiptive  Properties — Soap  and  Shaving-Orsam. — 

The  owner  of  a  mark  for  toilet  soap  has  a  right  to  extend  it  to  shaving; 
cream,  since  In  the  popular  mind  a  shaving-cream  Is  a  soap.    *  Id. 

17.  Identity    of    Marks — "  U-Lavo  "     Similar    to    "  Lava." — The    word 

"  U-Lavo  "  conflicts  with  "  Lava,"  the  prefix  "  U-"  being  only  an  argu- 
able distinction  which  Is  not  sufficient.    *  Id. 

18.  Same^Generai.  Test  of  Identity. — The  test  of  the  Identity  of  trade- 

marks Is  not  whether  the  words  mean  the  same  thing,  but  whether 
they  are  so  similar  in  sound  and  appearance  as  to  lead  the  public  to 
believe  that  the  goods  on  which  they  appear  had  a  common  origin. 
Conflict  exists  where  a  purchaser  seeing  only  one  and  relying  upon  his 
memory  of  the  other  would  likely"^  fall  to  recognize  the  distinction, 
although  he  would  do  so  could  he  see  the  two  together.    *  Id, 

19.  Opposition — Not  Necessary  to  Show  Damage  to  Opposer. — In  order  to 

succeed  in  a  trade-mark  opposition  proceeding,  it  is  not  necessary  that 
opposer  establish  damages,  it  being  sufficient  to  show  likelihood  of 
confusion  or  mistake  in  the  mind  of  the  public.    *  Id, 

20.  Registration — Doubts  Resolved  Against  Newcomer. — Where  there  is 

doubt  as  to  the  right  to  register  a  mark  in  view  of  rights  previously 
acquired.  It  should  be  resolved  against  the  newcomer,  since  there  is 
no  excuse  for  a  later  comer  to  impinge  upon  prior  rights  in  view  of  the 
unlimited  field  from  which  a  mark  may  be  selected.    *  Id. 

21.  Suit  Under  Section  4915,  Revised  Statutes — Jubisdigtion. — ^In  a  suit 

brought  under  section  4915,  Revised  Statutes,  against  the  Oommlssioner 
of  Patents  to  obtain  registration  of  a  trade-mark,  where  there  is  di- 
versity of  citizenship  of  the  parties,  although  neither  is  a  resident  of 
the  district  where  suit  is  brought,  Jurisdiction  exists  where  defendant 
consents  to  the  suit  '  Hercules  Powder  Company  v.  Newton,  OommU- 
sioner  of  Patents,  340. 

22.  Registration — Right  Governed  Alone  by  Statutory  Provisions. — ^Upon 

application  to  register  a  trade-mark  where  the  question  presented  is 
whether  the  mark  Is  descriptive,  and  hence  not  registrable  under  the 
statutes,  the  value  of  the  mark  or  the  fact  that  dealers  and  buyers  of 
the  goods  to  which  it  has  been  applied  do  not  associate  it  with  the 
goods  except  as  indicative  of  origin  is  immaterial  and  tends  only  to 
prove  rights  which  should  be  protected  from  unfair  competition.    *Id. 

23.  Same — Descriptiveness  of  Mark  Question  of  Law. — ^Upon  application 

to  register  a  trade-mark  the  question  whether  it  is  descriptive  is  a  legal 
one  where  there  are  no  contradictions  of  fact  or  contradictory  infer- 
ences of  fact.  (Gold  V.  Newton,  C.  D.,  1918,  810;  256  O.  G.,  048;  254 
Fed.  Rep.,  824,  distinguished.)    ^Id. 

24.  What  is  a  Registrable  Mark  Not  Deputed  by  Statute. — The  trade- 

mark statute  (act  of  1005,  33  Stat.,  724),  as  amended,  does  not  de- 
scribe or  define  what  constitutes  either  a  good  trade-mark  or  a  regis- 
trable trade-mark.  It  assumes  that  the  word  has  a  meaning  sufficiently 
well  known  to  dispense  with  statutory  definition.  It  does,  however, 
lay  down  some  rules  for  the  guidance  of  the  Oommlssioner,  among 
which  is  the  provision  that  "  no  mark  which  consists  *  *  *  merely 
in  words  *  «  •  which  are  descriptive  of  the  goods  with  which  they 
are  used,  or  of  the  character  or  quality  of  such  goods,  or  merely  a  geo- 
graphical name  or  term,  shall  be  registered."    *  Id, 
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25.  Rights  Acquired  by  Ten  Yeabs'  Exclusive  Use. — The  Trade-Mark  Act 

of  1905  (33  Stat.,  724)  in  the  so-called  ** ten-year  clause"  recognized, 
if  it  did  not  create,  a  property  right  previously  doubtful,  if  not  wholly 
nonexistent;  but  it  does  not  give  similar  rights  to  one  who  has  ex- 
clusively used  a  merely  descriptive  or  geographical  mark  for  ten 
years  expiring  after  the  passage  of  the  act.    ^  Id, 

26.  What  May  Not  be  Appbopbiated. — "  No  sign  or  form  of  words  can  be 

appropriated  as  a  valid  trade-mark  which  from  the  nature  of  the  fact 
conveyed  by  its  primary  meaning  others  may  employ  with  equal  truth, 
and  with  equal  right,  for  the  same  purpose."  (Standard  Paint  Co,  v. 
Trinidad  Asphalt  Co,,  O.  D..  1911,  530;  165  O.  G.,  971;  220  U.  S.,  446.) 

27.  Descbiptive    Mabks — ^"Mebelt"    Descriptive. — ^"Merely    descriptive" 

(Trade-Mark  Act  of  1905,  section  5  (&))  means  only  descriptive,  or 
nothing  more  than  descriptive.  It  may  be  that  the  force  of  the  adverb 
is  satisfied  by  the  addition  to  the  descriptive  word  of  a  picture  or  de- 
vice, or  by  qualifying  the  description  through  the  addition  of  another 
word.  ♦  ♦  ♦  But  if  the  proposed  trade-mark  consists  of  a  single 
word,  then  that  word  standing  alone  Is  merely  descriptive,  or  it  is  not 
descriptive  at  all.    *  Id, 

28.  "  Infaulible,"  fob  Smokeless  Powdeb,  Merely  Descbiptive. — ^The  word 

"  Infallible,"  as  applied  to  smokeless  powder.  Held  merely  descriptive. 
Perhaps,  when  accurately  used,  it  refers  always  to  mental  processes,  but 
in  common  acceptation  It  means  **  exempt  from  uncertainty  "  or  "  abso- 
lutely trustworthy."    *  Id. 

29.  Suogestivbness  and  Descbiptiveness  Distinguished. — ^**The  difference 

between  suggestion  and  description  is  often  hard  to  perceive.  An  ex- 
plosive powder  marked  as  '  Hercules '  would  be  suggestive,  and  no 
person  other  than  its  maker  could  with  equal  right  and  equal  truth 
call  his  powder  by  that  name  or  any  derivation  therefrom ;  but  '  In 
fallible'  is  merely  descriptive  because  it  has  no  association  with  the 
Hercules  Company  other  than  that  acquired  by  a  long  course  of  busi- 
ness nomenclature."    ^Id. 

30.  Act  of  1905,  Section  5  Constbubd — ^Mabks  Mebely  Descbiptive. — In  the 

Trade-Mark  Act  of  1905  (33  Stat,  724)  the  proviso  of  section  5  that 
"  no  mark  which  consists  •  •  ♦  merely  in  words  or  devices  which 
are  descriptive  of  the  goods  with  which  they  are  used,  or  of  the 
character  or  quality  of  such  goods  ♦  •  ♦  shall  be  registered"  Is 
simply  an  expression  in  statutory  form  of  the  prior  general  rule  of 
law  that  words  merely  descriptive  are  not  a  proper  subject  for  exclu- 
sive trade-mark  appropriation.  ♦*  Becktdth  v.  Commissioner  of  Pat' 
entSf  471. 
,  31.  Same. — ^The  requirement  of  the  act  of  1905,  section  5,  that  "no  mark 
by  which  the  goods  of  the  owner  of  the  mark  may  be  distinguished 
from  other  goods  of  the  same  class  shall  be  refused  registration  as  a 
trade-mark  on  account  of  the  nature  of  such  mark  unless,  etc.,"  is  Just 
as  imperative  as  the  prohibition  of  the  proviso  against  registration  in 
cases  specified.  ♦♦  Id. 
32.  Reoistbation — Liberal  Attitude  Should  be  Adopted. — "Of  course,  re- 
fusal to  register  a  mark  does  not  prevent  a  former  user  from  con- 
tinuing its  use,  but  it  deprives  him  of  the  benefits  of  the  statute,  and 
this  should  not  be  done  if  it  can  be  avoided  by  fair,  even  liberal,  con- 
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struction  of  the  act,  designed  as  It  is  to  promote  the  domestic  and  for- 
eign trade  of  our  country.*'    ♦♦  Id. 

33.  CoMPosiix  Masks  Containing  DESCRimyE  Teeus — ^Registration  Not 

Prohibited. — A  composite  mark,  including  arbitrary  matter  and  a  de- 
scriptive term  forming  a  definitely  positioned  part  of  the  mark,  does  not 
fall  within  the  t^ms  of  the  statute,  since  such  a  mark  does  not  consist 
merely  ("only")  of  descriptive  words,    ♦♦/d. 

34.  Saue — Requirbment  to  Delete  Descriptive  Words  Improper. — ^The  re- 

quirement that  descriptive  words  constituting  part  of  a  composite  mark 
be  deleted  as  a  prerequisite  to  registration  Held  Improper,  since  such 
deletion  would  often  result  in  so  changing  the  mark  sought  to  be  regis- 
tered from  the  form  In  which  it  had  been  used  in  actual  trade  that  it 
would  not  be  recognized  as  the  same  mark.    **  Id. 

35.  Same — ^Practice  op  Aixowing  Disclaimers  Approved. — "  While  there  is 

no  specific  provision  for  disclaimers  in  the  trade-mark  statute,  the 
practice  of  using  them  is  commended  to  our  judgment  by  the  statement 
of  the  Commissioner  of  Patents  that,  so  far  as  known,  no  harm  came 
to  the  public  from  the  practice  of  distinguishing,  without  deleting,  non- 
registrable  matter  in  the  drawing  of  the  mark  as  registered,  when  a 
statement,  forming  a  part  of  the  record,  was  required  that  the  applicant 
was  not  making  claim  to  an  exclusive  appropriation  of  such  matter 
except  In  the  precise  relation  and  association  in  which  It  appeared  in 
the  drawing  and  description."    ♦*  Id. 

36.  Descriptive  Words — "  Moistair  Heating  System." — ^The  words  "  Moist- 

air  Heating  System"  applied  to  "hot  air  and  combined  hot  air  and 
hot  water  heaters  and  furnaces"  are  merely  descriptive  of  a  claimed 
property  or  quality  of  applicant's  heating  system,  that  by  It  moisture 
is  imparted  to  the  air  in  the  process  of  heating.    **Id. 

37.  Same — Composite  Mark — ^Registration. — ^A  trade-mark  for  heating  sys- 

tems consisting  of  certain  arbitrary  matter  and  the  descriptive  words 
"Moistair  Heating  System"  Held  registrable  if  an  appropriate  dis- 
claimer of  the  descriptive  words  be  made  by  the  applicant    **Id, 

38.  Registration. — A  non-intoxicating  cereal  beverage  containing  no  malt 
or  alcohol,  Held  to  constitute  goods  of  the  same  descriptive  properties 
as  a  "  near  beer  "  beverage.  *  Christo  Manufacturing  Company  v.  The 
Christian  Moerlein  Brewing  Company,  189. 

39.  Public  Insignia — "  U.  S."  Not  Registrable. — ^The  meaning  of  **  U.  S." 
is  too  clearly  established  to  permit  of  registration  of  any  mark  contain- 
ing  it  as  the  most  prominent  feature  fn  view  of  the  provisions  of  sec- 
tion 5  of  the  Trade-Mark  Act  of  1905,  denying  registration  to  any  mark 
which  "  consists  of  or  comprises  the  flag  or  coat  of  arms  or  other  In- 
signia of  the  United  States,  or  any  simulation  thereof  or  of  any  State 
or  municipality,  or  of  any  foreign  nation."  ♦  In  re  United  States  Rub- 
ber Company,  39. 

40.  SiMiiARrry —  " White  Lily"  — "Lilt  Whfte." —  " White  Lily"  and 
"  Lily  White  "  are  so  similar  as  to  be  likely  to  lead  to  confusion.  *  R, 
H.  Macy  rf  Company  v.  New  York  Grocery  Company,  201. 

41.  Same — Coffee  and  Tea. — Registration  of  the  words  "  White  Lily  "  for 
coffee  canceled  in  view  of  the  prior  use  of  "  Lily  White "  on  tea  and 
other  groceries,  the  goods,  although  different  in  themselves,  being  used 
for  the  same  purpose.    *  Id. 
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42.  DEscBiprrv^E. — ^A  mark  for  instep-support  consisting  of  a  representation 
of  the  outline  of  a  shoe  brolcen  away  at  the  bottom  and  disclosing  at  the 
portion  broken  away  an  arch-support  supported  by  the  thumb,  index 
and  middle  fingers  of  a  hand,  Held  merely  descriptive ;  Held  also  that 
even  if  It  were  permissible  to  disclaim  the  representation  of  the  arch- 
support  it  would  still  be  descriptive.  *  In  re  Scholl  Manvfacturinff 
Company,  Inc.,  206. 

43.  Registration. — ^Registration  of  a  mark  for  instep-supports  consisting  of 
a  representation  of  the  outline  of  a  shoe  broken  away  at  the  bottom  and 
disclosing  at  the  portion  broken  away  an  arch-support  supix)rted  by  the 
thumb,  index  and  middle  fingers  of  a  hand,  Held  not  registrable  upon 
disclaimer  of  the  representation  of  the  arch-support,  because  what  is 
left  would  not  be  the  mark  which  had  been  used  and  because  the  re- 
maining part  of  the  mark  is  also  descriptive.    *  Id, 

44.  EvioEivGE  OF  Extensive  Use. — ^Evidence  of  extensive  use  of  a  mark  or 

that  several  traders  have  not  heard  of  its  use  by  others  does  not  tend  to 
prove  in  the  least  that  it  is  not  descriptive.    *  Id, 

45.  Act  of  Mabch  19,  1920,  Ck>N8TBVED — Mabks  Registrable  Under  Act  of 

1905  Not  Registrable  Under  Section  (6). — ^Marks  which  are  regis- 
trable under  the  Trade-Mark  Act  of  February  20,  1905,  are  not  regis- 
trable under  section  (h)  of  the  act  of  March  19,  1920.  **  Opinion  of  the 
Solicitor  of  the  Department  of  the  Interior,  89. 

46.  Same — ^Mabks  Not  Registrable  Under  Section  (&). — In  the  act  of 
March  19,  1920,  providing  that  the  Commissioner  shall  keep  a  register 
of  "(&)  all  other  marks  not  registrable  under  the  act  of  February  20, 
1905,  as  amended,  except  those  specified  in  paragraphs  (a)  and  (b) 
of  section  5  of  that  act,"  etc.,  the  provision  "  except  those  specified  in 
paragraphs  (a)  and  (h)  "  was  intended  to  include  those  scheduled 
under  (a)  as  consisting  of  or  comprising  immoral  and  scandalous  mat- 
ter and  those  scheduled  under  (&),  consisting  of  or  comprising  the  fiag 
or  coat-of-arms  or  other  insignia  of  the  United  States,  States,  munici- 
palities, or  foreign  nations,  and  designs,  etc.,  adopted  by  fraternal  and 
other  societies.    **  Id. 

47.  Same  —  Proviso  Clause  of  Section  1  (6)  Construed. —  The  proviso 
clause  of  section  1  (6)  of  the  act  of  March  19,  1920,  construed  as  if  It 
read :  "  Provided,  That  trade-marks  which  are  so  nearly  identical  with 
a  known  trade-mark  owned  and  use<l  in  interstate  and  foreign  com- 
merce, or  commerce  with  tlie  Indian  tribes  by  another  and  appropriated 
to  merchandise  of  the  same  descriptive  properties  as  to  be  likely  to 
cause  confusion  or  mistake  in  the  mind  of  the  public  or  to  deceive  pur- 
chasers, shall  not  be  placed  on  this  register."    **    Id, 

48.  Same — ^Transfer  of  Filing  Fee  From  One  Application  to  Another. — 
The  filing  fee  of  ten  dollars  paid  in  connection  with  an  application  filed 
under  the  act  of  February  20,  1905,  may  be  transferred  to  an  applica- 
tion for  registration  under  the  act  of  March  19,  1920.    °  Id. 

49.  Same  —  Similarity  —  "  Ray-0-Lite  "  and  "  Prest-0-Lite."  —  The  word 
"  Ray-0-Lite,"  or  storage  batteries,  Held  not  registrable  in  view  of  the 
prior  use  of  "  Prest-O-Lite  "  on  the  same  goods.  ♦  French  Battery  d 
Carbon  Company  v.  The  Prest-O-Lite  Company y  Inc.,  214. 

60.  Same — Same— Registration  by  Others  of  Similar  Marks. — Held  that 
"Ray-0-Lite"  may  be  registered  for  electric  lamps  notwithstanding 
the  prior  use  by  the  opposer  of  "Prest-O-Lite"  on  storage  batteries 

15762—21 36 


Digitized  by 


Google 


554  DECISIONS  OF  THE  COMMISSIONER,  1920. 

TRADE-MARKS— Continued 

where  other  marks  about  as  near  to  **  Prest-O-Llte "  as  is  "Ray-O- 
Lite  "  had  been  registered  by  others  for  electric  lamps  prior  to  its  use 
by  the  opposer  for  storage  batteries.    ♦  Id. 

51.  Right  to  I*revent  Registration  of  **  Play-0-Lite  "  in  Field  Occupied 
BY  Similar  Masks. — Where  opposer  adopted  the  mark  **  Ppest-O-Llte  '* 
in  1904  for  use  on  gas-tanks,  and  did  not  extend  its  use  to  storage  bat- 
teries until  1915,  it  is  not  entitled  to  successfully  maintain  opposition 
to  the  registration  of  "  Play-O-Lite,"  adopted  by  applicant  in  1917  for 
electric  lamps,  where  others  had  adopted  and  used  the  words  "  Lino- 
lite,"  "  Tubolite,"  "  Portallte,"  and  "  Pract-Bl-Lite  "  prior  to  opposer's 
extension  of  its  mark  to  storage  batteries  and  had  registered  the  same. 
*  The  Prest'O'IAte  Cotnpanp,  Inc,,  v.  Play-O-Liie  Company ,  Inc.,  231. 

52.  Use  Necess.vky  to  Establish  Right  to  Registration. — Use  of  a  trade- 
mark in  interstate  commerce  or  in  commerce  with  foreign  nations  or 
with  Indian  tribes  is  a  prerequisite  to  its  registration,  and  the  use  con- 
templated is  use  by  the  applicant  himself  or  by  some  one  for  him  and 
not  an  independent  or  incidental  use  by  a  third  party.  Hence  where 
persons  outside  the  State  of  California,  where  appellee  was  doing  busi- 
ness, procured  appellee's  goods  in  California  and  had  them  sent  outside 
that  State  appellee  could  take  no  benefit  from  such  transaction,  and 
the  business  being  other\^ise  local  appellee  failed  to  show  the  requisite 
use.     *  H.  Kuhn  d  Sons  (Inc.)  v.  Letts,  282. 

53.  Evidence  of  Interstate  Use — SurnciENCY — ^Taking  Additional  Testi- 
mony.— Where  in  a  trade-hiark  interference  proceeding,  an  applicant  is 
refused  permission  by  the  Commissioner  to  take  further  testimony  to 
prove  interstate  commerce  on  the  ground  that  the  testimony  in  the  case 
«hows  such  use,  and  on  appeal  the  court  concluded  that  the  testimony 
is  insufficient  for  this  purpose,  although  such  use  Is  alleged  in  the 
declaration.  Held  that  the  denial  of  the  request  to  take  further  testi- 
mony was  error,  and  the  case  reversed  and  remanded  with  directions 
to  permit  the  introduction  of  the  same.     *  Id. 

64.  Similarity — "  Esco  "  and  "  Grisco." — Tiie  mark  "  Esco  "  is  so  similar  to 
"  Grisco  "  as  to  be  likely  to  cause  confusion  when  used  on  substantially 
Identical  goods.  •  I'he  Procter  and  Gamble  Company  v.  Eney  Shm^en- 
ing  Company,  289. 

55.  Same — Orioiit  Has  No  Bearing  on  Question  of  Identity. — ^That  a  mark 

Is  made  up  of  the  initials  of  the  corporation  applying  for  registration 
with  the  termination  "  Go."  has  no  bearing  on  the  question  of  its  iden- 
tity with  another  mark.    ♦  Id. 

56.  Goods  of  Same  Descriptive  Profertixs. — ^Beer  and  a  beverage  composed 

in  part  of  malt  and  containing  less  than  one-half  of  one  per  cent,  of  alco- 
hol were  considered  of  the  same  descriptive  properties  prior  to  the 
enactment  of  the  prohibition  laws  (C.  D.,  1912,  559,  Independent  Breto- 
eries  Co.,  182  O.  G.,  251 ;  39  App.  D.  C.,  118),  and  the  enactment  of  such 
laws  does  not  furnish  any  basis  for  a  different  ruling.  Popel-OUler 
Co.,  Inc.  V.  Berghoff  Braving  Ass'n,  84. 

TRADE-MARK  RIGHTS.    See  Trade-Marks,  12,  16,  20,  25,  26. 

TRADE-MARK  USE.    See  Trade-Marks,  11,  12, 14,  32,  44,  51,  52. 

TRANSFER  OF  FEES.    See  Trade-Marks,  48. 

TRIBUNALS  OF  THE  PATENT  OFFICE.  See  Concurrent  Decisions  of  the 
Tribunals  of  the  Patent  Office;  Court  of  Appeals  of  the  Oistrict  of  Co- 
lumbia, 1, 
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UNFAIR  COMPETITION  IN  TRADE.  See  Certiorari,  3 ;  Suits  for  InfHnge- 
metU,  4 ;  Trade-Maries,  22. 

trSB  or  INVENTION.  See  Construction  of  Specifications  and  Patents,  1,  3; 
Particular  Patents,  9. 

IJTILITY.    See  VaUdity  of  Patents. 

VALID  PATENTS.  See  Construction  of  Specification,  8,  11;  Disclaimers; 
Method  and  Products,  2 ;  Particular  Patents,  4,  5,  7,  S,  13,  15,  18,  19,  23, 
24,  25.  28,  27,  30,  32.  40,  41,  42,  44,  51,  52. 

VALIDITY  OF  PATENTS.  See  Construction  of  Specifications  and  Patents, 
21 ;  Disclosure  of  Inventions,  2 ;  Licenses;  Rights  of  Holder  of  Legal 
Title  of  Patent;  Scope  of  Patent;  Suits  for  Infringement,  4.  6. 
Not  Affected  by  Non-Useb. — The  validity  of  a  patent  is  not  affected  by 
non-user  of  the  patented  device  if  it  has  utility  in  the  sense  of  being 
capable  of  successful  mechanical  operation.  <*  Reed  v.  Hughes  Tool  Co., 
288. 
2.  Affected  bt  Pbiob  Application  fob  Anotheb  Patent. — ^A  patent  applied 
for  after  filing  of  application  for  but  before  issue  of  another  patent  in 
the  same  art  should,  as  to  anticipation  and  the  presence  of  invention, 
be  Judged  upon  the  basis  of  which  the  earlier  application  is  a  part, 
though  it  was  not  a  part  of  the  prior  art  in  the  sense  in  which  that 
phrase  is  used  with  reference  only  to  publication.  ^Concrete  Appli- 
ances Co.  et  al.  V.  Meinken  et  al.,  378. 
8.  Entibe  Pbiob  Art  Considered  on  Appeal. — Although  appellant  assigned 
as  error  that  the  court  below  erred  in  holding  the  patent  in  suit  antici- 
pated by  a  particular  patent  and  lower  court  stated  that  no  device  ex- 
cept that  particular  patent  embodied  plaintiff's  device,  nevertheless  the 
court  on  appeal  will  consider  the  entire  prior  art  as  disclosed  by  the 
whole  record.    *  Backstay  Machine  d  Leather  Co.  v.  Hamilton,  397. 

VOID  PATENTS.  See  Certiorari,  3;  Construction  of  Specifications  and  Pat- 
ents, 5,  13,  14 ;  Invention,  27 ;  Particular  Patents,  1,  2,  3,  6,  9,  16,  17, 
20,  21,  22,  28,  35,  36,  37,  38,  39,  45,  47,  49,  50 ;  Public  Use  Procedings,  1 ; 
Rights  of  Holder  of  Legal  Title  of  Patent. 

WITNESSES.    See  Interference,  1 ;  Testimony;  Trade-Marks,  10. 
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